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U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

cat

Application Data Sheet 37 CFR 1.76
Application Number 

Title of Invention System and Methodfor Instant VoIP Messaging   
The application data sheetis part of the provisional or nonprovisional application for which it is being submitted. The following form contains the
bibliographic data arrangedin a format specified by the United States Patent and Trademark Office as outlined in 37 CFR 1.76.
This document may be completed electronically and submitted to the Office in electronic format using the Electronic Filing System (EFS) or the
document may be printed and included in a paper filed application. 

Secrecy Order 37 CFR 5.2

Oo Portionsorall of the application associated with this Application Data Sheet mayfall under a Secrecy Order pursuantto
37 CFR 5.2 (Paperfilers only. Applications that fall under Secrecy Order may notbefiled electronically.}

 

 

Inventor Information:

Inventor 1

Legal Name

 

 

Prefix) Given Name Middle Name Family Name Suffix

OS
Residence Information (Select One) () US Residency ©) NonUS Residency ©) Active US Military Service

North Canton, Stark County State/Province Country of Residencei | US 

Mailing Addressof Inventor:

Address 1 2828 Barclay Circle

Address 2

City North Canton, Stark County State/Province OH

Postal Code 44720 US

All Inventors Must Be Listed - Additional Inventor Information blocks may be
generated within this form by selecting the Add button.

  
Correspondence Information:

Enter either Customer Number or complete the CorrespondenceInformation section below.
For further information see 37 CFR 1.33(a).

 

 

[_] An Addressis being provided for the correspondenceInformation of this application.

Customer Number 67050

Email Address john.kasha@kashalaw.com

Application Information:

 
Title of the Invention System and Methodfor Instant VoIP Messaging

Attorney Docket Number| EMP0025-US Small Entity Status Claimed

 

Application Type Nonprovisional

Subject Matter Utility

  
 

Total Number of Drawing Sheets(if any) Suggested Figure for Publication (if any)|2

Filing By Reference:
 
EFS Web 2.2.11
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PTO/AIA/14 (12-13)
Approved for use through 01/31/2014. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

oo Attorney Docket Number|EMP0025-US
Application Data Sheet 37 CFR 1.76
 

Application Number
 

Title of Invention|System and Methodfor Instant VoIP Messaging

Only complete this section whenfiling an application by reference under 35 U.S.C. 111(c) and 37 CFR 1.57(a). Do not complete this sectionif
application papers including a specification and any drawingsare being filed. Any domestic benefit or foreign priority information must be
provided in the appropriate section(s) below (i.e., “Domestic Benefit/National Stage Information” and “Foreign Priority Information’).

For the purposesofa filing date under 37 CFR 1.53(b), the description and any drawings of the present application are replaced by this
reference to the previously filed application, subject to conditions and requirements of 37 CFR 1.57(a).
 

Application numberof the previously Filing date (YYYY-MM-DD) Intellectual Property Authority or Country i
filed application
 
  
 

Publication Information:

[-] Request Early Publication (Fee required at time of Request 37 CFR 1.219)
 

Req uest Not to Publish.| hereby request that the attached application not be published under
[] 35U.S.C. 122(b) and certify that the invention disclosed in the attached application has not andwill not be the

subject of an application filed in another country, or under a multilateral international agreement, that requires
publication at eighteen monthsafterfiling.
 
Representative Information:
 

Representative information should be provided for all practitioners having a power of attorney in the application. Providing
this information in the Application Data Sheet does not constitute a powerof attorney in the application (see 37 CFR 1.32).
Either enter Customer Number or complete the Representative Name section below. If both sections are completed the customer
Numberwill be used for the Representative Information during processing.

 

Please Select One: (#) Customer Number ©) US PatentPractitioner ©) Limited Recognition (37 CFR 11.9) 
Customer Number 67050
 

Domestic Benefit/National Stage Information:
This section allows for the applicantto either claim benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) or indicate National Stage
entry from a PCT application. Providing this information in the application data sheet constitutes the specific reference required
by 35 U.S.C. 119(e) or 120, and 37 CFR 1.78.
Whenreferring to the current application, please leave the application number blank.

Prior Application Status|Pending

Application Number Continuity Type Prior Application Number Filing Date (YYYY-MM-DD}

Unassigned Continuation of 13546673 2012-07-11

 

  
Prior Application Status|Patented

Application a Prior Application Filing Date Issue Date
Number Continuity Type (YYYY-MM-DD) Patent Number (YYYY-MM-DD)

13546673 Continuation of 12398063 2009-03-04 8243723 2012-08-14

Prior Application Status|Patented

EFS Web 2.2.11
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PTO/AIA/14 (12-13)
Approved for use through 01/31/2014. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number|EMP0025-US 
Application Data Sheet 37 CFR 1.76

Application Number 

Title of Invention|System and Methodfor Instant VoIP Messaging

Application _ Prior Application Filing Date Issue Date

12398063 Continuation of 10740030 2003-12-18 7535890 2009-05-19

Additional Domestic Benefit/National Stage Data may be generated within this form
by selecting the Add button. Aa

 
Foreign Priority Information: 

This section allows for the applicant to claim priority to a foreign application. Providing this information in the application data sheet

constitutes the claim for priority as required by 35 U.S.C. 119(b) and 37 CFR 1.55{d). When priority is claimed to a foreign application

that is eligible for retrieval uncer the priority document exchange program (PDX) Ithe information will be used by the Office to
automatically attempt retrieval pursuant to 37 CFR 1.55({h)(1) and (2). Under the PDX program, applicant bears the ultimate

responsibility for ensuring that a copy of the foreign application is received by the Office from the participating foreign intellectual

property office, or a certified copy of the foreign priority applicationis filed, within the time period specified in 37 CFR 1.55(g){1).

Application Number Country i Filing Date (YYYY-MM-DD) Access Code! (if applicable)

Additional Foreign Priority Data may be generated within this form by selecting the
Addbutton.
 
Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition
Applications

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also
contains, or contained at any time, a claim to a claimed invention that has an effectivefiling date on or after March

[] 16, 2013.
NOTE:By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March
16, 2013, will be examined underthefirst inventorto file provisions of the AIA.
 

Authorization to Permit Access:

Authorization to Permit Access to the Instant Application by the Participating Offices

 
 

  
 

EFS Web 2.2.11
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PTO/AIA/14 (12-13)
Approved for use through 01/31/2014. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number|EMP0025-US
Application Data Sheet 37 CFR 1.76
 

Application Number 

Title of Invention|System and Methodfor Instant VoIP Messaging 
If checked, the undersigned hereby grants the USPTO authority to provide the European Patent Office (EPO),
the Japan Patent Office (JP), the Korean Intellectual Property Office (KIPO), the World Intellectual Property Office (WIPO),
and any otherintellectual property offices in which a foreign application claiming priority to the instant patent application
is filed access to the instant patent application. See 37 CFR 1.14{c) and (h). This box should not be checkedif the applicant
does not wish the EPO, JPO, KIPO, WIPO,or otherintellectual property office in which a foreign application claiming priority
to the instant patent application is filed to have accessto the instant patent application.

In accordance with 37 CFR 1.14(h)(3), access will be provided to a copy of the instant patent application with respect
to: 1) the instant patent application-as-filed; 2) any foreign application to which the instant patent application
claims priority under 35 U.S.C. 119{a)-(d) if a copy of the foreign application that satisfies the certified copy requirement of
37 CFR 1.55 has beenfiled in the instant patent application; and 3) any U.S. application-as-filed from which benefit is
sought in the instant patent application.

In accordance with 37 CFR 1.14{c), access may be provided to information concerning the date offiling this Authorization.

 

Applicant Information:

Providing assignmentinformation in this section does not substitute for compliance with any requirement of part 3 of Title 3/7 of CFR
to have an assignment recorded by the Office.

Applicant 1

If the applicantis the inventor (or the remaining joint inventor or inventors under 37 CFR 1.45), this section should not be completed.
The information to be providedin this section is the name and addressof the legal representative whois the applicant under 3/ CFR
1.43; or the name and address of the assignee, person to whom the inventor is under an obligation to assign the invention, or person
who otherwise shows sufficient proprietary interest in the matter who is the applicant under 37 CFR 1.46.If the applicant is an
applicant under 37 CFR 1.46 (assignee, person to whom the inventoris obligated to assign, or person who otherwise showssufficient
proprietary interest) together with one or morejoint inventors, then the joint inventor or inventors who are also the applicant should be
identified in this section.

C) Legal Representative under 35 U.S.C. 117 C) Joint Inventor
 

O Person to whom the inventoris obligated to assign. CO Person who showssufficient proprietary interest

If applicant is the legal representative, indicate the authority to file the patent application, the inventoris:

 

Nameof the Deceased or Legally Incapacitated Inventor:

If the Applicant is an Organization check here. 

Organization Name Empire IP LLC
 

Mailing Address Information:

Address 1 212 East 47th St., STE. 24J

Address 2

City New York State/Province

Country || us Postal Code
Phone Number Fax Number

 

   
 

EFS Web 2.2.11
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PTO/AIA/14 (12-13)
Approved for use through 01/31/2014. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number|EMP0025-US
Application Data Sheet 37 CFR 1.76
 

Application Number 

Title of Invention|System and Methodfor Instant VoIP Messaging

Email Address John.Kasha@kashalaw.com

Additional Applicant Data may be generated within this form by selecting the Add button. Add

 
 

AssigneeInformation including Non-Applicant Assignee Information:
 

Providing assignment information in this section does not subsitute for compliance with any requirementof part 3 of Title 37 of CFR to
have an assignment recorded by the Office.

Assignee 1 

Complete this section if assignee information, including non-applicant assignee information, is desired to be included on the patent
application publication . An assignee-applicant identified in the "Applicant Information" section will appear on the patent application
publication as an applicant. For an assignee-applicant, complete this section onlyif identification as an assigneeis also desired on the
patent application publication.

If the Assignee or Non-Applicant Assignee is an Organization check here.

Organization Name Empire IP LLC

Mailing Address Information For Assignee including Non-Applicant Assignee: 

Address1 212 East 47th St., STE. 24J

Phone Number Fax Number  
 

Email Address

Additional Assignee or Non-Applicant Assignee Data may be generated within this form by
selecting the Add button.

 
Signature:

NOTE: This form must be signed in accordance with 37 CFR 1.33. See 37 CFR 1.4 for signature requirements and
certifications 

Signature |/Kelly L. Kasha/ Date (YYYY-MM-DD)| 2014-03-13

First Name Last Name Registration Number 

Additional Signature may be generated within this form by selecting the Add button.
 

EFS Web 2.2.11
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PTO/AIA/14 (12-13)
Approved for use through 01/31/2014. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number|EMP0025-US
Application Data Sheet 37 CFR 1.76
 

Application Number 

Title of Invention|System and Methodfor Instant VoIP Messaging 
This collection of information is required by 37 CFR 1.76. The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTOto process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This
collection is estimated to take 23 minutes to complete, including gathering, preparing, and submitting the completed application data
sheet form to the USPTO. Time will vary depending upon theindividual case. Any comments on the amountof time you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissionerfor Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

EFS Web 2.2.11
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to
a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection
of this information is 35 U.S.C. 2(b)(2}; (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is
used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonmentof the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom ofInformation Act (5 U.S.C. 552)
and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the Departmentof Justice to determine
whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence te a court, magistrate, or
administrative tribunal, including disclosures to opposing counsel in the course of settlement negctiations.

A recordin this system of records may be disclosed, as a routine use, to a Memberof Congress submitting a request involving an
individual, to whom the record pertains, whenthe individual has requested assistance from the Memberwith respect to the subject matter of
the record.

A recordin this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in
order to perform a contract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records maybe disclosed,
as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A recordin this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security
review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee,
during an inspection of records conducted by GSA aspart of that agency's responsibility to recommend improvementsin records
managementpractices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any otherrelevant (i.e., GSA or Commerce)directive. Such
disclosure shall not be used to make determinations aboutindividuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the application pursuan
to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record wasfiled in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to public inspections or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency,if the
USPTO becomes aware of a violation or potential violation of law or regulation.
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Electronic Patent Application Fee Transmittal

Title of Invention: System and Methodfor Instant VoIP Messaging

First Named Inventor/Applicant Name: Michael J. Rojas 

Filer: John Kasha

Filed as Small Entity

Utility under 35 USC 111(a)Filing Fees

Sub-Totalin

USD($)Description Fee Code Quantity

a

Miscellaneous-Filing: 

Petition:

Patent-Appeals-and-Interference:

13
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Sub-Totalin

Description Fee Code Quantity Amount USD(S) 

Post-Allowance-and-Post-Issuance:

Extension-of-Time:

Miscellaneous:

Total in USD (S$) 

14
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Electronic Acknowledgement Receipt 

18571392

Confirmation Number: 

Title of Invention: System and MethodforInstant VoIP Messaging

 

First Named Inventor/Applicant Name: Michael J. Rojas

a
Filer Authorized By:

Attorney Docket Number: EMP0025-US

ee
Time Stamp: 10:09:19

 

 
 

Application Type: Utility under 35 USC 111(a) 

Paymentinformation:

Submitted with Payment

Payment Type Deposit Account 

Payment was successfully received in RAM $730

Deposit Account 504075

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpaymentas follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)

 
15
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[0001]

[0002]

[0003]

SYSTEM AND METHODFORINSTANT VOTP MESSAGING

CROSS-REFERENCE TO RELATED APPLICATION

This application is a continuation of U.S. patent application Ser. No.

13/546,673, filed July 11, 2012, which is a continuation of U.S. application Ser. No.

12/398,063 filed March 4, 2009, now U.S. Pat. No. 8,243,723, issued August 14,

2012, which is a continuation of U.S. application Ser. No. 10/740,030 filed on

December18, 2003, now U.S. Pat. No. 7,535,890, issued May 19, 2009, the entire

content and disclosure of which is incorporated by reference.

BACKGROUND OF THE INVENTION

Technical Ficld of the Invention
 

The present invention generally relates to Internet telephony (IP telephony).

Moreparticularly, the present invention is directed to a system and method for

enabling local and global instant VoIP messaging over an IP network, such as the

Internet, with PSTN support.

Description of the Prior Art

Traditional telephony is based on a public switched telephone network(i.¢.,

“PSTN”). In the PSTN,a telephone terminalis electrically connected to a

conventional or legacy switch. The telephone terminal and the legacy switch

communicate via a proprietary protocol, which may be different depending on the

vendorof the legacy switch. Circuit switching provides a communication path (Le.,

dedicated circuit) for a telephonecall from the telephone terminal to another device
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[0005]

over the PSTN, including another telephone terminal. During the telephonecall,

voice communication takes place over that communication path.

An alternative to the PSTN is Voice over Internet Protocol (i.e., “VoIP”), also

knownasIP telephony or Internet telephony. In the IP telephony, a VoIP terminal

device is connected to a packet-switched network (e.g., Internet) and voice

communication from the VoIP terminal deviceis digitized, packetized and

transmitted over the packet-switched network to a destination VoIP terminal device,

whichreconstructs the packets and audibly plays, stores or otherwise processes the

transmission. The VoIP terminal device may be a VoIP telephone or a general-

purpose personal computer (PC) enabled for IP telephony. More specifically, the PC

1s programmedwith the software and equipped with audio input/output devices(e.g.,

a combination of microphoneand speakeror a headset) to serve as a VoIP terminal

device. The PC so enabled and equipped will herein be referred to as a VoIP terminal

device or a VoIP softphone.

FIG.1 is an illustrative example of a prior art IP telephony system 100. The

IP telephony system 100 comprises a packet-switched IP network 102, such as the

Internet, which transmits VoIP traffic from and to a plurality of terminal devices 104,

106 and 110. Terminal device 104 is a VoIP softphone that is enabled for IP

telephony over the network 102. Terminal device 106 is a VoIP telephone, whichis

connected to the network 102 via a softswitch 108. The VoIP softswitch 108 is

disposed on the packet-switched network (e.g., Internet) 102 between an origination

terminal device (such as VoIP softphone 104) and a destination terminal device (such

as VoIP telephone 106), and routes packets over the packet-switched IP network 102.
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[0007]

The softswitch 108 may also manage and perform administrative functions for the

terminal device or devices (e.g., VoIP telephone 106) to whichit is connected.

Whether the terminal device is a VoIP softphone 104 or a VoIP telephone 106, the

terminal device is connected to the IP network 102 via a networking standard such as

Ethernet, Bluetooth, IEEE 1394 (also known as “Firewire”), IEEE 802.11 (also

known as “WiF7”), or networking over serial communication channels such as the

Universal Serial Bus(i.¢., “USB”). Data communication over the network then takes

place using a connection protocol, e.g., transfer control protocol/Internet protocol

(i.e., “TCP/IP’’).

Further regarding FIG.1, terminal device 110 is a legacy telephonethatis

connected to a legacy switch 112 for (circuit-switched) voice communications over

the PSTN 116 with other terminal devices. A media gateway 114 may be provided

between the legacy switch 112 and the packet-switched network 102 to enable IP

telephony between the legacy telephone 110 and a VoIP terminal device, such as a

VoIP softphone 104 or VoIP telephone 106. More spccifically, the media gateway

114 converts the audio signal carried over PSTN to packets carried over the packet-

switched IP network 102. In addition, a media gateway 118 may be disposed over the

PSTN 116 and connected to a softswitch 120 to convert the audio signal from the

legacy telephone 110 to packets routed over the IP network 102 via the softswitch

120.

Voice messaging in both the VoIP and PSTN is known. Morespecifically,

the foregoing systems may be provided with a facility to allow users to leave voice

messages for recipients, which is a feature that is familiar to anyone whouses a
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telephone. Conventionally, leaving a voice message involves dialing the recipient’s

telephone number(often without knowing whetherthe recipient will answer), waiting

for the connection to be established, speaking to an operator or navigating through a

menu ofoptions, listening to a grecting message, and recording the messagefor later

pickup by the recipient. In that message, the user must typically identify himself or

herself in order for the recipient to return the call.

Instant text messaging is likewise known. More specifically, a user is

provided with a client terminal, whichis typically a general-purpose PC programmed

with instant text messaging software and in data communication over an IP network

with an instant text-messaging server. The instant text-messaging server presents the

user, via the client terminal, with a list of persons whoare currently “online” and

ready to receive text messages on their own client terminals. The user then uses the

client terminal to select one or more persons to whom the message will be sent and

types in a text message. The text message is sent immediately via the text-messaging

server to the selected one or more personsandis displayed on their respective clicnt

terminals.

However, notwithstanding the foregoing advances in the VoIP/PSTN voice

communication and voice/text messaging,thereis still a need in the art for providing

a system and method for providing instant VoIP messaging over an IP network.

Moreparticularly, there is a need in the art for providing local and global instant

voice messaging over VoIP with PSTN support.

SUMMARYOF THE INVENTION
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[0012]

The present invention is directed to a system and method for enabling local

and global instant VoIP messaging over an IP network, such as the Internet.

According to an embodimentof the present invention, there is provided an

instant voice messaging system for delivering instant messages over a packct-

switched network, the system comprising: a client connected to the network, the

client selecting one or morerecipients, generating an instant voice messagetherefor,

and transmitting the selected recipients and the instant voice message therefor over

the network; and a server connected to the network, the server receiving the selected

recipients and the instant voice messagetherefor, and delivering the instant voice

messageto the selected recipients over the network, the selected recipients being

enabled to audibly play the instant voice message.

According to another embodiment of the present invention, there is provided

an instant voice messaging system for delivering instant messages over a packet-

switched network enabling public switched telephone network (PSTN) support, the

system comprising: a PSTN telephone connected to the network for providing input

audio; a client connected to the network, the client selecting one or morerecipients,

generating an instant voice message therefor using the input audio provided by the

PSTN telephone, and transmitting the selected recipients and the instant voice

message therefor over the network; a server connected to the network, the server

receiving the selected recipients and the instant voice message therefor, and

delivering the instant voice messageto the selected recipients over the network, the

selected recipients being enabled to audibly play the instant voice message.
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According to a further embodiment of the present invention, there is provided

an instant voice messaging system for delivering instant messages over a packet-

switched network, the system comprising: a voice-over-internet-protocol (VoIP)

telephone connected to the network for providing input audio; a clicnt connected to

the network, the client selecting one or more recipients, generating an instant voice

message therefor using the input audio provided by the VoIP telephone, and

transmitting the selected recipients and the instant voice message therefor over the

network; a server connected to the network, the server receiving the selected

recipients and the instant voice messagetherefor, and delivering the instant voice

messageto the selected recipients over the network, the selected recipients being

enabled to audibly play the instant voice message.

According to still another embodiment of the present invention, there is

provided an instant voice messaging system for delivering instant messages over a

plurality of packet-switched networks, the system comprising: a client connected to a

local network,the client sclecting onc or more external recipients connected to an

external network outside the local network, generating an instant voice message

therefor, and transmitting the selected recipients and the instant voice message

therefor over the local network and the external network; and a server connected to

the external network, the server receiving the selected recipients and the instant voice

messagetherefor, and delivering the instant voice messageto the selected recipients

over the external network, the selected recipients being enabled to audibly play the

instant voice message.
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According to yet another embodimentofthe present invention, thereis

provided an instant voice messaging system for delivering instant messages over a

plurality of packet-switched networks enabling public switched telephone network

(PSTN) support, the system comprising: a PSTN telephone connected to a local

network for providing input audio; a client connected to the local network, the client

selecting one or more external recipients connected to an external network outside the

local network, generating an instant voice messagetherefor using the input audio

provided by the PSTN telephone, and transmitting the selected recipients and the

instant voice message therefor over the local network and the external network; a

server connected to the external network, the server receiving the selected recipients

and the instant voice message therefor, and delivering the instant voice message to the

selected recipients over the external network, the selected recipients being enabled to

audibly play the instant voice message.

According to yet a further embodimentof the present invention,there is

provided an instant voicc messaging system for delivering instant messages over a

plurality of packet-switched networks, the system comprising: a voice-over-internet-

protocol (VoIP) telephone connected to a local network for providing input audio; a

client connected to the local network,the client selecting one or more external

recipients connected to an external network outside the local network, generating an

instant voice message therefor using the input audio provided by the VoIP telephone,

and transmitting the selected recipients and the instant voice message therefor over

the local network and the external network; an server connected to the external

network, the external server receiving the selected recipients and the instant voice
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message therefor, and delivering the instant voice message to the selected recipients

over the external network, the selected recipients being enabled to audibly play the

instant voice message.

Accordingto still a further embodimentofthe present invention, there is

provided an instant voice messaging system for delivering instant messages over a

plurality of packet-switched networks, the system comprising: a client connected to

an external network,the client selecting one or morerecipients connectedto a local

network, generating an instant voice message therefor, and transmitting the selected

recipients and the instant voice message therefor over the external network; an

external server system connected to the external network, the external server system

receiving the selected recipients and the instant voice message, and routing the

selected recipients and the instant voice message over the external network and the

local network; a local server connected to the local network, the local server receiving

the selected recipients and the instant voice message therefor, and delivering the

instant voice message to the selected recipients over the local network, the sclected

recipients being enabled to audibly play the instant voice message.

According to an embodimentof the present invention, there is provided a

methodfor instant voice messaging over a packet-switched network, the method

comprising: selecting one or more recipients for instant voice messagingat a client;

generating an instant voice messagefor the selected recipients at the client;

transmitting the selected recipients and the instant voice message therefor over the

network from theclient to a server; receiving the selected recipients and the instant

voice message therefor at the server; delivering the instant voice message from the
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server to the selected recipients over the network; and audibly playing the instant

voice messageat the selected recipients.

According to another embodimentofthe present invention, there is provided a

method for instant voice messaging over a packet-switched network cnabling public

switched telephone network (PSTN) support, the method comprising: providing input

audio via a PSTN telephone connected over the network; selecting one or more

recipients for instant voice messagingat a client; generating an instant voice message

using the input audio from the PSTN telephonefor the selected recipients at the

client; transmitting the selected recipients and the instant voice message therefor over

the network from the client to a server; receiving the selected recipients and the

instant voice messagetherefor at the server; delivering the instant voice message from

the server to the selected recipients over the network; and audibly playing the instant

voice messageat the selected recipients.

According to a further embodiment of the present invention, there is provided

a methodfor instant voicc messaging over a packet-switched network, the method

comprising: providing input audio via a voice-over-internet-protocol (VoIP)

telephone connected over the network; selecting one or morerecipients for instant

voice messagingat a client; generating an instant voice message using the input audio

from the VoIP telephone for the selected recipients at the client; transmitting the

selected recipients and the instant voice message therefor over the network from the

client to a server; receiving the selected recipients and the instant voice message

therefor at the server; delivering the instant voice message from the server to the
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selected recipients over the network; and audibly playing the instant voice messageat

the selected recipients.

According to still another embodimentofthe present invention,there is

provided a methodfor instant voice messaging over a plurality of packet-switched

networks, the method comprising: selecting one or more external recipients for instant

voice messaging at a client connected to a local network, the one or more external

recipients connected to an external networkoutside the local network; generating an

instant voice messagefor the selected external recipients at the client; transmitting the

selected external recipients and the instant voice message therefor overthe local

network and the external network; receiving the selected external recipients and the

instant voice messagetherefor at an external server connected to the external

network; delivering the instant voice message to the selected external recipients over

the external network; and audibly playing the instant voice messageat the selected

external recipients.

According to yet another embodimentofthe present invention,thereis

provided a methodfor instant voice messaging system overa plurality of packet-

switched networks enabling public switched telephone network (PSTN) support, the

method comprising: providing input audio via a PSTN telephone connectedto a local

network; selecting one or more external recipients for instant voice messaging at a

client, the one or more external recipients connected to an external network outside

the local network; generating an instant voice message for the one or more external

recipients using the input audio provided by the PSTN telephone; transmitting the

selected recipients and the instant voice message therefor over the local network and
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the external network; receiving the selected recipients and the instant voice message

therefor at a server connected to the external network; delivering the instant voice

message to the selected recipients from the server over the external network; and

audibly playing the instant voice messageat the sclected recipients.

Accordingto still a further embodimentofthe present invention, there is

provided a methodfor instant voice messaging system overa plurality of packet-

switched networks, the method comprising: providing input audio via a voice-over-

internet-protocol (VoIP) telephone connected to a local network; selecting one or

more external recipients for instant voice messagingat a client, the one or more

external recipients connected to an external network outside the local network;

generating an instant voice message for the one or more external recipients using the

input audio provided by the VoIP telephone; transmitting the selected recipients and

the instant voice message therefor over the local network and the external network;

receiving the selected recipients and the instant voice message therefor at a server

connected to the external network; delivering the instant voice message to the

selected recipients from the server over the external network; and audibly playing the

instant voice messageat the selected recipients.

According to yet a further embodimentofthe present invention,there is

provided a method for instant voice messaging overa plurality of a plurality of

packet-switched networks, the method comprising: selecting one or more recipients

connected to a local network at a client connected to an external network; generating

an instant voice message for the selected recipients at the client; transmitting the

selected recipients and the instant voice message therefor over the external network
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[0027]
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[0029]

[0030]

[0031]

from the client to an external server system; receiving the selected recipients and the

instant voice messageat the external server system; routing the selected recipients

and the instant voice message over the external network and the local network;

receiving the selected recipients and the instant voice message therefor at a local

server connected to the local network; delivering the instant voice messageto the

selected recipients over the local network; audibly playing the instant voice message

at the selected recipients.

BRIEF DESCRIPTION OF THE DRAWINGS

The objects, features and advantages of the present invention will become

apparent to one skilled in the art, in viewof the following detailed description taken

in combination with the attached drawings, in which:

FIG.1 illustrates an example ofa prior art IP telephony system;

FIG.2 illustrates an exemplary local IVM system for enabling instant voice

messaging according to the present invention;

FIG.3 illustrates an exemplary IVM client of FIG. 2 for enabling instant voice

messaging according to the present invention;

FIG.4 illustrates an exemplary IVM server of FIG. 2 for enabling instant

voice messaging according to the present invention;

FIG.5 illustrates an exemplary global IVM system comprising a localVM

system and global TVM clients, according to the present invention;

FIG.6 illustrates an exemplary global IVM server system depicted in FIG.5,

according to the present invention;
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[0032]

[0033]

[0034]

[0035]

[0036]

FIG.7 illustrates an exemplary transport server depicted in FIG. 6, according

to the present invention;

FIG.8 illustrates an exemplary directory server depicted in FIG. 6, according

to the present invention; and

FIG.9 illustrates an exemplary global IVM system comprisinga plurality of

local IVM systems and global IVM clients, according to the present invention.

DETAILED DESCRIPTION

The present invention is directed to a system and method for enabling local

and global instant VoIP messaging over an IP network with PSTN support.

FIG.2 is an exemplary illustration of a local instant voice messaging (IVM)

system 200 according to the present invention. The instant voice messaging system

200 comprises a local IVM server 202 that provides the core functionality for

enabling instant voice messaging with PSTN support according to the present

invention. The architecture of the local IVM server 202 will be described in detail

hereinbelow with reference to FIG. 4. According to the exemplary IVM system 200,

the local IVM server 202 is enabled to provide instant voice messaging to one or

more IVM clients 206 and 208, as well support instant voice messaging for PSTN

legacy telephones 110. It is noted that although FIG. 2 depicts one of each IVM

client 206, 208 and legacy telephone 110 for clarity and brevity, the local IVM server

202 is enabled to support a plurality of each of the foregoing TVM clients 206, 208

and legacy telephone 110. The local packet-switched IP network 204 interconnects

the 1VM clients 206, 208 and the legacy telephone 110 to the local IVM server 202 as
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well as interconnecting the local 1VM server 202 to the local IP network 204. The

network 204 may be a local area network (LAN), a wide area network (WAN), or the

like, which supports both wired and wireless devices. The exemplary [VM client 208

is a VoIP softphone, the architecture of which will be described in detail hereinbelow

with reference to FIG. 3. A microphone 212 is connected to the IVM client 208 and

enables the recording of an instant voice message according to the present invention

into an audiofile 210 for transmission to the local IVM server 202 over the network

204. An input device 218 (e.g., a keyboard) is connected to the [VM client 208 to

select one or morerecipients that are to receive the recorded instant voice message.

Although not depicted in FIG.2, the input device 218 may include a trackball,

digitizing pad or mouse,or the like. A display device 216 is connected to the [VM

client 208 to display instant voice messages recorded and/or received by a userof the

IVM client 208. An audio device 214, such as external speaker, is connected to the

IVM client 208 to play received instant voice messages. It is noted that the

microphone 212, audio device 214, display device 216 and input device 218 may

form integral parts of the IVM client 208.

Further with reference to FIG. 2, IVM client 206 is interconnected via the

network 204 to the local IVM server 202. An exemplary IVM client 206 is a VoIP

telephone, which comprises a screen display (not shown) capable of displaying

instant voice messages recorded and/or received by a user of the IVM client 206

according to the present invention. The VoIP telephone 206 further comprises a

handset and/or speakerphonefor recording instant voice messages andlistening to

instant voice messages received at the VoIP telephone 206 accordingto the present
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invention. The VoIP telephones which may be implemented to provide instant voice

messaging functionality according to the present invention are commercially

available from many vendors, including Alcatel.TM., Lucent.TM., NEC.TM.and

Cisco.TM., to name just a few. In addition to the foregoing IVM clients 206, 208, the

IVM system 200 supports a legacy telephone 110 for instant voice messaging

according to the present invention. The legacy telephone 110 is connected to a legacy

switch 112. The legacy switch 112 is further connected to a media gateway 114.

Both the legacy switch 112 and the media gateway 114 interconnect the legacy

telephone 110 via the network 204 to the local IVM server 202, thereby facilitating

instant voice messaging according to the present invention. The media gateway 114

may be a gatewaythat supports trunk pack network control(i.¢., “TPNCP’’) protocol,

media gateway control protocol(i.e., “MGCP”), or a media gateway control H.428

protocol(i.e.,“MEGACO”). As previously mentioned, the media gateway 114

converts the audio signal carried over PSTN to packets to be transmitted over a

packet-switched IP network, such as the local nctwork 204.

The implementation of the instant voice messaging for [VM client 208 will be

describedfirst and will be followed by the implementations for IVM client 206 and

legacy telephone 110, with reference to the local IVM system 200 depicted in FIG. 2.

These implementations implement a “record mode”ofthe instant voice messaging

according to the present invention. There will further be described an “intercom

mode”ofthe instant voice messaging according to the present invention. Therefore,

in operation of the IVM client 208 according to FIG. 2, theVM client (VM

softphone) 208 is connected over the network 204 to the IVM server 202, which as
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aforementioned enables instant voice messaging functionality over the network 204.

The IVM client 208 displays a list of one or more IVM recipients onits display 216,

provided and stored by the local IVM server 202, as will be particularly described

hereinbelow with reference to FIG. 4. The uscr operates the IVM clicnt 208 by using

the input device 218 to indicate a selection of one or more [VM recipients from the

list. The user selection is transmitted to the IVM server 202. The userselection also

generates a start signal to the [VM client 208 that the user is ready to begin instant

voice messaging according to the present invention. In responseto the start signal,

the IVM client (softphone) 208listens to the input audio device 212 and records the

user’s speech into a digitized audio file 210 (1.¢., instant voice message) stored on the

IVM client 208. The audio file 210 at the [VM client 208is finalized via a stop

signal, which is generated by the user via the input device 218 or a preset time period

without speech input via the input audio device 212 on the IVM client 208. Once the

recording of the user’s speech is finalized, [VM client 208 generates a send signal

indicating that the digitized audio file 210 (instant voicc message) is ready to be sent

to the selected recipients. The user generates the send signal when the user operates

the IVM client 208 via the input device 218, e.g., pressing a key on a keyboard or

clicking a button on a mouse. The IVM client 208 transmits the digitized audiofile

210 and the send signal to the local IVM server 202. In response to the send signal

indicating that the instant voice messageis ready to be sent, the IVM client 208 sends

the recorded audio file 210 destined for the selected one or more recipients via local

IVMserver 202. After receiving the audio file 210, the IVM server 202 thereafter

delivers the transmitted instant voice message to the selected one or more recipients
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via the local IP network 204. The one or more recipients are enabled to display an

indication that the instant voice message has been received and audibly play the

instant voice message to an associated user. It should be understood that only the

available IVM recipicnts, currently connected to the IVM server 202, will reccive the

instant voice message. It is noted that if a recipient IVM client is not currently

connected to the local IVM server 202 (i.e., is unavailable), the IVM server

temporarily saves the instant voice message and deliversit to the IVM client when the

IVM client connects to the local IVM server 202 (i.e., is available).

There are several embodiments for the operation of the IVM client (VoIP

telephone) 206 within the ITVM system 200, according to the present invention. In the

first embodiment, the VoIP telephone 206is a standalone IVM client 206 enabled for

instant voice messaging according to the present invention. In the second

embodiment, the VoIP telephone 206 operates synchronously either with the [VM

client 208 or IVM server 202 to enable instant voice messaging according to the

present invention. Thus, in operation accordingto the first embodimentin FIG.2, the

IVM client (VoIP telephone) 206 is connected over the network 204 to the IVM

server 202, which as aforementioned enables instant voice messaging functionality

overthe local network 204. The IVM client 206 displays a list of one or more IVM

recipients on its associated display provided and stored by the local [VM server 202,

as will be particularly described hereinbelow with reference to FIG. 4. The user

operates the TVM client 206 by using a keypad on the VoIP telephone 206 to indicate

a selection of one or more IVM recipients from the list. The VoIP telephone 206

transmits the selection to the LVM server 202. The user selection also generates a
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start signal to the 1VM client 206 indicating the user is ready to begin instant voice

messaging according to the present invention. The user speaks into the handset of the

IVM client 206 or a speakerphone on the IVM client 206. Although not shown in

FIG.2, the VoIP telephone 206 may provide a dedicated storage device, which in

responseto the start signal records an audiofile, similar to the audio file 210 in the

IVM client 208. The audiofile is finalized via a stop signal. The stop signalis

generated whenthe user presses a button on the keypad, a preset time period without

speech input to the VoIP telephone 206, or when the user returns the handsetto the

cradle of the VoIP telephone 206. Once the recording of the user’s speech is

complete, a send signal is generated indicating that the instant voice messageis ready

to be sent to the selected recipients. The user generates the send signal when the user

presses a button on the keypad or returns the handset of the VoIP telephone 206 toit

cradle (on-hook). In responseto the send signal, the IVM client 206 sends the

recorded audio to the local IVM server 202 via the network 204. The IVM server 202

thercaftcr delivers the instant voice messageto the selected one or more recipients via

the IP network 204. As before, the one or more recipients are enabled to display an

indication that the instant voice message has been received and audibly play the

instant voice message. As aforementioned,if a recipient IVM client is not currently

connected to the local [VM server 202, the IVM server 202 temporarily saves the

instant voice message anddelivers it to the [VM client when the IVM client connects

to the local TVM server 202.

In the second embodimentofthe IVM client 206 according to FIG.2, the

VoIP telephone 206 operates synchronously either with the 1VM client 208 or the
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IVMserver 202 to enable instant voice messaging according to the present invention.

Thus, in operation according to the second embodiment, the [VM client (VoIP

telephone) 206 is still connected over the network 204 to the IVM server 202, which

as aforementioned cnables instant voice messaging functionality over the local

network 204. However, VoIP telephone 206 cooperates with the [VM client 208 or

IVM server 202 to record and send an instant voice message. Morespecifically, the

VoIP telephone 206 is only used as a recording/listening device for recording or

listing to instant voice messages, while the IVM client 208 is used for displaying and

selecting instant voice message recipients as described hereinabove. In operation, the

TVM client 208 displays a list of TVM recipients on the display device 216 provided

and stored by the local IVM server 202. The user operates the IVM client 208 by

using the input device 218 on the I1VM client 208 to indicate a selection of one or

more IVM recipients from the list. The user selection is transmitted to theVM

server 202. The user selection generates a start signal to the IVM server 202

indicating that the user is ready to begin instant voice messaging according to the

present invention. In response to receiving the start signal, the [VM server 202

transmits a ring signal to the VoIP telephone 206, thereby indicating to the user the

IVM system 200 is ready to record an instant voice message. The IVM server 202

also signals the [VM client 208 to generate audio file 210 to record the instant voice

message. Asthe user picks up the handset of the VoIP telephone 206 (off-hook), a

connection is established via the network 204 between the local TVM server 202 and

the VoIP telephone 206. Thereafter, the IVM server 202 forwards the user’s speech

transmitted from VoIP telephone 206 to the IVM client 208 for storage into digitized
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audio file 210 on the [VM client 208. The audio file 210 is finalized by returning the

handsetits cradle (on-hook) or by pressing a designated button on the keypad VoIP

telephone 206, which transmits the stop signal to the 1VM server 202 and further

from the IVM server 202 to the [VM client 208. Returning the handsctto its cradle

preferably generates a send signal to the [VM server 202, which transmits the signal

to the IVM client 208. The IVMclient thereafter transmits the recorded audiofile

210 (instant voice message) to IVM server 202 for delivery to the selected one or

more IVMrecipients. Alternatively, the user may press a key on the keyboard 218 to

initiate the send signal. In response to the send signal, the [VM client 206 sends the

recorded audio to the local TVM server 202 via the network 204. The TVM server 202

thereafter delivers the instant voice message to the selected one or more recipients via

the IP network 204. The one or more recipients are enabled to display an indication

that the instant voice message has been received and audibly play the instant voice

message. If a recipient [VM client is not currently connected to the local IVM server

202, the IVM server 202 temporarily saves the instant voicc message and deliversit

to the IVM client when the IVM client connects to the local IVM server 202.

In operation of the legacy telephone 110 according to FIG.2, the legacy

telephone 110 is connected to the local IVM server 202 via media gateway 114 and

legacy switch 112. The legacy telephone 110 cooperates with the [VM client 208 to

record and send an instant voice message. More specifically, the legacy telephone

110 is used as a recording/listening device for recording orlisting to instant voice

messages, while the IVM client 208 is used for displaying and selecting instant voice

message recipients as described hereinabove. Thus, in operation the I1VM client 208
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displays a list of 1VM recipients on the display device 216 provided and stored by the

local IVM server 202. The user operates the IVM client 208 by using the input

device 218 on the IVM client 208 to indicate a selection of one or more [VM

recipients from the list. The user sclection is transmitted to the IVM server 202. The

user selection generates a start signal to the [VM server 202 indicating that the useris

ready to begin instant voice messaging according to the present invention. In

responseto receiving the start signal, the IVM server 202 transmits an emulation code

to the legacy telephone 110 to ring, thereby indicating to the user the [VM system 200

is ready to record an instant voice message. Asthe user picks up the handset of the

legacy telephone 110 (off-hook), a connection is established via the network 204

between the legacy telephone 110 and the [VM server 202. Thereafter, the IVM

server forwards the user’s speech transmitted from the legacy telephone 110 to the

IVM client 208 for storage into the digitized audio file 210 (i.c., instant voice

message). The audio file on the IVM client 208 is finalized by returning the handset

of the Iegacy telephone 110 to its cradle (on-hook) or by pressing a designated button

on the keypad of the legacy telephone 110, which transmits a stop signal to the[VM

server 202 and further to the IVM client 208. Returning the handsetto its cradle also

generates a send signal to the IVM serverto transmit the recorded audio file (instant

voice message) to the selected one or more IVM recipients. The IVM server 202

thereafter delivers the instant voice message to the selected one or more recipients via

the IP network 204. The one or morerecipients are enabled to display an indication

that the received instant voice message has been received and audibly play the instant

voice message. If a recipient [VM client is not currently connected to the local IVM
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server 202, the 1VM server 202 temporarily saves the instant voice message and

delivers it to the IVM client when the IVM client connects to the local IVM server

202.

Regarding the opcrational embodiments described with reference to FIG. 2 for

recoding and transmitting an instant voice message according to the present

invention, the digitized audio file is preferably compressed by applying a

compression algorithm before sending the audiofile to the one or more selected

recipients. The audio file is preferably compressed within the IVM clients 206, 208

before forwarding the audio file to the [VM server 202 for subsequent delivery to the

one or more selected recipients. Alternatively, the compression may be implemented

within the IVM server 202 before the audio file is transmitted to the one or more

selected recipients. A Lempel-Ziv compression algorithm is preferably used to

compressthe audio file according to the present invention. It is noted that many

suitable compression algorithms are known to personsofskill in the art, including

Huffman encoding, audio compression standards promulgated by the Moving Pictures

Experts Group (“MPEG”), G.722 wideband speech encoding standard,fractal

compression, and wavelet compression. Any of the foregoing compression

algorithms may be implemented within the scope of the present invention.

Further regarding the operational embodiments described with reference to

FIG. 2 for recoding and transmitting an instant voice message accordingto the

present invention, the digitized audio file (which may or may not be compressed as

described above) is further preferably encrypted via an encryption algorithm before

transmitting the audio file to the one or moreselected recipients. The encryption is
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preferably implemented within the 1VM clients 206, 208 before forwarding the audio

file to the IVM server 202 for subsequent delivery to the one or more selected

recipients. Alternatively, the encryption may be implemented within the [VM server

202 before the audio file is transmitted to the one or more selected recipicnts. An

AES(Riyndael) encryption algorithm is preferably used to encrypt the audio file

according to the present invention. It is noted that many suitable encryption

algorithms are knownto personsskilled in the art, including DES, Triple DES,

Blowfish, Twofish, Serpent, and the like. Any of the foregoing encryption algorithms

may be implemented within the scope of the present invention.

Lastly with reference to FIG. 2, in addition to the “record mode”of instant

voice messaging, the instant voice messaging system 200 also supports an “intercom

mode”of voice messaging. The “intercom mode”represents real-time instant voice

messaging. In the “intercom mode,”instead of creating an audio file 210, one or

more buffers (not shown) of a predetermined size are generated in the IVM client

206, 208 or local IVM server 202. The one or more buffers are used to automatically

write successive portions of the instant voice message. Onceafirst buffer is full, i-c.,

input audio of the predeterminedsize is written to the buffer, the content of thefirst

buffer is automatically transmitted to the IVM server 202 for transmission to the one

or more IVM recipients. A second buffer is meanwhile written with the next

successive portion of input audio. Once, the second bufferis full, i.c., input audio of

the predetermined size is written to the buffer, the content of the second bufferis

transmitted to the IVM server 202 for transmission to the one or more [VM

recipients. Ifthe entire instant voice message or a successive portion thereof (such as
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a last successive portion in the instant voice message) written to either bufferis

smaller the predetermined size, then the buffered content of less than the

predetermined size is automatically transmitted to the IVM server 202. The

foregoing buffering using the first and second buffers is repeated until the entire

instant voice message has been transmitted to the IVM server 202 for transmission to

the one or more IVMrecipients. It is noted that the inventionis not limited to a

particular numberofbuffers. The foregoing buffering and transmission allows a

“real-time” instant voice message to be transmitted to the one or more IVM

recipients. The “intercom mode” may be designated as a default mode when an IVM

recipient is on-line, while the “record mode” may be designated as a default if the

IVM recipient is unavailable, i.e., not on-line. The user may easily change the

“intercom mode”to the “record mode”on the respective 1VM client 206, 208.

Finally, the audio contents of the buffers may be signal processed(for clarity),

encrypted and compressed before transmission, as will be described in more detail

hereinbclow with reference to FIG.3.

FIG.3 is an exemplary illustration of the architecture in the IVM client 208

for enabling instant voice messaging according to the present invention. More

specifically, the IVM client 208 comprises a client platform 302 for generating an

instant voice message and a messaging system 320 for messaging between the IVM

client 208 and the IVM server 202 for enabling instant voice messaging according to

the present invention. The TVM client 208 is a general-purpose programmable

computer equipped with a network interface (not shown), such as an Ethernet card, to

provide connectivity to the network 204. It is noted that any suitable networking
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protocol, not only Ethernet, could be used to connect the [VM client to a network 204

and thus is considered within the scope of the present invention. The client platform

302 comprises a client engine 304, which controls other components, namely the

document handler 306, file manager 308, audiofile creation 312, signal processing

314, encryption/decryption 316, and compression/decompression 318. The

messaging system 320 and the client engine 304 communicate via standard inter-

process communication. The messaging system 320 and client engine 304 also

communicate with the IVM server 202 over the networkinterface via the network

204. The document handler 306 overseesthe retrieving, sending, receiving and

storing of one or more documents(or files) attached to instant voice messages from/to

the one or more selected IVM recipients that may be communicating with the [VM

client 208. More specifically, when an instant voice message is to be transmitted to

the one or more IVMrecipients, one or more documents may be attached to the

instant voice messageto be, stored or displayed by the one or more selected IVM

recipients. The file manager accesses a message database 310, in which both the

received and recorded instant voice messages are represented as database records,

each record comprising a messageidentifier and the instant voice message. Thefile

manager 308 services requests from the user to record, delete or retrieve messages

to/from the message database 310. Audio file creation 312 creates an instant voice

messageas audio file 210, and is responsible for receiving input speech for the instant

voice message from audio input device 212 or via network 204 and storing the input

speech into audio file 210. Signal processing 314 performs noise removal andsignal

optimization in the audio file 210. Encryption/decryption 316 provides for
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respectively encrypting/decrypting of outgoing/incoming audio files (i.e., instant

voice messages), and compression/decompression 318 respectively

compresses/decompresses the outgoing/incoming audiofiles.

Further with reference to FIG. 3, the reception of an instant voice message is

described as follows. It is assumed that the local IVM server 202 has determinedthat

the IVM client 208 is available to receive an instant voice message by checking the

IVM client’s 208 current status, i.c., whether the IVM client 208 is “on-line.” The

local TVM server 202 maintains the current status of the [VM clients connected to the

local IVM server 202, i.e., IVM clients 206, 208. It is further assumed that an IVM

client has transmitted an instant voice message to the TVM client 208. The localVM

server 202 receives the instant voice message overthe local IP network 204 and

forwards the instant voice message to the 1VM client 208. Upon receipt at the IVM

client 208, the instant voice message is decrypted at 316, decompressed at 318, and

stored in the message database 310 using the file manager 308. Anyfiles attached to

the instant voice message are also stored in the message database 310 usingthefilc

manager 308. A visual and/or sound effect is initiated to notify a user of the IVM

client 208 that a new instant voice message has been received at the IVM client 208.

At this point in time, the instant voice message and anyfile attachments are available

to the user. The user can select the instant voice message fromalisting of available

instant voice messages displayed on the IVM client 208 and play the newly received

instant voice message. The user may also open anyfile attachments and move or

save the files to a separate location on the client using a drag-and-drop process.
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Still further with reference to FIG. 3, the generation and transmission of an

instant voice messageis described as follows. The user selects the available one or

more IVM recipients andinitiates the creation of an instant voice message as

described above with reference to FIG. 2. The client engine 304 detects the start

signal and invokes audio file creation 312 of the audio file 210. The audio file 210 is

initialized and captures the audio voice message input by the user. Oncetheclient

engine 304 detects a stop signal, the instant voice messageis finalized in the audio

file 210 via audio file creation 312. The audio file 210 is adjusted for gain, and noise

is removed via signal processing 314. The audio file 210 is further compressed at 318

and encrypted at 316. The completion of these processes causes the client engine 304

to inform the user via display 216 that the instant voice messageis available to be

sent. After the client engine 304 detects the send signal from the user, the instant

voice message (audio file 210) is transferred to the local IVM server 202. Before the

transmission of the instant voice message(1.e., before the send signal), the user has

the option to review the instant voice message, re-record the instant voice message,

delete the instant voice, as well as attach one or morefiles (1.e., documents). The

attachment of one or morefiles is enabled conventionally via a methodology such as

“drag-and-drop”andthe like, which invokes the document handler 306 to make the

appropriate linkages to the one or morefiles and flags the messaging system 320 that

the instant voice message also has the attached one or morefiles.

FIG.4 is an exemplary illustration of the local TVM server 202 for enabling

instant voice messaging according to the present invention. The IVM server 202 is a

general-purpose programmable computer equipped with a network interface, such as
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an Ethernet card, to provide connectivity to a network 204. It is noted that any

suitable networking protocol may be implemented to connect the IVM server 202 to a

network 204. The IVM server 202 comprises a server communication platform 402,

a messaging system 436 and a database 414, thereby cnabling instant voicc

messaging according to the present invention. The server communication platform

402 comprises a server engine 404, client manager 406, station manager 408, gateway

manager 410, database manager 412 that accesses database 414, supplemental servers

416 (including particular server subsystems 418-424), as well as a control layer 426

(including non-proprietary server subsystems 428, 430 and proprietary server

subsystems 432, 434). The messaging system 436 andthe server engine 304

communicate via standard inter-process communication. The messaging system 436

and the server engine are also able to communicate with the 1VM clients 206, 208

over the network interface via the network 204. The database 414 stores users(e.g.,

IVM clients as well as legacy telephone clients) that are known to the IVM server 202

via the database manager 412. The users are represented in the database as records,

each record comprising a user name, a password, and a contactlist (a list of other

users with whom the user wishes to exchange instant voice messages), and other data

relating to the user. The database manager 412 services requests to add, update,

delete, or retrieve database records to/from the database 414. The password may be

stored in the database 414 as plaintext, in encrypted form,or as a hash (e.g., MD5

hash). The messaging system 436 communicates to the server engine 404 via

message objects.
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[0049] A message object comprises an action field, an 1D field, a source field, a

destination field, and an object field. The content of the action field is selected from a

list of permitted actions, which amongotheractions includes: connect, disconnect,

subscribe, unsubscribe, and post message. In addition, the actions include:

determining if an IVM client is awake(1.e., pinging), disconnecting from theVM

client, processing an IVM client message, and notifying IVM clients if the IVM

server 202 goes down. The client messages include sending an instant voice message

portions, checkin message, send message, set status message, send a phone command

message, and send control parameters message. The content of the ID field

represents a uniqueidentifier for the message object. The content of the source field

is a globally unique identifier (“GUID”) that uniquely identifies the sender of the

message. This unique identifier can be generated by any known way,including the

Globally Unique ID function call available in the Microsoft Windowsand Microsoft

.NET environments. In some circumstances, the source field is set to a special value

to indicate that the sender of the message object is entitled to special privileges. The

senders with special privileges are in fact[VM servers. This allows the IVM servers

to broadcast messages to one another, subscribe to special events, and directly send

messages to specific [VM servers. These privileges can depend upon whetherthe

IVMservers are local servers or global servers. As an example, there can exist more

than one local IVM server, each of these local IVM servers automatically has

privileges to communicate to other local TVM server. Onaglobal server system, a

directory server can communicate with one or more transport servers. The content of

the destination field is a GUID of an intended IVM recipient of the instant voice
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message. The content of the object field is a block of data being carried by the

message object, which may be, for example, a digitized instant voice message.

Depending on the circumstances in which the message object is sent, some of the

message object ficlds may be Icft blank or ignored. For example, the message object

may merely require an action to be performed based upon the GUID supplied. In this

case, the action does not necessarily require any data to be sent or received and some

of the message object’s fields may be left blank or ignored.

Connection objects maintain the logical connections between the [VM server

202 and IVM clients 206, 208 connected to the IVM server 202. More specifically, a

connection object comprises data representing the state of the connection and code

(one or more methods) for establishing and maintaining the logical connections

between the IVM server 202 and the IVM clients 206, 208 within the 1VM system

200 of FIG. 2. The connection object can contain both data and/or commands,

including information that describes the socket, the size of the data to be transferred,

and the priority of the transfer (c.g., high, normal, low, unknown). Onstart up the

local IVM server 202 generates and maintainsalist for each IVM client 206, 208.

The local [VM server 202 then waits to receive connection objects from the [VM

clients 206, 208 that are stored in the respective lists, decodes the received connection

objects to obtain specific requests, and then services the specific requests from the

IVM clients 206, 208.

Further with reference to FIG. 4, the server engine 404 controls all other

subsystems in the server communication platform 402, andit is responsible for

startup and shutdown of the 1VM server 202 and the 1VM system 200. The client
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manager 406 controls the IVM clients 206, 208, providing contact presence

(connection) information and message scheduling and delivery. The station manager

408 controls the individual legacy telephone 110 and coordinates its activity to work

synchronously with the IVM client 208 and server 202. The gateway manager 410

enables the IVM server 202 to communicate with the legacy telephones, such as

legacy telephone 110. The control layer 426 comprises a plurality of server

subsystems 428-434, each of which provides translation services to different

proprietary and non-proprietary gateways 114, such as TPNCP, MGCP,and

MEGACOgateways. The proprietary server subsystems 428, 430 and non-

proprietary server subsystems 432, 434 are connected to respective gateways 114 via

the local IP network 204. The supplemental server subsystems 416 provide a number

of required services such as display manager subsystem 418, dynamic host

configuration protocol(i.¢., “DHCP’’) subsystem 420, trivial file transfer protocol

(.e., “TFTP”) server subsystem 422, and hypertext transfer protocol (1.e., “HTTP”’).

Each of the supplemental servers 418-424 in the subsystem 416 is used during the

initial set-up of the IVM system 200. The boot-up process and allocation of IP

addresses to [VM clients 206, 208 are performed through an LCD panel (not shown)

associated with the local IVM server 202. The LCD manager 418 supports this boot-

up process. The DHCPserver 420 is used to allocate IP addresses as required and

allows the advanced configuration of network settings in the instant voice messaging

system. The TFTP server 422 provides a TCP/IPfile transfer capability. Lastly, the

HTTPserver 424 provides services for a web server.

31 EMP0025-US

48



49

[0052]

[0053]

FIG. 5 is an exemplary illustration of a global instant voice messaging (1VM)

system 500, according to the present invention. In the global IVM system 500, the

local IVM system 200 is depicted as a local IVM system 510, which is connected to a

packet-switched network 102 (i.c., Internet). The global [VM system 500 comprises

the local IVM system 510, global IVM server system 502, and global IVM clients

506 and 508 that are optionally connected via local IP network 504. The global VM

server system 502 is connected to the IP network(i.c., Internet) 102 for enabling the

local TVM clients 206, 208 and legacy telephone 110 in the local IVM system 510 to

generate and send instant voice messagesto the global IVM clients 506, 508, as well

as the local TVM clients 206, 208 to receive instant voice messages from the global

IVM clients 506, 508. The implementation ofthe global instant voice messaging for

the IVM client 208 will be described first and will be followed by the

implementations for IVM client 206 and legacy telephone 110, with reference to the

global IVM system 500 depicted in FIG. 5. Thereafter, instant voice messaging for

global clicnts 506 and 508 will be described according to the present invention.

These implementations implement a “record mode”of the instant voice messaging

according to the present invention. Thereafter, there will lastly be described an

“intercom mode”of the instant voice messaging according to the present invention.

Therefore, in operation of the IVM client 208 according to FIG. 5, theVM

client 208 is connected via the networks 204, 102 to the global IVM server system

502, which enables the global instant voice messaging functionality outside the local

IVM system 510 over the network(1.e., Internet) 102. More specifically, the [VM

client 208 requests from the global IVM server system 502 a global contact list (not
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shown) of global one or more VM recipients with which the [VM client 208 may

exchange instant voice messages. Forthe purposesofillustration, it is assumed that

global IVM clients 506, 508 are in the contactlist. The global IVM server system

502 stores and maintains this contact list. Thus, the global IVM server system 502

responds by transmitting the contact list to the [VM client 208. The IVM client 208

displays the contactlist on its display 216. Alternatively, the global contact list may

be replicated to the local IVM server 202 within the local IVM system 510, in which

case the local IVM client 208 obtains the global contactlist from the localVM

server 202. The user operates the IVM client 208 by using the input device 218 to

indicate a selection of one or more ITVMrecipients from the global contactlist. Here,

for the purposesofillustration it is again assumed that [VM client 208 selected global

IVM clients 506, 508. The user selection is transmitted to the IVM server 202. The

user selection also generates a start signal to the IVM client 208 that the user is ready

to begin instant voice messaging. In responseto the start signal, the [VM client 208

listens to the input audio device 212 and records the uscr’s speech into a digitized

audio file 210 (1.c., instant voice message) stored on the IVM client 208. The audio

file 210 is finalized via a stop signal, which is generated by the user via the input

device 218 or a preset time period without speech input via the input audio device

212. Once the recording is finalized, the IVM client 208 generates a send signal

indicating that the digitized audio file 210 (instant voice message) is ready to be sent

to the selected one or more IVM recipients. The user generates the send signal when

the user operates the IVM client 208 via the input device 218. The IVM client 208

transmits the digitized audio file 210 and the send signal to the global 1VM server
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system 502 via the local IP network 204 and the global IP network 102. After

receiving the audio file 210, the global IVM server system 502 delivers the

transmitted instant voice message to the selected one or more recipients (e.g.,[VM

clicnts 506 and 508) via the IP nctwork 102. The onc or morc recipients are cnabled

to display an indication that the instant voice message has been received and audibly

play the instant voice message to an associated user. It is noted that if a recipient

IVM client 506, 508 is not currently connected to the global IVM server system 502,

the global IVM server system 502 temporarily saves the instant voice message and

delivers it to the global IVM client 506, 508 when the IVM client connects to the

global TVM server system 502.

There are several embodiments for the operation of the IVM client (VoIP

telephone) 206 within the global IVM system 500 of FIG. 5, according to the present

invention. In the first embodiment, the VoIP telephone 206is a standalone IVM

client 206 enabled for instant voice messaging according to the present invention. In

the second embodiment, the VoIP telephone 206 opcratcs synchronously with the

IVM client 208 to enable instant voice messaging according to the present invention.

Thus, in operation according to the first embodimentin FIG. 5, the IVM client 206 is

connected via the networks 204, 102 to the global IVM server system 502, which

enables instant voice messaging functionality over the IP network (Internet) 102. As

mentioned previously, the IVM client 206 is also connected to the local IVM server

202. The IVM client 208 requests from the global TVM server system 502 a global

contact list (not shown) of the global one or more IVMrecipients with which the

IVM client 206 may exchange instant voice messages. For the purposes of
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illustration, it is assumedthat the global [VM clients 506, 508 are in the contactlist.

The global IVM server system 502 stores and maintains this contact list. Thus, the

global IVM server system 502 responds by transmitting the global contactlist to the

IVM client 206. Alternatively, the global contact list may be replicated to the local

IVM server 202 within the local IVM system 510, in which case the local IVM client

206 obtains the global contact list from the local IVM server 202. The IVM client

206 displays a list of the one or more IVM recipients on its associated display. The

user operates the IVM client 206 by using a keypad on the VoIP telephone 206 to

indicate a selection of one or more IVM recipients from the list. The VoIP telephone

206 transmits the selection to the global TVM server system 502. The user selection

also generatesa start signal to the IVM client 206 indicating the user is ready to begin

instant voice messaging according to the present invention. The user speaks into the

handset of the IVM client 206 or a speakerphone on the IVM client 206. Although

not shown in FIG.5, the VoIP telephone 206 may provide a dedicated storage device,

which in response to the start signal records an audiofile, similar to the audio file 210

in the IVM client 208. The audiofile is finalized via a stop signal. The stop signalis

generated whenthe user presses a button on the keypad, a preset time period without

speech input to the VoIP telephone 206, or when the user returns the handset to the

cradle of the VoIP telephone 206. Once the recording of the user’s speechis

complete, a send signal is generated indicating that the instant voice message is ready

to be sent to the selected recipients. The user generates the send signal when the user

presses a button on the keypad or returns the handset of the VoIP telephone 206toit

cradle. In response to the send signal, the 1VM client 206 sends the recorded audio
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file (instant voice message) to the global IVM server system 502 via the networks

204, 102 for delivery to the selected one or more IVM recipients. The global IVM

server 502 thereafter delivers the instant voice message to the selected one or more

recipients (c.g., IVM clicnts 506 and 508) via the IP nctwork 102. As before, the onc

or more recipients are enabled to display an indication that the instant voice message

has been received and audibly play the instant voice message. If a recipientVM

client is not currently connected to the global IVM server system 502, the global IVM

server system 502 temporarily saves the instant voice message and delivers it to the

IVM client when the IVM client connects to the global IVM server system 502.

Tn the second embodiment of the TVM client 206 according to FIG.5, the

VoIP telephone 206 operates synchronously with the IVM client 208 to enable global

instant voice messaging according to the present invention. Thus, in operation

according to the second embodimentin FIG. 5, the VoIP telephone 206 is connected

over the network 204 to the [VM client 208 and the IVM client 208 is connected via

the networks 204, 102 to the global IVM scrver system 502, which cnables instant

voice messaging functionality over the IP network (Internet) 102. The VoIP

telephone 206 cooperates with the IVM client 208 to record and send a global instant

voice message outside the local IVM system 510. The IVM client 208 displays a

global contact list of [VM recipients (not shown) on the display device 216 provided

by the global IVM server system 502, as described hereinabove. Alternatively, the

global contact list may be replicated to the local TVM server 202 within the local IVM

system 510, in which case the IVM client 208 obtains the global contact list from the

local IVM server 202. The user operates the 1VM client 208 by using the input
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device 218 to indicate a selection of one or more 1VMrecipients from the contactlist.

The user selection generates a start signal in the [VM client 208 indicating that the

user is ready to begin instant voice messaging according to the present invention. In

response to the start signal, the [VM client 208 gencrates audio file 210 to record an

instant voice message and transmits a ring signal to the VoIP telephone 206. As the

user picks up the handset of the VoIP telephone 206 (off-hook), a connectionis

established via the network 204 between the local IVM client 208 and the VoIP

telephone 206. Thereafter, the VoIP telephone 206 forwards the user’s speech to the

IVM client 208 for storage into the audio file 210. The audiofile 210 is finalized by

returning the handsetits cradle (on-hook) or by pressing a designated button on the

keypad VoIP telephone 206, which transmits the stop signal to the [VM client 208.

Returning the handsetto its cradle preferably generates a send signal to the IVM

client 208. The IVM client thereafter transmits the recorded audio file 210 (instant

voice message) to the global IVM server system 502 via networks 204, 102 for

delivery to the selected onc or morc [VM recipients. Alternatively, the uscr may

press a key on the keyboard 218 to initiate the send signal. In response to the send

signal, the IVM client 208 sends the recorded audiofile to the global IVM server

system 502 for delivery to the selected one or more IVM recipients. The global IVM

server system 502 thereafter delivers the instant voice message to the selected one or

morerecipients (e.g., IVM clients 506 and 508) via the IP network 102. As before,

the one or more TVMrecipients are enabled to display an indication that the instant

voice message has been received and audibly play the instant voice message. Ifa

recipient 1VM client is not currently connected to the global IVM server system 502,
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the global [VM server system 502 temporarily saves the instant voice message and

delivers it to the IVM client when the IVM client connects to the global IVM server

system 502.

In opcration of the legacy telephone 110 according to FIG.5, the legacy

telephone 110 is connected to the local IVM client 208 via media gateway 114,

legacy switch 112 and network 204. The legacy telephone 110 cooperates with the

IVM client 208 to record and send an instant voice message outside the local [VM

system 510. Morespecifically, the legacy telephone 110 is used as a

recording/listening device for recordingor listing to instant voice messages, while the

TVMclient 208 is used for displaying and selecting instant voice message recipients

as described hereinabove. Thus, in operation the IVM client 208 requests from the

global IVM server system 502 a global contact list of global one or more IVM

recipients with which the IVM client 208 may exchange instant voice messages.

Alternatively, the global contact list may be replicated to the local [VM server 202

within the local IVM system 510, in which case the IVM client 208 obtains the global

contact list from the local IVM server 202. The IVM client 208 displays the global

list of IVM recipients, as described hereinabove. The user operates the IVM client

208 to indicate a selection of one or more IVMrecipients from the global contactlist.

The IVM client 208 transmits the user selection to the global IVM server system 502.

The user selection generates a start signal in the [VM client 208 indicating that the

user is ready to begin instant voice messaging accordingto the present invention. In

responseto the start signal, the [VM client 208 transmits an emulation code to the

legacy telephone 110 to ring, thereby indicating to the user the global IVM system
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500 is ready to record an instant voice message. As the user picks up the handset of

the legacy telephone 110 (off-hook), a connection is established via the network 204

between the legacy telephone 110 and the [VM client 208. Thereafter, the user’s

specchis transmitted from the legacy telephone 110 to the IVM client 208 for storage

into the digitized audio file 210 (i.c., instant voice message). The audiofile 210 is

finalized by returning the handset of the legacy telephone 110 to its cradle (on-hook)

or by pressing a designated button on the keypad ofthe legacy telephone 110, which

transmits a stop signal to the IVM client 208. Returning the handset to its cradle may

also generate a send signal to the IVM client 208 to transmit the recorded audiofile

(instant voice message) to the global TVM server system 502 for delivery to the

selected one or more IVM recipients. Alternatively, the send signalis preferably

generated from the 1VM client 208 as described hereinabove. The global 1VM server

system 502 thereafter delivers the instant voice messageto the selected one or more

IVM recipients via the IP network (Internet) 102. The one or more recipients are

enabled to display an indication that the instant voice message has been reccived and

audibly play the instant voice message. If a recipient IVM client is not currently

connected to the global IVM server system 502, the global IVM server system 502

temporarily saves the instant voice message and deliversit to the IVM client when the

IVM client connects to the global [VM server 502.

Further with reference to FIG. 5, the instant voice messaging for global clients

506 and 508 will be described according to the present invention. Inafirst

embodiment, each of the global IVM clients 506, 508 is enabled to independently

send an instant voice message. The |VM clients 506, 508 havelike peripheral
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devices and functionality described respectively with reference to local 1VM clients

206, 208 in FIG. 2. In second embodiment described below, the VoIP telephone 506

operates in conjunction with the IVM client 508 to send an instant voice message.

Therefore, in operation of the global IVM clients 506 and 508 according thefirst

embodimentin FIG. 5, the IVM clients 506, 508 are connected via the networks 204,

102 to the global IVM server system 502, which enables the global instant voice

messaging functionality outside the local IVM system 510 over the network (1.c.,

Internet) 102. Each of the global IVM clients 506, 508 is enabled to request from the

global IVM server system 502 a contactlist (not shown) of global one or more IVM

recipients with which each of the global TVM client 506, 508 may exchange instant

voice messages. For the purposesofthis illustration, it is assumed that the[VM

clients 206 and 208 within the local 1VM system 510 are in the contactlist for each

global IVM client 506, 508. The global IVM server system 502 stores and maintains

the foregoing contact list for each global [VM client 506, 508. Upon request, the

global IVM server system 502 responds by transmitting the contact list to cach of the

IVM clients 506, 508. Each of the IVM clients 506, 508 displays the contact list on

its display. The user operates the IVM client 506, 508 to indicate a selection of one

or more IVMrecipients from the contact list. Each of the global IVM clients 506,

508 transmits the user selection to the global IVM server system 502. The user

selection also generates a start signal to the [VM clients 506, 508 that the useris

ready to begin instant voice messaging. In responseto the start signal, theVM

clients 506, 508 record the user’s speech into a digitized audiofile (1.¢., instant voice

message) stored on the global I1VM clients 506, 508. The audio file is finalized via a
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stop signal, which is generated by the user by operating the global 1VM client 506,

508. Once the recordingis finalized, the IVM client 506, 508 generates a send signal

indicating that the digitized audio file (instant voice message) is ready to be sent to

the selected one or more recipients. The user gencratcs the send signal when the user

operates the global IVM client 506, 508. The IVM client 208 transmits the digitized

audio file and the send signal to the global IVM server system 502. After receiving

the audiofile, the global IVM server system 502 delivers the transmitted instant voice

message to the local IVM server 202 in the local IVM system 510 for delivery to the

selected one or morerecipients (e.g., local [VM clients 206 and 208) via the local IP

network 204. The one or more recipients TVM 206, 208 are enabled to display an

indication that the instant voice message has been received and audibly play the

instant voice message to an associated user. It is noted that if a recipient 1VM client

206, 208 is not currently connected to the local IVM server 202, the IVM server 202

temporarily saves the instant voice message and delivers it to the local IVM client

206, 208 when the IVM clicnt connects to the local IVM server 202.

In the second embodimentofthe IVM client 506 according to FIG.5, the

VoIP telephone 506 operates synchronously with the IVM client 508 to enable global

instant voice messaging according to the present invention. In this embodiment, the

VoIP telephone 506 and the IVM client 508 may be located in a user’s residence and

be connected to a local IP network 504. This local IP network 504 can be a WiFi

network or a local area network (i.e., LAN), which is also within the user’s residence.

The local IP network 504 may be connected to the IP network (Internet) 102 via a

digital subscriberline (i.e., DSL) connection, cable connection, dialup connection, or
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the like. As noted above, the 1VM clients 506, 508 have like peripheral devices and

functionality described respectively with reference to local IVM clients 206, 208 in

FIG. 2. Thus, tn operation according to this embodimentin FIG.5, the global [VM

client 508 requests from the global IVM server system 502 a contact list of global onc

or more IVM recipients with which each of the global IVM client 508 may exchange

instant voice messages. For the purposesofthis illustration, it is assumed that the

IVM clients 206 and 208 within the local IVM system 510 are in the contact list for

the global IVM client 508. The global IVM server system 502 stores and maintains

the foregoing contactlist for the global IVM client 508. The IVM client 508 displays

a contact list of [VM recipients on the associated display device provided by the

global IVM server system 502, as described hereinabove. The user operates theVM

client 508 by using the associated input device to indicate a selection of one or more

IVM recipients from the contact list. The user selection generates a start signal in the

IVM client 508 indicating that the user is ready to begin instant voice messaging

according to the present invention. In response tothe start signal, the IVM clicnt 508

generates audio file to record an instant voice message and transmits a ring signal to

the VoIP telephone 506 via local IP network 504. As the user picks up the handset of

the VoIP telephone 206 (off-hook), a connection is established via the local network

504 between the local [VM client 508 and the VoIP telephone 506. Thereafter, the

VoIP telephone 506 forwards the user’s speech to the [VM client 508 for storage into

the audio file at the TVM client 508. The audiofile is finalized by returning the

handsetits cradle (on-hook) or by pressing a designated button on the keypad

associated with the VoIP telephone 506, which transmits the stop signal to the IVM
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client 508. Returning the handsetto its cradle preferably generates a send signal to

the IVM client 508. The IVMclient thereafter transmits the recorded audiofile

(instant voice message) to the global IVM server system 502 for delivery to the

selected one or more IVM recipicnts. Alternatively, the uscr may press a key on the

input device associated with the IVM client 508 to initiate the send signal. In

responseto the send signal, the [VM client 508 sends the recorded audio file to the

global IVM server system 502 for delivery to the selected one or more IVM

recipients. The global IVM server system 502 thereafter transmits the instant voice

message to the local WM server 202 for delivery selected one or more recipients

(e.g., local TVM clients 206 and 208) via the local IP network 204. As before, the one

or more recipients are enabled to display an indication that the instant voice message

has been received and audibly play the instant voice message. If a recipient 1VM

client is not currently connected to the local IVM server 202, the local IVM server

202 temporarily saves the instant voice message and delivers it to the [VM client

whenthe IVM clicnt connects to the local IVM server 202.

Lastly with reference to FIG. 5, in addition to the “record mode”of instant

voice messaging as described above, the instant voice messaging system 500 also

supports an “intercom mode”of the instant voice messaging. The “intercom mode”

represents real-time instant voice messaging. In the “intercom mode,” instead of

creating an audio file as described hereinabove, one or more buffers (not shown) of a

predetermined size are generated. The buffers may be generated in any one of the

IVMclients 206, 208, 506 and 508, depending on how the global IVM system 500is

defined. The one or more buffers are used to automatically write successive portions
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of the instant voice message. Onceafirst buffer is full, 1.e., input audio of the

predeterminedsize is written to the buffer, the content of the first buffer is

automatically transmitted. If the transmission is generated at a local IVM client 206,

208 and destined for onc or more local IVM recipients, the contentofthe first buffer

is transmitted to the local IVM server 202 for delivery to the local one or more

recipients. If the transmission is generated at a local IVM client 206, 208 and

destined for one or more global IVM recipients 506, 508, the content ofthefirst

buffer is transmitted to the global IVM server system 502 for delivery to the one or

more global recipients. In addition, if the transmission is generated at a global IVM

client 506, 508 and destined for the other global TVM clients, the content ofthe first

buffer is transmitted to the global IVM server system 502, such as for example clients

506, 508. Lastly, if the transmission is generated at a global 1VM client 506, 508 and

destined for the local IVM clients 206, 208, the content of the first buffer is

transmitted to the global IVM server system 502 and further transmitted by the global

IVM server 502 to the local IVM server 202 for delivery to clicnts 206, 208 within

the local IVM system 510. A second buffer is meanwhile written with the next

successive portion of input audio. Once, the second bufferis full, i.e., input audio of

the predetermined size is written to the buffer, the content of the second bufferis

transmitted in similar fashion to the first buffer. Ifthe entire instant voice message or

a successive portion thereof (such as a last successive portion in the instant voice

message) written to either buffer is smaller the predetermined size, then the buffered

content of less than the predetermined size is automatically transmitted to the IVM

server 202. The foregoing buffering using the first and second buffers is repeated
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until the entire instant voice message has been transmitted as described above. It is

noted that the invention is not limited to a particular numberofbuffers. The

foregoing buffering and transmission allowsa “real-time” instant voice message to be

transmitted to the one or morclocal, as well as global, IVM recipients. The

“intercom mode” may be designated as a default mode when an IVM recipientis on-

line, while the “record mode” may be designated as a default if the IVM recipientis

unavailable, i.c., not on-line. The user may easily change the “intercom mode”to the

“record mode” on the respective IVM client 206, 208, 506, 508. Finally, the audio

contents of the buffers may be signal processed (for clarity), encrypted and

compressed before transmission, as was described previously.

FIG.6 is an exemplary detailed illustration 600 of the global IVM server

system 502 depicted in FIG. 5, according to the present invention. Morespecifically,

the local IVM system 510 described in FIG. 5 is connected via the IP network

(Internet) 102 to the global IVM server system 502. The global IVM server system

502 comprises an IVM transport server mesh 602 and an IVM directory server 608.

The [VM transport server mesh 602 comprises a plurality of interconnected [VM

transport servers 604, 606. Although the mesh 602 is depicted as having two IVM

transport servers 604, 606,it is to be understood that as many IVM transport servers

as are desired or required for redundancy and load balancing may be interconnected

inamesh. The IVM transport servers 604, 606 may be centrally located and

configured to communicate(i.e., forward and receive messages) with localVM

clients 206, 208, local IVM server 202 and global IVM client 506, 508 (not depicted

in FIG. 6). The plurality of |1VM transport servers 604, 606 in the 1VM transport
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server mesh 602 permits load balancing and redundancyin the global IVM system

500. The directory server 608 maintains a transport serverlist of all the IVM

transport servers 604, 606 currently connecting to the mesh 602. Each of the IVM

transport servers 604, 606 first connects to the directory server 608. The directory

server 608 informs each of the connecting IVM transport servers 604, 606 ofall the

other IVM transport servers currently in the mesh 602 based on an active list (not

shown)of transport servers 604, 606 in the mesh 602. The connecting IVM transport

server then connects to each of the [VM transport servers in the transport serverlist,

resulting in an interconnected mesh 602 of IVM transport servers 604, 606. The IVM

transport servers 604, 606 and the [VM directory server 608 communicate via

messages.

Further with reference to FIG. 6, the [VM transport servers 604, 606

connected in the mesh 602 share a database (not shown) of [VM clients, so that each

IVM transport server 604, 606 refers to the same client database. It is preferable that

cach IVM transport server 604, 606 maintains its own copy ofthe clicnt database,

whichis mirrored and replicated conventionally amongst the IVM transport servers

604, 606 in the mesh 602. The client database may further be replicated to the local

IVM server 202. Alternatively, the client database is stored on a separate file server

(not shown) in data communication with the [VM transport servers 604, 606 over a

network (not shown).

FIG.7 is an exemplary detailed illustration of a transport server 604, 606

depicted in FIG. 6, according to the present invention. The IVM transport server 604,

606 is a general-purpose programmable computer comprising a network interface (not
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shown) connected to [P network (Internet) 102, a communication platform 702, a

message database 712, and a messaging system 714. The communication platform

702 comprises a server engine 704, which controls a user manager 706,a local server

manager 708, and a storage manager 710. The messaging system 714 andthe server

engine 704 communicate via standard inter-process communication. The storage

manager 710 handles retrieving, sending, and storing of messages, including instant

voice messages and attachments thereto, to/from the message database 712. The user

manager 706 is responsible for creating/maintaining IVM clients 206, 208, 506, 508,

identifying them and relaying their status to the server engine 704. When an IVM

client communicates an instant voice message within the global TVM system 500, the

user manager 706 notifies the server engine 704 whetherthe one or more recipients

are unavailable, and thereby the instant voice message is saved in the message

database 712. When the one or more IVM recipients becomeavailable, the user

manager 706 notifies the server engine 704, which instructs the storage manager 710

to retrieve any undclivered instant voice messages for the one or more recipients and

delivers the instant voice messages to the designated one or more [VM recipients.

The local server manager 708 is responsible for creating/maintaining and providing

the status of available local IVM servers, such as IVM server 202 in FIG. 2. The

availability status of the local IVM servers is checked periodically and updated.

FIG.8 is an exemplary detailed illustration of a directory server 608 depicted

in FIG. 6, according to the present invention. The directory server 608 is a general-

purpose programmable computer equipped with a network interface (not shown)

connected to IP network (Internet) 102, a messaging system 812, and a
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communication platform 802. The communication platform 802 comprises a server

engine 804, which controls a local server manager 806, a user manager 808, and a

transport manager 810. The messaging system 812 and the server engine 804

communicate via standard inter-proccss communication. The transport manager 810

maintains the status of the [VM transport servers 604, 606 in the [VM transport server

mesh 602 within the global IVM system 500 and using a load-balancing mechanism

distributes instant voice messagesto available transport server 604, 606 for routing to

the one or more IVM recipients. The user manager 808is responsible for

creating/maintaining IVM clients 206, 208, 506, 508, identifying and relaying their

status via the server engine 804 to the TVM transport server 604, 606 to be used. The

local server manager 806 is responsible for creating/maintaining and providing the

status of available local 1VM servers, such as [VM server 202 in FIG. 2. The

availability status of the local IVM servers is checked periodically and updated.

FIG. 9 illustrates an exemplary a global instant voice messaging (IVM)

system 900, which comprises a plurality of local IVM systemsanda plurality of

global IVM clients, according to the present invention. In the global IVM system

900, there are depicted a plurality of local[VM systems 902, 910 connected to the

global IP network 102. The intemal representation and functionality of each local

IVM system 902, 904 is identical to the localVM system 510 described with

reference to FIG. 5. In global IVM system 900 of FIG.9, there are also depicted a

plurality of global TVM clients 918-928 and a global TVM server system 502

connected to the global IP network(i.e., Internet) 102. The internal representations of

the global [VM client 918-928 and the global IVM server system 502 are identical to
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the respective [VM client 508 (and/or 1VM client or 506) and the global IVM server

system 502 described with reference to FIG. 5. In the local IVM system 902, each

local IVM client 206, 208 is enabled to request local IVM recipients from the local

IVM server 202 and global IVM recipients from cither the global IVM server system

502 or the local IVM server 202. For example, the local IVM client 1A 208 displays

a list 904 to a user, comprising both local and global IVM recipients. More

specifically, the list 904 enables IVM client 1A to send instant voice messages

according to the present invention to local TVM clients 1B 208 and 1C 206, global

IVM client C 922 and global IVM client 2A 208 in the local IVM system 910.

Similar lists 906-916 are displayed to the users of the respective [VM clients 1B-1C

in local IVM system 902, and 2A-2C in local IVM system 910. In addition, the

global clients A-F 918-928 are enabled to request 1VM recipients from the global

IVM server system 502 and display the respective lists of IVM recipients 930-940 on

the respective IVM clients 918-928.

While the invention has been particularly shown and described with regard to

preferred embodiments thereof, it will be understood by those skilled in the art that

the foregoing and other changes in form and details may be madetherein without

departing from the spirit and scope of the invention.
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WHATIS CLAIMEDTS:

1. A system comprising:

an instant voice messaging application including a client platform system for generating

an instant voice message and a messaging system for transmitting the instant voice message over

a packet-switched network via a networkinterface, and

wherein the instant voice messaging application displays a list of one or more potential

recipients for the instant voice message.

2. The system according to claim 1, wherein the instant voice messaging application

includes a message database storing the instant voice message, wherein the instant voice message

is represented by a database record including a uniqueidentifier.

3. The system according to claim 2, wherein the message database includesa plurality of

instant voice messages received over the packet-switched network.

4, The system according to claim 3, wherein the instant voice messaging application

displays at least one of the plurality of instant voice messages stored in the message database.

5. The system according to claim 1, wherein the instant voice messaging application

includesa file manager system performingat least one of storing, deleting and retrieving the

instant voice messages from the message database in responseto a user request.

6. The system according to claim 1, wherein the instant voice messaging application

includes an audio file creation system creating an audiofile for the instant voice message based

on input received via an audio input device.

7. The system according to claim 1, wherein the instant voice messaging application

includes an encryption/decryption system for encrypting the instant voice messages to be
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transmitted over the packet-switched network and decrypting the instant voices messages

received over the packet-switched network.

8. The system according to claim 1, wherein the instant voice messaging application

includes a compression/decompression system for compressing the instant voice messagesto be

transmitted over the packet-switched network and decompressing the instant voice messages

received over the packet-switched network.

9. The system according to claim 1, wherein the instant voice messaging application

displays an indicia for each of the one or more potential recipients indicating whether the

potential recipient is currently available to receive an instant voice message.

10. The system according to claim 1, wherein the instant voice message application generates

an audible or visual effect indicating receipt of an instant voice message.

11. A-system, comprising:

an instant voice messaging application comprising:

a client platform system generating an instant voice message;

an cncryption component encrypting the instant voice message; and

a messaging system transmitting the encrypted instant voice message over a

packet-switched network via a network interface.

12. A system, comprising:

an instant voice messaging application comprising:

a client platform system for generating an instant voice message;

a messaging system for transmitting the instant voice message overa packet-

switched network, and
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wherein the instant voice message application attaches one or morefiles to the

instant voice message.

13. The system according to claim 12, wherein the packet-switched network comprises a

WiFi network.

14. The system according to claim 12, wherein the instant voice messaging application

displays one or more controls for audibly playing the instant voice message.
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ABSTRACT OF THE DISCLOSURE

Methods, systems and programsfor instant voice messaging over a packet-

switched network are provided. A methodfor instant voice messaging may comprise

recciving an instant voice message having one or morerecipients, delivering the instant

voice message to the one or more recipients over a packet-switched network, temporarily

storing the instant voice messageif a recipient is unavailable; and delivering the stored

instant voice message to the recipient once the recipient becomesavailable.
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effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
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application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
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of patent applications on the same invention in member countries, but does notresult in a grant of "an international
patent" and doesnot eliminate the need of applicantsto file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordancewith its particular laws. Since the laws of many countries differ
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issue a license before applicants can apply for a patentin a foreign country. Thefiling of a U.S. patent application
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199,orit
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Governmentwebsite, http:/Avww.stopfakes.gov. Part of a Department of Commerceinitiative,
this website includes self-help "toolkits" giving innovators guidance on howto protectintellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Governmenthotline at 1-866-999-HALT (1-866-999-4258).
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LICENSE FOR FOREIGN FILING UNDER

Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184,if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED"followed by a date appears on this form. Such licenses are issuedin all applications where
the conditions for issuance of a license have been met, regardless of whetheror not a license may be required as
set forth in 37 CFR 5.15. The scope andlimitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicatedis the effective date of the license, unless an earlier license of similar scope has been granted under
37 GFR 5.13 or 5.14.

This licenseis to be retained by the licensee and may be used at any time onorafter the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s)filed under 37 CFR 1.53(d). This
license is not retroactive.

The grantof a license does not in any waylessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselvesof current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Departmentof
Treasury (81 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted atthis time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOESNOTappearonthis form. Applicant maystill petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from thefiling date of the application. If 6 months has lapsed
from thefiling date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreignfile the application pursuant to 37 CFR 5.15(b).

 

SelectUSA

The United States represents the largest, most dynamic marketplacein the world and is an unparalleled location for
businessinvestment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsmanfor existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic developmentorganizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products,deliver services, and grow your business, visit http:/Awww.SelectUSA.govorcall
+1-202-482-6800.
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and ‘Trademark Office
Address: COMMTSSIONER, FOR PATENTSPC. Box 1450

Alexandria, Virgnia 22313-1450Wwww.uspto.gov
 

 
 APPLICATION NUMBER FILING OR 371(C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO/TTILE

14/224,125 03/25/2014 Michael J. Rojas EMP0025-US
CONFIRMATION NO.5407

67050 PUBLICATION NOTICE
KASHA LAW LLC

14532 Dutief Mill Road MATAAAA000000069793845
North Potomac, MD 20878

Title:System and Methodfor Instant VoIP Messaging

Publication No.US-2014-0204935-A1
Publication Date:07/24/2014

NOTICE OF PUBLICATION OF APPLICATION

The above-identified application will be electronically published as a patent application publication pursuant to 37
CFR 1.211, et seq. The patent application publication number and publication date are set forth above.

The publication may be accessed through the USPTO's publically available Searchable Databases via the
Internet at www.uspto.gov. The direct link to access the publication is currently http:/Awww.uspto.gov/pattt/.

The publication process established by the Office does not provide for mailing a copy of the publication to
applicant. A copy of the publication may be obtained from the Office upon paymentof the appropriate fee set forth
in 37 GFR 1.19(a)(1). Orders for copies of patent application publications are handled by the USPTO's Office of
Public Records. The Office of Public Records can be reachedbytelephone at (703) 308-9726 or (800) 972-6382,
by facsimile at (703) 305-8759, by mail addressed to the United States Patent and Trademark Office, Office of
Public Records, Alexandria, VA 22313-1450orvia the Internet.

In addition, information on the status of the application, including the mailing date of Office actions and the
dates of receipt of correspondencefiled in the Office, may also be accessed via the Internet through the Patent
Electronic Business Center at www.uspto.gov using the public side of the Patent Application Information and
Retrieval (PAIR) system. The direct link to accessthis status information is currently htto://pair.uspto.gov/. Prior to
publication, such status information is confidential and may only be obtained by applicant using the private side of
PAIR.

Further assistance in electronically accessing the publication, or about PAIR, is available by calling the Patent
Electronic Business Center at 1-866-217-9197.

 

Office of Data Managment, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O, Box 1450
Alexandria, Virginia 22313-1450
www .uspto. gov

 
 
  APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEYDOCKET NO. CONFIRMATION NO. 

14/224,125 03/25/2014 Michael J. Rojas TeMP0025-US 5407

EXAMINERKASHALAW LLC [ee
14532 Dufief Mill Road SMITH, CREIGHTON H

North Potomac, MD 20878 ART UNIT PAPER NUMBER

2656

NOTIVICATION DATE DELIVERY MODE

10/21/2014 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date” to the
following e-mail address(es):
JOHN.KASHA @KASHALAW.COM

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)
 14/224,125 ROJAS, MICHAELJ.

Office Action Summary Examiner Art Unit AIA (FirstInventor to File)
CREIGHTON SMITH 2656 ad 

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address--
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY|S SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF

THIS COMMUNICATION.Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED(35 U.S.C. § 133).

Anyreply received by the Office later than three monthsafter the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1) Responsive to communication(s) filed on
(-] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon__

2a)L] This action is FINAL. 2b) This action is non-final.
3)00 Anelection was made by the applicant in responseto a restriction requirementset forth during the interview on

; the restriction requirement and election have been incorporated into this action.

4\[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordancewith the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*

5)KX] Claim(s) 1-14 is/are pending in the application.

 
5a) Of the above claim(s) ___ is/are withdrawn from consideration.

6)L] Claim(s) is/are allowed.
7) Claim(s) 7-14 is/are rejected.
8)L] Claim(s)__ is/are objected to.
9)F] Claim(s) are subjectto restriction and/or election requirement.

 

* IF any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a

participating intellectual property office for the corresponding application. For more information, please see

itt /index.isp or send an inquiry to PPHieedback@uspto.dov.JAwwwuspto.dov/patents/init events/p    

Application Papers

10)L The specification is objected to by the Examiner.
11)L] The drawing(s) filed on is/are: a)L] accepted or b)L] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacementdrawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

Priority under 35 U.S.C. § 119

12)T] Acknowledgmentis made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a) All bb) Some** c) Noneofthe:
1..] Certified copies of the priority documents have been received.
2.1 Certified copies of the priority documents have been received in Application No.
3.0] Copiesof the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PGT Rule 17.2(a)).
™ See the attached detailed Office action for a list of the certified copies not received.

 
Attachment(s)

1) xX Notice of References Cited (PTO-892) 3) TC Interview Summary (PTO-413)
. . Paper No(s)/Mail Date.

2) Xx Information Disclosure Statement(s) (PTO/SB/08a and/or PTC/SB/0&b) 4 | Other:Paper No(s)/Mail Date ) ther:
U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20141015
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Application/Control Number: 14/224,125 Page 2
Art Unit: 2656

The present application is being examined underthe pre-AlAfirst to invent

provisions.

DETAILED ACTION

The nonstatutory double patenting rejection is based on a judicially created

doctrine groundedin public policy (a policy reflected in the statute) so as to prevent the

unjustified or improper timewise extension of the “right to exclude” granted by a patent

and to prevent possible harassment by multiple assignees. A nonstatutory double

patenting rejection is appropriate where the claims at issue are not identical, but at least

one examined application claim is not patentably distinct from the reference claim(s)

because the examined application claim is either anticipated by, or would have been

obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d

1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed.Cir.

1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum,

686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619

(CCPA 1970); and /n re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321 (d)

may be used to overcomean actual or provisional rejection based on a nonstatutory

double patenting ground provided the reference application or patent either is shown to

be commonly owned with this application, or claims an invention madeas a result of

activities undertaken within the scope of a joint research agreement. A terminal

disclaimer must be signed in compliance with 37 CFR 1.321(b).

97



98

Application/Control Number: 14/224,125 Page 3
Art Unit: 2656

The USPTOinternet Website contains terminal disclaimer forms which may be

used. Please visit http:/www.uspto.gov/forms/. Thefiling date of the application will

determine what form should be used. A web-based eTerminal Disclaimer may befilled

out completely online using web-screens. An eTerminal Disclaimer that meets all

requirements is auto-processed and approved immediately upon submission. For more

information about eTerminal Disclaimers, refer to

http:/Awww.uspto.gov/patents/process/file/efs/guidance/eTD-info-|.jsp.

Claims 1-14 are rejected on the ground of nonstatutory double patenting as being

unpatentable over claims 1-70 of U.S. Patent No. 7,355,890. Although the claimsat

issue are not identical, they are not patentably distinct from each other because the

elements of the application’s claim 1 are found in the ‘890 patent's claims 1 and 4.

Claim 8 of the application is found in claim 7 of the patent. Claim 6 of the application is

found in claim 6 of the patent. Claim 7 of the application is found in claim 7 of the

patent. Claim 12 of the application is found in claim 9 of the patent.

The following is a quotation of the appropriate paragraphs of pre-AlA 35 U.S.C.

102 that form the basis for the rejections underthis section madein this Office action:

A person shall be entitled to a patent unless —

(2) the invention was described in (1) an application for patent, published under section
122(b), by another filed in the United States before the invention by the applicant for patent or
(2) a patent granted on an application for patent by another filed in the United States before
the invention by the applicant for patent, except that an international application filed under
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an
application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.

Claims 1, 9, are rejected under pre-AlA 35 U.S.C. 102E as being anticipated by

Eneteet al (“Enete”), USPAP #2013/0066989.
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Application/Control Number: 14/224,125 Page 4
Art Unit: 2656

Enete discloses in P.0065 that a sender 602a designatesat least one recipient

602b to receive an instant message (IM). The IM may bea text IM or other non-video

IM (e.g., voice message). In P.0050 Enete discloses that a subscriber can use the IM

client application to view whetherparticular subscribers (buddies) are online and in

P.0056 discloses the subscriber’s buddylist.

Regarding claim 9, Enete discloses in P.0065 a screen name associated with

the intended recipient 602b has been identified as a “buddy” of the sender 602a, and a

UI (graphical user interface) that indicates the online status and capabilities of the

recipient 602b is displayed to the sender 602a.

Thefollowing is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the inventionis notidentically disclosed or described
as set forth in section 102 ofthistitle, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obviousat the time the invention was madeto a person having ordinaryskill in the art to which
said subject matter pertains. Patentability shall not be negatived by the mannerin which the
invention was made.

Claim 6 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over

Enete et al in view of Othmeret al, USPAP #2004/006431 7.

Othmerdiscloses in P.0039 that audio file source messaging system may

indicate where the audio file was transmitted from such as an instant voice messaging

system, which meansthat the audio file was created from an IVM. To have provided

Othmer’s teaching of an audio file coming from an IVM in Enete’s IVM system would
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Application/Control Number: 14/224,125 Page 5
Art Unit: 2656

have been obvious to a person having ordinary skill in this art because both references

are teaching IVM systems.

Claims 7, 11 are rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable

over Eneteet al in view of Narasimhanet al (“Narasimhan”), USPAP #2004/0225524.

Narasimhan discloses in P.0077 that additional types of information assets may

include voice instant messages, and that information asset may be encapsulated

through encryption. To have provided Narasimhan’s teaching of encrypting instant

voice messagesin Enete’s system of instant voice messages would have been obvious

to a person having ordinary skill in the art.

Claim 10 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over

Eneteet al in view of El-Fishawayet al (“EF”), U.S. Pat. #7133687

EF disclosesin col. 3, lines 34 et seq. that a recipient mayinitiate delivery of a

reply to the received instant voice messagein the audio format. By the recipient

sending an audio reply to a sender's IVM, the audio reply is an indication that the

recipient received the sender’s IVM. To have provided EF’s teaching of an audio

reply/effect that indicates receipt of a sender’s IVM in Enete’s IVM system would have

been obvious to a person having ordinary skill in the art.

Any inquiry concerning this communication should be directed to CREIGHTON

SMITH at telephone number (571)272-7546.

/CREIGHTON SMITH/

Primary Examiner, Art Unit 2656 15 OCT ‘14

100



101

Application/Control Number: 14/224,125 Page 6
Art Unit: 2656

101



102

Application/Control No. Applicant(s)/Patent Under
Reexamination

14/224,125 ROJAS, MICHAELJ.
Notice of References Cited
 

Examiner Art Unit

CREIGHTON SMITH 2656

U.S. PATENT DOCUMENTS

* Document Number Date eg
Country Cade-Number-Kind Code MM-YYYY Classification

*|4|US-2013/0066989 03-2013|Enete et al. 709/206
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CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to makethe appropriate selection(s}:

That each item of information contained in the information disclosure statement was first cited in any communication
[_] from a foreign patent office in a counterpart foreign application not more than three months prior to thefiling of the

information disclosure statement. See 37 CFR 1.97(e)(1).

OR

That no item of information contained in the information disclosure statement was cited in a cammunication from a

foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to

[] anyindividual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure
statement. See 37 CFR 1.97(e)(2).

[_] See attached certification statement.

[_] The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

[x] Acertification statementis not submitted herewith.
 

SIGNATURE

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d} for the
form of the signature.

Name/Print Registration Number 47743

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the
public whichis to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amountof time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S.
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissionerfor Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.
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Privacy Act Statement
 

 
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised
that: (1} the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Cffice is to
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonmentof the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Departmentof Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence toa
court, magistrate, or administrative tribunal, including disclosures to opposing counselin the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Memberwith respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant
to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSA aspart of that agency's responsibility to
recommend improvements in records managementpractices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any otherrelevant(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations aboutindividuals.

A record fram this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record wasfiled in
an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open ta public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency,if the USPTO becomes awareof a violation or potential violation of law or regulation.
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O I certify, in accordance with 37 CFR 1.4(d)(4), that the terminal disclaimer fee under 37 CFR 1.20(d)
required for this terminal disclaimer has already been paid in the above-identified application.
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Registration Number 47743
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A joint inventor; | certify that | am authorized to sign this submission on behalfofall of the inventors as evidenced by the
powerof attorneyin the application

A joint inventor; all of whom are signing this request 
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ignature /Kelly Kasha/

*Statement under 37 CFR 3.73\(b)is required if terminal disclaimer is signed by the assignee (owner).
Form PTO/SB/96 may be used for making this certification. See MPEP § 324.

 
116



117

 

Electronic Patent Application Fee Transmittal

Filing Date: 25-Mar-2014

Title of Invention: System and Methodfor Instant VoIP Messaging

First Named Inventor/Applicant Name: Michael J. Rojas 

Filer: John Kasha

Filed as Small Entity

Filing Fees for Utility under 35 USC 111(a)

Sub-Totalin

Description Fee Code Quantity Amount USD(S) 

Basic Filing:

Statutory or Terminal Disclaimer
  
 

Claims:
 

Miscellaneous-Filing:

Patent-Appeals-and-Interference:
 

Post-Allowance-and-Post-Issuance:

 
117



118

Sub-Totalin

Description Fee Code Quantity Amount USD(S) 

Extension-of-Time:

Miscellaneous:

Total in USD ($) 

118



119

Doc Code: DISQ.E.FILE

DocumentDescription: Electronic Terminal Disclaimer — Approved

Application No.: 14224125

Filing Date: 25-Mar-2014

Applicant/Patent under Reexamination: Rojasetal.

Electronic Terminal Disclaimer filedon January 21, 2015

x APPROVED

This patent is subject to a terminal disclaimer

[] DISAPPROVED

Approved/Disapproved by: Electronic Terminal Disclaimer automatically approved by EFS-Web

U.S. Patent and TrademarkOffice

119



120

Electronic Acknowledgement Receipt 

21272573

Confirmation Number: 

Title of Invention: System and MethodforInstant VoIP Messaging

 

First Named Inventor/Applicant Name: Michael J. Rojas

a
Filer Authorized By:

Attorney Docket Number: EMP0025-US

Time Stamp: 20:42:24

 

 
 

Application Type: Utility under 35 USC 111(a) 
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Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)
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This AcknowledgementReceipt evidences receipt on the noted date by the USPTO ofthe indicated documents,
characterized by the applicant, and including page counts, where applicable.It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
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U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptanceof the application as a
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EMP0025-US PATENT

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re the Applicationof:

MICHAELJ. ROJAS Confirmation No.: 5407

Serial No.: 14/224,125 Art Unit: 2656

Filed: March 25, 2014 Examiner: Creighton H. Smith

For: SYSTEM AND METHOD FOR

INSTANT VOIP MESSAGING

 
AMENDMENT

MAIL STOP: AMENDMENTS

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the Office Action of October 21, 2014, please amend the above-identified

application as follows:

Fees for 8 extra claimsare being filed herewith. No other fees are belicved to be duc.

However, any fee necessary for consideration of this response is hereby authorized to be charged

to Deposit Account Number 50-4075.

Amendments to the Claimsare reflected in the listing of claims that begins on page 2 of

this paper.

Remarksbegin on page7 ofthis paper.
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Serial No.: 14/224,125 Attorney’s Docket No.: EMP0025-US
Art Unit: 2656 Page 2

Amendments to the Claims:

This listing of claims replacesall prior versions and listings of claims in this application.

Listing of the Claims:

1. (Currently amended): A system comprising:

an instant voice messaging application including a client platform system for generating

an instant voice message and a messaging system for transmitting the instant voice message over

a packet-switched network via a networkinterface;-and

whercin the instant voice messaging application displays a list of onc or more potential

recipients for the instant voice message; and

wherein the instant voice messaging application includes a file manager system

performing at least one of storing, deleting and retrieving the instant voice messages from a

message database in response to a user request.

2. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application includes a message database storing the instant voice message, wherein

the instant voice message is represented by a database record including a uniqueidentifier.

3. (Previously presented): The system according to claim 2, wherein the message database

includesa plurality of instant voice messages received over the packet-switched network.

4, (Previously presented): The system according to claim 3, wherein the instant voice

messaging application displays at Icast one of the plurality of instant voice messages stored in

the message database.

5. (Canceled).
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Serial No.: 14/224,125 Attorney’s Docket No.: EMP0025-US
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6. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application includes an audio file creation system creating an audio file for the instant

voice message based on input received via an audio input device.

7. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application includes an encryption/decryption system for encrypting the instant voice

messages to be transmitted over the packet-switched network and decrypting the instant voices

messages received over the packet-switched network.

8. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application includes a compression/decompression system for compressing the instant

voice messages to be transmitted over the packet-switched network and decompressing the

instant voice messages received over the packet-switched network.

9. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application displays an indicia for cach of the onc or more potential recipicnts

indicating whether the potential recipient is currently available to receive an instant voice

message.

10. (Previously presented): The system according to claim 1, wherein the instant voice

message application generates an audible or visual effect indicating receipt of an instant voice

message.

11. (Canceled).

12. (Previously presented): A system, comprising:

an instant voice messaging application comprising:
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Serial No.: 14/224,125 Attorney’s Docket No.: EMP0025-US
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a client platform system for generating an instant voice message;

a messaging system for transmitting the instant voice message over a packet-switched

network, and

wherein the instant voice message application attaches one or more files to the instant

voice message.

13. (Previously presented): The system according to claim 12, wherein the packet-switched

network comprises a WiFi network.

14. (Previously presented): The system according to claim 12, wherein the instant voice

messaging application displays one or more controls for audibly playing the instant voice

message.

15. (New): The system according to claim 12, wherein the instant voice messaging

application encrypts the instant voice message.

16. (New): The system according to claim 12, whercin the instant voice messaging

application displays a selectable control for generating an instant voice message using an

intercom mode based on a connectivity status of an intended recipient of the instant voice

message.

17. (New): The system according to claim 12, wherein the instant voice messaging

application invokes a documenthandler to create a link between the instant voice message and

the one or morefiles.

18. (New): The system according to claim 12, wherein the instant voice messaging

application displays the attachment.
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19. (New): The system according to claim 12, wherein the instant voice messaging

application displays onc or more controls for performingat least one of reviewing, re-recording

or deleting the instant voice message.

20. (New): The system according to claim 12 further comprising an instant voice messaging

server receiving the instant voice message and an indication of one or more intendedrecipients

of the instant voice message.

21. (New): The system according to claim 20 further comprising one or more buffers,

wherein the client platform system buffers each of a plurality of successive portions of the

instant voice message into the one or more buffers, and wherein the client platform system

transmits each successive buffered portion to the instant voice messaging server for delivery to

the one or more intended recipients.

22. (New): The system according to claim 21, wherein the instant voice messaging server

transmits cach successive buffered portion to an instant voice messaging application.

23. (New): The system according to claim 21, wherein the instant voice messaging server

transmits each successive buffered portion to a legacy telephone.

24.—(New): The system of claim 21, wherein the client platform system automatically

transmits the content of a first buffer to the instant voice messaging server for delivery to the one

or more intended recipients, and wherein the client platform system writes to a second buffer the

next successive portion of the instant voice message.

25. (New): The system of claim 21, wherein the content of a buffer is encrypted.
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26. (New): The system of claim 21, wherein the instant voice messaging server transmits a

ring signal to an intended recipicnt.

27. (New): The system of claim 26, wherein the instant voice messaging server establishes a

connection between the instant voice messaging application and the intended recipient upon

detecting an off-hook event.

28. (New): The system of claim 21 wherein the instant voice messaging server determines

availability of the one or more intendedrecipients for receipt of the instant voice message.

29. (New): The system of claim 28, wherein the instant voice messaging server:

delivers the instant voice message to the one or more intended recipients who are

determined to be currently available;

stores the instant voice message for the one or more intended recipients who are not

currently available; and

dclivers the instant voice message to the one or more intended recipients whoare not

currently available when the instant voice messaging server determinesthat the not currently

available one or more intended recipients become available.

30. (New): The system of claim 29, wherein the instant voice messaging server deletes the

instant voice message from the instant voice messaging server after delivery to the one or more

intended recipients.
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REMARKS

Claims 1-14 arc pending. By this amendment, claims 5 and 11 have been cancelled,

claim | has been amendedto incorporate the allowable subject matter of claim 5, and newclaims

15-30 have been added. No new matteris introduced. Claims 1-4, 6-10, and 12-30 will remain

pending herein upon entry of this Response. Support for new claims can be foundatleast in the

specification of the present application, i.e., U.S. Publication No. 2014/0204935, as detailed

below.

The subject matter ofnew claim 15 is described in the specification at, for example,

paragraph [0045].

The subject matter ofnew claim 16 is described in the specification at, for example,

paragraphs [0046] and [0061].

The subject matter of new claim 17 is described in the specification at, for example,

paragraphs [0047] and [0049].

The subject matter of new claim 18 is described in the specification at, for example,

paragraph [0048].

The subject matter ofnew claim 19 is described in the specification at, for example,

paragraph [0049].

The subject matter ofnew claim 20 is described in the specification at, for example,

paragraphs[0045], [0046] and [0051].

The subject matter ofnew claim 21 is described in the specification at, for example,

paragraph [0061].
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The subject matter of new claim 22 is described in the specification at, for example,

paragraph [0061].

The subject matter of new claim 23 is described in the specification at, for example,

paragraphs [0054] and [0058].

The subject matter ofnew claim 24 is described in the specification at, for example,

paragraph [0061].

The subject matter ofnew claim 25 is described in the specification at, for example,

paragraph [0061].

The subject matter ofnew claim 26 is described in the specification at, for example,

paragraphs [0042], [0057] and [0060].

The subject matter ofnew claim 27 is described in the specification at, for example,

paragraphs [0042], [0057], [0058] and [0060].

The subject matter ofnew claim 28 is described in the specification at, for cxample,

paragraphs [0040], [0048] and [0064].

The subject matter ofnew claim 29 is described in the specification at, for example,

paragraphs [0040] - [0043], [0056], [0057] and [0058].

The subject matter ofnew claim 30 is described in the specification at, for example,

paragraphs [0040] - [0043], [0056], [0057] and [0058].
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Double Patenting Rejections

Claims 1-14 are rejected on the ground of non-statutory obviousness-type double

patenting as being unpatentable over claims 1-70 of U.S. Patent No. 7,535,890 (hereinafter the

“890 patent”).

Claims 5 and 11 have been cancelled, rendering the rejection of these claims moot.

The Applicantfiles herewith a Terminal Disclaimer over the ‘890 patent. As set forth in

the MPEP,a Terminal Disclaimer may be used to overcomea rejection based on obviousness-

type double patenting (MPEP § 804.02(IT)). Further, in legal principle, the filing of a Terminal

Disclaimer simply serves the statutory function of removing the rejection of obviousness-type

double patenting, and does not raise a presumption on the merits of the rejection. It is improper

to view the simple expedient of “obviation” as an admission or acquiescence on the merits.

Ortho Pharmaceutical Corp. v. Smith, 22 USPQ2d 1119, 1124 (Fed. Cir. 1992), citing Quad

Envtl. Technologies Corp. v. Union Sanitary Dist., 946 F.2d 870, 874, 20 USPQ2d 1392, 1394-

95 (Fed. Cir. 1991).

Withdrawalofthe rejection of claims 1-4, 6-10 and 12-14 based on the judicially created

doctrine of double patenting is respectfully requested.

35 U.S. C. § 102(e) and 103(a) Rejections

Claims 1 and 9 stand rejected under 35 U.S.C. § 102(e) as unpatentable over U.S. Patent

Application Publication No. 2013/0066989 to Enete et al. (“Enete”’).

Claim 6 stands rejected under 35 U.S.C. § 103(a) as unpatentable over Enete in view of

U.S. Patent Application Publication No. 2004/0064317 to Othmeret al. (“Othmer’”).
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Claims 7 and 11 stands rejected under 35 U.S.C. § 103(a) as unpatentable over Enete in

viewofU.S. Patent Application Publication No. 2004/0225524 to Narasimhanct al.

(‘“Narasimhan’’).

Claim 10 stands rejected under 35 U.S.C. § 103(a) as unpatentable over Enete in view of

U.S. Patent No. 7,133,687 to El-Fishawayet al. (“EF”).

These rejections are respectfully traversed. However, to move prosecution forward, the

Applicant incorporates the allowable subject matter of claim 5 into independent claim 1, as

described below. Further, the Applicant has canceled claim 11, rendering the rejection ofthis

claim moot. The Applicant reserves the right to pursue previously filed claims in a continuation

application, and this amendment does not indicate express or implicit agreement with the

Examiner’s rejections of previously presented claims.

Claim 1 has been amendedto incorporate the allowable subject matter of claim 5. It is

respectfully submitted that claim 1 is thus allowable in view of this amendment.

Claims 6, 7, 9 and 10 depend from independent claim 1. Accordingly,it is respectfully

submitted that claim 6, 7, 9 and 10 are allowable in view of the amendmentto claim 1

incorporating the allowable subject matter of claim 5.

Withdrawalof the rejection of claims 1, 6, 7, 9 and 10 under 35 U.S.C. § 102(e) and

103(a) is respectfully requested.
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NewClaims

New claims 15-30 dependdirectly or indirectly from independent claim 12. Thus,it is

respectfully submitted that new claims 15-30 are allowable at least for the reason that claim 12 is

allowable.

Conclusion

Should the Examiner have any questions or determine that any further action is desirable

to place this application in even better condition for issue, the Examiner is encouraged to

telephone the Applicant’s undersigned representative at the numberlisted below.

KASHA LAW LLC

14532 Dufief Mill Rd.

North Potomac, MD 20878 Respectfully submitted,
Tel. 240-423-8431

Date: January 21, 2015 By: /Kelly L. Kasha/
Kelly L. Kasha
Registration No. 47,743

Customer No. 67050
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re the Applicationof:

MICHAELJ. ROJAS Confirmation No.: 5407

Serial No.: 14/224,125 Art Unit: 2656

Filed: March 25, 2014 Examiner: Creighton H. Smith

For: SYSTEM AND METHOD FOR

INSTANT VOIP MESSAGING

 
SUPPLEMENTAL AMENDMENT

MAIL STOP: AMENDMENTS

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the Office Action of October 21, 2014, please further amend the above-

identified application as follows:

No fees are believed to be duc. However, any fee necessary for consideration ofthis

response is hereby authorized to be charged to Deposit Account Number50-4075.

Amendments to the Claimsare reflected in the listing of claims that begins on page ? of

this paper.

Remarksbegin on page8 ofthis paper.
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Serial No.: 14/224,125 Attorney’s Docket No.: EMP0025-US
Art Unit: 2656 Page 2

Amendments to the Claims:

This listing of claims replacesall prior versions and listings of claims in this application.

Listing of the Claims:

1. (Previously Presented): A system comprising:

an instant voice messaging application including a client platform system for generating

an instant voice message and a messaging system for transmitting the instant voice message over

a packet-switched network via a network interface;

whercin the instant voice messaging application displays a list of onc or more potential

recipients for the instant voice message; and

wherein the instant voice messaging application includesa file manager system

performingat least one ofstoring, deleting and retrieving the instant voice messages from a

message database in response to a user request.

2. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application includes a message database storing the instant voice message, wherein

the instant voice message is represented by a database record including a uniqueidentifier.

3. (Previously presented): The system according to claim 2, wherein the message database

includesa plurality of instant voice messages received over the packet-switched network.

4, (Previously presented): The system according to claim 3, wherein the instant voice

messaging application displays at Icast onc of the plurality of instant voicc messages stored in

the message database.

5. (Canceled).
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6. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application includes an audio file creation system creating an audio file for the instant

voice message based on input received via an audio input device.

7. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application includes an encryption/decryption system for encrypting the instant voice

messages to be transmitted over the packet-switched network and decrypting the instant voices

messages received over the packet-switched network.

8. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application includes a compression/decompression system for compressing the instant

voice messages to be transmitted over the packet-switched network and decompressing the

instant voice messages received over the packet-switched network.

9. (Previously presented): The system according to claim 1, wherein the instant voice

messaging application displays an indicia for cach of the onc or more potential recipicnts

indicating whether the potential recipient is currently available to receive an instant voice

message.

10. (Previously presented): The system according to claim 1, wherein the instant voice

message application generates an audible or visual effect indicating receipt of an instant voice

message.

11. (Canceled).

12. (Previously presented): A system, comprising:

an instant voice messaging application comprising:
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a client platform system for generating an instant voice message;

a messaging system for transmitting the instant voice message over a packet-switched

network, and

wherein the instant voice message application attaches one or more files to the instant

voice message.

13. (Previously presented): The system according to claim 12, wherein the packet-switched

network comprises a WiFi network.

14. (Previously presented): The system according to claim 12, wherein the instant voice

messaging application displays one or more controls for audibly playing the instant voice

message.

15. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application encrypts the instant voice message.

16.—(Previously Presented): The system according to claim 12, wherein the instant voicc

messaging application displays a selectable control for generating an instant voice message using

an intercom mode based on a connectivity status of an intended recipient of the instant voice

message.

17. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application invokes a document handlerto create a link between the instant voice

message and the one or morefiles.

18. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application displays the attachment.
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19. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application displays onc or more controls for performing at cast one of reviewing,re-

recording or deleting the instant voice message.

20. (Previously Presented): The system according to claim 12 further comprising an instant

voice messaging server receiving the instant voice message and an indication of one or more

intended recipients of the instant voice message.

21. (Previously Presented): The system according to claim 20 further comprising one or

more buffers, wherein the client platform system buffers each ofa plurality of successive

portions of the instant voice message into the one or more buffers, and wherein the client

platform system transmits each successive buffered portion to the instant voice messaging server

for delivery to the one or more intended recipients.

22. (Previously Presented): The system according to claim 21, wherein the instant voice

messaging server transmits cach successive buffered portion to an instant voice messaging

application.

23. (Previously Presented): The system according to claim 21, wherein the instant voice

messaging server transmits each successive buffered portion to a legacy telephone.

24. (Previously Presented): The system of claim 21, wherein the client platform system

automatically transmits the content of a first buffer to the instant voice messaging server for

delivery to the one or more intended recipients, and wherein the client platform system writes to

a second buffer the next successive portion of the instant voice message.
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25, (Previously Presented): The system of claim 21, wherein the content of a bufferis

encrypted.

26. (Previously Presented): The system of claim 21, wherein the instant voice messaging

server transmits a ring signal to an intended recipient.

27. (Previously Presented): The system of claim 26, wherein the instant voice messaging

server establishes a connection between the instant voice messaging application and the intended

recipient upon detecting an off-hook event.

28. (Currently Amended): The system of claim 20 2+ wherein the instant voice messaging

server determines availability of the one or more intended recipients for receipt of the instant

voice message.

29, (Previously Presented): The system of claim 28, wherein the instant voice messaging

server:

delivers the instant voice message to the onc or morc intended recipients who are

determined to be currently available;

stores the instant voice message for the one or more intended recipients who are not

currently available; and

delivers the instant voice message to the one or more intended recipients who are not

currently available when the instant voice messaging server determinesthat the not currently

available one or more intended recipients becomeavailable.
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30. (Previously Presented): The system of claim 29, wherein the instant voice messaging

server deletes the instant voice message from the instant voice messaging scrverafter delivery to

the one or more intended recipients.
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REMARKS

Claims 1-4, 6-10, and 12-30 arc pending. By this amendment, claim 28 is amended to

correct a typographical error. Specifically, claim 28 has been amended to depend from claim 20

instead of claim 21. No new matteris introduced. Claims 1-4, 6-10, and 12-30 will remain

pending herein upon entry of this Response.

Conclusion

Should the Examiner have any questions or determine that any further action is desirable

to place this application in even better condition for issue, the Examineris encouraged to

telephone the Applicant’s undersigned representative at the numberlisted below.

KASHA LAW LLC

14532 Dufief Mill Rd.

North Potomac, MD 20878 Respectfully submitted,
Tel. 240-423-8431

Date: January 22, 2015 By: /Kelly L. Kasha/
Kelly L. Kasha
Registration No. 47,743

Customer No. 67050
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Application/Control Number: 14/224,125 Page 2
Art Unit: 2656

The present application is being examined underthe pre-AlAfirst to invent

provisions.

DETAILED ACTION

Thefollowing is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obviousatthe time the invention was madeto a person having ordinaryskill in the art to which
said subject matter pertains. Patentability shall not be negatived by the mannerin which the
invention was made.

Claims 1, 9 are rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable

over Eneteet al (“Enete”), USPAP #2013/0066989in view of Rufet al (“Ruf”), US Pat.

#7,013,155.

Enete discloses in P.0065 that a sender 602a designates at least one recipient

602bto receive an instant message (IM). The IM may be a text IM or other non-video

IM (e.g., voice message). In P.0050 Enete discloses that a subscriber can use the IM

client application to view whether particular subscribers (buddies) are online and in

P.0056 discloses the subscriber’s buddylist. Ruf discloses in claim 1 an IVR system

receiving a request for a stored instant voice message and transmitting the stored

instant voice messagefrom the IVR system to the recipient wireless station. Ruf's IVR

reads upon applicant’s file manager system. To have provided Ruf’s teaching of a user

retrieving an instant voice messageby the user sending a request to the IVR for

retrieval of that message in Enete’s instant voice messaging system would have been

obvious to a person having ordinary skill in the art.
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Regarding claim 9, Enete discloses in P.0065 a screen name associated with

an intended recipient 602b has been identified as a “buddy”of the sender 602a, anda

UI (graphical user interface) that indicates the online status and capabilities of the

recipient 602b is displayed to the sender 602a.

Claim 6 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over

Eneteet al in view of Ruf et al as applied to claim 1 above, and furtherin view of

Othmeret al (“Othmer”), USPAP #2004/0064317.

Othmerdiscloses in P.0039 that audio file source messaging system may

indicate wherethe audio file was transmitted from such as an instant voice messaging

system, which meansthat the audio file was created from an IVM. To have provided

Othmer’s teaching of an audio file coming from an IVM in Enete’s IVM system would

have been obvious to a person having ordinary skill in this art because both references

are teaching IVM systems.

Claims 7 is rejected underpre-AlA 35 U.S.C. 103(a) as being unpatentable over

Eneteet al in view of Ruf et al as applied to claim 1 and further in view of Narasimhanet

al (“Narasimhan”), USPAP #2004/0225524.

Narasimhan discloses in P.0077 that additional types of information assets may

include voice instant messages, and that information asset may be encapsulated

through encryption. To have provided Narasimhan’s teaching of encrypting instant

voice messagesin Enete’s system of instant voice messages would have been obvious

to a person having ordinary skill in the art.
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Claim 10 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over

Eneteet al in view of Rufet al as applied to claim 1 and further in view of El-Fishaway

et al (“EF”), U.S. Pat. #7133687

EF disclosesin col. 3, lines 34 et seq. that a recipient mayinitiate delivery of a

reply to the received instant voice messagein the audio format. By the recipient

sending an audio reply to a sender's IVM, the audio reply is an indication that the

recipient received the sender’s IVM. To have provided EF’s teaching of an audio

reply/effect that indicates receipt of a sender’s IVM in Enete’s IVM system would have

been obvious to a person having ordinary skill in the art.

Claims 2-4, 8-9 are objected to as being dependent upon a rejected base claim,

but would be allowable if rewritten in independent form including all of the limitations of

the base claim and anyintervening claims.

Claims 12-29 are allowed.

Anyinquiry concerning this communication should be directed to CREIGHTON

SMITHat telephone number(571)272-7546.

/GREIGHTON SMITH/

Primary Examiner, Art Unit 2656 29 JAN ‘15
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EMP0025-US PATENT

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re the Applicationof:

MICHAELJ. ROJAS Confirmation No.: 5407

Serial No.: 14/224,125 Art Unit: 2656

Filed: March 25, 2014 Examiner: Creighton H. Smith

For: SYSTEM AND METHOD FOR

INSTANT VOIP MESSAGING

 
AMENDMENT

MAIL STOP: AMENDMENTS

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the Office Action of February 5, 2015, please amend the above-identified

application as follows:

Amendments to the Claimsarc reflected in the listing of claims that begins on page ? of

this paper.

Remarksbegin on page8 ofthis paper.
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Amendments to the Claims:

This listing of claims replacesall prior versions and listings of claims in this application.

Listing of the Claims:

1. (Canceled).

2. (Currently amended): Fhe-system-accerdineteclatat_—A system comprising:

an instant voice messaging application including a client platform system for generating

an instant voice message and a messaging system for transmitting the instant voice message over

a packet-switched network via a network interface;
 

wherein the instant voice messaging application displays a list of one or more potential

recipients for the instant voice message;

wherein the instant voice messaging application includes a message database storing the

instant voice message, wherein the instant voice message is represented by a database record

including a unique identifier; and

wherein the instant voice messaging application includes a file manager system
 

performingat least one ofstoring, deleting and retrieving the instant voice messages from the

message database in response to a user request.
 

3. (Previously presented): The system according to claim 2, wherein the message database

includes a plurality of instant voice messages received over the packet-switched network.

4, (Previously presented): The system according to claim 3, whercin the instant voice

messaging application displays at least one of the plurality of instant voice messages stored in

the message database.
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5. (Canceled).

6. (Currently amended): The system according to claim 24, whercin the instant voice

messaging application includes an audio file creation system creating an audio file for the instant

voice message based on input received via an audio input device.

7. (Currently Amended): The system according to claim 2+, wherein the instant voice

messaging application includes an encryption/decryption system for encrypting the instant voice

messages to be transmitted over the packet-switched network and decrypting the instant voices

messagesreceived over the packet-switched network.

8. (Currently amended): Fhesystem-accordingteclaimt A system comprising:

an instant voice messaging application including a client platform system for generating

an instant voice message and a messaging system for transmitting the instant voice message over
 

a packet-switched network via a network interface;

whercin the instant voicc messaging application displays a list of onc or more potential
 

recipients for the instant voice message;

wherein the instant voice messaging application includes a file manager system

performing at least one of storing, deleting and retrieving the instant voice messages from a

message database in response to a user request; and

wherein the instant voice messaging application includes a compression/decompression

system for compressing the instant voice messagesto be transmitted over the packet-switched

network and decompressing the instant voice messages received over the packet-switched

network.
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9. (Currently amended): The system according to claim 24, wherein the instant voice

messaging application displays an indicia for cach of the one or more potential recipicnts

indicating whether the potential recipient is currently available to receive an instant voice

message.

10. (Currently amended): The system according to claim 2+, wherein the instant voice

message application generates an audible or visual effect indicating receipt of an instant voice

message.

11. (Canceled).

12. (Previously presented): A system, comprising:

an instant voice messaging application comprising:

a client platform system for generating an instant voice message;

a messaging system for transmitting the instant voice message over a packet-switched

network, and

wherein the instant voice message application attaches one or morefiles to the instant

voice message.

13. (Previously presented): The system according to claim 12, wherein the packet-switched

network comprises a WiFi network.

14. (Previously presented): The system according to claim 12, wherein the instant voice

messaging application displays one or more controls for audibly playing the instant voice

message.
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15. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application cncrypts the instant voice message.

16. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application displays a selectable control for generating an instant voice message using

an intercom mode based on a connectivity status of an intended recipient of the instant voice

message.

17. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application invokes a document handler to create a link between the instant voice

message and the one or morefiles.

18. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application displays the attachment.

19. (Previously Presented): The system according to claim 12, wherein the instant voice

messaging application displays onc or more controls for performing at cast one of reviewing,re-

recording or deleting the instant voice message.

20. (Previously Presented): The system according to claim 12 further comprising an instant

voice messaging server receiving the instant voice message and an indication of one or more

intended recipients of the instant voice message.

21. (Previously Presented): The system according to claim 20 further comprising one or more

buffers, wherein the client platform system buffers each of a plurality of successive portions of

the instant voice message into the one or more buffers, and wherein the client platform system
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transmits each successive buffered portion to the instant voice messaging server for delivery to

the one or more intended recipients.

22. (Previously Presented): The system according to claim 21, wherein the instant voice

messaging server transmits each successive buffered portion to an instant voice messaging

application.

23. (Previously Presented): The system according to claim 21, wherein the instant voice

messaging server transmits each successive buffered portion to a legacy telephone.

24. (Previously Presented): The system of claim 21, wherein the client platform system

automatically transmits the content of a first buffer to the instant voice messaging server for

delivery to the one or more intended recipients, and wherein the client platform system writes to

a second buffer the next successive portion of the instant voice message.

25, (Previously Presented): The system of claim 21, wherein the content of a bufferis

encrypted.

26. (Previously Presented): The system of claim 21, wherein the instant voice messaging

server transmits a ring signal to an intended recipient.

27. (Previously Presented): The system of claim 26, wherein the instant voice messaging

server establishes a connection between the instant voice messaging application and the intended

recipient upon detecting an off-hook event.

28. (Previously Presented): The system of claim 20 wherein the instant voice messaging

server determines availability of the one or more intended recipients for receipt of the instant

voice message.
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29, (Previously Presented): The system of claim 28, wherein the instant voice messaging

server:

delivers the instant voice message to the one or more intended recipients who are

determined to be currently available;

stores the instant voice message for the one or more intended recipients who are not

currently available; and

delivers the instant voice message to the one or more intended recipients who are not

currently available when the instant voice messaging server determinesthat the not currently

available one or more intended recipients becomeavailable.

30. (Previously Presented): The system of claim 29, wherein the instant voice messaging

server deletes the instant voice message from the instant voice messaging serverafter delivery to

the one or more intended recipients.
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REMARKS

The Applicant thanks the Examinerfor indicating that claims 12-30 are allowed and that

claims 2-4 and 8 would be allowable if rewritten in independent form includingall of the

limitations of the base claim and any intervening claims.

Claims 1-4, 6-10, and 12-30 are pending. By this amendment, claim | is cancelled, and

claims 2 and 6-10 are amended. Claims 2 and 8 have been rewritten in independent form, and

claims 6, 7, 9 and 10 have been amended to depend from claim 2. No new matter is introduced.

Claims 2-4, 6-10 and 12-30 will remain pending herein upon entry of this Response.

35 U.S. C. § 103(a) Rejections

Claims1 and 9 stand rejected under 35 U.S.C. § 103(a) as unpatentable over U.S. Patent

Application Publication No. 2013/0066989 to Enete et al. (“Enete”) in view of U.S. Patent No.

7,013,155 to Rufet al. (“Ruf”)

Claim 6 is rejected under 35 U.S.C. § 103(a) as unpatentable over Encte in view of Ruf,

and further in view of U.S. Patent Application Publication No. 2004/0064317 to Othmeretal.

Claim 7 is rejected under 35 U.S.C. § 103(a) as unpatentable over Enete in view of Ruf,

and further in view of U.S. Patent Application Publication No. 2004/0225524 to Narasimhan et

al.

Claim 10 stands rejected under 35 U.S.C. § 103(a) as unpatentable over Enete in view of

Ruf, and further in viewofU.S. Patent No. 7,133,687 to El-Fishawayetal.

These rejections are respectfully traversed. However, to advance prosecution, and

without any admission, express or implied, that any of the cited references qualify as prior art or
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render the pending claims unpatentable, the Applicant has canceled claim 1, and has amended

claims 6, 7, 9 and 10 to depend from claim 2, which (as described above) has been rewritten in

independent form.

Accordingly, withdrawalof the rejection of claims 6, 7, 9 and 10 is respectfully

requested.

Allowable Subject Matter

The Applicant thanks the Examinerfor indicating that claims 12-30 are allowed and that

claims 2-4 and 8 would be allowable if rewritten in independent form includingall of the

limitations of the base claim and any intervening claims. Office Action of February 5, 2015, p.

4. Claims 2 and 8 have been rewritten in independent form, includingall of the limitations of the

base claim (claim 1). Claims 3 and 4 depend from claim 2. Allowance of claims 2-4 and 8 is

respectfully requested.

Conclusion

Should the Examiner have any questions or determine that any further action is desirable

to place this application in even better condition for issue, the Examineris encouraged to

telephone the Applicant’s undersigned representative at the numberlisted below.

KASHA LAW LLC

14532 Dufief Mill Rd.

North Potomac, MD 20878 Respectfully submitted,
Tel. 240-423-8431

Date: February 6, 2015 By: /Kelly L. Kasha/
Kelly L. Kasha
Registration No. 47,743

Customer No. 67050
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I. PART B - FEE(S) TRANSMITTAL,or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATIONFEE(if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur dueto the difficulty in recognizing
the paperas an equivalent of Part B.

I. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEEunlessadvisedto the contrary.

IMPORTANT REMINDER:Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenancefees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3
PTOL-85 (Rev. 02/11)
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEECommissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCHONS: ‘This form should be used for transmitting the ISSUE KEE and PUBLICATION FEE(if required). Blocks 1 through 5 should be completed whereppropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
Adicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS"formaintenance feenotifications.

Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS(Note: Use Block | for any change of address) apers. Each additional paper, such as an assignment or formal drawing, must
have its own certificate of mailing or transmission.

Certificate of Mailing or Transmission
67050 7590 02/24/2015 I hereby certify that this Kee(s) ‘lransmittal is being deposited with the United

KASHA LAW LLC States Postal Service with sufficient postage for first class mail in an envelope
14532 Duficf Mill Road addressed to the Mail Stop ISSUE FEE address above, or being facsimiletransmitted to the USPTO (571) 273-2885, on the date indicated below.
North Potomac, MD 20878 (epositor's name)

(Signature)

(Date) 
 APPLICATION NO. FILING DATE FIRS’) NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATION NO.

14/224.125 03/25/2014 Michael J. Rojas EMP0025-US 5407

TITLE OF INVENTION: System and Method for Instant VoIP Messaging
 
    APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSLE FEB TOTAL FEE(S) DUE DATE DUE

nonprovisional SMATT. $480 $480 05/26/2015

EXAMINER ART UNIT CLASS-SUBCLASS

SMITH, CREIGHTON H 2656 370-352000

1. Change,of correspondenceaddress orindication of "Fee Address" (37 2. For printing on the patent front page,listCER 1.363).

LY Changeof correspondenceaddress (or Change of CorrespondenceAddress foorm PTO/SB/122) attached.
L] "Fee Address"indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Numberis required.

3. ASSIGNEE NAME AND RESIDENCE DATA 'TO BE PRINTED ON THE PATENT(printor type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has beenfiled for
recordation asset forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.
(A) NAMEOF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

(1) The namesof upto 3 registered patent attorneys
or agents OR,alternatively,

(2) The nameof a single firm (having as a member a 2
registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no nameis 3
listed, no namewill be printed.

  
 

Please check the appropriate assignee categoryor categories (will not be printed on the patent) : (CW individual LI Corporation or other private group entity (J Government

 
Aa. ‘The following fee(s) are submitted: 4b. Paymentof Kee(s): (Pleasefirst reapply any previously paid issue fee shown above)

LB issue Fee LIA check is enclosed.

LY Publication Fee (No small entity discount permitted) Lj Paymentby credit card. Form PTO-2038 is attached.
LY Advance Order - # of Copies [_] The directoris herebyauthorized to charge the required fee(s), any deficiency, or credits any

overpayment, to Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)

LJ Applicantcertifying micro entity status. See 37 CFR 1.29 NOTE:Absenta valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue
fee paymentin the micro entity amountwill not be accepted atthe risk of application abandonment.

 

LJ Applicantasserting small entity status. See 37 CFR 1.27 NOTE:If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

  
LJ Applicant changing to regular undiscounted fee status. NOTE:Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.

NOTE:This form mustbe signed in accordance with 37 CER 1.31 and 1.33. See 37 CFR 14 for signature requirements and certifications.

  

  
Authorized Signature Date

Typed or printed name Registration No.

Page 2 of 3

PLOL-85 Part B (10-13) Approved for use through 10/31/2013. OMB0651-0033 U.S. Patentand ‘Trademark Office; U.S. DEPARTMENT OF COMMERCE
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450www.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEYDOCKET NO. CONFIRMATION NO.

 
 

14/224,125 03/25/2014 MichaelJ. Rojas EMP0025-US 5407
|

67050 7590 02/24/2015

KASHA LAW LLC SMITH, CREIGHTON H
14532 Dufief Mill Road

North Potomac, MD 20878
2656

DATE MAILED: 02/24/2015

Determination of Patent Term Adjustment under35 U.S.C. 154 (b)
(Applications filed on or after May 29, 2000)

The Office has discontinued providing a Patent Term Adjustment (PTA) calculation with the Notice of Allowance.

Section 1(h)(2) of the AIA Technical Corrections Act amended 35 U.S.C. 154(b)(3)(B)G) to eliminate the
requirement that the Office provide a patent term adjustment determination with the notice of allowance. See
Revisions to Patent Term Adjustment, 78 Fed. Reg. 19416, 19417 (Apr. 1, 2013). Therefore, the Office is no longer
providing an initial patent term adjustment determination with the notice of allowance. The Office will continue to
provide a patent term adjustment determination with the Issue Notification Letter that is mailed to applicant
approximately three weeks prior to the issue date of the patent, and will include the patent term adjustment on the
patent. Any request for reconsideration of the patent term adjustment determination (or reinstatement of patent term
adjustment) should follow the process outlined in 37 CFR 1.705.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 3 of 3
PTOL-85 (Rev. 02/11)
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OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and
Budget approval before requesting most types of information from the public. When OMBapproves an agency
request to collect information from the public, OMB (i) provides a valid OMB Control Number and expiration
date for the agency to display on the instrument that will be used to collect the information and (ii) requires the
agency to inform the public about the OMB Control Number’s legal significance in accordance with 5 CFR
1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The informationis required to obtain
or retain a benefit by the public whichis to file (and by the USPTO to process) an application. Confidentiality is
governed by 35 U.S.C. 122 and 37 CI'R 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary
depending upon the individual case. Any comments on the amount of time you require to complete this form
and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT
SEND FEES OR COMPLETED FORMS ‘TO THIS ADDRESS. SEND 10: Commissioner for Patents, P.O. Box

1450, Alexandria, Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to
respondto a collection of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which mayresult in termination of
proceedings or abandonmentofthe application or expiration of the patent.

The information provided by you in this form will be subjectto the following routine uses:
1. The information on this form will be treated confidentially to the extent allowed under the Freedom of

Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance
from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation‘lreaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuantto the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority
of 44 U.S.C, 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations
governing inspection of records for this purpose, and any other relevant(i.e., GSA or Commerce) directive.
Suchdisclosure shall not be used to make determinations about individuals.

8. A record fromthis system of records may be disclosed, as a routine use, to the public after either publication
of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the
record wasfiled in an application which became abandoned or in which the proceedings were terminated
and which application is referenced by either a published application, an application open to public
inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomesaware ofa violation or potential violation of law or regulation.
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Application No. Applicant(s) 14/224,125 ROJAS, MICHAEL J.

Notice of Allowability ExaminerSMITE ArtUnit|Fiestas
No
 

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) GLOSEDin this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANTOF PATENT RIGHTS.This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

 
1. J This communication is responsive to amendmentfiled on 06 FEB ’15.

C A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/werefiled on

2. J An election was made by the applicant in responseto a restriction requirementset forth during the interview on ; the restriction
requirement and election have been incorporatedinto this action.

3. i] The allowed claim(s) is/are 2-4,6-10 and 12-30. As a result of the allowed claim(s), you maybeeligible to benefit from the Patent
Prosecution Highwayprogram at a participating intellectual property office for the corresponding application. For more information,
please see hitoy/www.uspio.gov/patents/init events/sph/index.isg or send an inquiry to PPHieedpack@uspto.gov .
  

4. [J Acknowledgmentis made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (Ff).

Certified copies:

a)O All b)[)Some ‘*c) (] Noneofthe:

1. [1 Certified copiesof the priority documents have been received.

2. C1] Certified copies of the priority documents have been received in Application No.

3. J Copiesofthe certified copies of the priority documents have been receivedin this national stage application from the

International Bureau (PCT Rule 17.2(a)).

“Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE”of this communicationto file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENTofthis application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [] CORRECTED DRAWINGS( as “replacement sheets”) must be submitted.

(1 including changes required by the attached Examiner's Amendment / Commentor in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawingsin the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. (] DEPOSIT OF and/or INFORMATIONabout the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1. [1] Notice of References Cited (PTO-892) 5. (1 Examiner's Amendment/Comment

2. (J Information Disclosure Statements (PTO/SB/08), 6. Examiner's Statement of Reasonsfor Allowance
Paper No./Mail Date

3. (J Examiner's Comment Regarding Requirementfor Deposit 7. Other .
of Biological Material

4. [] Interview Summary (PTO-413),
Paper No./Mail Date : 

/CREIGHTON SMITH/

Primary Examiner, Art Unit 2656

 
 U.S. Patent and Trademark Office

PTOL-37 (Rev. 08-13) Notice of Allowability Part of Paper No./Mail Date 20150215
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Application/Control Number: 14/224,125 Page 2
Art Unit: 2656

The present application is being examined underthe pre-AlAfirst to invent

provisions.

REASONS FOR ALLOWANCE

The following is an examiner’s statement of reasonsfor allowance: The prior at

fails to disclose applicant’s instant voice messaging system which stores the instant

voice messagesin a database with a unique identifier. Neither does thepriorart

disclose compressing and decompressing instant voice messagesfor transmission and

reception over the packet-switched network/Internet. No obvious combination of

references found would have taught oneof ordinary skill in the art to make applicant's

system as claimed.

Any comments considered necessary by applicant must be submitted no later

than the paymentof the issue fee and, to avoid processing delays, should preferably

accompanythe issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasonsfor Allowance.”

Any inquiry concerning this communication or earlier communications from the

examinershould be directed to CREIGHTON SMITH whosetelephone numberis

(571)272-7546. The examiner can normally be reached on 5-4-9.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Curt Kuntz can be reached on 27499. The fax phone numberfor the

organization where this application or proceeding is assigned is 571-273-8300.
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Application/Control Number: 14/224,125 Page 3
Art Unit: 2656

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on accessto the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197(toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA)or 571-272-1000.

/CREIGHTON SMITH/

Primary Examiner, Art Unit 2656 15 FEB ‘15
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Application/Control No. Applicant(s)/Patent Under
Reexamination

Search Notes 14224125 ROJAS, MIGHAELJ.

Kk || ll _— Art UnitCREIGHTON SMITH 2656

CPC- SEARCHED

                      

 PoSymbot
HO4L 65/40: HO4M 3/533; HO4M 2203/4536 PO
 

CPC COMBINATION SETS - SEARCHED
 

 

Symbol | Date | Examiner 

US CLASSIFICATION SEARCHED  

  
|Class| —Ci‘Subclass—CiTCCite|SExaminer__|

29.01.15

709 206 

SEARCH NOTES

PoSearchNotes|ate|Examiner

89.015
m 15.02.15|chs 

INTERFERENCE SEARCH
 

US Class/ US Subclass / CPC Group Examiner
CPC Symbol

EAST p88.02.15
 

 

U.S. Patent and Trademark Office Part of Paper No. : 20150215
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Application/Control No. Applicant(s)/Patent Under Reexamination

Issue Classification|, 4554405 ROJAS, MICHAEL J.

CREIGHTON SMITH 2656

CPC

2013-01-01

2013-01-01

2013-01-01

2013-01-01

2013-01-01

2013-01-01 
Version

 
Total Claims Allowed:

27
(Assistant Examiner)
/CREIGHTON SMITH/

Primary Examiner.Art Unit 2656 15 FEB '15 0.G. Print Claim(s) O.G. Print Figure

(Primary Examiner) (Date) 1 1

 
U.S. Patent and Trademark Office Part of Paper No. 20150215

178



179

Application/Control No. Applicant(s)/Patent Under Reexamination

Issue Classification|, 4554405 ROJAS, MICHAEL J.

CREIGHTON SMITH 2656

US ORIGINAL CLASSIFICATION INTERNATIONAL CLASSIFICATION

oooS a —oo[_ereomomoron|[|

CROSS REFERENOE)a 
CLASS SUBCLASS (ONE SUBCLASS PER BLOCK)
 

 

 

 

 

  
Total Claims Allowed:

27
(Assistant Examiner)
/CREIGHTON SMITH/

Primary Examiner.Art Unit 2656 15 FEB '15 0.G. Print Claim(s) O.G. Print Figure

(Primary Examiner) (Date) 1 1
 
U.S. Patent and Trademark Office Part of Paper No. 20150215
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Issue Classification

Claims renumberedin the same order as presented by applicant

Final Original Final Original
14 17

Application/Control No. Applicant(s)/Patent Under Reexamination

14224125 ROUJAS, MICHAEL J.

Examiner Art Unit

CREIGHTON SMITH 2656

Oo oO Ol R.1.47

Final Original Final Original Final Original Final Original Final Original Final Original

T.D.

 

 
 
 

 
 

 
 

Ololralola};alo!ln{a
 

 
 
 

 
 
 

   

(Assistant Examiner)
/CREIGHTON SMITH/

Primary Examiner.Art Unit 2656

(Primary Examiner)

U.S. Patent and Trademark Office

 

      

Total Claims Allowed:

27

15 FEB '15 0.G. Print Claim(s) O.G. Print Figure

1 1
(Date)

Part of Paper No. 20150215
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EASTSearch History 

EAST Search History

EAST Search History (Prior Art)

Ref, Hits {Search Query (Plurals |‘Time
i(("20130066989") or ("7013155") o i("20040064317") or (°2004025524") PN. i
tor (77/133687).APP. ;

H((@ad< ="20131218") or
{(@rlad< ="20131218")) and {ivm or
#(instant with voice with message)) same
‘(database record) sameidentifier

((@ad< ="20131218") or
i(@rlad< ="20131218"}) and (ivm or
(instant with voice with message)) same
(database or record) same identifier

((@ad< ="20131218") or
t(@rlad< ="20131218")) and (ivm or

instant with voice with message)) same
(database or record) with identifier

t((@ad< ="20131218") or
(@rlad< ="20131218")) and (ivm or
‘(instant with voice with message)) same
istor$3 same (database or record) with
tidentifier

((@ad<="20131218") or
(@rlad<="20131218")) and (ivm or
4(instant near5S voice near5 message))
same stor$3 same (database or record)
with identifier
((@ad<="20031218") or
i(@rlad< ="20031218")) and (ivm or
‘(instant with voice with message)) same
istor$3 same (database or record) with
identifier

 
EAST Search History (Interference)

 Hits;‘(Search Query
 
  

 

 
 

i((@ad< ="20031218") or
i(@rlad<="20031218")) and (ivm or (instant
uwith voice with message)) with stor$3 with

i((@ad< ="20031218") or
(@rlad<="20031218")) and (ivm or(instant
ywith voice with message)) and compress$3
‘isame decompress$3

((@ad< ="20031218") or
i(@rlad<="20031218")) and (ivm or(instant

inear4 voice near4 message)) and compress$3,‘isame decompress$3(@ad< ="20031218") 0 4U ie ie ‘poisons
file:///Cl/Users/csmith 1/Documents/e-Red%20Folder/14224125/EASTSearchHistory. 14224125_AccessibleVersion.htm[2/15/2015 10:05:37 AM]
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EASTSearch History 

{(@rlad<="20031218")) and (ivm or (instant |PGPUB; : 10:05
inear4 voice near4 message)) with HUSPAT; : ;

 
2/ 15/2015 10:05:35 AM

C:\ Users\ csmith1\ Documents\ EAST\ Workspaces\ 13648888.wsp

 file:///Cl/Users/csmith 1/Documents/e-Red%20Folder/14224125/EASTSearchHistory. 14224125_AccessibleVersion.htm[2/15/2015 10:05:37 AM]

182



183

Application/Control No. Applicant(s)/Patent Under 
 

Reexamination

Index of Claims 14224125 ROJAS, MICHAEL J. 
 

 
   Examiner Art Unit  

 
 

 
CREIGHTON SMITH
 
 

 

(J Claims renumberedin the same order as presented by applicant LJ CPA

CLAIM DATE
Final 10/15/2014] 01/29/2015] 02/15/2015
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEECommissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCHONS: ‘This form should be used for transmitting the ISSUE KEE and PUBLICATION FEE(if required). Blocks 1 through 5 should be completed whereppropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
Adicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS"formaintenance feenotifications.

Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS(Note: Use Block | for any change of address) apers. Each additional paper, such as an assignment or formal drawing, must
have its own certificate of mailing or transmission.

Certificate of Mailing or Transmission
67050 7590 02/24/2015 I hereby certify that this Kee(s) ‘lransmittal is being deposited with the United

KASHA LAW LLC States Postal Service with sufficient postage for first class mail in an envelope
14532 Duficf Mill Road addressed to the Mail Stop ISSUE FEE address above, or being facsimiletransmitted to the USPTO (571) 273-2885, on the date indicated below.
North Potomac, MD 20878 (epositor's name)

(Signature)

(Date) 
 

14/224.125 03/25/2014 MichaelJ. Rojas EMP0025-US 5407

TITLE OF INVENTION: System and Method for Instant VoIP Messaging
 
    APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSLE FEB TOTAL FEE(S) DUE DATE DUE

nonprovisional SMATT. $480 $480 05/26/2015

EXAMINER ART UNIT CLASS-SUBCLASS

SMITH, CREIGHTON H 2656 370-352000

1. Change,of correspondenceaddress orindication of "Fee Address" (37CFR 1.363).

LY Changeof correspondenceaddress (or Change of CorrespondenceAddress foorm PTO/SB/122) attached.
L] "Fee Address"indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Numberis required.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT(print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has beenfiled for
recordation asset forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

2. For printing on the patent front page,list
1John R. Kasha(1) The namesof upto 3 registered patent attorneys

or agents OR,alternatively,

(2) The nameofa single firm (having as a member a 2KellyL.Kasha_
registered attorney or agent) and the names of up to
2 registered patent attorncys or agents. If no namcis 3 Kasha Law LLClisted, no namewill be printed.

  
 

 

 

(A) NAMEOF ASSIGNEE (B) RESIDENCE:(CITY and STATE OR COUNTRY)

Empire IP LLC Austin, TX

Please check the appropriate assignee categoryor categories (will not be printed on the patent) : CW individual Ed Corporation or other private group entity (J Government

Aa. ‘The following fee(s) are submitted: 4b. Paymentof Kee(s): (Pleasefirst reapply any previously paid issue fee shown above)
Ral Issue Fee LL A checkis enclosed.

LY Publication Fee (No small entity discount permitted) Lj Paymentby credit card. Form PTO-2038 is attached.
LY Advance Order - # of Copies EJ The directoris herebyauthorized to charge the required fee(s), any deficiency, or credits any

overpayment, to Deposit Account Number 4075 (enclose an extra copy of this form). 

5. Change in Entity Status (from status indicated above)  
LJ Applicantcertifying micro entity status. See 37 CFR 1.29 NOTE:Absenta valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue

fee paymentin the micro entity amountwill not be accepted atthe risk of application abandonment.

LJ Applicantasserting small entity status. See 37 CFR 1.27 NOTE:If the application was previously under micro entity status, checking this box will be taken
 

to be a notification of loss of entitlement to micro entity status.
 
LJ Applicant changing to regular undiscounted fee status. NOTE:Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.

NOTE:This form mustbe signed in accordance with 37 CER 1.31 and 1.33. See 37 CFR 14 for signature requirements and certifications.

  

  
Authorized Signature /Kelly L. Kasha/ Date 02/26/2015

Typed orprinted name Kell L. Kasha Registration No. 47 L 743

Page 2 of 3

PLOL-85 Part B (10-13) Approved for use through 10/31/2013. OMB0651-0033 U.S. Patentand ‘Trademark Office; U.S. DEPARTMENT OF COMMERCE
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Electronic Patent Application Fee Transmittal

Filing Date: 25-Mar-2014

Title of Invention: System and Methodfor Instant VoIP Messaging

First Named Inventor/Applicant Name: Michael J. Rojas
 

Filer: John Kasha

Attorney Docket Number: EMP0025-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111(a)

Sub-Totalin

Description Fee Code Quantity Amount USD(S)
 

Basic Filing:

Claims:

Miscellaneous-Filing:
 

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

 

Utility Appl Issue Fee
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Sub-Totalin

Description Fee Code Quantity Amount USD(S) 

Extension-of-Time:

Miscellaneous:

Total in USD ($) 
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Electronic Acknowledgement Receipt 

21616253

Confirmation Number: 

Title of Invention: System and MethodforInstant VoIP Messaging

 

First Named Inventor/Applicant Name: Michael J. Rojas

a
Filer Authorized By:

Attorney Docket Number: EMP0025-US

Time Stamp: 21:08:40

 

 
 

Application Type: Utility under 35 USC 111(a) 

Paymentinformation:

Submitted with Payment

Payment Type Deposit Account 

Payment was successfully received in RAM $480

Deposit Account 504075

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpaymentas follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)
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Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges)

 

File Listing:

Document sige File Size(Bytes)/ Multi Pages|Thumper’|DecumentDescription|FileName Message Digest Part /.zip (if appl.)
Issue Fee Payment (PTO-85B) EMP0025-US_iss_fee_trans.pdf 6a0432 1bU1Ue/4ec2268bd 36ebe06f64814

beaf3

Information:

Fee Worksheet (SB06) fee-info.pdf a9hf4776aNdd59e12h3 770162 7ebf1d9a67]
293e8

Information: 

Total Files Size (in bytes) 120271 

This AcknowledgementReceipt evidences receipt on the noted date by the USPTO ofthe indicated documents,
characterized by the applicant, and including page counts, where applicable.It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownon this
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submissionto enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptanceof the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application.
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Application Number 14224125

Filing Date 2014-03-25

 

 

INFORMATION DISCLOSURE First Named Inventor|Michael J. Rojas
STATEMENT BY APPLICANT |. |
(Not for submission under 37 CFR 1.99)

 

  Examiner Name

Attorney Docket Number | EMP0025-US
  
 

 

 

14 20040224678 Ai 2004-11-11 Dahod et al. Entire document

15 20040014456 Al 2004-01-22 Vaananen Entire document

L, ¢ 16. d 20100070275 Al Cast Entire documentChange(s) applic March 18, 2010
toLde men

JMET

2/28/2015 17 20040179092 Al 2004-09-16 LaPoint Entire document

18 20040085456 Al 2004-05-06 Kwag et al. Entire document

19 20040223599 Al 2004-11-11 Bearetal. Entire document

20 20050117591 Al 2005-06-02 Hurtta et al. Entire document

21 20130279681 Al 2013-10-24 Entire document

22 20120275452 Al 2012-11-01 Entire document

     
If you wish to add additional U.S. Published Application citation information please click the Add button. Add

FOREIGN PATENT DOCUMENTS Remove

 
 
 

Nameof Patentee or Pages,Columns,Lines
Examiner] Cite|Foreign Document Country Kind|Publication where Relevant

Initial* Number? Code? j npplicant¢f cited Passages or Relevant
Figures Appear

  
EFS Web 2.1.17 ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /C.S//
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.

 
14/224,125 03/31/2015 8995433 EMP0025-US 5407

67050 7890 O3/LL/2015

KASHA LAW LLC
14532 Dufief Mill Road

North Potomac, MD 20878

ISSUE NOTIFICATION

The projected patent numberandissue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustmentis 0 day(s). Any patent to issue from the above-identified application will include
an indication of the adjustmenton the front page.

If a Continued Prosecution Application (CPA) wasfiled in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEBsite (http://pair-uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM)at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEBsite http://pair.uspto.gov for additional applicants):

Empire IP LLC, New York, NY, Assignee (with 37 CFR 1.172 Interest);
Michael J. Rojas, North Canton, OH;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
worksto encourage andfacilitate business investment. To learn more about why the USAis the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA. gov.

IR103 (Rey. 10/09)
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Case 2:16-cv-00777-JRG Document 2 Filed 07/15/16 Page 1of1PagelD# 153

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-777 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and
UNILOC LUXEMBOURG, S.A. AVAYAINC.,

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00779-JRG Document 2 Filed 07/15/16 Page 1of1PagelD# 131

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-779 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and SHORETEL, INC.
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2'16-cv-00732 Document 2 Filed 07/05/16 Page 1 of 1 PagelD #: 125
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE. Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 11 16 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following
( Trademarks or (7 Patents. ¢ C1 the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-732 7/5/2016 EasterDistrict of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and SONY INTERACTIVE ENTERTAINMENT LLC

 

 UNILOC LUXEMBOURG,S.A.

pp
In the above—entitled case, the following patent(s)/ trademark(s) have been inciuded:

DATE INCLUDED INCLUDED BY
(J Amendment O Answer CO CrossBill (0 Other Pleading

PATENT OR DATEOF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 
  

 

 

 
 

 

 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 
(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00779 Document 2 Filed 07/15/16 Page 1 of 1 PagelD #: 131

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

 
 

   
  

  

 

In Compliance with 35 U.S.C.§ 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division onthe following

(Trademarks or [ff Patents. ( ( the patent action involves 35 U.S.C.§ 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT2:16-cv-779 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC LUXEMBOURG,S.A.
UNILOC USA,INC., and SHORETEL,INC.

OneNEMARK HOLDER OF PATENT OR TRADEMARK
5/19/2009 UNILOC LUXEMBOURG,S.A.

3/31/2015 UNILOC LUXEMBOURG,S.A.

5/13/2014 UNILOC LUXEMBOURG,S.A.

UNILOC LUXEMBOURG, S.A.

pp
In the above—entitled case, the following patent(s)/ trademark(s) have beenincluded:

INCLUDED BY
CJ Amendment C] Answer ___[ Cross Bill__E]_ Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
  

 

 
 

  

 
 

  
 

 

 

In the above—entitled case, the following decision has been rendered or judgement issued:

 
Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon terminationof action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00777 Document 2 Filed 07/15/16 Page1 of 1 PagelD #: 153

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarks or [ff Patents. ( [1 the patent action involves 35 U.S.C. § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT2:16-cv-777 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and
UNILOC LUXEMBOURG,S.A. AVAYAINC.,

PATENT OR DATE OF PATENT ; ,

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

3 8,724,622 5/13/2014 UNILOC LUXEMBOURG,S.A

4 8,243,723 8/14/2012 UNILOC LUXEMBOURG,S.A.

5 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
1 Amendment LJ Answer OO Cross Bill (1) OtherPleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

pTLdLC—~—“—sSC“‘(CN
UOC
DUC
: TO

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 

     
  

 

 

 
 

 
 

 

  

    
  
  

 

  
 
 

 
  

  

 

 

 
 
 

(BY) DEPUTY CLERK

Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4Casefile copy

195



196

Case 2:16-cv-00733 Document 2 Filed 07/05/16 Page 1 of 1 PagelD #: 153
AO 120 (Rev. 08/10

  

 

MailStop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

TO:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or [ff Patents. ( [1] the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-733 7/5/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and TANGOME,INC. d/b/a TANGO

 

UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

OO Amendment LC] Answer CO Cross Bill (1) OtherPleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

  
 
 

 
  

 

 Ca
pe
BO
ns
DD

 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 
(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00731 Document 2 Filed 07/05/16 Page 1 of 1 PagelD #: 152
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE
‘ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

CJ Trademarks or [Wf Patents. ( (1) the patent action involves 35 U.S.C. § 292.):
DOCKETNO. DATE FILED U.S. DISTRICT COURT

2:16-cv-731 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and GREEN TOMATOLIMITED
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT
TRADEMARK NO OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

 

 
   

 
 

  
 

  

 

   

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

OJ Amendment OO Answer OO Cross Bill (CD Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. HOLDER OF PATENT OR TRADEMARK

 

 
  

 
 
 

 

 

   
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00728 Document 2 Filed 07/05/16 Page 1 of 1 PagelD #: 152
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE
. Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(J Trademarks or (Mf Patents. ( (7 thepatent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-728 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and FACEBOOK,INC.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT -
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

   
 

  
  

 
 

 
 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

0 Amendment CJ Answer CJ CrossBill OO Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 
  
   

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this eopy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00644-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 143

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-644 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VOXERNET LLC
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00643-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 143

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-643 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VIBER MEDIA S.A.RLL.,
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

200
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Case 2:16-cv-00642-JRG Document 2 Filed 06/14/16 Page 1of1PagelD# 117

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-642 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and SAMSUNG ELECTRONICS AMERIGA,INC.
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

201



202

Case 2:16-cv-00638-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 120

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-638 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and APPLE INC.
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

202



203

Case 2:16-cv-00722 Document 2 Filed 07/05/16 Page 1 of 1PagelD #: 150
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division onthe following

( Trademarks or (Wf Patents. ( [] the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S, DISTRICT COURT
2:16-cv-722 7/5/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and AOL INC.
UNILOC LUXEMBOURG,S.A.

 

   
 
  

  
  

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK  

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

O Amendment O Answer O CrossBill C1 OtherPleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 

 
 

 
 

Po

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

203



204

Case 2:16-cv-00725 Document 2 Filed 07/05/16 Page 1of1PagelD #: 151
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

LJ Trademarks or (Wf Patents. ( [1] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-725 7/5/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and BEETALK PRIVATELTD.
UNILOC LUXEMBOURG,§.A.

 

 
 
  

   
  

 

 

 

 

 

  
  

 

 

4 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A

5 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

0 Amendment OO Answer O1 CrossBill CL Other Pleading

po

4

 
 

 

 

 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 
 (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Uponterminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

204
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Case 2:16-cv-00893-JRG Document 2 Filed 08/11/16 Page 1 of 1 PagelD #: 128
AO 120 (Rev, 08/10

Mail Stop 8 REPORT ON THE
Directorof the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF ANTO:

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 youare hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or  [¥fPatents. ( [1] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATEFILED U.S. DISTRICT COURT
2:16-cv-893 8/11/2016 Eastern District of Texas, Marshall Division

 

PLAINTIFF DEFENDANT

UNILOC USA,INC., and VONAGE HOLDINGS CORP. &
UNILOC LUXEMBOURG,S.A. VONAGE AMERICAS,INC.

  

 

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK

UNILOC LUXEMBOURG,S.A.

UNILOG LUXEMBOURG, SA

UNILOC LUXEMBOURG,S.A.

UNILOC LUXEMBOURG,S.A.

Ea
In the above—entitled case, the following patent(s)/ trademark(s) have beenincluded:

INCLUDED BY

HOLDER OF PATENT OR TRADEMARK

  
 

 
DATE INCLUDED

(0 Amendment O Answer CrossBill LJ OtherPleading
PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
PT

In the above—entitled case, the following decision has been rendered or judgement issued:

 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00892 Document 2 Filed 08/11/16 Page 1 of 1 PagelD #: 157

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(O Trademarksor Patents. ( [1 the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED US. DISTRICT COURT2:16-cv-892 8/11/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and TELEGRAM MESSENGER,LLP
UNILOC LUXEMBOURG,S.A.

TRADEMARKNo. HOLDER OF PATENT OR TRADEMARK
UNILOC LUXEMBOURG,S.A.

UNILOC LUXEMBOURG,&.A.

UNILOC LUXEMBOURG,S.A.

UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
C1 Amendment DD Answer CD Cross Bill OO Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

4

 

  
 
  

 
  

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

206



207

Case 2:16-cv-00645-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 146

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-645 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and WHATSAPP, INC.
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

207



208

Case 2:16-cv-00641-JRG Document 2 Filed 06/14/16 Page 1of1PagelD# 146

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-641 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and LINE EURO-AMERICAS CORP. & LINE
UNILOC LUXEMBOURG, S.A. CORPORATION

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

208



209

Case 2:16-cv-00639-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 147

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-639 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and BLACKBERRY CORPORATION & BLACKBERRY
UNILOC LUXEMBOURG, S.A. LIMITED

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

209



210

Case 2:16-cv-00989-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 133

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-989 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and HTC AMERICA,INC.
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

210



211

Case 2:16-cv-00990-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 138

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-990 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and KYOCERA AMERICA, INC. and §
UNILOC LUXEMBOURG, S.A. KYOCERA COMMUNICATIONS, INC.,

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

211



212

Case 2:16-cv-00991-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 146

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-991 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and LG ELECTRONICS U.S.A., INC.,
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

212



213

Case 2:16-cv-00992-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 145

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-992 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and MOTOROLA MOBILITY LLC
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

213



214

PTO/SB/47 (03-09)
Approved for use through 05/31/2015. OMB 0651-0016

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit displays a valid OMB control number.

“FEE ADDRESS”INDICATION FORM

Addressto: Fax to:

Mail Stop M Correspondence 571-273-6500
Commissionerfor Patents
P.O. Box 1450

Alexandria, VA 22313-1450

INSTRUCTIONS: The issue fee must have been paid for application(s) listed on this form. In addition,
only an address represented by a Customer Number canbe established as the fee address for maintenance
fee purposes (hereafter, fee address). A fee address should be established when correspondencerelated to
maintenance fees should be mailed to a different address than the correspondence adaressfor the application.
Whento checkthefirst box below:If you have a Customer Numberto represent the fee address. When
to check the second box below: If you have no Customer Numberrepresenting the desired fee address,
in which case a completed Request for Customer Number (PTO/SB/125) must be attached to this form. For
more information on Customer Numbers, see the Manual of Patent Examining Procedure (MPEP) § 403.

For the following listed application(s), please recognize as the “Fee Address”underthe provisions of 37 CFR
1.363 the address associated with:

Customer Number: 96051
OR

[] The attached Request for Customer Number (PTO/SB/125) form.
 

PATENT NUMBER APPLICATION NUMBER
(if known)

8,995,433 14/224,125  
 

Completed by (check one): > 3
ay & :

— cmaengent BR gf
L Applicant/Inventor ‘ wt i Seely ms,

Signattife
 
lv] Attorney or Agent of record _51.513 Sean D. Burdick

(Reg. No.) Typed or printed name

[ayAssignee of record of the entire interest. See 37 CFR 3.71. 972-905-9580 x227
Statement under 37 CFR 3.73(b) is enclosed. Requester’s telephone number
(Form PTO/SB/96)

LJ Assignee recorded at Reel Frame September 15, 2016
Date

NOTE: Signatures ofall the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms if more that one
signature is required, see below*.

* Total of formsare submitted.

 
This collection of information is required by 37 CFR 1.363. The information is required to obtain or retain a benefit by the public whichis to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 5 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Timewill vary depending uponthe individual case. Any comments on
the amountof time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alex andria, VA 22313- 1450. DO NOT SEND COMPLETE D FORMSTO THIS A DDRESS.
SEND TO: Mail Stop M Correspondence, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

{fyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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215

PTO/SB/S6 (07-09)
Approvedfor use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER37 CFR3.73(b)

Applicant/Patent Owner: Uniloc Luxembourg S.A.
Application No./Patent No.: 8,995,433 Filed/Issue Date: March 31, 2015

Titled: SYSTEM AND METHODFOR INSTANT VOIP MESSAGING

  

Uniloc LuxembourgS.A. corporation
(Nameof Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.

statesthatit is:

s
1. is the assignee of the entire right, title, and interest in;

[| an assigneeofless than the entire right, title, and interest in
(The extent (by percentage)ofits ownership interestis %); or

3. [| the assignee of an undivided interest in the entirety of (a complete assignment from oneofthe joint inventors was made)
the patent application/patent identified above, by virtue ofeither:

A. [| An assignmentfrom the inventor(s) of the patent application/patent identified above. The assignment wasrecordedin
the United States Patent and TrademarkOffice at Reel , Frame , or for which a
copy therefore is attached.

OR .s

B. sy A chainoftitle from the inventor(s), of the patent application/patent identified above, to the current assignee asfollaws:
1.From: Michael J. ROJAS To: Ayalogic, Inc. 

The documentwasrecordedin the United States Patent and Trademark Office at

Reel 014827 , Frame 0059 . or for which a copythereofis attached.

2.From: Ayalogic,Inc. To: Empire IP LLC
The documentwasrecordedin the United States Patent and Trademark Office at

Reel 032519 , Frame 0087 , or for which a copy thereofis attached.

3.From: Empire IP LLC To: Uniloc LuxembourgS.A. 

The documentwasrecordedin the United States Patent and Trademark Office at

Ree! _038963 , Frame 0343 , of for which a copythereof is attached.

[| Additional documents in the chainoftitle are listed on a supplemental sheet(s).
&

Bs As required by 37 CFR 3.73(b)(1)(i), the documentary evidence of the chain oftitle from the original ownerto the assignee was,
or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment Division in
accordance with 37 CFRPart 3, to record the assignmentin the records of the USPTO. See MPEP 302.08]

Theundersigned (whosetitle is supplied below) is authorized to act on behalf of the assignee.
y y
aws

sey ,
aeJ Aganacdaa, September 15, 2016
Signature“ Date

Sean D. Burdick IP Counsel for Uniloc LuxembourgS.A.
Printed or Typed Name Title

This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public whichisto file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Timewill vary depending upontheindividual case. Any comments on the amountof time
you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chlef Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMSTO THIS ADDRESS. SEND TO: Commissioner
for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

 

 
ifyou need assistance in completing the form, call 1-800-PTO-9199 and selactoption 2.
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216

Electronic AcknowledgementReceipt

a

ee

Title of Invention: System and MethodforInstant VoIP Messaging

First Named Inventor/Applicant Name: MichaelJ. Rojas

Customer Number: 67050

Sean Dylan Burdick/Kris Pangan

Filer Authorized By: Sean Dylan Burdick

Attorney Docket Number: EMP0025-US

Receipt Date: 15-SEP-2016

Filing Date: 25-MAR-2014

Time Stamp: 19:16:14

 
Application Type: Utility under 35 USC 111{a) 

Paymentinformation:

Submitted with Payment

Document Document Description File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

Powerof Attorney IT-196_Executed_POA.pdf Ab4db22e3b09350c1339lal 333213245643
39565 
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217

Information:

268642

IT-196_Fee_Address_Indication
Change of Address “Form.pdf 9b 1 b6ea2107621519795660689b7de703e}

Warnings: 

Information: 

528029

Assignee showing of ownership per 37|[T-196_Statement_Under_37_!
CFR 3.73 FR.pdf cOd4aehicad3ffce4a6942691584 185 ff68b1 3}  

Warnings:

Information:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

 

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the Intemational Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown onthis AcknowledgementReceiptwill establish the international filing date of
the application.
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PTO/AIA/S 1A (02-15}
Approved for use through 01/31/2018. OMB 0651-0035

U.S, Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
pond ta a collection of information unless it displays a valid OMB contral number

Patent Number 8,995,433

Issue Date March 31, 2045
First Named Inventor Michael J. ROJAS

SYSTEM AND METHOD FOR
INSTANT VOIP MESSAGING

Under the Paperwork Reduction Act of 1995 no persons are required to res!

PATENT - POWER OF ATTORNEY

OR

REVOCATION OF POWER OF ATTORNEY

WITH A NEW POWER OF ATTORNEY

AND

CHANGE OF CORRESPONDENCE ADDRESS

   
 

 
 

 
 

 
 

 
 
 
 
 

  Attorney Docket No. UN-NP-IT-196

  | hereby revokeall previous powersofattorneygiven in the abave-identified patent.  
 
 
|A Powerof Attorney is submitted herewith. R | hereby appaint Practitioner(s) associated with the Customer Number identified in the box at right as my/our

attorney{s) or agent(s) with respect to the patentidentified above, and to transact all business in the United 96051States Patent and Trademark Office connected therewith:  

  
 

 
 

OR

oO | hereby appoint Practitioner(s) named below as my/our attorney(s| or agent(s} with respect to the patent identified above, and te transactall business in the United States Patent and Trademark Office connected therewith:

Practitioner(s) Name Registration Number

Please recognize or change the correspondence address for the above-identified patentto:

 

 

 

 
 

 
  The address associated with the above-identified Customer Number,

OR

|The address associated with the Customer Number identified in the boxat right:OR  
 
 

Firm or
Individual Narne 

    
 

 
 
 

Patent owner.

Statement under 37 CFR 3.73(c) (Form PTO/AIA/96} submitted herewith or filed on

oo) SIGNATUREOf Applicant or Patent Owner __
[see—“t*‘CS™SCSCSCSCSCS, Date P

Telephone
CEO of Uniloc Luxembourg $4,

 
 
 
 

 
 _Signature

 
 Title and Company

 NOTE: Signaturesofall the applicants or patent owners of the entire interest or their representative(s} are required. If more than one signature
is required, submit multiple forms, check the box below, and identify the total numberof forms submitted in the blank below.

A total of 1 forms are submitted.

This collection of informationis required by 37 CFR 1.31, 1.32, and 1.33. The information is required to obtain or retain a benefit by the public, which is to update
{and by the USPTO ty process} thefile of a patent or reexamination proceeding. Confidentiality is governed by 35 U.S.C. 122 and 37 CER 1.14, This collectionis
eslirmaled to take 3 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Timewill vary depending
upon the individual casa. Any comments on the amauntof time you require to complete this Form and/or suggestions for reducing this burden, should be sent ta
the Chlef Information Gfficer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450, O0 NOT SEND FEES OR
COMPLETED FORMSTO THIS ADDRESS. SEND TO: Commissionerfor Patents, P.O. Box 1450, Alexandria, VA 22313-1456,

If you need assistance in completing the form, call 1-800-PTO-9199 and select optian 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and ‘Trademark Office
Address: COMMTSSIONER, FOR PATENTS 

 
 

AandiVieni 22313-1450
APPLICATION NUMBER FILING OR 371(C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE

14/224,125 03/25/2014 Michael J. Rojas UN-NP-1I'T-196
CONFIRMATION NO.5407

96051 POA ACCEPTANCE LETTER
Uniloc USAInc.

Legacy Town Center MTAAAA
7160 Dallas Parkway 10000860507
Suite 380

Plano, TX 75024

Date Mailed: 09/27/2016

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Powerof Attorney filed 09/15/2016.

The Powerof Attorneyin this application is accepted. Correspondencein this application will be mailed to the
above address as provided by 37 CFR 1.33.

Questions about the contents of this notice and the

requirementsit scts forth should be dirccted to the Office
of Data Management, Application Assistance Unit,at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/dtvernon/
 

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and ‘Trademark Office
Address: COMMTSSIONER, FOR PATENTSPC. Box 1450

Alexandria, Virgnia 22313-1450Wwww.uspto.gov
 

APPLICATION NUMBER FILING OR 371(C) DATE  

 
FIRST NAMED APPLICANT ATTY. DOCKET NO/TITLE

14/224,125 03/25/2014 Michael J. Rojas EMP0025-US
CONFIRMATION NO.5407

67050 POWEROF ATTORNEYNOTICE
KASHA LAW LLG

14532 Dufief Mill Road MATAAOO00000860:
North Potomac, MD 20878 5067

Date Mailed: 09/27/2016

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Powerof Attorneyfiled 09/15/2016.

«The Powerof Attorney to youin this application has been revoked by the assignee whohasintervened as
provided by 37 CFR 3.71. Future correspondencewill be mailed to the new addressof record(37 CFR 1.33).

Questions about the contents of this notice and the

requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/dtvernon/

 

page 1 of 1
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Case 2:16-cv-00893-JRG Document 26 Filed 11/17/16 Page 1of1PagelD#: 178

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-893 8/11/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VONAGE HOLDINGS CORP.&
UNILOC LUXEMBOURG, S.A. VONAGE AMERICAS, INC.

 

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Defendants Vonage
Holdings Corp. and Vonage Americas, Inc. are dismissed with prejudice 

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00994 Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 134
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director ofthe U.S. Patent and Trademark Office FILING OR DETERMINATION OF ANTO:

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or  [¥fPatents. ( LC the patent action involves 35 U.S.C. § 292.):
DOCKETNO. DATE FILED U.S. DISTRICT COURT

2:16-cv-994 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and HUAWEI DEVICE USA,INC. and
UNILOC LUXEMBOURG,S.A. HUAWEI TECHNOLOGIESUSA,INC.,

PATENT OR DATE OF PATENT :TRADEMARKNO. HOLDER OF PATENT OR TRADEMARK
1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

3 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A.

4 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

E ~

DATE INCLUDED INCLUDED BY
O Amendment (0 Answer (1 CrossBill (0 Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK.
Pp
po
po
es

; Po
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 

 
 

  
 

  
  

 
 

  
 
 

 

 
   

  

 
 

 

 

    
 

Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00993-JRG Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 184

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or©[¥f Patents. ( [J the patentaction involves 35 U.S.C.§ 292.):

DOCKETNO. DATEFILED US. DISTRICT COURT
2:16-cv-993 9/6/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and ZTE (USA), INC. and ZTE (TX), INC.,
UNILOC LUXEMBOURG,S.A.

 

 

Rp
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
OJ Amendment O Answer 0 Cross Bill C1 Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK  
  

 

 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3-—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00992-JRG Document2 Filed 09/06/16 Page 1 of 1 PagelD #: 145

AO 120 (Rey. 08/10

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarks or [¥fPatents. ( L the patent action involves 35 U.S.C.§ 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-992 9/6/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and MOTOROLA MOBILITY LLC
UNILOC LUXEMBOURG, S.A.

BUT
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

0 Amendment O1 Answer CO Cross Bill (] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

  
 

  
  
 

 

  
 
 
 

  

 
 

  
 

 

 
CO
po
pO
eT
eo

 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JIUDGEMENT

 
(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00991-JRG Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 146
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE
, Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advisedthat a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

UJ Trademarks or {(¥ Patents. ( [[) the patentaction involves 35 U.S.C. § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT
2:16-cv-991 9/6/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and LG ELECTRONICSU.S.A., INC.,
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT 7
ES,

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

 

  
  

3 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A.

4 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

Bo
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
(J Amendment (0 Answer 0 Cross Bill (1 OtherPleading

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

  
 

  
 

 
In the above—entitled case, the following decision has been rendered or judgementissued:

 
(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00733-JRG Document 26 Filed 01/11/17 Page 1of1PagelID#: 211

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-733 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and TANGOME, INC. d/b/a TANGO
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

ORDER OF DISMISSAL WITH PREJUDICE OF
ALL CLAIMS BY UNILOC AGAINST TANGOME,INC.d/b/a TANGO (BY) DEPUTY CLERK DATE

Nakisha Love 1/11/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00643-JRG Document 20 Filed 01/19/17 Page 1of1PagelID#: 325

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-643 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VIBER MEDIA S.A.RLL.,
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Having considered the Stipulation, the Court finds that the case should be DISMISSED under Federal Rule of Civil
Procedure 41. (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00640-JRG Document 20 Filed 03/17/17 Page 1of1PagelID#: 320

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-640 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and KAKAO CORPORATION
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Kakao Corp. (“Kakao”) should be DISMISSED WITH
PREJUDICE CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:17-cv-00214-JRG Document5 Filed 03/21/17 Page 1of1PagelD#: 136

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

21 TeyOtaIRS S/20/2017 t Eastern District of Texas
PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. Googie, inc.

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

§/1 9/2009

oo
in the above—entitled case, the following patent(s¥ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

 
i] Amendment I Answer Ci Cress Bill [-] Other Pleading

PATENTOR DATE OF PATENT HOLDER OF PATEN RADEMARK
TRADEMARK NO. GR TRADEMARK HOLDER OF PATENT OR TRADEMARK 

In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy te Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy
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Case 2:17-cv-00224-JRG Document6 Filed 03/23/17 Page 1o0f1PagelD#: 110

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:17-Cy-0224-JRG B222017 I Easier District of Texas
PLAINTIFF [DEPENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. Googie, inc.

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,724,822 5/43/2044 Uniloc Luxembourg $.A.

2 8,995,433 5/31/2015 Uniloc Luxembourg S.A.

37,5 5/4 9/2009 Uniloc Luxembourg S.A.

Ci Cress Bill [-] Other Pleading
PATENTOR DATE OF PATENT

TRAIL OR TRADEMARK 
In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy te Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy
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Case 2:16-cv-00893-JRG Document 2 Filed 08/11/16 Page 1of1PagelD#: 128

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-893 8/11/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VONAGE HOLDINGS CORP.&
UNILOC LUXEMBOURG, S.A. VONAGE AMERICAS, INC.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00696-RWS Document5 Filed 07/01/16 Page 1of1PagelID#: 133

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

TO:

P.O. Box 1456 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 : TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or £5 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-696 6/30/2016 I Eastern District of Texas
PLAINTIFF [DEPENDANT

UNILOC USA, INC. and | SNAPCHAT, INC.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

§/1 9/2009

oo
in the above—entitled case, the following patent(s¥ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

 
i] Amendment I Answer Ci Cress Bill [-] Other Pleading

PATENTOR DATE OF PATENT HOLDER OF PATEN RADEMARK
TRADEMARK NO. GR TRADEMARK HOLDER OF PATENT OR TRADEMARK 

In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy to Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy
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Case 2:16-cv-00694-RWS Document5 Filed 07/01/16 Page 1of1PagelID#: 127

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

TO:

P.O. Box 1456 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 : TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or £5 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-694 6/30/2016 I Eastern District of Texas
PLAINTIFF [DEPENDANT

UNILOC USA, INC. and | TENCENT AMERICA LLC and
UNILOC LUXEMBOURG,S.A. | TENCENT HOLDINGS LIMITED

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

§/1 9/2009

oo
in the above—entitled case, the following patent(s¥ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

 
i] Amendment I Answer Ci Cress Bill [-] Other Pleading

PATENTOR DATE OF PATENT HOLDER OF PATEN RADEMARK
TRADEMARK NO. GR TRADEMARK HOLDER OF PATENT OR TRADEMARK 

In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy to Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy

233



234

Case 2:16-cv-00731 Document 2 Filed 07/05/16 Page 1of1PagelID#: 152

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-731 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and GREEN TOMATOLIMITED
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00732 Document 2 Filed 07/05/16 Page 1of1PagelID#: 125

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-732 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and SONY INTERACTIVE ENTERTAINMENT LLC
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00728 Document 2 Filed 07/05/16 Page 1of1PagelID#: 152

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-728 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and FACEBOOK,INC.
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00722 Document 2 Filed 07/05/16 Page 1of1PagelD#: 150

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-722 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and AOL INC.
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

237
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Case 2:16-cv-00733 Document 2 Filed 07/05/16 Page 1of1PagelID#: 153

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-733 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and TANGOME, INC. d/b/a TANGO
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

238



239

Case 2:16-cv-00644-JRG Document 25 Filed 12/28/16 Page 1of1PagelD#: 614

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-644 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VOXERNET LLC
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

Anyandall claims by Uniloc against Voxernet are dismissed with prejudice. (BY) DEPUTY CLERK DATE

Nakisha Love 12/28/16

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00892 Document 2 Filed 08/11/16 Page 1of1PagelID#: 157

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-892 8/11/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and TELEGRAM MESSENGER,LLP
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

240



241

Case 2:16-cv-01313 Document 2 Filed 11/28/16 Page 1 of 1 PagelD #: 124
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE. Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
 filed in the U.S.District Court Eastern District of Texas, Marshall Division on the following

CO Trademarks or [M Patents. ( [J the patent action involves 35 ULS.C. § 292.):

DOCKETNO. DATEFILED U.S. DISTRICT COURT
2:16-cv-1313 11/28/2016 Eastern District of Texas, Marshall Division
  

  

PLAINTIFF DEFENDANT

UNILOC USA,INC., and HEYWIRE,INC.
UNILOC LUXEMBOURG,S.A.

ES,

1 7,535,890 UNILOC LUXEMBOURG,S.A.

2 8,199,747 UNILOC LUXEMBOURG,S.A.

3 8, 724,622 UNILOC LUXEMBOURG,S.A.

4 8,995,433 UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

f
(J Amendment OU Answer OO CrossBill 1 Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgementissued:

  
  (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00696-RWS Document5 Filed 07/01/16 Page 1 of 1PagelD #: 133
AO 120 (Rev. 08/10
 
 

  
  
  
 

REPORT ON THE

FILING OR DETERMINATION OF AN

ACTION REGARDING A PATENT OR
TRADEMARK

Mail Stop 8
Director of the U.S. Patent and Trademark Office

P.O. Box 1456

Alexandria, VA 22313-1450

TO:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been.

filed in the U.S. District Court Eastern District of Texas on the following 

(CO) Trademarks or (Wf Patents. ( [] the patentaction involves 35 USC § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-696 6/30/2016 Eastern District of Texas
PLAINTIFF DEFENDANT

UNILOC USA,INC. and SNAPCHAT,INC.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT

 
1 8,724,622 5/13/2014 Uniloc Luxembourg S.A.

Uniloc Luxembourg S.A.

Uribe Lixembourg SA

Uniloc Luxembourg S.A.

Bo
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(1 Amendment (] Answer CO Cross Bill (] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgementissued:

 
DECISION/TUDGEMENT

CLERK (BY) DEPUTY CLERK

Copy 1—-Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upenfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00642-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 117
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE
, Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

1 Trademarks or (Patents. ( [1 the patent action involves 35U.S.C. § 292.):
DOCKETNO. DATEFILED U

2:16-cv-642 6/14/2016
PLAINTIFF

UNILOC USA,INC., and SAMSUNG ELECTRONICS AMERICA,INC.
UNILOC LUXEMBOURG,S.A.

pO
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(1 Amendment (J Answer CJ CrossBill CL) Other Pleading
PATENT OR DATE OF PATENT +

TRADEMARK NO OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

    .S. DISTRICT COURT .
Eastern District of Texas, Marshall Division

DEFENDANT  
 
 
 
  
 
 

  
 

 
 
  

 
 
 
 

 
 
 
 

 
 

 
 

 

 4

In the above—entitled case, the following decision has been rendered or judgementissued:

 
DECISION/JUDGEMENT

 
— |

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00645-JRG Document 2 Filed 06/14/16 Page 1 of 1 PagelD #: 146
AO 120 (Rev. 08/10

  
 

Mail Stop 8 REPORT ON THE
TO: _pjirector of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

C1 Trademarks or [ivf Patents. ( [1 thepatent action involves 35 U.S.C. § 292.):
DOCKETNO. DATE FILED U,

2:16-cv-645 6/14/2016
PLAINTIFF

WHATSAPP,INC.

UNILOC LUXEMBOURG,S.A.
UNILOC USA,INC., and

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

OO Amendment C] Answer 1 Cross Bill (J Other Pleading

po

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

  
 

 .S. DISTRICT COURT
Eastern District of Texas, Marshall Division

DEFENDANT  
   

 
   

  

  

 

  
 

 
 

 
 

 
 (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00644-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 143
AO 120 (Rev. 08/10

Mail Stop8 REPORT ON THE
TO: _Djirector of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advisedthat a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(0 Trademarks or [Wf Patents. ( [) thepatent action involves 35 US.C. § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT
2:16-cv-644 6/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and VOXERNETLLC
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT
aaa

1 8,724,622 §/13/2014 UNILOC LUXEMBOURG,S.A.

 

 
 
 
  
 

  
 

 
 

  
 
 
 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(1 Amendment
PATENT OR DATE OF PATENT

TRADEMARK NO OR TRADEMARK

 
  
 

  
 

 
 

OO Answer C1 Cross Bill (] Other Pleading 
HOLDER OF PATENT OR TRADEMARK 

2 po
Po

ERa
eo
po

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/J UDGEMENT

 

 
_ —

Copy 1—Uponinitiation of action, mail this copy te Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00643-JRG Document 2 Filed 06/14/16 Page 1of1PagelD #: 143
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
TO: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarksor [¥fPatents. ( [] the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-643 6/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and VIBER MEDIA S.A.R.L.,
UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(J Amendment
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK

 

  
  
 

  
  
  
  

 
 

  
 

 
 

 L] Answer CD Cross Bill () Other Pleading

HOLDER OF PATENT OR TRADEMARK 

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00641-JRG Document2 Filed 06/14/16 Page 1 of 1 PagelD #: 146
AO 120 (Rev. 08/10

MailStop 8 REPORT ON THE
TO: Directorof the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S, District Court Eastern District of Texas, Marshall Division on the following

LD Trademarks or MM Patents. ( (1 the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT a.
2:16-cv-641 6/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC LUXEMBOURG, S.A.
UNILOC USA,INC., and LINE EURO-AMERICAS CORP. & LINE

CORPORATION

PATENT OR DATE OF PATENT

1 8,724,622 5/13/2014 UNILOC LUXEMBOURG,S.A

2 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A

 

 
  

 
 

 
  

 

 

 

  
 

 
 
 

 
 

 
 

 
 

3 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

4 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

5 8,243,723 8/14/2012 UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

CI Amendment OJ Answer 1 Cross Bill (1 Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
 

  
 

 

  
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00640-JRG Document 2 Filed 06/14/16 Page 1 of 1PagelD #: 142
AO 120 (Rev. 08/10

 

TO: Mail Stop 8 REPORT ON THE
, Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarks or [¥fPatents. ( L thepatent action involves 35 U.S.C. § 292.):
DOCKET NO. DATEFILED

2:16-cv-640 6/14/2016
PLAINTIFF

KAKAO CORPORATION

UNILOC LUXEMBOURG,S.A.
UNILOC USA,INC., and

PATENT OR DATE OF PATENT

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

3 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A.

 

 
 

 

  
U.S. DISTRICT COURT

Eastern District of Texas, Marshall Division
DEFENDANT

   
 
  

  
 
 
 

  

 
 
  

 

 

4 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

5 8,243,723 8/14/2012 UNILOC LUXEMBOURG,S.A.
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571-272-7822 Entered: May 25, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLEINC.,
Petitioner,

Vv.

UNILOC USA,INC. and UNILOC LUXEMBOURG S.A.,!
Patent Owner.

Case IPR2017-00225

Patent 8,995,433 B2

Before MIRIAM L. QUINN, KERRY BEGLEY,and
CHARLESJ. BOUDREAU Administrative Patent Judges.

QUINN, Administrative Patent Judge.

DECISION

Institution ofInter Partes Review

37 CFR. § 42.108

' The Mandatory Notice filed by Patent Owner pursuant to 37 C.F.R.
§ 42.8(a)(2) states that Uniloc USA,Inc. and Uniloc Luxembourg S.A.are
both Patent Owners andreal parties-in-interest. Paper 4. Accordingly,the
caption shall reflect that the Patent Ownerin this proceeding encompasses
both “Uniloc” entities.
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I. INTRODUCTION

Apple Inc. (“Petitioner”) filed a Petition requesting interpartes review

of claims 1—6 and 8 ofU.S. Patent No. 8,995,433 B2 (Ex. 1001, “the

°433 patent”). Paper 2 (“Pet.”). Uniloc USA,Inc. and Uniloc Luxembourg

S.A. (“Patent Owner”) filed a Preliminary Response. Paper6 (Prelim.

Resp.”).

Wehavejurisdiction under 35 U.S.C. § 314. Upon considering the

record developed thus far, for reasons discussed below, weinstitute inter

partes review of the ’433 patent as to challenged claims 1—6 and 8.

A. Related Matters

Theparties indicate that the °433 patent is involved in Uniloc USA,

Inc. v. Apple, Inc., Case No. 6-16-cv-00638 (E.D. Tex.) and other

proceedings. Pet. 75-77; Paper6.

B. The ’433 Patent

The °433 patent relates to Internet telephony, and more particularly, to

instant Voice over IP (“VoIP”) messaging over an IP network, such as the
Internet. Ex. 1001, 1:19-23. The °433 patent acknowledgesthat “[i]nstant

text messagingis [] known”in the VoIP and public switched telephone

nctwork (“PSTN”) environments, with its server presenting the user with a

“list ofpersons whoare currently ‘online’ and ready to receive text

messages on their own client terminals.” Jd. at 2:35—42. In one

embodiment, such as depicted in Figure 2 (reproduced below), the system of
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the °433 patent involves an instant voice message (IVM)server and [VM

clients. Id. at 7:21-22.

200

216

244

 
FIG, 2

Figure 2 illustrates [VM clients 206, 208 and legacy telephone 110

interconnected via network 204 to the local IVM server 202, where [VM

client 206 is a VoIP telephone, and where legacy telephone 110 is connected

to legacy switch 112 and further to media gateway 114. Jd. at 6:65—7:6,

7:27-49. The media gateway converts the PSTN audio signal to packets for

3
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transmission over a packet-switched IP network, such as local network 204.

Id. at 7:49-53. In one embodiment, whenin “record mode,” the user of an

IVM client selects one or more IVM recipients from a list. /d. at 8:2-5. The

IVM client listens to the input audio device and records the user’s speech

into a digitized audio file at the [VM client. /d. at 8:12—15. “Once the

recording of the user’s speechis finalized, [VM client 208 generates a send

signal indicating that the digitized audio file 210 (instant voice message)is

ready to be sent to the selected recipients.” Jd. at 8:19-22. The IVM client

transmits the digitized audiofile to the local IVM server, which, thereafter,

delivers that transmitted instant voice messageto the selected recipients via

the local IP network. /d. at 8:25-26. Only the available [VM recipients,

currently connected to the IVM server, will receive the instant voice

message. /d. at 8:36-38. Ifa recipient “is not currently connected to the

local IVM server 202,” the [VM server temporarily saves the instant voice

message anddelivers it to the [VM client when the IVM client connects to

the local IVM server(i.e., is available). Jd. at 8:38-43.

The *433 patent also describes an “intercom mode”ofvoice

messaging. /d. at 11:34-37. The specification states that the “intercom

mode”representsreal-time instant voice messaging. Jd. at 11:37—38. In this

mode,instead of creating an audio file, one or more buffers of a

predetermined size are generated in the IVM clients or local IVM servers.

Id. at 11:38-41. Successive portions of the instant voice message are

written to the one or more buffers. Jd. at 11:41—46. As the buffers fill, the

content of each buffer is automatically transmitted to the IVM serverfor

4
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transmission to the one or more [VM recipients. /d. Buffering is repeated

until the entire instant voice message has been transmitted to the IVM

server. /d@. at 11:46—59.

C. Illustrative Claim

Ofthe challenged claims, claims 1 and 6 are independent. Each of

claims 2—5 and 8 dependsdirectly or indirectly from claim 1. Claim 1 is

illustrative:

1. A system comprising:

an instant voice messaging application including a client
platform system for generating an instant voice message and a
messaging system for transmitting the instant voice message
over a packet-switched network via a networkinterface;

wherein the instant voice messaging application displaysa list of
one or more potential recipients for the instant voice message;

wherein the instant voice messaging application includes a
message database storing the instant voice message, wherein the
instant voice message is represented by a database record
including a unique identifier; and

wherein the instant voice messaging application includes a file
manager system performingat least one of storing, deleting and
retrieving the instant voice messages from the message database
in response to a user request.

Ex. 1001, 23:65-24:15.
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D. Asserted Prior Art and Grounds of Unpatentability

This proceedingrelies on the followingpriorart references:

a) Abburi: U.S. Patent Appl. Pub. No. US 2003/0147512 Al,

published Aug. 7, 2003, filed in the record as Exhibit 1005;

b) Holtzberg: U.S. Patent No. 6,625,261 B2, issued Sept. 23, 2003,

filed in the record as Exhibit 1007;

c) Vuori: U.S. Patent Appl. Pub. No. US 2002/0146097 Al,

published Oct. 10, 2002,filed in the record as Exhibit 1009;

d) Logan: U.S. Patent No. 5,732,216, issued Mar. 24, 1998,filed in
the record as Exhibit 1008; and

e) Vadndnen: U.S. Patent No. 7,218,919 B2, issued May 15, 2007,

filed in the record as Exhibit 1006.

Petitioner asserts the following grounds of unpatentability (Pet. 2-3):

Challenged

1,2, 4, and 8 1 Abburi and Holtzberg
§ 103(a) Abburi, Holtzberg, and Vuori

1

9 3 TT 1
3

  

   
  Abburi, Holtzberg, and Logan

1, 2, 4-6, and 8 § 103(a) Vaananen and Holtzberg
3§ 103(a) Vaaninen, Holtzberg, and Vuori

Petitioner also relies on a Declaration of Leonard J. Forys, Ph.D., filed

as Exhibit 1003.
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Il. DISCUSSION

A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are given

their broadest reasonable construction in light of the specification of the

patent in which they appear. 37 C.F.R. § 42.100(b); Cuozzo Speed Techs.,

LLC v. Lee, 136 S. Ct. 2131, 214446 (2016) (upholding the use of the

broadest reasonable interpretation standard as the claim interpretation

standard to be applied in inter partes reviews). Under the broadest

reasonable interpretation standard, claim terms generally are given their

ordinary and customary meaning, as would be understood by one of ordinary

skill in the art in the context of the entire disclosure. See In re Translogic

Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007). We note that only those

claim termsthat are in controversy need to be construed, and only to the

extent necessary to resolve the controversy. Vivid Techs., Inc. v. Am. Sci. &

Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

Petitioner proposes a construction for the phrase “display[ing] at least

one ofthe plurality of instant voice messages,”recited in claim 3. Pet. 9-10

(alteration addedin Petition) (arguing that “displaying the content or

identifying information ofat least one ofthe plurality of instant voice

messages”is the broadest reasonable construction). Patent Owner argues

that construction of the term is unnecessary. Prelim. Resp. 20. For purposes

of determining whetherto institute review, we need not construe expressly

any term.
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B. Level ofOrdinary Skill in the Art

In determining the level of ordinary skill in the art, various factors

may be considered, including the “type of problems encounteredinthe art;

priorart solutions to those problems; rapidity with which innovationsare

made; sophistication of the technology; and educationallevel of active

workersin the field.” In re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995)

(internal quotation and citation omitted). In that regard, Petitioner proffers,

via its declarant, Dr. Forys, that a person having ordinary skill in the art

would have “a four-year degree in electrical engineering, computer science,

or related field . . . as well as at least 3-5 years of academic or industry

experience in communication systems,particularly in messaging systems,

data networksincluding VoIP and mobile telephony, or comparable industry

experience.” Pet. 8 (citing Ex. 1003 4 30). On the current record, Patent

Ownerdoesnot offer any argumentor testimony on the appropriate level of

ordinary skill in the art.

Wenotethat Petitioner’s assessment appears consistent with the level

of ordinary skill in the art at the time of the invention as reflected in the prior

art in the instant proceeding. See Okajima v. Bourdeau, 261 F.3d 1350,

1355 (Fed. Cir. 2001). For example, Vuori (Ex. 1009) describes short voice

messaging service in connection with several network environments and

infrastructures, such as a Global System for Mobile Communications

(“GSM”), General Packet Radio Service (“GPRS”), and Universal Mobile

Telecommunication Systems (“UMTS”). Ex. 1009 [J 35-39, Figs. 3, 6. For

purposesof this Decision, we adopt Petitioner’s assessment.
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C. Obviousness over Abburi in Combination with Other References

Three of Petitioner’s asserted groundsrely primarily on Abburi as

teaching or suggesting the limitations of the challenged claims, except for, at

least, the following recited limitations: “message database” and “database

record” (claims 1, 2); “instant voice message application [that] displays at

least one ofthe plurality of instant voice messages”(claim 3);

“encryption/decryption system” (claim 5); and “compression/decompression
system” (claim 6). Pet. 12-47. Petitioner relies on Holtzberg, Vuori, and

Logan as disclosing the missing limitations.

Given ourdiscussion that follows, a short overview of Abburi,

Holtzberg, and Vuoriis in order.

1. Overview of Abburi (Ex. 1005)

Abburi is entitled “Audio Messaging System and Method,”andis

directed more particularly to audio (including voice) messaging between

individuals through telecommunications and/or computer networks.

Ex. 1005, [54], § 1. Abburi recognizesthat “the ability to conveniently

record and send voice and other audio messages via any desired type of

communication device (e.g., from computer devices in addition to phone

devices), and to promptly receive such messages in audio form via any

desired type of communication device,is still lacking.” fd. 5. Abburi

solves this need by providing a system that upon receiving the audio

message on behalf of a recipient, accesses a user profile to determine how

the intended recipient should be contacted. Id. 6.
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Figure 2 of Abburi, reproduced below,illustrates one embodimentof

a system for implementing the method of supporting audio messaging

betweenindividuals. Jd. [J 17, 23.

 
 
 

 

FIG. 2
potas1-204

oaLv 200
202

COMPUTER

SERVER |
fT —210

212 \ WIDELY DISTRIBUTED

_ C COMPUTER NETWORK
N TELECOMMUNICATIONS

C NETWORK
_7~ 

Figure 2 depicts system 200 including computerserver 202, user

profile store 204, audio message store 206, and interactive voice response

(“IVR”) system 208. /d. § 23, Fig. 2. As a result of the connections of [VR

system 208 and computer server 202 with the depicted telecommunication

network 212 and widely distributed computer network 210, system 200 can

receive audio messages from and send audio messagesto any device

connected to computer network 210 or telecommunications network 212.

Id.

10
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Theuserprofile store contains configuration settings for each user of

system 200. Jd. § 25. A person interested in sending a voice or other audio

messageto a particular individual dials into the IVR system. Jd. 7 30. Once

the intended recipient is specified, the caller may speak to provide an audio

message to the IVR system, which stores the message in audio messagestore

206. Id. 31. Ifthe user profile indicates that the intended recipient should

receive an email notification, the [VR system sends appropriate information

‘to the computer server, which then produces and sends the email

notification. /d. The audio messagesare delivered via audio streaming or as

an electronic audio file. Jd. J 32.

In one embodiment, Abburi describes the user device including a

network presence application for maintaining a “subscription” with the

system when the device is connected to the computer network. Id. { 42.

With this application, “system 200 may determine whetherthe intended

recipient of the message has a presence on the computer network 210...

and, if so, send an electronic message (e.g., an email message) notifying the

intended recipient of the received audio message.” Jd. Alternatively, if

several of the user devices include the application, each such device

receives, when connected to computer network 210, information from

system 200 indicating which of the corresponding user’s “buddies” or

contacts have a presence on computer network 210 at that time. Id. 7 43.

Whena user accesses system 200 via IVR system 208, the IVR system

advises the user as to which of his buddies or contacts are online.

11
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2. Overview of Holtzberg (Ex. 1007)

Holtzberg is titled “Method, System, and Article of Manufacture for

Bookmarking Voicemail Messages.” Ex. 1007, [54]. Holtzberg relates to

audio recording devices, and in particular, to voicemail systems that permit

users to bookmark messages during message playback. Jd. at 1:7-9,

1:61-63. The “[b]ookmarks can be set by entering appropriate touch-tone or

voice commands.” Jd. at 1:64-65. In operation, a user connects to the

voicemail system to access the user’s voicemail box. /d. at 2:4-11. During

playback of a voicemail message, the user can enter a commandto set a

voicemail bookmark by using one or more touch-tone digits or voice

commandsat the user’s telephone. /d. at 2:11—16. “The voicemail system
respondsto this commandbysetting a bookmark pointer corresponding to

the message being played back.” Jd. at 2:16—-19.

Holtzberg discloses a telecommunication system, shown in Figure 2

(reproduced below) in connection with its voicemail bookmark operation.

Id. at 2:40—42.

12
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Figure 2 depicts telecommunication system 60 including terminal

units 64 in communication with switch 66 over a commercially available

telecommunication network 62. Jd. at 2:42-47. Switch 66, which is located

ata private branch exchange (“PBX”) or central office, allows terminal

units 64 to access the voicemail services of voicemail system 68. /d. at

2:48-52. Voicemail system 68 can be a voicemail server that includes,

amongother features, a voicemail database. Jd. at 2:53-61. For each user, a

voicemail box, associated with the user’s User ID,is stored in voicemail

database 72. Jd. at 3:5-8. A messageID identifies the voicemail messages

stored in the database for the user with the associated User ID. /d. at

3:8-10. In addition, one or more bookmark IDsare associated with the User

ID for identifying voicemail bookmarks associated with the ownerof the

voicemail box. /d. at 3:10-12.

13
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3. Overview of Vuori (Ex. 1009)

Vuoriis titled “Short Voice Message (SVM) Service Method,

Apparatus and System.” Ex. 1009, [54]. According to Vuori,

Tiresome entry of numerous letters of the alphabet into a
hand-held device for assembling a short text message for
transmission via a short message service (SMS)to a second
terminal is avoided by the sending of a short voice message
(SVM). The SVM is recorded in the sending terminal and
sent to a SVM service center (SVMSC). The SVMSC may
notify the intended recipient of the arrival of the SVM and
await acceptance before sending it. The second terminal
may then commencea bidirectional communicationso that
an instant voice message session can be established.
Alternatively, the problem can be overcomeby converting
the spoken SVM to text in the user terminal by means of
voice recognition software and sending the converted text
to the recipient by means of the traditional SMS
infrastructure for display as text or for playback as text
converted to voice.

Id. at Abstract. Figure 2 of Vuori, reproduced below,illustrates the short

voice messaging method. Jd. J 20.

14
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SENDER USER EQUIPMENT RECEIVES SIGNAL FROM SENDING
PRINCIPAL THAT SVM IS TO BE ENUNCIATED

SENDER USER EQUIPMENT PREPARES TO RECEIVE SVM

SENDER USER EQUIPMENT PROVIDESSIGNAL TO SENDING
PRINCIPAL TO BEGIN ENUNCIATING SVM

SENDER USER EQUIPMENT RECEIVES AND STORES SVM DURING
ENUNCIATION ,

SVM CONCLUDED

RECIPIENT SELECTED BY SENDING PRINCIPAL

SVM SENT TO iM/SMS SERVICE BY SENDER EQUIPMENT AND
FROM THERE TO INSTANT INBOX OF RECIPIENT

RECIPIENT RECEIVES A NOTIFICATION VIA INBOX UA

RECIPIENT DECIDES TO RECEIVE SVM AND SIGNALS REQUEST
FOR DELIVERY/PLAYBACK

IM/SMS SERVICE.OR INBOX PROVIDES DELIVERY/PLAYBACKOF |
SVM TO RECIPIENT

FIG. 2
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According to Figure 2, a user initiates a SVM by pressing a menu key

on a user equipment, which prepares to receive the SVM and emits a beep

sound to alert the user he may commence speaking. Jd. § 32. The user

equipmentreceives and stores the SVM. /d. The userselects one or more

intended recipients and initiates the transfer. Id. § 33. The SVM is sent to

the SVMSC,“which determinesthe availability of the one or more intended

recipients.” Id. ]34. The SVMSCsends the SVM immediately to the

intended recipients whoare available, and continues attempting to sendit to

those not available until they becomeavailable or until a time out occurs.
Id. Alternatively, the SVMSCnotifies the available recipients that an SVM

has been received, and the recipient may decide to decline or accept the

SVM received from the sender. Jd. 35. In the embodiment where the

SVMSCsends the SVM directly to the recipient, the intended recipient has

acquiescedto availability by previously joining a “buddylist” or otherwise

has subscribedto the service. Id.

4. Reasonable Likelihood Determination

After considering Petitioner’s contentions and Patent Owner’s

arguments in opposition, we are persuadedthat Petitioner has demonstrated

a reasonable likelihood of prevailing in showing that claims 1—6 and 8 of the

°433 patent would have been obvious over Abburi in combination with the —

other applied references.

i. Independent Claims I and 6

Onthis record, weare satisfied that the Petition proffers arguments

and evidence supporting the contention that Abburi discloses:

16
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a) An instant voice messaging application including a client platform

system (Abburi’s user device 300 configured to record an audio

message locally and transmit the message to the system)

(Pet. 20-24);

b) The application displays a list of one or more potential recipients

(Abburi’s user interface in user device 300 including a visual

display and user input anddisclosure of information identifying

one or more intendedrecipients througha selection of individuals

from a contactlist) (id. at 24-25); and

c) The application includesa file manage (Abburi’s disclosure of

playback of received electronic audiofile at the user’s option)

(id. at 31-32.).

With regard to the limitations concerning the instant voice message

application including a message database and database record, Petitioner

relies on Holtzberg’s disclosure of voicemail database 72. Id. at 25-33.”

In particular, Petitioner argues that “storing voice messages in a database

was well-known in the prior art, e.g., as explicitly taught in Holtzberg.” Jd.

at 27. Accordingto Petitioner, it would have been obviousfor a person of

? The Petition appears to assert that Abburi teaches the message database
limitation. Pet. 25-27. But that assertion is lacking an explanation of how
Abburi’s disclosure of locally storing a voice message teaches or suggests
the storing to occur in a message database. See id. at 27 (arguing that
Abburiteachesstoring in the form of an audiofile prior to sending the audio
file). Accordingly, we focus our discussion of this ground on the arguments
presented regarding the combination with Holtzberg.

17
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ordinary skill in the art “to incorporate Holtzberg’s database structure into

Abburi because such incorporation amounts to nothing more than applying a

known technique(e.g. storing voice messagesin a database) to a known

device (e.g., user device 300 of Abburi) ready for improvementto yield

predictable results (a user device storing audio messagesin a database).” Jd.

at 29 (citing Ex. 1003 § 109). Petitioner also states that a person of ordinary

skill in the art would have had motivation to improve the organization and

retrieval of audio messages on a user’s device. /d.

Patent Ownerproffers four arguments against Petitioner’s assertions.

First, Patent Ownerarguesthat the claimed message databaseis part of the

“sender-side” instant voice messaging application and Holtzberg’s voicemail

databaseis not on the “sender-side.” Prelim. Resp. 25-28. Second, Patent

Ownerfurther contendsthat Petitioner proffers no rationale or motivation

for “reconfiguring Holtzberg’s central database (72), which is designed to

serve multiple terminal units (64), to operate, instead, as part of an

application of a particular end-userclient device.” Jd. at 28. Third,

according to Patent Owner, Abburi teaches away from the proposed

modification. Jd. at 28-29, Finally, Patent Owner argues the

incompatibility of the teachings that Petitioner relies on because Holtzberg’s

voicemail system applies to circuit-switched telecommunication networks,

in contrast with the alleged packet-switched architecture of Abburi. Id.

at 29-30. Based on the current, incomplete record, we are not persuaded by

these arguments.

First, we agree with Patent Ownerthat the instant voice message

application and the recited message database, by the plain reading of the
18
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claim language, is directed to the applicationat the client. See, e.g.,

Ex. 1001, 23:66—67 (the application including a “client platform system for

generating an instant voice message); id. at 23:4—6 (the application

displaying “a list of one or more potential recipients”). We understand

Petitioner, however, to rely on the application of Holtzberg’s voicemail

database for Abburi’s storing ofthe audio file at the user device.

Accordingly, we find unpersuasive the distinction of Holtzberg’s voicemail

database being “central” while the claims are “sender-side” focused.

Second, weare not persuaded by the “teaching away” argument.

Merely stating that there are limitationsto the effectiveness and convenience

of voicemail does not constitute a “disparagement of voice systemsin

general” as Patent Ownerasserts. See Prelim. Resp. 29. For instance,

Abburi discusses the likelihood that a voicemail message might not be

retrieved by the recipient of a message for an extendedperiodoftime.

Ex. 1005 | 3. The statementcontrasts this feature of voicemail with features

of other communication options, such as email and instant messaging. Id.

This explanation, however, addresses Abburi’s desired goal of improving the

promptreceipt of messagesin audio form from any desired type of

communication device, among other features. Jd. 4] 5—6. It does not

advocate abandoning voicemail systems altogether, muchless the use of a

voicemail database. See Meiresonne v. Google, Inc., 849 F.3d 1379, 1383

(Fed. Cir. 2017) (finding that the reference’s negative descriptionsof a

feature did not amount to promoting abandonmentofthe feature). Nor do

we see howthis statement in Abburi disparages voicemail systems in general

such that the teaching of Holtzberg’s voicemail database to store voice
19
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messages would be unlikely to produce the result sought and Abburi would

be said to “teach away”from the claimed invention. See Medichem, S.A.v.

Rolabo, S.L., 437 F.3d 1157, 1165 (Fed. Cir. 2006)(citing In re Gurley, 27

F.3d 551, 553 (Fed. Cir. 1994)).

Finally, we address Patent Owner’s challenge to the proffered

rationale for the asserted combination. At the outset, we do not agree with

Patent Ownerthat Petitioner “fails to provide any rationale” for the asserted

combination. Prelim. Resp. 28-29. As stated above, we understand the

Petition to allege that a person of ordinary skill in the art would seek to

improvethe organization andretrieval of audio messages stored on the

user’s device by incorporating a database that stores audio messages,as

taught in Holtzberg. See Pet. 29. On this record, we are persuadedthat the

proffered rationale is sufficient for Petitioner to meet the reasonable

likelihood threshold for institution. Further, to the extent Patent Owner

argues that the motivation is negated by an alleged incompatibility of the

references, such argumentis unsupported by factual evidence andis not

persuasive at this time. Whether sufficient evidence supports Petitioner’s

proffered motivation to combine Holtzberg’s voicemail database teachings

with Abburi’s user device 300 is a fact-dependent determination for which

Petitioner has provided evidence adequate forinstitution, and we defer a

final determination on the sufficiency of Petitioner’s supporting evidence

until the full record is before us.

Before concluding our determination concerning the challenged

independentclaims, we note that claim 6 recites limitations similar to

claim 1 with the addition of a compression/decompression system in the
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application. See Ex. 1001, 24:46—51. Forthis added limitation, Petitioner

relies on Logan’s teaching of compressing audio program segments for

download to subscribers and decompressing the programs when downloaded
to the client/player. See Pet. 45—46 (citing Ex. 1008, 9:18-22, 40:9-13).

Accordingto Petitioner, a person of ordinary skill in the art,

would have found it obvious to combine the

compression/decompression capabilities of Logan
with Abburi and Holtzberg because such
incorporation amounts to nothing more than applying
a known technique (e.g. compressing/decompressing
an audio recording) to a known device (e.g., user
device 300 ofAbburi) ready for improvementto yield
predictable results (a user device providing
encryption and decryption of audio messages).

Pet. 46-47 (citing Ex. 1003 § 150). Further, Petitioner alleges that Abburi

suggests the benefit of providing compression of audiofiles prior to sending

to recipients and that an ordinarily skilled artisan would have looked to

Logan for decompression at the user device. Jd. at 47. On this record, we

are persuadedthat the proffered rationale is sufficient for Petitioner to meet

the reasonable likelihood threshold for institution.

Having reviewed the information presented in the Petition and the

Preliminary Response, we determinethat Petitioner has shown a reasonable

likelihood ofprevailing in its challenge of claims 1 and 6 as unpatentable

over Abburi and Holtzberg (claim 1) and Abburi, Holtzberg, and Logan

(claim 6).
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ii. Dependent Claims 2-5, 8

Forthe challenged dependent claims, Petitioner argues that (1) Abburi

teachesthe limitations further recited in claims 2, 4, and 8; (2) Vuori teaches

the limitations further recited in claim 3;° and (3) Logan teaches the

limitations further recited in claim 5. Pet. 33-43. Vuoriis relied upon for

its disclosure of converting the spoken short voice message to text and

sending the converted text to the recipient by meansofthe traditional short

messaging service. Jd. at 38 (citing Ex. 1009 7 82). Logan is relied upon for

its disclosure of using conventional RSA encryption for encrypting

transmission between client and server. Pet. 41-42 (citing Ex. 1008,

10:54—59) (arguing also that Logan teaches decryption at the subscriber’s

player/recorderunit).

Asfor the addition of Vuori to the combination of Abburi and

Holtzberg, Petitioner argues that an ordinarily skilled artisan would have

been motivated to incorporate Vuori’s teaching of converting voice

messages to text to allow viewing of audio messages without requiring

playback. Jd. at 39 (citing Ex. 1003 J 133). With regard to Logan,

Petitioner argues that a person of ordinary skill in the art would have looked

to incorporate Logan’s teaching of encryption and decryption of audio

3 Wenotethat the Petition also asserts that Abburidisclosesthe limitation

recited in claim 3 because Abburi describes that an instant text message to
the user may include a hyperlink to the audio message. Pet.37. The
Petition, however, lacks explanation of how Abburi’s instant text message
would be applied to an instant voice message application, as recited in claim
3. Accordingly, Petitioner’s assertion in this regard is not persuasive.
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recording transmissions with Abburi and Holtzberg as this would have been

a knowntechnique applied to a known device to provide encryption and

decryption at Abburi’s user device 300. Jd. at. 42—43 (citing Ex. 1003

4 141).

Onthe record before us, Petitioner’s arguments and evidence

concerning the challenge of dependent claims 2—5 and8are sufficient to

meet the reasonable likelihood threshold for institution.

D. Obviousness over Vadndnen in Combination with Other References

The remaining unpatentability grounds rely on the combination of

Vadnanen with other references. Pet. 3, 47-73.

1. Overview of Vadnanen (Ex. 1006)

Vaianinenis titled “Voicemail Short Message Service Method and

Meansanda Subscriber Terminal.” Ex. 1006, [54]. Morespecifically,

Vaandnen concernsinstantaneous voice mail between Internet compatible

computers, personaldigital assistants, telephones, and mobile stations. /d. at

1:8-11. Further, Vaananen notes that prior art subscriber terminals did not

allow the use of audio features with an Internet connection andthat for prior

art voicemail systems, a specific voicemail central server was an essential

requirementthat introduced unnecessary network hardware. Jd. at 1:34—42.

In one embodiment, the method of Vaananenis “arranged with a

mobile station” or more specifically, for example, a computer program

within a SIM card in the mobile station. /d. at 5:42—45, 10:3-8. A message

recipient (or several recipients or group) may be chosen from the memory of

the SIM card or the memory of the mobile station, or may be input into the
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mobile station. Jd. at 5:47-51, 10:8-12. Whena userpresses a button on

the mobilestation, a data file is recorded, using a media player/recorder,

from the dictation, voice, or video. Jd. at 10:12—17.

Figure 6, reproducedbelow,illustrates user interface 600 of a

subscriber terminal, such as a mobile station. Id. at 9:38—41.

 
Figure 6 depicts user interface 600 including voicemail short message

service (“VSMS”) button 630 and screen 610. Jd. at 9:41—45, 9:62—-65. The

release of the VSMSbutton finishes the recording and sendsthe file with the

messageto the recipientor dials the telephone numberof the recipientin

order either to play the message backto the recipient or to leave a voicemail

with the message for the recipient. Id. at 10:14—24. Therecipient plays the

packet stream in real time or reassemblesthe data file. Jd. at 7:1-3.
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2. Reasonable Likelihood Determination

Petitioner relies on Vaiandnen as teaching or suggesting all the claim

limitations of independent claims 1 and 6, except for the message database

limitations. Pet. 51-65. In particular, Petitioner argues that Vaananen’s

subscriber terminal includes code or software that implements instantaneous

packet-switched voicemail on a client platform system that generates an

instant voice message. Jd. at 51-55. Petitioner also points to Vainanen’s

explanation that the subscriber terminal has connections to IP network

connection 520, as teaching transmitting the instant voice message over a

packet-switched network via a networkinterface. Jd. at 55-56. Finally,

Petitioner relies on Vaandnen’s disclosure of the screenin user interface 600

and the description of display 720 of Figure 7, which shows whois/are the

current recipients. Jd. at 56-57. For the missing limitation of a message

database, Petitioner relies on the same disclosures in Holtzberg addressed

above with regard to the ground based on Abburi in combination with other

references. Id. at 57-65. With regard to a rationale for the combination of

teachings of Vadndnen’s subscriber terminal and Holtzberg’s voicemail

database, Petitioner proffers the same rationale addressed above. See id.

at 60.

Patent Ownerproffers for the Vitin#inen and Holtzberg combination
the same “sender-side” argument discussed above with regard to the Abburi

and Holtzberg combination. Prelim. Resp. 31-32. Patent Ownerargues that

Petitioner’s “proposed modification based Holtzbergfails for analogous

reasons to those presented above concerning Grounds1 through 3.” Jd. at
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32. For the same reasons discussed above, we are not persuaded by Patent

Owner’s arguments.

Turning nowto the challenged dependentclaims,Petitionerrelies

primarily on Vaananen as teaching or suggesting the limitations of claims 2,

4,5, and 8. Pet. 65-71. With regard to claim 3, Petitionerrelies on the

same disclosures of Vuori and motivation to combine discussed in

connection with the preceding grounds. Pet. 71-73. We have reviewed the

disclosures in Vaindnen and Vuori cited in the Petition and are satisfied that,

at this juncture,Petitioner has presented sufficient evidence to meet the

reasonable likelihood threshold forinstitution.

Having reviewed the information presented in the Petition and the

Preliminary Response, we determine that Petitioner has shown a reasonable

likelihood of prevailing in its challenge of claims 1-6 and 8 as unpatentable

over Vadnanen and Holtzberg (claims 1, 2, 4-6, and 8) and over Vaan@nen,

Holtzberg, and Vuori (claim 3).

Til. CONCLUSION

For the foregoing reasons, we determinethat Petitioner has

established a reasonable likelihood of prevailing on its assertion that

claims 1—6 and 8 of the ’433 patent are unpatentable based on the following

asserted grounds.

ChallengedCitaase|_Raeene
1, 2, 4, and 8 § 103(a) Abburi and Holtzberg

§ 103(a) Abburi, Holtzberg, and Vuori
§ 103(a) Abburi, Holtzberg, and Logan
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Vaindnen and Holtzberg
Vaandnen, Holtzberg, and Vuori
 

2? :

en

The Board hasnot made a final determination on the construction of
. any claim term. Further, our determinationin this Decision is nota final

determination on the patentability of any challenged claims and, thus, leaves _
_ undecided anyfact issues necessary to determine whethersufficient
“evidence supports Petitioner’s contentions by a preponderance ofthe
evidence in the final written decision. See TriVascular, Inc. v. Samuels, 812

) F.3d 1056, 1068 (Fed. Cir. 2016) (noting that “there is a significant
difference between a petitioner’s burden to establish a ‘reasonable likelihood
of success’at institution, and actually proving invalidity by a preponderance

" of the evidence.at trial”) (quoting 35 U.S.C. § 314(a) and comparing
' §316(e)). : :

IV. ORDER

In consideration of the foregoing, it is hereby:
-ORDEREDthat pursuant to 35 U.S.C. § 314(a), an inter partes

review is institutedfor the grounds of unpatentability listed above in the
Conclusion séction as to claims 1-6 and 8’of the °433 patent: and

FURTHER ORDEREDthatpursuant to 35 U.S.C. § 3 14(a), inter
‘partes review of the ’433 patent is hereby instituted with trial commencing

on the entry date of this decision, and pursuant to 35 U.S.C.§ 314(c) and
37 C.F.R. § 42.4, notice is hereby given ofthe institution of review.
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TO: Mail Stop 8 REPORT ON THE, Director of the U.S. Patent and Trademark Office FILING OR PETERMINATION OF ANP.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas on the following

(Cl Trademarks or (Patents. ( [1] thepatent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED US. DISTRICT COURT9:47-tv-0231-JRG 3/26/2017 Eastern District of Texas
PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg §.A.

 

 

 
   

 

  
 
 
 
 

 Google,Inc.

 
 
 

 
 

  
 

TRAERTARKNO. HOLDER OF PATENT OR TRADEMARK

pases|aatzots Uniloc Luxembourg S.A.

po
eea

In the above-—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY

 
 
  

 

 

 

 
  

 

 
  

 

  
  (1 Amendment (1 Answer Ll Cross Bill (1 Other Pleading

PATENT OR DATE OF PATENTTRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
ee
2 _
pd 

In the above—entitled case,th

DECISION/JUDGEMENT

¢ following decision has been rendered or judgement issued:
 

 
   

(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copyto DirectorCopy 2—-Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00779-JRG Document 32 Filed 04/19/17 Page 1of1PagelD#: 207

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-779 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and SHORETEL, INC.
UNILOC LUXEMBOURG, S.A.

 

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Any and all claims by Uniloc USA, Inc. and Uniloc Luxembourg S.A.(collectively, “Uniloc”) against ShoreTel, Inc.
(‘ShoreTel’) are DISMISSED WITH PREJUDICE (BY) DEPUTY CLERK DATE

Nakisha Love 4/19/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00641-JRG Document 21 Filed 04/18/17 Page 1of1PagelD#: 331

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-641 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and LINE EURO-AMERICAS CORP. & LINE
UNILOC LUXEMBOURG, S.A. CORPORATION

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Any and all claims by Uniloc against Line Euro-Americas Corporation and Line Corporation (together, “Line”) are
DISMISSED WITH PREJUDICE CLERK (BY) DEPUTY CLERK DATE

Dad A. Orie. Nakisha Love 4/18/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:17-cv-00349-JRG Document5 Filed 04/24/17 Page 1of1PagelD#: 134
AGS 126 (Rev. 08/10}

Mail Step 8 REPORT ON THE
IMrecter of the U.S. Patent and Trademark (Hfice | FILING GOR DETERMINATION OF AN

TO:

P.O. Box 1450 | ACTRON REGARDING A PATENT OR
Alexandria, VA 22314-1450 TRADEMARK 
 

 
ewith 35 0.5.0. § 290 and/or 15 USC. § 1116 vouare hereby advised that a court action has beer

ict Court Eastern District of Texas on the followtag
fn. Compliai

 
  Prademaths or iff atoms. ¢ (1) the patent achen invoives 35 US.§ 292):

DOCKET NO. DATE FILED LS. DISTRICT COURT
2:1 7-Gv-349 Afs1f2017 Eastern District of Texas

PLAINTIFF {DEPENDANT

UNILOC USA, INC. and HIKE LTD.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT on OT PAT ‘
TRADEMARK NO. OR TRADEMARK GOLDEROF PATENT OB TRADEMARK

8,724,822 5/43/2044 Uniloc Luxembourg $.A.

2 8,995,433 8/31/2015 Uniloc Luxembourg S.A.

Pt Amendment Ib Answet {7} Cress Bit [| Other Pleadiag
DATE OF PATENT 

{n the above---euittied case, the following decision las been rendered or judgement issued:

CECTSIONJUDGEMENT

(BY) DEPUTY CLERK. 
Copy b--Upon hutiation ofaction. mau this copy to Director Copy 3--Upor termination of action, mall this copy te Birector
Copy 2---Upon filing document adding patent(s)}, mail this copy te Director Copy 4---(Case fie copy

283



284

Case 2:17-cv-00347-JRG Document5 Filed 04/24/17 Page 1of1PagelD#: 133
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Mail Step 8 REPORT ON THE
IMrecter of the U.S. Patent and Trademark (Hfice | FILING GOR DETERMINATION OF AN

TO:

P.O. Box 1450 | ACTRON REGARDING A PATENT OR
Alexandria, VA 22314-1450 TRADEMARK 
 

 
ewith 35 0.5.0. § 290 and/or 15 USC. § 1116 vouare hereby advised that a court action has beer

ict Court Eastern District of Texas on the followtag
fn. Compliai

 
  Prademaths or iff atoms. ¢ (1) the patent achen invoives 35 US.§ 292):

DOCKET NO. DATE FILED LS. DISTRICT COURT
2:1 7-Gv-347 Afs1f2017 Eastern District of Texas

PLAINTIFF {DEPENDANT

UNILOC USA, INC. and KIK INTERACTIVE, INC.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT on OT PAT ‘
TRADEMARK NO. OR TRADEMARK GOLDEROF PATENT OB TRADEMARK

8,724,822 5/43/2044 Uniloc Luxembourg $.A.

2 8,995,433 8/31/2015 Uniloc Luxembourg S.A.

Pt Amendment Ib Answet {7} Cress Bit [| Other Pleadiag
DATE OF PATENT 

{n the above---euittied case, the following decision las been rendered or judgement issued:

CECTSIONJUDGEMENT

(BY) DEPUTY CLERK. 
Copy b--Upon hutiation ofaction. mau this copy to Director Copy 3--Upor termination of action, mall this copy te Birector
Copy 2---Upon filing document adding patent(s)}, mail this copy te Director Copy 4---(Case fie copy
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