UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Shenzhen Zhiyi Technology Co. Ltd., d/b/a iLife,
Petitioner

V.

iRobot Corp.,
Patent Owner.

Patent No. 6,809,490 to Jones et al.

IPR Case No. IPR2017-02061

PETITION FOR INTER PARTES REVIEW OF CLAIMS 1-3,
7,12, AND 42 OF U.S. PATENT NO. 6,809,490 UNDER 35
U.S.C. §§ 311-319 AND 37 C.F.R. §§ 42.100 ET SEQ.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent No. 6,809,490 Petition Requesting Inter Partes Review

TABLE OF CONTENTS

TABLE OF EXHIBITS ...ttt v
L. MANDATORY NOTICES UNDER 37 C.F.R. § 42.8(a)(1) FOR
INTER PARTES REVIEW ..ottt ettt 1
A.  Real Party in Interest Under 37 C.F.R. § 42.8(b)(1)...cccovvveeerrereennennn. |
B.  Related Matters Under 37 C.F.R. § 42.8(b)(2) weeeevvveeeriiieeieeeeiiee e |
C.  Lead and Backup Counsel Under 37 C.F.R. § 42.8(b)(3) and
Service Information under 37 C.F.R. § 42.8(b)(4)..cccccvvveevcriieerreennee. 2
II.  PAYMENT OF FEES UNDER 37 C.F.R. § 42.15....oiooiiiiiicieeeeeeeee 3
ITII. CERTIFICATION OF WORD COUNT UNDER 37 C.F.R. §
A2.24(D) ettt et ettt et e ettt 3
IV.  REQUIREMENTS FOR IPR UNDER 37 C.F.R. § 42.104.........ccc0eeevvrennenn 3
A.  Grounds for Standing Under 37 C.F.R. § 42.104(a) .....cccvvevvveerreennnen. 3
B.  Identification of Challenge Under 37 C.F.R. § 42.104(b) and
Relief ReqUeSted......c.vvvieeeiiieeiiieeee et 3
V.  OVERVIEW OF THE ALLEGED INVENTION .......cccccoceniiieiieieieeenee. 4
A.  The Prosecution History of the 490 Patent............ccceeevvveecciieennennns 4
1. Priority Date......ccuviieiiiieeiieeeee et 4
2. Prosecution of the 490 Patent............cccceeviiieciiieeiieeeee e 5
B. The Challenged Claims ...........cooveiiierciiieeiiie e 7
C. Person of Ordinary Skill in the Art (“POSITA”) ..ccccevvviiiiiiieeieenns 7
D.  Claim CONStrUCTION .....eeruieriieriiiiiieiiesiie ettt 7

1. Agreed Constructions from Corresponding ITC

INVESTIZAION....c.etiiieiiieeeiiie et 8

2. Disputed Terms from Corresponding ITC Investigation........... 8

E.  Overview Of Prior ATt .....occceiiviiiiiiiiie e 9

1. Overview of Ueno-642 (Ex. 1004-Ueno) ........cccceevvvvveeeeennnnenn. 9

2. Overview of Bissett-612 (Ex. 1005-Bissett).........cccceeeeeennnneenn. 11

VI.  SPECIFIC GROUNDS FOR PETITION.......cccceeiiiiiiieeieeieeeieeeee e, 14

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent No. 6,809,490 Petition Requesting Inter Partes Review

A. Ground 1: Ueno-642 anticipates claims 1-3, 7, and 12...................... 14
1. The scope and content of the prior art ...........cccceeeeeiveeeennennnee, 14
2. Challenged Claims (1-3, 7, 12) .cccuviieiiiieeiieeeeeeeeee e, 14
B. Ground 2: Ueno-642 in view of Bissett-612 renders obvious
ClATIM 42 ..ottt e 35
1. The scope and content of the prior art ...........ccccveeeeiieeeennennnee, 35
2. Rationale for combining Ueno-642 and Bissett-612 ............... 35
3. Challenged Claim (42) ...c..covvveeiiieeie e 38
VII. CONCLUSION......ccttitteiieeie et entteste e ere e vt estaesvesbeesseessaessseenseesseesssesssens 41
CERTIFICATE OF SERVICE ......ocoiiiiiiiieieeeeeeeee et 42

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent No. 6,809,490 Petition Requesting Inter Partes Review

TABLE OF EXHIBITS
Exhibit Description

1001 U.S. Patent No. 6,809,490 (*“’490 patent”)

1002 File history of U.S. Patent No. 6,809,490

1003 Declaration of C. Douglass Locke, Ph.D., Regarding
Invalidity of the Challenged Claims of U.S. Patent No.
6,809,490 (“Locke”)

1004 Certified Translation of Japanese Unexamined Patent
Application Publication H11-212642, published August 6,
1999 (“Ueno-642")

1005 U.S. Patent No. 6,493,612 to Bissett (“Bissett-612")

1006 Japanese Unexamined Patent Application Publication H11-
212642, published August 6, 1999 (non-translated)

1007 Affidavit certifying translation of Japanese Unexamined
Patent Application Publication H11-212642

1008 Joint Claim Construction Chart, as submitted in Investigation
No. 337-TA-1057, August 18, 2017

1009 U.K. Patent Application 9827758

1010 PCT Publication WO 00/38026

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent No. 6,809,490 Petition Requesting Inter Partes Review

iLife (“Petitioner”) hereby seeks inter partes review of Claims 1-3, 7, 12,
and 42 (“the Challenged Claims”) of U.S. Patent No. 6,809,490 (Ex. 1001 (the
“’490 patent”)). The Challenged Claims of the 490 patent do not claim anything
new; they claim previously-known operational modes for mobile robots. The
Challenged Claims in the patent should therefore be canceled for the reasons
described in this Petition.

I. MANDATORY NOTICES UNDER 37 C.F.R. § 42.8(a)(1) FOR INTER
PARTES REVIEW

A.  Real Party in Interest Under 37 C.F.R. § 42.8(b)(1)

The real parties-in-interest in this Petition are: Shenzhen Zhiyi Technology
Co. Ltd. d/b/a iLife and iRobot Corp.

B. Related Matters Under 37 C.F.R. § 42.8(b)(2)

There is a pending proceeding before the U.S. International Trade
Commission that involves the Challenged Claims of the ’233 patent: In re Certain
Robotic Vacuum Cleaning Devices And Components Thereof Such As Spare Parts,
Investigation No. 337-TA-1057 (the “ITC Investigation™).

There is also a federal district court litigation filed by iRobot Corporation
against Petitioner that also involves the Challenged Claims of the ’233 patent:
iRobot Corp. v. Shenzhen Zhiyi Technology Co. Ltd. d/b/a iLife, Case No. 1:17-cv-

10652 (D. Mass.) (the “District Court Case”).
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