Filed on behalf of: Paper No. 1
Google Inc. Date: September 7, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLE INC.,
Petitioner,
V.
ALEX IS THE BEST, LLC

Patent Owner.

U.S. Patent No. 8,581,991
IPR2017-02059

PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 8,581,991

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

U.S. Patent No. 8,581,991
Petition forinter PartesReview

Page
TABLE OF CONTENT S ..ot e e e [
o =T S USSR iv
l. PAYMENT AUTHORIZATION AND Mandatory Notices Under73C.F.R
B 2 B e ———— 1
[I.  Grounds For Standing Under 8 42.104(8) .....cuuummmeerrieeerrneerernieeeeennnaenn 5
1. The ‘991 Patent And The Field Of At ... 5
I\VV. Identification Of Challenges Under 8 42.104(D).......cccvevuiiiiiiiiieiiiiineeeens 7
A. Overview Of The Grounds For This Petition .......ccoovveieieiiieiennn.. 7
B. The Earliest Effective Filing Date Of The Challeddgélaims............ 8
C. Prior Art Status Of The ReferenCes .........ccmeeveieeiiiiieeeeenn, 10
D. Level Of Ordinary SKill In The Art ..o, 11
V. CLAIM CONSTRUCTION UNDER 37 C.F.R. § 42.104(b)(3).-............ 11
VI. GROUND 1—ANTICIPATION BY NICHOLAS. ... 13
AL ClAIM 2. e e 41
B. G aIM 23 . 12
G, L aAIM 25 e e 22
B T O - 111 o 12 AR 22
. ClaIM 28 .. s 32
.o G aIM 2 . e e 32
. ClaAIM B2 e 42
[ T O F= 111 ¢ JEC 1 TR Q3

TABLE OF CONTENTS

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

U.S. Patent No. 8,581,991
Petition forinter PartesReview

TABLE OF CONTENTS

Page
l. Claim 35 Q3
B TR O - 1 4 1T PSRRI 13
K. Claim B7 i 13
L. Claim B8 23
VIl. GROUND 2—OBVIOUSNESS BY INOUE IN VIEW OF NAIR ..........32
N O - 1 o 2 SRR 33
B.  Claim 23 14
C. Claim 25 14
D.  Claim 27 e e 34
E.  Claim 28 . 44
F.o Claim 29 44
G.  ClaiM B2 e 54
H.  Claim B3 .. 15
I Claim 35 . 15
J Claim BB ... 25
SO O - 111 1 7 A PSP 35
L. Claim B8 ..o 35
VIlIl. GROUND 3—OBVIOUSNESS IN VIEW OF INOUE, NAIR AND
NARAYANASWAMI .....utiiiiiiiiiiiiiiiiieieieieeetmm e e e e e e e e e s s s s aas s snnsnenneenees 54
IX. GROUND 4—OBVIOUSNESS BY UMEDA IN VIEW OF INOUE .....54
i

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

U.S. Patent No. 8,581,991
Petition forinter PartesReview

TABLE OF CONTENTS

Page
Al CIAIM 22 85
B.  Claim 23, 95
C.  ClamM 25, i Q6
D.  Claim 27 e Q6
E.  Claim 28 .o 16
F.o Claim 29 . e 16
G.  ClaM 32, 26
H.  Claim B3 e e 66
I Claim 35 .. 66
J Claim BB ... 6 6
Ko ClaiM 37 e e 76
L. Claim B8 76
X.  CONCLUSION AND RELIEF REQUESTED ..........uuvtmmmmmeeeereenennninnnee 68

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

U.S. Patent No. 8,581,991
Petition forinter PartesReview

EXHIBIT LIST

Ex. No.

Brief Description

1001

U.S. Patent No. 8,581,991 to Clemente (“the ‘998

1002

Alleged Priority Document: U.S. Provisional Applica Serial No.
60/702,470

1003

Alleged Priority Document: Prosecution History af8JApplication
Serial No. 11/484,373, now Pat. No. 7,633,524

1004

Alleged Priority Document: Prosecution History afSJApplication
Serial No. 12/637,277, now Pat. No. 7,907,172

1005

Prosecution History of the U.S. Application SeNal. 13/925,498, now,
Pat. No. 8,581,991

1006

U.S. Patent Application Publication No. 2004/01336® Nicholas, llI,
provisional application file September 12 2002jtytapplication filed
September 12, 2003, and published July 8, 2004c(idlas”)

1007

U.S. Patent Application Publication No. 2004/0129 28 Nair, et al.,
filed August 4, 2003 and published July 1, 20044

1008

U.S. Patent Application Publication No. 2004/010@6 Inoue, et al.,
filed December 3, 2003 and published June 10, 200due”)

1009

U.S. Patent Application Publication No. 2002/015922 Umeda, et al.

! The prosecution histories of two intervening URatent Applications (the

applications that issued as U.S. Patent Nos. &084and 8,477,197) are publicly

available and contain double-patenting rejectibus they have not been submitted

as exhibits to this petition as Petitioner doesralyt upon them.
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