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99

1. I, Ivan Zatkovich, have been retained by MacroPoint, LLC. (““MacroPoint

or “Plaintiff’) through the law firm of Thompson Hine LLP as an expert witness in the

matter of MacroPoint, LLC v. Ruiz Food Products, Inc., Civil Action No. 6:16-cv-01133-

RWS-KNM. I have previously submitted an expert report on behalf of MacroPoint

regarding infringement of the U.S. Patent No. 8,275,358 (the “‘358 Patent”) and U.S.

Patent No. 9,429,659 (the “‘659 Patent”) (together, the “Patents-in-Suit”) by Defendant  
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Ruiz Food Products, Inc. (“Ruiz Foods”or “Defendant”).' I submit this report in rebuttal

of the Expert Report of Dr. Stephen B. Heppe regarding validity of the Patents-in-Suit.

z: I] may supplement myreport in light of any additional discovery, opinions

by Defendant’s experts, and/or trial testimony. I also may provide rebuttal opinions and

testimony in response to Defendant’s experts, and rebuttal testimony in response to any

of Defendant’s witnesses. Further, I may use animations, demonstratives, enlargements

of actual Exhibits, and other information in orderto illustrate my opinions.

1 MATERIALS CONSIDERED FOR THIS REPORT

3. A list of materials I considered in preparing this report are attached as

Exhibit A. I have consulted with Mr. R. Christopher Anderson, who I understand to has

been engaged to provide an expert opinion in connection with damagesin this case.

2 SUMMARYOF OPINIONS

4, It is my understanding that claims 1, 4, 19, and 22 of the ‘358 Patent and

claims 2 — 25 and 27 — 30 ofthe ‘659 Patent (altogether, the “Asserted Claims”) are at

issue in this action.

5: Based on my review and analysis of the materials listed in Exhibit A

including Dr. Heppe’s report and the prior art references identified therein, as well as my

' Expert Report of Ivan Zatkovich Regarding Infringement of U.S. Patent Nos. 8,275,358
and 9,429,659, Jan. 25, 2018.
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experience and education, it is my opinion that Defendant and Dr. Heppe havefailed to

meet their burden to prove by clear and convincing evidence that the Asserted Claims are

anticipated by any ofthe prior art references they have identified.

6. It is my opinion that Defendant and Dr. Heppe have failed to meet their

burden to prove by clear and convincing evidence that the Asserted Claims are obviousin

view ofthe prior art references they have identified, individually or in combination.

7. It is my opinion that secondary considerations of non-obviousness,

including commercial success, long-felt but unresolved need, failure of others, skepticism

by experts, praise by others, teaching away, licensing of the invention, recognition of a

problem, and copying by others further support the non-obviousness of the Asserted

Claims.

8. Further, Dr. Heppe states without support in a footnote that it is his

opinion“that the claims in the ‘358 and ‘659 patents do not appear substantially different

from manyof the claims” of patents found to be directed to unpatentable subject matter

in prior litigation.” 1 disagree. Dr. Heppe has donenothingto establish that the Asserted

Claims of the ‘358 and ‘659 Patents are in any way similar to any claim of patents at

issue in the priorlitigation. In fact, the claims plainly differ on their face, for example,

Claim 1 of the 943 Patent, which was identified as representative of the claims in the

? Expert Report of D. Stephen B. Heppe 21, n. 5, Jan. 25, 2018.
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prior litigation? lacks the limitation “request location information of the mobile device

comprising the GPS receiver from a location information provider.” [ERR

Therefore, it is my opinion that

Defendant and Dr. Heppe have not met their burden to prove by clear and convincing

evidence that the ‘358 and ‘659 patents are not substantially different from any claim at

issue in prior litigation.

3. QUALIFICATIONS

7. ] have extensive experiencein the field of art relevant to the ‘358 and ‘659

Patents. I expect to testify concerning my qualifications, background and experience

relevant to the issues in this investigation. A copy of my Curriculum Vitae and

Testimony I have provided in the last 5 years is attached as Exhibit B.

10. I am a Principal Consultant of eComp Consultants, a position I have held

for over 15 years. I have over 30 years of experience in a diverse set of technologies

3 MacroPoint, LLC v. FourKites, Inc., Mem. of Op. and Order 2, No. 1:15-cv-1002 (N.D.
Oh. Nov. 6, 2015) (available in File Wrapper of ‘659 Patent at Protest Under 37 C.F.R. §
1.291 Reference 1 (Jan. 27, 2016)).
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including GIS (Geographic Information Systems), GPS, Vehicle Tracking, Electronic

Logging Devices, Wireless and Network Communications, and Mobile Applications.

11.|eComp Consultants provides professional consulting services relating to

computer and technical matters in a wide range of industries

including utilities, telecommunications, eCommerce, financial transactions, digital media,

and cloud-based services. Such consulting services include working with clients on

specific information technology projects, process improvement, project management and

other technology issues, as well as providing professional expert witnessservices.

12. I received a Bachelor’s degree in Computer Science, with a minorin

Electrical Engineering Digital Circuit Design, from the University of Pittsburgh in 1980.

I completed a Master’s thesis in Computer Networks from the University of Pittsburgh,

the results of which were published in Byte Magazine.

13. _In my professional career, | have worked for companies suchas Digital

Equipment Corp. and GTE/Verizon Telecommon projects designing, developing and

integrating software and hardware for computer networks, wireless, cellular, and

telecommunications systems. For example, relevant projects from my career include:

14. Utility Partners —- Developed the MobileUP application, a geographic work

 
order and vehicle Tracking System dispatching Field Service personnel and managing

Electronic Onboard Recording.

¢ Utility Partners — Developed the MobileUP application, a geographic work order

and vehicle tracking system dispatching Field Service personnel and managing

Electronic Onboard Recording.  
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e GTE/Verizon — Designed and developed Automated Geolocation, Geographic

MappingandFacilities Management system based on Customer & Equipment

location. Developed provisioning systems for mobile phones and cellular networks.

e GIS Dispatch Mapping (AWAS) — Implemented Geographic based mobile field

services for locating subscribers and displaying routing information on a geographic

map.

e eComp Consultants — Location based mobile applications including:

e Mobile Payments — developed patents for mobile phone payment and

advertising. Technology includes NFC (Near Field Communication) and

SMS basedtransaction authorization. (Android, iPhone)

Cell Mesh Networks — developed Mesh Network for hyper-local

marketing and mobile applications using WiFi direct connect technology

(Android, iPhone)

15. Ihave been frequently called upon to provide my expert opinion on

matters concerning patent disputes for over 15 years. I have given testimony as an expert

at trial and by deposition, including in areas that relate to the technology described in the

patents-in-suit. For example. | was qualified as an expert in geolocation and mobile

telecommunications in the following cases:

e GT Nexusv Inttra, Inc., 4:1 1-cv-02145-SBA (N.D.Cal.) — Patent Litigation-

Testifying expert providing expertise in systems for Location and Tracking of Cargo

and Container shipments using central communication and normalization of tracking

and status information.
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e Progressive v. State Farm, CBM2012-00003, CBM2013-00004 (PTAB) —

Covered Business Method — Expert providing expertise in

Electronic OnBoard Recording devices to allow vehicles to record and transmit

vehicle location, status, and other characteristics. Provided expert report including

rebuttal of a 101 Patentable subject matter challenge.

e GeoTag, Inc v. Frontier Communications Corp., 2:10-cv-00265 (E.D. Tex.) —

Patent Litigation — Testifying expert for 12 defendants for web and mobile based

Geolocation applications to identify proximity to and location of Merchants.

¢ Black Hills Media, LLC v. Samsung, Inv. No. 337-TA-882 (ITC) — ITC Patent

Investigation — Analysis of Mobile based location sharing and event driven mobile

applications such as AT&T FamilyMap, Google+ Location, and Latitude. Providing

infringementassertions against Samsung, LG, and Toshiba (smart phones & mobile

tablets).

16. Byvirtue of the above experience, I have gained a detailed understanding

of the technologythat is at issue in this case. In addition, my experience with commercial

and technical aspects of geolocation and mobile telecommunicationsis directly relevant

to the subject matter of the patents-in-suit.

17. Therefore, I consider myself a person ofat least ordinary skill in the art of

the ’358 and ’659 Patents in the 2012 time period, the qualifications of which | have

stated below. 
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APPLICABLE LEGAL STANDARDS

18. ‘In expressing opinions on legal issues, I have applied the following legal
 

standards conveyed to me by MacroPoint’s counsel. I have additionally reviewed and
 

understand the legal standards set forth in Dr. Heppe’s expert report.
 

4.1 Presumption of validity
 

19. | understand that the claimsin an issued patent are presumedto be valid. |
 

understand that each claim of a patent is presumed valid independently of the validity of
 

other claims.

 

20; I understand that the burden of establishing invalidity of a patent or any
 

claim thereof rests on the party asserting invalidity. I understand that to overcome the
 

presumption of a claim’s validity, the party asserting invalidity must prove invalidity by
 

clear and convincing evidence. I understand that the clear and convincing evidence
 

standard described as a high or very high degree of confidence.
 

21. I understand that a party seeking to establish invalidity of any claim of a
 

patent with a prior art reference that was considered by the Patent Office Examiner

during prosecution of that patent bears the additional burden of overcoming the deference

that is due to a qualified government agency presumed to have properly doneits job. 1

understand this deference extends to Patent Examiners, who are assumed to have some

expertise in interpreting the references and to be familiar from their work with the level

of skill in the art, and whose duty it is to issue only valid patents.
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EAs ] understand that the party asserting invalidity bears the burden of proving

that allegedly invalidating art is prior in time to the inventions claimed in the Patents-in-

Suit.

23. I understand that because establishing invalidity requires clear and

convincing evidence, mere conclusory statements are insufficient to support an invalidity

conclusion. I similarly understand that unsupported assertions or opinions lacking a

reasonable technical foundation are also insufficient to support an invalidity conclusion.

4.2 Anticipation — 35 U.S.C. § 102

24. I understand that a reference may only anticipate claims of an issued

patent, under 35 U.S.C. § 102, if the reference is “priorart” to the patent.

25. I understand that several categories of prior art are defined by subsections

of § 102 and that these categories changed somewhat with passage of the America

Invents Act (“AIA”). I understand that the effective date, for anticipation and

obviousness purposes, of the AIA is March 16, 2013. Thus, any patent filed before that

date is evaluated under § 102 asit existed prior to the AIA.

26.—I understand that under pre-AJA § 102, a documentis priorart to a patent

if it was publicly disclosed (i.e., published) prior to the priority date of the patent. By

contrast, I also understand that documents that were not publicly disclosed, including

documents that were distributed under confidentiality restrictions or under a non-

disclosure agreement, are not prior art for purposes of pre-AIA § 102.

27. I understand that prior art described in the specification is considered by

the examiner.
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28. I understand that merelisting of a reference in an information disclosure

statementis not taken as an admissionthat the referenceis prior art against the claims.

29. | understand that for anticipation to exist that each and every limitation of

the claim at issue must be identically found in the reference disclosure, as viewed by a

person of ordinary skill in the field of invention at the time the invention was made.

30. Anticipation requires that each element of the claim at issue be found,

either expressly or inherently, in a single prior art reference, or that the claimed invention

waspreviously known or embodied in a single prior art device or practice. 1 understand

that a limitation is only inherently disclosed by a reference if that limitation is necessarily

present in the reference, and it must be so recognized by personsof ordinary skill in the

art. I understand inherency may not be established by probabilities, possibilities,

suggestions, or inferences that a limitation may be present in the disclosed features of a

reference, and that the mere fact that a certain thing may result from a given set of

circumstancesis not sufficient to show inherency.

31. As I understand it, an example of inherency is that disclosure of water

molecules necessarily discloses the presence of hydrogen and oxygen atoms because

science dictates that water comprises hydrogen and oxygen. Bycontrast, disclosure of a

motorcycle does not inherently disclose a vehicle with two wheels because some

motorcycles have three wheels notwithstanding that we may conventionally think that

motorcycles have two wheels. I understand inherency to require “certainty” not

“possibility.” It is my understanding that a design choice, in the presence of design

alternatives, does not establish inherency.
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32. Invalidity by anticipation requires that the four cornersofa single priorart

reference describe every element of the claimed invention, either expressly or inherently,

such that a person of ordinary skill in the art could practice the invention without undue

experimentation.

4.3 Non-obviousness — 35 U.S.C. § 103

33. I understand that a patent claim is obvious only if the differences between

the claim andtheprior art are such that the subject matter of the claim as a whole would

have been obviousto one of ordinary skill in the art at the time of the invention.

34. I understand that for a patented invention to be invalid as obvious, the

accused infringer must identify prior art references that alone or in combination with

other references (or the knowledge of a person of ordinary skill in the art) would have

rendered the claimed invention obvious to one of ordinary skill in the art at the time of

the invention.

35. I understand for a claim to be found obvious every claim limitation must

be found present in the combination of the prior art references or POSITA (a Person of

Ordinary Skill in the Art) knowledge before the obviousness analysis proceeds.

36. 1 understand that the factors that should be assessed in the obvious

analysis include at least: (1) the scope and content ofthe priorart; (2) the differences

between the prior art and the claim at issue; (3) the level of ordinary skill in the art; and

(4) whatever objective evidence may be presentas indicia ofnonobviousness.

bs
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30. ] understand that inherent aspects of the prior art not readily known to a

person of ordinary skill do not support a finding of obviousness because obviousness

cannot be predicated on what is unknown.

38. I understand that an obviousness determination is analyzed from the

perspective of one of ordinary skill in the art at the time of the invention. I understand

that it is impermissible to use the patent as a template (and reason) for combining prior

art references to achieve the claimed invention because that would reflect hindsight bias.

This improperpractice often takes the form of working backwards from the claimsto find

references that disclose the claims’ limitations and then declaring, without analysis, that

the combination would have been obvious because all limitations were known. I

understand that the person ofordinary skill in the art at the time the invention was made

would need to be motivated to combine references to create the combination of features

claimed by the patent independentof the teachingsof the patent.

39. It is my understanding that obviousness requires also that a reason must be

shownthat would have prompted a person ofordinary skill in the art to combine known

elements in the fashion claimed bythe patents at issue. This reason is often described as
bed

a “motivation to combine.” A motivation to combine is often absent for a combination

when a POSITA would have knownthat disadvantages to making the combination would

have existed. A motivation to combine is also often absent when a POSITA would have

been dissuaded from making a combination. This dissuasion can take many forms

including statements in printed publications and is often described as a “teaching away.”

 
Page 16 of 225 RUIZ FOOD PRODUCTS,INC.

Exhibit 1019



º»¼½¾¿À¾ÁÂ¾ÃÃÄ 
��
�������
������������

��������� �!

  
  

 
AO. | also understand that if a combination of two or moreprior art references

is used to render a claimed invention obvious, there must be a reasonable expectation of

success in making or practicing the claimed invention based on such combination. |

understand that in order for a reference to be proper for use in an obviousnessrejection

under 35 U.S.C. 103, the reference must be analogousart to the claimed invention.

4]. —_In addition, | understand the obviousness analysis cannot discount at the

time of invention, the inventor’s insights, and willingness to confront and overcome

obstacles, and even serendipity where the pathway to the invention seems to follow the

logical steps to produce these patented properties.

4.4 Objective Indicia of Non-obviousness

42. It is my understanding that objective indicia of non-obviousness may be

the most pertinent, probative, and revealing evidence available to the decision maker in

reaching a conclusion about obviousness. Under certain circumstances, the objective

indicia evidence maybe particularly strong and entitled to such weight that it may be

decisive.

43. I understand that examples of objective indicia that must be considered as

part of an obviousness inquiry include:

(1) commercial success;

(2) long-felt but unresolved needs;

(3) failure of others;

(4) skepticism by experts;

(5) praise by others;
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(6) teaching away;

(7) licensing of the invention;

(8) recognition of a problem (withoutits resolution); and

(9) copying ofthe invention.

44. To the extent any issues of law are raised by Dr. Heppe or Defendant

which I have not addressed in this report, | reserve the right to supplement my opinions

accordingly.

5 ONE OF ORDINARYSKILL IN THE ART

45. | have been asked to offer my opinion regarding the level

of ordinary skill in the art with respect to the °358 and ’659 Patents.

46. To assess the level of ordinary skill in the art, I understand one considers

the type of problems encounteredin theart, the prior solutions to those problems found in

prior art references, the rapidity with which innovations are made, the sophistication of

the technology, and the level of education of active workersin the field.

47. To assess the level of ordinary skillin the art of the ’358 and ’659

Patents, ] have considered the type of problems encountered in theart, the prior solutions

to those problems found in prior art references, the rapidity with which innovations are

made, the sophistication of the technology, the level of education of active workers in the

field, and my own experience working with those of skill in the art at the time of

inventions. In my opinion, a person of ordinary skill in the art of the °358 and ’659

Patents in the 2012 time period would have at least a Bachelor’s degree in computer

science, electrical engineering, or a related discipline and 2 years of experience in the

18
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relevant technical field of geolocation and mobile communications or the equivalent. |

am very familiar with people having this level of skill, as discussed in my curriculum

vitae and background.

6 OVERVIEW OF THE PATENTS-IN-SUIT

48. Each of the asserted patents in this case disclose novel and inventive

systems and methods for tracking, monitoring, and reporting to a requesting party the

location of a vehicle or the freight carried by a vehicle. Prior to the invention,

conventional vehicle tracking systems required the acquisition and installation of GPS

equipmentin each vehicle to be tracked. GPS equipmentcan be costly, and requires the

GPS equipmentto provide the location information, with attendant costs to deliver this

informationto the user.

49. The claimed inventions of the asserted patents cleverly leverage the facts

that (1) a truck driver typically has with him on his person or in his truck a

communications device, such as a mobile phone, that can be used to track his location

using a variety of techniques; (2) independentthird parties routinely collect this location

information about the millions of communications devices already used throughout the

country: and (3) a communications device can be correlated to a particular truck by

matching the communicationsdeviceto the truck’sdriver.

50.|MacroPoint’s patented tracking technologyresolves the prior art problems

by providing notice to and obtaining a driver’s consent for monitoring the location of his

phone, obtaining the location of the driver’s phone from a third party with the capability

to track it, correlating the location of a vehicle with the location of the driver’s phone,

19

 
Page 19 of 225 RUIZ FOOD PRODUCTS,INC.

Exhibit 1019

 



ÛÜÝÞßàáßâãßààä 
��
�������
������������

��������� �!

 

 

 
and aggregating and reporting the location of multiple vehicles, regardless of tracking

technique. This provides continuous, real-time location information to shippers and

customers aboutall of their shipments, regardless of trucking company, in one integrated

 
service.

evire pi

a:

Figure 3

51. Figure 3 of the ‘659 Patent shows an example of how MacroPoint’s

invention can be implemented. A third-party Location Information Provider (such as a
20
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cellular services provider) can determine the location of a communications device using

GPS or radiolocation techniques that analyze the device’s position based on its

relationship to surrounding cellular towers. (See *659 Patent at 6:60-8:16; ‘358 Patent at

1:41-51.)

52. The system then correlates the device’s location to a particular truck using

computers programmed with customized “correlation logic” that indicates which driveris

in which vehicle. (See ‘659 Patent at 5:7-6:48; ‘358 Patent, 1:49-51 and 10:58-62.)

53. To address any issues regarding privacy, the system uses “notification

logic” that informs the driver his location may be seen byothers and “validation logic”

that ensures the driver consents to sharing his location. (See ‘659 Patent at 8:26-10:49;

‘358 Patent at 11:31-51.) Various parties can then request or receive the truck’s location

from the third-party location service provider. (‘659 Patent at 5:25-54; ‘358 Patent at

5:22-55.) For example, MacroPoint could request the information and then provideit to a

shipper or customer.

54.|The invention provides several advantages over prior art systems. It

provides continuous information about any truck’s location, allowing a shipper to know

exactly where its goods are at any time. It allows shippers to efficiently go to a single

source, such as MacroPoint, to obtain information about all shipments acrossall trucking

companies. It can also process location data using multiple and distinct types of tracking

technology—e.g., GPS, radiolocation, etc—unlike prior art systems in which each

trucking company’s system waslimited to a single technology. (See ‘659 Patent at 8:17-

24; ‘358 Patent at 1:41-51.)
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6.1 Summaryof the ‘659 Patent
 wre pa ea

- Device -—i i

 
Requesthng Communication

Party Onder terface  
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Party Mees
a ailorretahor:
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55. Discussing an exemplary embodimentof the ‘659 patent, Figure 1 of the

‘659 Patent (above) illustrates certain key features of the claimed system. In the ‘659

Patent, system 100 monitors the location of a communication device 110 located in

vehicle 105. System 100 includes a communications interface 120 that communicates

with external devices via electronic signals and correlation logic 170 that correlates the

vehicle 105 and the device 110. A Location Information Provider 150 has access to the

location of device 110 and maybe, for example, a wireless service provider that provides

wireless service in a network 155. The location information provided to the receiving

ae
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party comes from Location Information Provider 150, and not from communications

device 110.

6.2 Summary of the ‘358 Patent

56. The subject matter of the ‘358 Patent is similar to that of the ‘659 Patent,

but is more particularly focused on obtaining consent from the user of the mobile device

to tracking location information.

57.|There are industry guidelines (the Best Practices and Guidelines for

Location-Based Services developed by the International Association for the Wireless

Telecommunications industry (CTIA), hereinafter, the “CTIA Guidelines”) that are

intended to promote and protect user privacy in Location-Based Services (“LBS”).* The

CTIA Guidelines are incorporated by reference in the specification of the ‘358 Patent.

(‘358 Patent at 1:58-62.) The CTIA Guidelines are also discussed in the ‘358 Patent.

(‘358 Patent at 1:58-2:3.)

58. The CTIA Guidelines primarily focus on the user whose location

information is used or disclosed. The CTIA Guidelines define an LBS Provider as “an

application creator/provider, an aggregator of location information, [or] a carrier

providing network location information.” (RUIZ_004475.) Under the CTIA Guidelines,

+ The ‘358 Patent refers to this documentas the “CTIA Guidelines”so I will do the same.
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LBSproviders must ensure that users: (1) receive meaningful notice about how location

information will be used, disclosed and protected so that users can make informed

decisions whether or not to use the LBS and thus will have control over their location

information; and (2) consent to the use or disclosure of location information, and LBS

Providers bear the burden ofdemonstrating such consent. (RUIZ_004475.)

Loaaton

Logic

{ 13 j
r md

Communications | i
© oncae ot Wietac e—)

iP q 7

i Saat ee
i Nottication |ao ! Logic

— { t -2

4

2

{teeer = 16¢

59. Figure | of the ‘358 Patent (above) shows an exemplary system 100 for

providing user notification and receiving user consent to obtaining location information

of a mobile device 110 associated with the user, while Figure 2 of the ‘358 patent (below)

shows an exemplary method for providing user notification and receiving user consent to

obtaining location information of a mobile device.
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a
START

ab

2 210
| PARTICIPATE IN A TELEPHONE CALL WITH A MOBILE

DEVICE

¥ 220
IDENTIFYTHE MOBILE DEVICE  

; $ 230
TRANSMIT TO THE MOBILE DEVICE AN AUTOMATED

VOICE MESSAGE PROVIDING NOTICE

: 240
RECEIVE FROM THE MOBILE DEVICE CONSENT

®

END

60. _ The ‘358 Patent teaches both a method and a system to ensure

compliance with the guidelines by, for example, participating in a telephonecall with the

mobile device, identifying the mobile device during the call, transmitting to the mobile

device an automated voice message providing the required notice or a location at which

to find that notice during the call, and receiving from the mobile device the required

consent for obtaining location information during the call. As the ‘358 Patent states,

“Obtaining the identifier associated with the mobile device ... ensures that the right party,

the user, is notified that location information of the mobile device ... will be used and

that the right party, the user, consents to the use of the location information.” (‘358

Patent at 4:6-10.) The asserted system claims of the ‘358 Patent recite a “communication

99 66.
interface, validation logic,” and “notification logic” for providing these functionalities.
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CLAIM CONSTRUCTION

61. | understand that the Court has issued an order construing certain terms of

the claims of the patents-in-suit. Memorandum Opinion and Order (Feb. 14, 2018) ECF

No. 75 (the “Claim Construction Order”). Attached as Exhibit C is a chart of the claim

constructions issued by the Court, and attached as Appendix A to its order. _I have

reviewed these constructions and have conducted myvalidity analyses consistent with the

 
meaningsofthe claim terms as they have been construed. For any termsthat have not

been construed by the Court, I have applied to that term the plain and ordinary meaning

 
to one of ordinary skill in the art for that term.

62. Throughout this document, I may refer to the elements of claims by a

numbering schemeconsistent with that used in my report regarding infringement and

shownin Exhibits B and C to that report.

8 ANTICIPATION ANALYSIS

63. In my opinion, the asserted claims of the ‘358 and ‘659 Patents are neither
 

invalid as anticipated under § 102 nor as obvious under § 103. Noneofthe references

relied upon by Dr. Heppe change myopinion.

8.1 ‘358 ANTICIPATION ANALYSIS

64. Dr. Heppe opinesthat three references anticipated each asserted claim of

the ‘358 Patent: i.e., claims 1, 4, 19 and 22. Dr. Heppe refers to these references as

“CTIA,” “TechnoCom White Paper,” and “Enterprise.” I will refer to Dr. Heppe’s CTIA

26 
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reference as the “CTIA Guidelines” because the ‘358 Patent refers to that reference in

that way. See ‘358 Patent at 1:58-61.

65. I disagree with all of Dr. Heppe’s anticipation conclusions. I have been

told by counsel that for a claim to be anticipated by a reference, that reference must be

prior art and that every claim limitation must be disclosed, explicitly or inherently, in that

reference.

66. My review of these references leads me to conclude that each of Dr.

Heppe’s references does not disclose — expressly or inherently — several limitations

within each asserted claim. Therefore, none of Dr. Heppe’s references anticipate any

asserted claim. I discuss the limitations that are missing in these references below.

67. For most missing limitations, Dr. Heppe does not opine that the missing

limitation would have been obvious.

68. In the few instances that Dr. Heppe opines that a missing limitation would

have been obvious, I disagree. One reason for my disagreement is that Dr. Heppe’s

obviousness analysis reflects hindsight bias becauseit starts from the claimed invention,

works backward to identify limitations of the claimed invention in references or that such

limitations would have been obvious over POSITA knowledge, and then concludesthat

combiningthe limitations would have been obvious.

69. Additionally, Dr. Heppe has not established that any of his references are

prior art to the ‘358 Patent. The patent application that matured into the ‘358 Patent was

filed on March 1, 2012. Because this date is prior to the AIA effective date for
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anticipation and obviousness purposes (March 16, 2013), I have been told that pre-AIA

rules for anticipation and obviousnessapply to the ‘358 Patent.

70. Under pre-AJAprior art rules, 1 understand that a document that was not

publicly disclosed, such as a confidential document, is not priorart.> If a reference is not

prior art, it could not have anticipated (nor rendered obvious, as discussed later) any

asserted claim.

71. Therefore, Dr. Heppe cannot establish, to a high or very high degree of

certainty, that any of his anticipation references were publicly available before the

priority date of the ‘358 Patent. Additionally, two of Dr. Heppe’s references are

 
unambiguously marked “Confidential” so these documents are confidential rather than

public documents. Dr. Heppe has not offered any opinions on the Confidential

designation on two references or the veracity of the publication dates for any reference .

72. Additionally, for the reasons discussed below, each of Dr. Heppe’s

anticipation references did not disclose — expressly or inherently — or would have

rendered obvious multiple limitations in any asserted claim. The shortcomings of these

references are discussed below. Therefore, even if any of Dr. Heppe’s references are

> | have not been told whatthe post-AlA rulesfor prior art are, possibly because they do notpertain to my
work on the ‘358 and ’659 Patents.   
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determined to be prior art, they neither anticipate nor would have rendered obvious any

asserted claim.

73. A detailed explanation of my conclusions, and the bases for my

conclusions, is provided below.

8.1.1 CTIA Guidelines®

74. Dr. Heppe opined that the CTIA Guidelines renders the ‘358 Patent

invalid as anticipated. I disagree for the reasons discussed below.

8.1.1.1 Publication Date not Established with High or Very High Certainty

75. In my opinion, Defendant and Dr. Heppehave failed to meet their burden

to prove by clear and convincing evidence that the CTIA Guidelinesareprior art to the

‘358 Patent.

76.|Dr. Heppe opined that the CTIA Guidelines were priorart, apparently

based on Dr. Heppe’s version of that document carrying a 2010 copyrightnotice. 7° Dr.

° RUIZ-004473-82.

7 See Heppe Opening Report at paragraph 20 (including the CTIA Guidelinesin the list ofwhat Dr. Heppe
terms “prior art references.”). See also Table of Contents entry XI (listing “Prior Art References” including
the CTIA Guidelines).
5 Although the ‘358 Patent discloses the existence of a document named “CTIA Guidelines”(see ‘358
Patent at 1:58-61), and incorporates that documentby reference, the ‘358 Patent does not provide a revision
identifier for that document, and the CTIA Guidelines was not included in the prosecutionhistory ofthe
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Heppedid not offer any opinions on whythe 2010 copyright date reliably established the

publication date of the reference, and he did not offer any further basis for his conclusion

that the CTIA Guidelines wasprior art to the ‘358 Patent.

77. In my opinion, the mere existence of a date on a document, absent more,

does not establish with the requisite high or very high degree of certainty that the date

reliably reflects the date on which the document waspublicly disclosed. Therefore, Dr.

Heppehasnot established by clear and convincing evidence that the CTIA Guidelines

waspriorart to the 358 Patent.

8.1.1.2 Overview of Reference

78. The CTIA Guidelines is policy document. It describes recommended

social and business policies around location-based data collection from mobile devices.

The CTIA Guidelines do not describe technical solutions for providing notice or for

receiving consent. Indeed, the CTIA Guidelines claim to be “technology-neutral.” See

CTIA Guidelines at RUIZ-004475.

79. The CTIA Guidelines discuss at length various philosophies about

circumstances in which mobile device users should be notified before location-based data

wascollected from the mobile device. For example, the CTIA Guidelines recommends

‘358 Patent, so we cannot know with any certainty whether the version of the CTIA Guidelines relied upon
by Dr. Heppeis the version referenced in the ‘358 Patent.
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that “LBS Providers must ensure that users receive meaningful notice about how location

information will be used, disclosed and protected so that users can make informed

decisions whether or not to use the LBS and thus will have control over their location

information. RUIZ-004475.

80. The CTIA Guidelines also discuss at length philosophies about users

providing consent to their location-based data being collected. For example, the CTIA

Guidelines recommendsthat “LBS Providers must ensure that users consent to the user or

disclosure of location information, and LBS Providers bear the burden of demonstrating

such consent. Users must have the right to revoke consent or terminate the LBS at any

time. RUIZ-004475.

81. |The CTIA Guidelines discuss policy implications of five usage scenarios

(a wireless carrier, an application developer, a mobile device manufacturer, a data

aggregator, and a wireless carrier that facilitates application developer access to location

data) and discusses which party in each usage scenario is responsible for providing notice

and ensuring user consent. RUIZ-004476. In each usage scenario, a responsible party is

identified, while technical mechanismsfor providing notice and receiving consent are not

provided.

82. The CTIA Guidelines intentionally avoid taking positions or even making

recommendations on how notice should be provided and how consent should be ensured.

For example, the CTIA Guidelines state, “The form, placement, terminology use, manner

of delivery, timing and frequency of such notice depends on the nature of the [location-

based service].” RUIZ-004478.
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83.|At most, the CTIA Guidelines disclose concepts and policy expectations

but does not disclose implementations or technical details. The CTIA Guidelines

disclose the purpose of the document (RUIZ-004475), the parties to which the guidelines

should apply (RUIZ-004476), policies associated with notice (RUIZ-004477-48), policies

associated with consent (RUIZ-004479-80), and miscellaneous issues such as secure data

retention (RUIZ-00448 1-82).

84. Because the CTIA Guidelines provide no implementation details or

technical recommendations, other than explaining high-level concepts such as notice and

consent, a POSITA would not find the CTIA Guidelines to be an informative or

educational reference. Accordingly, as discussed below, the CTIA Guidelines differs

substantially from any asserted claim ofthe ‘358 Patent.

85.|My discussion of the CTIA Guidelines continues with a discussion of

undisclosed and non-obviouslimitations below.

8.1.1.3 Claim 1

86. I refer to the elements of claim 1 by a numbering schemeconsistent with

that used in my report regarding infringement and shown in Exhibit C to that report. See

Expert Report of Ivan Zatkovich Regarding Infringement, Exh. C 2-5 (Jan. 25, 2018).

Claim 1 requires the following elements: claim 1.1, claim 1.2, claim 1.3, claims 1.4 or

1.5, and claim 1.6. To the extent the preamble is found to be limiting, claim 1 also

requires claim 1.0. As discussed below, many of these limitations were not disclosed,

expressly or inherently, in the CTIA Guidelines, so Dr. Heppe cannot show that claim |

a2
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wasanticipated by the CTIA Guidelines. The undisclosed limitations also would not have

been obvious over the CTIA Guidelines. My bases for these conclusions follow.

8.1.1.3.1 Claim 1.0 - preamble — CTIA Guidelines Does Not Disclose a Computer-

Implemented Methodfor Receiving User Consent...

87. Claim 1.0 states “[a] computer implemented method for receiving consent

from a user of a mobile device to obtaining location information of the mobile device.”

Although it is my opinion that the preamble is not limiting, if the Court should find that

the preamble is limiting, Dr. Heppe has not established that claim 1.0 is disclosed by the

CTIA Guidelines. Therefore, claim 1 was not anticipated by the CTIA Guidelines for at

least this reason.

88. Additionally, Dr. Heppe did not opine that claim 1.0 would have been

obvious over the CTIA Guidelines. Therefore, Dr. Heppe did not establish that claim 1

would have been obvious over the CTIA Guidelinesfor at least this reason.

89. Dr. Heppe’s analysis of claim 1 and the CTIA Guidelines does not include

an opinion that the CTIA Guidelines disclose a computer-implemented methodasrecited

in the preamble of claim 1.

90. The preamble of claim 1 recites a computer-implemented method,so the

CTIA Guidelines can only anticipate claim 1 if that reference discloses the claimed

computer-implemented method. Dr. Heppe has offered no such opinion and my review

of the CTIA Guidelines leads me to conclude that the reference contains no such

disclosure because the CTIA Guidelines discloses social and business policy
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recommendationsrelated to acquiring and using location-based data but does not discuss

technical solutions for providing notice and receiving consentrelated to that data. 
  91. Dr. Heppe opined that the CTIA Guidelines disclose “the concept of a

 computer method whereby a mobile device user consents to location tracking of the 
 
 

mobile device.” See Heppe Opening Report at paragraph 121. Dr. Heppe’s reference to

 
“the concept of a computer method”is unclear. After the sentence quoted above, Dr. 

 Heppecites to passages in the CTIA Guidelines that could also be implemented with or 
 without computers. See id.

  92. To the extent Dr. Heppe cites these passages for the proposition that the

 CTIA Guidelines necessarily disclose a computer-implemented method for performing 
 
 

the steps of claim 1, I disagree. For example, some of Dr. Heppe’s cited passages in

 
 

paragraph 121 concern the general notions of providing “meaningful notice” and

receiving consent, each of which could be accomplished with non-computerized 
 
 
 
 
 

 
 

solutions. Indeed, the CTIA Guidelines (including the portions cited by Dr. Heppe) go

out of their way to be technology agnostic including a business model not involving

technology for at least some aspects of providing notice and receiving consent. “[T]he

Guidelines are technology-neutral and apply regardless of the technology ... or the

business model employed to provide LBS” (emphasis added). See Heppe Opening

Report at paragraph 121, citing CITA Guidelines at RUIZ-004475. Therefore, Dr.

 
Heppe’s citation to broad and generalized language in the CTIA Guidelines does not

 
reflect necessary disclosure of a computer-implemented method.
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93. To the extent that Dr. Heppe's opinions could be understood to mean that

any disclosure of a computer-implemented methodis sufficient to support an invalidity

argument through anticipation, I disagree. More specifically, Dr. Heppe opines that

“CTIA also discloses interactive voice response systems and methods (RUIZ-004479),

which is a computer-implemented method for receiving consent.” See Heppe Opening

Report at paragraph 122. The ‘358 Patent claims a computer-implemented method for,

among other things, particular ways for providing notice and receiving consent. Mere

disclosure of an IVR for some functions does not disclose a computer-implemented

methodforall limitations.

94. To the extent that Dr. Heppe’s identification of the CTIA Guidelines

disclosing a “411 LBS” could be understood to inherently reflect a computer-

implemented method (see Heppe Opening Report at paragraph 122), it is my opinion that

such disclosure would not reflect the requisite computer-implemented method because

various ways of implementing what might be termed a “411 LBS” exist and some of

those ways would not necessarily utilize a computer-implemented method.

95.|Moreover, Dr. Heppe did not opine that a “411 LBS” inherently disclosed

the claimed computer-implemented method. See Heppe Opening Report at

paragraph 123 (discussing claim 1.1 not claim 1.0). 
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96. For each of these reasons, I conclude that Dr. Heppe has not established

that claim 1.0 is disclosed by clear and convincing evidence in the CTIA Guidelines.’

Accordingly, the CTIA Guidelines neither anticipates nor would have rendered obvious

claim 1, and therefore also neither anticipates nor would have rendered obvious claim 4,

which dependsfrom claim 1.

8.1.1.3.2 Claim 1.2 —- CTIA Guidelines Does Not Disclose Obtaining an Identifier

within the Telephone Call

97. Claim 1 of the ‘358 Patent requires “within the telephonecall, identifying

the mobile device at least in part by obtaining an identifier associated with the mobile

device.” As discussed below, Dr. Heppe hasnotestablished that claim 1.2 is disclosed by

the CTIA Guidelines. Therefore, claim 1 was not anticipated by the CTIA Guidelines for

at least this reason.

98. Additionally, Dr. Heppe did not opine that claim 1.2 would have been

obvious over the CTIA Guidelines. Therefore, Dr. Heppe did not establish that claim 1

would have been obvious over the CTIA Guidelinesfor at least this reason.

° | note also that Dr. Heppe did notopine that claim 1.0 would have been obvious. See Heppe at paragraphs 121-22
(discussing claim 1.0). By contrast, Dr. Heppe opines that other limitations were obviousif they were not anticipated.
See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would have been obviousif it was
not anticipated). My opinions about obviousness conclusions Dr. Heppe did provide are discussed separately below.
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99. Dr. Heppe’s analysis of claim 1 and the CTIA Guidelines does not identify

any portion of the CTIA Guidelines that discloses claim 1.2. The present limitation

concerns identifying a mobile device by obtaining an identifier associated with that

device within the telephonecall.

100. I note that the parties have proposed constructions of the phrase “within

the telephonecall,” and that Dr. Heppe analyzed claim 1.2 under Plaintiff's construction,

and I address that aspect of the present limitation below.!°

101. Atmost, Dr. Heppecites portions of the CTIA Guidelines that reflect

possession of an identifier without discussing how or whenthat identifier was acquired. |

am referring specifically to his citations to “linked by phone number”and “information

that identifies a specific device.” See Heppe Opening Report at paragraph 126 (“CTIA

Guidelines teaches location information for specific devices that are ‘linked’ by phone

number,userID, or other unique identifiers,”). These disclosures do not reflect how the

identifier was acquired; i.e., during a call, before a call, or in any wayrelated to a

telephonecall.

'0] also note that Dr. Heppe choseto analyze claim 1.2 under Plaintiffs construction but generally did not analyze
other claims undereither party’s constructions. To the extent that Dr. Heppe offered opinions under some
constructions but not others, and offered those opinions on someclaims butnotothers, I understand that Dr. Heppewill
notoffer invalidity-related opinions for constructions and/or claims in which opinions werenotoffered in his opening
invalidity report. If Dr. Heppe offers claim construction based invalidity opinions outside his openingreport, | will
seek to supplement myrebuttal report to respond to Dr. Heppe’s new opinions.
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Heppehasnot established the presence of claim 1.2 for this reason as well. 
102. Dr. Heppe further opines that claim 1.2 is disclosed by the CTIA

preliminary matter, Dr. Heppe cites to RUIZ_004476 in support of his opinion but at

mostthat page discloses “linked by name,” which does not support an anticipation

103. To the extent Dr. Heppe’s opinions could be understood to concern

by phone number”and “information that identifies a specific device” could refer to a

 

 
Guidelines under Defendant’s (or Plaintiff's) construction of “within the phonecall” by

that reference disclosing a user providing their name during a call but I disagree. Asa

conclusion as discussed above. My review of the CTIA Guidelines leads me to conclude

that this reference does not disclose a user providing their name during a call. Thus, Dr.

inherency, | disagree that the cited passages inherently disclose claim 1.2. The “linked

phone numberthat is knownfor reasonsother than it being obtained during (or before) a

telephonecall. For example, the phone numberdisclosed by the CTIA Guidelines could

be obtained from a phone bookor business card. Because these other reasonsreflect that

claim 1.2 was not inherently disclosed by that reference.

  
claim 1.2 was not necessarily disclosed by the cited portions of the CTIA Guidelines,
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104. For each of these reasons, Dr. Heppehasnotestablished that claim 1.2 is

disclosed by clear and convincing evidence by the CTIA Guidelines.'! Accordingly, the

CTIA Guidelines neither anticipates nor would have rendered obvious claim 1, and

therefore also neither anticipates nor would have rendered obvious claim 4, which

depends from claim 1.

8.1.1.3.3 Claim 1.3 — CTIA Guidelines Does Not Disclose Transmitting ... During the

Telephone Call an Automated Voice Message...

105. Claim 1 ofthe ‘358 Patent requires “transmitting to the mobile device

during the telephone call an automated voice message communicating to the userof the

mobile device at least one of .. .” As discussed below, Dr. Heppe hasnot established

that claim 1.3 is disclosed by the CTIA Guidelines. Therefore, claim 1 was not

anticipated by the CTIA Guidelinesfor at least this reason.

106. Additionally, Dr. Heppe did not opine that claim 1.3 would have been

obvious over the CTIA Guidelines. Therefore, Dr. Heppe did not establish that claim 1

would have been obvious over the CTIA Guidelines for at least this reason.

‘| note also that Dr. Heppe did not opine that claim 1.2 would have been obvious. See Heppe Opening
Report at paragraphs 126-28 (discussing claim 1.2). By contrast, Dr. Heppe opinesthat otherlimitations
were obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would
have been obviousif it was not disclosed by the CTIA Guidelines). Therefore, ] have nothing to rebut on
the issue of whether claim 1.2 would have been obvious. My opinions about obviousnessofentire claims
are discussed separately below.
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107. Dr. Heppe’s analysis of claim 1 and the CTIA Guidelines doesnotidentify

any portion of the CTIA Guidelines that discloses this claim limitation. Dr. Heppe

analyzed claim 1.3 in conjunction with claims 1.4 and 1.5. See Heppe Opening Report at

paragraph 129. Therefore, | address Dr. Heppe’s arguments specific to claim 1.4 or 1.5

below.

108. For the reasons discussed below, I conclude that Dr. Heppe has not

established that claim 1.3 is disclosed by clear and convincing evidence by the CTIA

Guidelines.'* Accordingly, the CTIA Guidelinesneither anticipates nor would have

rendered obvious claim |, and therefore also neither anticipates nor would have rendered

obvious claim 4, which depends from claim 1.

8.1.1.3.4 Claim 1.4 -— CTIA Guidelines Does Not Disclose a Notice ...

109. Claim 1.4 requires “a notice including information indicating that

consenting to the obtaining of the location information of the mobile device would result

in the location information of the mobile device being disclosed.” As discussed below,

Dr. Heppehasnotestablished that claim 1.4 is disclosed by the CTIA Guidelines. As

'2] note also that Dr. Heppe did not opinethat claim 1.2 would have been obvious. See Heppe Opening
Report at paragraphs 126-28 (discussing claim 1.2). By contrast, Dr. Heppe opinesthat other limitations
were obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would
have been obviousif it was not disclosed by the CTIA Guidelines). Therefore, I have nothing to rebut on
the issue of whether claim 1.2 would have been obvious. My opinions about obviousnessofentire claims
are discussed separately below.
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further discussed below, claim 1.5 is not disclosed by the CTIA Guidelines as an

alternative to claim 1.4. Therefore, claim 1 was not anticipated by the CTIA Guidelines

for at least this reason.

110. Additionally, Dr. Heppe did not opine that claim 1.4 would have been

obvious over the CTIA Guidelines. Therefore, Dr. Heppe did not establish that claim 1

would have been obvious over the CTIA Guidelinesfor at least this reason.

111. Dr. Heppe’s analysis of claim 1 and the CTIA Guidelines does notidentify

any portion of the CTIA Guidelinesthat discloses ‘“‘a notice including information

indicating that consenting to the obtaining of the location information of the mobile

device would result in the location information of the mobile device being disclosed,” as

recited in claim 1.4, consistent with claim 1.3; ie., communicated by an automated voice

message transmitted during the telephone call. Although Dr. Heppe concludesto the

contrary, I disagree with his conclusions for the reasons discussed next.

112. Dr. Heppe begins his analysis of claim 1.4 by observing that the “CTIA

Guidelines specifically teaches the provision of notice regarding consenting to location

information of the mobile device.” See Heppe Opening Report at paragraph 130, citing

RUIZ-004477.'> But, claim 1.4 of the ‘358 Patent does not recite “notice” in the abstract;

'3 Dr. Heppe also seems to suggest, in paragraph 131, that negative disclosures in the CTIA Guidelines (“notdictating]
the form, placement, terminology used or mannerofdelivery notices”) associated with notice somehow (ie.,
inherently) reflects an affirmative disclosure ofthe notice of claim 1.4. These negative discloses leave much to the
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it recites notice provided through the approachrecited in claim 1.4. Neither the quoted

passage from the CTIA Guidelines nor the remainder of Dr. Heppe’s cited page from that

reference disclose the approachrecited in claim 1.4.

113. Dr. Heppealso cites to portions of the CTIA Guidelines concerning

consent, rather than notice, as supporting his conclusion that the claimed method of

providing notice was disclosed by that reference. See id. at paragraph 132, quoting the

CTIA Guidelines at RUIZ-004479 (“Users may manifest consent to those terms and

conditionselectronically by clicking ‘I accept’, verbally by authorizing the disclosure to a

customerservice representative; through an IVR system or any other system reasonably

calculated to confirm consent.”) Noneof the quoted disclosures reflect receiving notice,

rather than consent, during a telephonecall.

114. Dr. Heppe seemsto recognize the shortcomingin this reference, because

he implicitly acknowledges it when hesays,“[t]hus, if the consent is given through use of

an IVR system,it logically follows that the notice or request for permission would

likewise be done through that same IVR system.” I understand that the standard for

imagination as to what is unsaid in the CTIA Guidelines. I understandthat inherent disclosures must necessarily reflect
the presence of the claimed limitation, and that does not exist in this instance. For example, a paper notice would fall
within the scope of Dr. Heppe’s cited portions of the CTIA Guidelines but this paper notice would not disclose the
details of claim 1.4 because it would not be, for example, notice delivered by an automated voice message. Therefore,
1 disagree with Dr. Heppe’s conclusionsas to claim 1.4.
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anticipation is not whethera limitation “logically follows” from a disclosure in a

reference but whetherthe reference expressly or inherently discloses the limitation.

115. As I discussed above, and as Dr. Heppe implicitly concedes, claim 1.4 is

not expressly disclosed by the CTIA Guidelines. Therefore, the CTIA Guidelines could

only anticipate claim | if that reference inherently disclosed claim 1.4. I note that Dr.

Heppe doesnotstate that this limitation is inherently disclosed, so he cannot establish

anticipation for at least that reason. Additionally, the CTIA Guidelines, including the

cited passages concerning consent though an IVR system, do not inherently disclose

receiving the claimed form of notice because the reference’s disclosures do not

necessarily disclose the claimed form ofnotice.

116. A simple example, consistent with ourreal-life experiences, demonstrates

the shortcomings of Dr. Heppe’s inherency analysis. Credit card customers have

received, since before the priority date of the ‘358 Patent, credit cards in the mail that can

be activated through an IVR system. Notice of the terms for those credit cardsis

typically provided in paper form within the envelope containing the credit card. The

credit card customercan call a phone numberto activate the card, and the act of

activating the card by phoneor other methodreflects consent to the terms, associated

with the credit card, included on paper within the envelope. The existence of this example

establishes that disclosure of consent through an IVR system does not necessarily

disclose that notice is provided by the IVR system, notwithstanding Dr. Heppe’s opinion

to the contrary. Thus, claim 1.4 was not inherently disclosed by the CTIA Guidelines.
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117. Dr. Heppe continues by opining that, in the absence of an express or

inherent disclosure of claim 1.4, claim 1.4 would have been obvious in view of the CTIA

Guidelines. I disagree with Dr. Heppe’s analysis and his conclusion becauseit is

apparent from Dr. Heppe’s report that he started from the patented invention and worked

backwardsto achieve his obviousness conclusion. I have been told that such an approach

 
is an improper approach to obviousnessanalysis becauseit reflects “hindsight bias.”

118. Dr. Heppe’s obviousness analysis for claim 1.4 starts from an assumption

that an automated message providesthe required notice (i.e., claim 1.3), continues by

opining that only two waysexist to provide notice (the two waysreflected in claims 1.4

and 1.5), and unsurprisingly concludes “[t]his matches the claim language,” as shown

below.

An IVRsystem is understood to comprise automated voice
messages, and from a logical perspective, there are only
two waysto signal the required notice using an automated
voice message: a) an explicit recitation of the required
notice; or b) a verbal pointer or reference to where the
notice can be found. This matches the claim language.

Heppe Opening Report at paragraph 134.

119. As seen above, Dr. Heppe’s analysis starts from the assumption that an

IVR system is used for providing notice — a form of starting from the claimed invention.

But, one contribution that the ‘358 Patent makesis its use of an automated message when

providing “a notice ...” or providing “a location at which to find the notice ....” Dr.

Heppecritically omits any consideration of whether it would have been obvious to use

his “IVR system”to provide either form of notice when seeking consent to such notice.
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Thus, Dr. Heppe’s analysis cannot show that claims 1.3 through 1.5 would have been

obvious in view of the CTIA Guidelines.

120. Dr. Heppe continues by opining that only two waysexist to provide notice

using that system (the two waystaughtby the ‘358 Patent): through an automated

message or through a “reference to where the notice can be found.”

121. Idisagree. The credit card example using papernotice, that I discussed

above, is a way of using an IVR system to provide consent (with paper)thatis not

included in Dr. Heppe’s “only two ways.” Thus,I disagree that disclosing an IVR system

necessarily discloses providing notice or a location of that notice through an automated

message.

122. Dr. Heppe does not provide any opinion why someonepriorto the ‘358

Patent would have found it obviousto use a “pointer or reference to where the notice can

be found”in an automated message.

123. For each of these reasons, I conclude that Dr. Heppe hasnot established

that claim 1.4 is disclosed or would have been obviousby clear and convincing evidence

by the CTIA Guidelines. Additionally, as discussed below, claim 1.5 is neither disclosed

nor would have been obvious over the CTIA Guidelines as an alternative to claim 1.4.

Accordingly, the CTIA Guidelines neither anticipates nor would have rendered obvious

claim 1, and therefore also neither anticipates nor would have rendered obviousclaim 4,

which dependsfrom claim 1.

8.1.1.3.5 Claim 1.5 - CTIA Guidelines Does Not Disclose a Location at which to Find

the Notice ...
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124. Claim 1.5 requires “a location at which to find the notice, wherein the

location at which to find the notice is represented by a web address corresponding to a

website where, during the telephonecall, the user can find the notice indicating to the

user that consenting to the obtaining of the location information of the mobile device

would result in the location information of the mobile device being disclosed.” As

discussed below, Dr. Heppehasnotestablished that claim 1.5 is disclosed by the CTIA

Guidelines. As discussed above, claim 1.4 is not disclosed by the CTIA Guidelines as an

alternative to claim 1.5. Therefore, claim 1 was not anticipated by the CTIA Guidelines.

125. Additionally, to the extent that Dr. Heppe’s analysis for claim 1.5 could be

understood to include an obviousness opinion,it is my opinion that Dr. Heppe has not

established that claim 1.5 would have been obvious over the CTIA Guidelines for the

samereasonsthat he did not establish that claim 1.4 would have been obviousover the

CTIA Guidelines.

126. Dr. Heppe’s analysis of claim 1 and the CTIA Guidelines does notidentify

any portion of the CTIA Guidelinesthat discloses “a location at which to find the notice,

wherein the location at which to find the notice is represented by a web address

corresponding to a website where, during the telephonecall, the user can find the notice

indicating to the user that consenting to the obtaining of the location information of the

mobile device would result in the location information of the mobile device being

disclosed,” as recited in claim 1.5.

127. Atmost, Dr. Heppe's cited passages in the CTIA Guidelines, associated

with other limitations, disclose “electronic” notice, which differs from the present

46
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limitation at least because the electronic notice is not described as involving a location at

whichto find the notice.

128. For each of these reasons, I conclude that Dr. Heppehasnotestablished

that claim 1.5 is disclosed or would have been rendered obvious by clear and convincing

evidence by the CTIA Guidelines.'* Additionally, as discussed above, claim 1.4 is

neither disclosed nor would have been obvious over the CTIA Guidelines as an

alternative to claim 1.5. Accordingly, the CTIA Guidelines neither anticipate nor would

have rendered obvious claim 1, and therefore also neither anticipate nor would have

rendered obvious claim 4, which depends from claim 1.

129. In summary, Dr. Heppe has not shownthat the CTIA Guidelines

anticipated or would have rendered obvious claim 1 for the multiple reasons discussed

above. Because claim 4 depends from claim 1, claim 4 also was neither anticipated by

nor would have been obvious over the CTIA Guidelines for at least the same reasons.

Myopinions concerning the remaining asserted claims follow.

'4 | note also that Dr. Heppe did not opine that claim 1.2 would have been obvious. See Heppe Opening
Report at paragraphs 126-28 (discussing claim 1.2). By contrast, Dr. Heppe opines that otherlimitations
were obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would
have been obviousif it was not disclosed by the CTIA Guidelines). Therefore, ] have nothing to rebut on
the issue of whether claim 1.2 would have been obvious. My opinions about obviousnessofentire claims
are discussed separately below.
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8.1.1.4 Claim 4

130. Irefer to the elements of claim 4 by a numbering schemeconsistent with

that used in my report regarding infringement and shown in Exhibit C to that report. See

Infringement Report, Exh. C 6-7. Claim 4 requires the following elements: claim 4.0 and

claim 4.1 or claim 4.2. As discussed below, none of these limitations were disclosed,

expressly or inherently, in the CTIA Guidelines, so Dr. Heppe cannot show that claim 4

wasanticipated by the CTIA Guidelines. Dr. Heppe does not opine that claims 4.0, 4.1,

or 4.2 would have been obvious over the CTIA Guidelines. Thus, claim 4 was not

obvious over the CTIA Guidelines. My bases for these conclusions follow.

8.1.1.4.1 Claim 4.0 — CTIA Guidelines Does Not Disclose Claim 1 so it also Does Not

 
Disclose Claim 4

131. Claim 4.0 requires “[t]he method of claim 1, wherein the receiving from

the mobile device a signal including data indicating consent for obtaining the location

information of the mobile device includes at least one of [claim 4.1 and 4.2].” For the

reasons discussed below in conjunction with claims 4.1 and 4.2, Dr. Heppe has not

established that claim 4.0 is disclosed by clear and convincing evidence by the CTIA  
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> Accordingly, the CTIA Guidelines neither anticipate nor would haveGuidelines.!

rendered obvious claim 4 for at least this reason.

132. Claim 4 depends from claim 1, so claim 4 includesall limitations of

claim 1. As discussed above, J concluded that Dr. Heppe hasnot established that claim |

wasanticipated by or would have been obvious in view of the CTIA Guidelines.

Therefore, claim 4 wasneither anticipated by the CTIA Guidelines nor would have been

rendered obvious by the CTIA Guidelines for at least those reasons.

133. Additional reasons specific to claims 4.1 and 4.2 are discussed below.

8.1.1.4.2 Claim 4.1 - CTIA Guidelines Does Not Disclose Receiving Data Indicating

... an Action ...

134. Claim 4.1 requires “receiving data indicating that the user of the mobile

device has performed an action on the mobile device.” As discussed below, Dr. Heppe

has not established that claim 4.1 is disclosed by the CTIA Guidelines. As further

discussed below, claim 4.2 is not disclosed by the CTIA Guidelinesas an alternative to

claim 4.1. Therefore, claim 4 wasnot anticipated by the CTIA Guidelines.

'5 | note also that Dr. Heppe did not opine that claim 4.0 would have been obvious. See Heppe Opening
Report at paragraphs 137-39 (discussing claim 4). By contrast, Dr. Heppe opines that other limitations
were obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would
have been obviousif it was not disclosed by the CTIA Guidelines). My opinions about obviousness of
entire claims are discussed separately below.
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135. Additionally, Dr. Heppe did not opine that claim 4.1 would have been

obvious over the CTIA Guidelines. See Heppe Opening Report at paragraph 137-39

(discussing claim 4). Therefore, Dr. Heppe did not establish that claim 4 would have

been obvious over the CTIA Guidelines forat least this reason.

136. Dr. Heppe’s analysis of claim 4 and the CTIA Guidelines does not identify

any portion of the CTIA Guidelines that discloses “receiving data indicating that the user

of the mobile device has performed an action on the mobile device,” as recited in

limitation 4.1.

137. Dr. Heppe has not shownthat claim 4.1 is necessarily disclosed by the

CTIA Guidelines because Dr. Heppecites to, at most, “the use of IVR technology for

consent ...” without “receiving data indicating . . . an action on the mobile device.” See

Heppe Opening Report at paragraph 138. /e., the current claim is more specific than Dr.

Heppe's cited disclosures for claim 4.1. Therefore, Dr. Heppe did not establish that the

CTIA Guidelines disclosed claim 4.1.

138. Additionally, Dr. Heppe implicitly opined that an IVR system inherently

transmits the claimed “data indicating that the user of the mobile device has performed an

action on the mobile device” without establishing that such data is necessarily present in

an IVR system. See Heppe Opening Report at paragraph 138.

139, I disagree that an IVR system necessarily transmits a signal with the

characteristics recited in claim 4.1. For example, some IVR systems receive and process

user input on a mobile device rather than transmitting user input to a server that receives

and processesuserinput.
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140. Dr. Heppe does not acknowledge that the IVR system upon which his

opinionrelies is the product of a design choice andthat alternative design choicesare

available. As previously discussed, a design choice cannot support inherency where

design alternatives are possible.'°Thus, disclosure of an IVR system doesnot inherently

disclose claim 4.1.

141. For each of these reasons, I conclude that Dr. Heppe hasnotestablished

that claim 4.1 is disclosed by clear and convincing evidence by the CTIA Guidelines.'”

Additionally, as discussed below, the CTIA Guidelines neither discloses nor would have

rendered obvious claim 4.2 as an alternative to claim 4.1. Accordingly, the CTIA

Guidelines neither anticipates nor would have rendered obviousclaim 4.

8.1.1.4.3 Claim 4.2 —- CTIA Guidelines Does Not Disclose Receiving a Voice

Command...

142. Claim 4.2 requires “receiving a voice commandfrom the mobile device.”

Asdiscussed below, Dr. Heppehasnotestablished that claim 4.2 is disclosed by the

16 T note that Dr. Heppe frequently cites design choices in support of inherency conclusions. Instead ofestablishing
inherency,it is my opinion that such design choices establish that such elements are not inherently disclosed by the
reference.

”] note also that Dr. Heppe did not opine that claim 4.1 would have been obvious. See Heppe Opening
Report at paragraphs 137-39 (discussing claim 4). By contrast, Dr. Heppe opines that other limitations
were obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would
have been obviousif it was not disclosed by the CTIA Guidelines. My opinions about obviousness of
entire claims are discussed separately below.
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CTIA Guidelines. As further discussed above, claim 4.1 is not disclosed by the CTIA

Guidelines as an alternative to claim 4.2. Therefore, claim 4 was not anticipated by the

CTIA Guidelines.

143. Additionally, Dr. Heppe did not opine that claim 4.2 would have been

obvious over the CTIA Guidelines. See Heppe Opening Report at paragraph 137-39

(discussing claim 4). Therefore, Dr. Heppe did not establish that claim 4 would have

been obvious over the CTIA Guidelines for at least this reason.

144, Dr. Heppe’s analysis of claim 4 and the CTIA Guidelines does not identify

any portion of the CTIA Guidelines that discloses “receiving a voice command from the

mobile device,” as recited in claim 4.2.

145. Dr. Heppe has not shownthat claim 4.2 is disclosed by the CTIA

Guidelines because Dr. Heppecites to, at most, receiving consent through an IVR system

without indicating consent by a user speaking a voice command. J.e., the current

limitation is more specific than Dr. Heppe's cited disclosures for this limitation.

Therefore, Dr. Heppe did not establish that the CTIA Guidelines disclosed the present

limitation.

146. Again, Dr. Heppe’s conclusionis implicitly an inherency argument

founded on a design choice, so I disagree with his conclusion. For example, an IVR

system could receive keypad input from a user rather than voice commandsfrom the

user. An IVRsystem utilizing keypad input would not disclose the claimed step of

“receiving a voice commandfrom the mobile device.” Based onthe availability of (at

least) this design alternative, claim 4.2 is not inherently disclosed by an IVR system.

=
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147. For each of these reasons, I conclude that Dr. Heppe hasnot established

that claim 4.2 is disclosed by clear and convincing evidence by the CTIA Guidelines. '®

Additionally, as discussed above, the CTIA Guidelines neither discloses nor would have

rendered obvious claim 4.1 as an alternative to claim 4.2. Accordingly, the CTIA

Guidelines neither anticipated nor would have rendered obviousclaim 4.

8.1.1.5 Claim 19

148. refer to the elements of claim 19 by a numbering scheme consistent with

that used in my report regarding infringement and shown in Exhibit C to that report. See

Infringement Report, Exh. C 8-12. Claim 19 requires the following elements: claim

19.1, claim 19.2, claim 19.3, claims 19.4 or 19.5, claim 19.6, and claim 19.7. To the

extent the preamble is found to be limiting, claim 19 also requires claim 19.0 (the

preamble). As discussed below, many ofthese limitations were not disclosed, expressly

or inherently, in the CTIA Guidelines, so Dr. Heppe cannot show that claim 19 was

anticipated by the CTIA Guidelines. The undisclosed limitations also would not have

been obvious over the CTIA Guidelines. My bases for these conclusions follow.

'8T note also that Dr. Heppe did not opinethat claim 4.2 would have been obvious. See Heppe Opening
Report at paragraphs 137-139 (discussing claim 1.2). By contrast, Dr. Heppe opinesthat otherlimitations
were obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would
have been obviousif it was not disclosed by the CTIA Guidelines). My opinions about obviousness of
entire claims are discussed separately below.

ao
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8.1.1.5.1 Claim 19.2 - CTIA Guidelines Does Not Disclose Validation Logic...

149. Claim 19.2 requires “a validation logic configured to, within the telephone 
call, identify the mobile device at least in part by obtaining an identifier associated with

the mobile device.” Dr. Heppe’s analysis of claim 19.2 relies on his analysis of

claim 1.2. Because I disagree with Dr. Heppe’s analysis of claim 1.2, I disagree with his

analysis of claim 19.2 for the same reasons, as discussed above. Therefore, Dr. Heppe

has not established that claim 19.2 is disclosed by the CTIA Guidelines. Additionally,

Dr. Heppe did not opine that claim 19.2 would have been obviousin view of the CTIA

Guidelines. See Heppe Opening Report at paragraph 146. Therefore, claim 19 was

neither anticipated by the CTIA Guidelines nor would have been obvious over the CTIA

Guidelines for at least these reasons.

8.1.1.5.2 Claim 19.3 —- CTIA Guidelines Does Not Disclose Notification Logic ...

150. Claim 19.3 requires “a notification logic configured to communicate

during the telephone call an automated voice message communicating including at least

one of [claim 19.4 and claim 19.5].” As discussed below, Dr. Heppe hasnot established

that claim 19.3 is disclosed by the CTIA Guidelines. Additionally, Dr. Heppe did not

opine that claim 19.3 would have been obvious in view of the CTIA Guidelines.

Therefore, claim 19 wasneither anticipated by the CTIA Guidelines nor would have been

obvious over the CTIA Guidelines for at least these reasons.

151. My independent analysis of the CTIA Guidelines leads me to conclude

that this reference does not disclose the claimed “notification logic” or “a notification

54
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logic configured to communicate during the telephone call an automated voice message

including at least one of: [claims 19.4 and 19.5].” As previously discussed, the CTIA

Guidelines state social and business policy goals rather than technology solutions for

meeting those goals. At most, Dr. Heppecites to an “IVR system,” but this portion of the

CTIA Guidelines concern manifesting consent rather than transmitting an automated

voice message; i.e., notice. See Heppe Opening Report at paragraph 149. Therefore, the

CTIA Guidelines do not disclose claim 19.3

8.1.1.5.3 Claim 19.4— CTIA Guidelines Does Not Disclose Notice Including

Information Indicating ... that Consenting ... would Result in the Location

Information ... Being Disclosed

152. Claim 19.4 requires “a notice including information indicating to the user

 
of the mobile device that consenting to the obtaining of the location information of the

mobile device would result in the location information of the mobile device being

disclosed.” As discussed below, claim 19.4 is neither disclosed by the CTIA Guidelines

nor would have been obvious over the CTIA Guidelines. As further discussed below,

claim 19.5 is neither disclosed by the CTIA Guidelines nor would have been obvious

over the CTIA Guidelines, as an alternative to claim 19.4. Therefore, claim 19 was

neither anticipated by the CTIA Guidelines nor would have been obvious over the CTIA

Guidelines for at least these reasons.

153. As previously discussed in conjunction with claim 19.3, Dr. Heppe’s

analysis of that limitation does not establish that the CTIA Guidelines discloses

“notification logic configured to communicate ... an automated voice message” so that
35
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that reference also cannot disclose that the claimed “automated voice message” includes

claim 19.4.

154. Dr. Heppe’s obviousnessanalysis for claim 19.4 starts from an assumption

that an automated message providesthe required notice (i.e., claim 19.3), continues by

opining that only two waysexist to provide notice (the two waysreflected in claims 19.4

and 19.5), and unsurprisingly concludes “[t]his matches the claim language,” as shown

below.

An IVRsystem is understood to comprise automated voice
messages, and from a logical perspective, there are only
two waysto signal the required notice using an automated
voice message: a) an explicit recitation of the required
notice; or b) a verbal pointer or reference to where the
notice can be found. This matches the claim language.

Heppe Opening Report at paragraph 149.

155. As seen above, Dr. Heppe’s analysis starts from the assumption that an

IVR system is used for providing notice — a form ofstarting from the claimed invention.

But, one contribution that the ‘358 Patent makesis its use of an automated message when

providing “a notice ...” or providing “a location at which to find the notice ....” Dr.

Heppecritically omits any consideration of whether it would have been obviousto use

his “IVR system”to provide either form of notice when seeking consent to such notice.

Thus, Dr. Heppe’s analysis cannot show that claims 19.3 through 19.5 would have been

obvious in view of the CTIA Guidelines.

8.1.1.5.4 Claim 19.5 — CTIA Guidelines Does Not Disclose a Location at which to

Find the Notice ...
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156. Claim 19.5 requires “wherein the communicationsinterface is further

configured to, during the telephonecall, receive from the mobile device data indicating

the user consent for obtaining the location information of the mobile device.” As

discussed below, claim 19.5 is neither disclosed by the CTIA Guidelines nor would have

been obvious over the CTIA Guidelines. As further discussed above, claim 19.4 is

neither disclosed by the CTIA Guidelines nor would have been obvious over the CTIA

Guidelines, as an alternative to claim 19.5. Therefore, claim 19 was neither anticipated

by the CTIA Guidelines nor would have been obvious over the CTIA Guidelines forat

least this reason.

157. Dr. Heppe’s analysis of claim 19.5 and the CTIA Guidelines does not

identify any portion of the CTIA Guidelines that discloses “a location at which to find the

notice, wherein the location at whichto find the notice is represented by a web address

correspondingto a website where, during the telephonecall, the user of the mobile device

can find the notice including information indicating to the user of the mobile device that

consenting to the obtaining of the location information of the mobile device would result

in the location information of the mobile device being disclosed,”as recited in

claim 19.5.

158. As previously discussed in conjunction with claim 19.3, Dr. Heppe’s

analysis of that limitation does not establish that the CTIA Guidelines discloses

“notification logic configured to communicate ... an automated voice message”so that

that reference also cannotdisclose that the claimed “automated voice message”includes

claim 19.5.
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159. Dr. Heppe’s obviousnessanalysis for claim 19.5 starts from an assumption

that an automated message provides the required notice (i.e., claim 19.3), continues by

opining that only two waysexist to provide notice (the two waysreflected in claims 19.4

and 19.5), and unsurprisingly concludes “[t]his matches the claim language,” as shown

below.

An IVRsystem is understood to comprise automated voice
messages, and from a logical perspective, there are only
two ways to signal the required notice using an automated
voice message: a) an explicit recitation of the required
notice; or b) a verbal pointer or reference to where the
notice can be found. This matchesthe claim language.

 
Heppe Opening Report at paragraph 149.

160. As seen above, Dr. Heppe’s analysis starts from the assumptionthat an

IVR system is used for providing notice — a form ofstarting from the claimed invention.

But, one contribution that the ‘358 Patent makesis its use of an automated message when

providing “a notice ...” or providing “a location at whichto find the notice ....” Dr.

Heppecritically omits any consideration of whether it would have been obviousto use

his “IVR system”to provide either form of notice when seeking consentto such notice.

Thus, Dr. Heppe’s analysis cannot show that claims 19.3 through 19.5 would have been

obvious in view of the CTIA Guidelines.

8.1.1.5.5 Claim 19.6 — CTIA Guidelines Does Not Disclose a Communications

Interface Configured to Transmit ... the Automated Voice Message...

161. Claim 19.6 requires “wherein the communications interface is configured

to transmit during the telephonecall the automated voice message to the mobile device.”
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As discussed below, claim 19.6 is neither disclosed by the CTIA Guidelines nor would

have been obvious over the CTIA Guidelines. Therefore, claim 19 was neither

anticipated by the CTIA Guidelines nor would have been obvious over the CTIA

Guidelines forat least these reasons.

162. Dr. Heppe merely cites to his analysis of claim 1.3 in support of his

conclusion that claim 19.6 was disclosed by the CTIA Guidelines. See Heppe Opening

Report at paragraph 150 (citing Heppe Opening Report at paragraphs 67-71). I disagree

for the same reasons I discussed in conjunction with claim 1.3. I note that Dr. Heppe

does not opine that claim 19.6 would have been obvious, so I have nothing to rebut on

that issue. See id.

8.1.1.5.6 Claim 19.7 -— CTIA Guidelines Does Not Disclose a Communications

Interface Further Configured to, During the TelephoneCall, Receive...

Consent...

163. Claim 19.7 requires “wherein the communicationsinterface is further

configured to, during the telephonecall, receive from the mobile device data indicating

the user consent for obtaining the location information of the mobile device.” Dr. Heppe

opined that claim 19.7 would have been obvious over the CTIA Guidelines. As discussed

below, Dr. Heppe hasnotestablished that claim 19.7 would have been obviousoverthe

CTIA Guidelines. Additionally, Dr. Heppe did not opine that claim 19.7 was disclosed

by the CTIA Guidelines. Therefore, claim 19 was neither anticipated by the CTIA

Guidelines nor would have been obvious over the CTIA Guidelinesfor at least these

reasons.
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164. I note that Dr. Heppe merely restates his opinions for claim 1.6 in his

discussion of claim 19.7. See Heppe Opening Report at paragraphs 151-52. I disagree

with his analysis and conclusionsrelated to disclosure and obviousness for the same

reasonsI disagreed with those opinionsfor claim 1.6. Therefore, Dr. Heppe has neither

established that claim 1.6 was disclosed by the CTIA Guidelines nor would have been

obvious over the CTIA Guidelines.

8.1.1.6 Claim 22

8.1.1.6.1 Claim 22.0 (preamble) —- CTIA Guidelines Does Not Disclose Claim 19 soit

also Does Not Disclose Claim 22

165. I refer to the elements of claim 22 by a numbering scheme consistent with

that used in my report regarding infringement and shown in Exhibit C to that report. See

Infringement Report, Exh. C 13-14. Claim 22.0 requires “[t]he system of claim 19,

wherein the data indicating the user consent for obtaining the location information of the

mobile device includesat least one of [claim 22.1 and claim 22.2].” As discussed below,

Dr. Heppe has not established that claim 22.0 is disclosed by the CTIA Guidelines.

Additionally, Dr. Heppe did not opine that claim 22.0 would have been obvious in view

of the CTIA Guidelines. Therefore, claim 19 was neither anticipated by the CTIA

Guidelines nor would have been obvious over the CTIA Guidelines for at least these

reasons.

166. Claim 22 depends from claim 19, so claim 22 includesall limitations of

claim 19. As discussed above, I concluded that Dr. Heppe hasnot established that claim

60
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19 was anticipated by the CTIA Guidelines. Therefore, claim 22 was not anticipated by

the CTIA Guidelines for at least the same reasons.

167. Additional reasonsspecific to limitations 22.1 and 22.2 are discussed

below.

8.1.1.6.2 Claim 22.1 — CTIA Guidelines Does Not Disclose Receiving Data Indicating

... an Action was Performed...

168. Claim 22.1 requires “data indicating that an action was performed on the

mobile device.” Dr. Heppe opined that claim 22.1 was disclosed by the CTIA Guidelines

but only cited to his analysis of claim 4 in support of that conclusion. See Heppe

Opening Report at paragraph 153-54.

169. I disagree that claim 22.1 was disclosed by the CTIA Guidelines for the

reasons| discussed in conjunction with claim 4.1. I also note that Dr. Heppe did not

opine that claim 22.1 or claim 4.1 would have been obvious over the CTIA Guidelines.

8.1.1.6.3 Claim 22.2 - CTIA Guidelines Does Not Disclose a Voice Commandfrom

the Mobile Device

170. Claim 22.2 requires “a voice command from the mobile device.” As

discussed below, Dr. Heppe has not established that claim 22.2 is disclosed by the CTIA

Guidelines. As further discussed above, claim 22.1 is not disclosed by the CTIA

Guidelines as an alternative to claim 22.2. Therefore, claim 22 wasnot anticipated by the

CTIA Guidelines.
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171. Additionally, Dr. Heppe did not opine that claim 22.2 would have been

obvious over the CTIA Guidelines. See Heppe Opening Report at paragraph 153-54.

Therefore, Dr. Heppe did not establish that claim 22 would have been obvious over the

CTIA Guidelines for at least this reason.

172. Dr. Heppe’s analysis of claim 22 and the CTIA Guidelines does not

identify any portion of the CTIA Guidelines that discloses “a voice command from the

mobile device,” as recited in claim 22.2. Dr. Heppe has not shownthat claim 22.2 is

disclosed by the CTIA Guidelines because Dr. Heppecites to, at most, receiving consent

through an IVR system without indicating consent by a user speaking a voice

command. /.e., the current limitation is more specific than Dr. Heppe's cited disclosures

for this limitation. Therefore, Dr. Heppe did not establish that the CTIA Guidelines

 
disclosed the present limitation.

8.1.2 TechnoCom White Paper"

8.1.2.1 Overview of Reference

173. The TechnoCom White Paperis a seven-page reference that focuses on

describing the benefits of including caller ID functionality into call center environments

'9 RUIZ-005605-11.
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or IVR implementations. By adding caller ID functionality, the TechnoCom White Paper

asserts that operators of such systems “can save moneyandincreaseprofits.”

RUIZ_005605. Almost the entire body of this reference concerns reasons for using caller

ID and waysthatcaller ID functionality can be implemented.The TechnoCom White

Paper has no meaningful discussion of IVR system design or implementation. At most,

the TechnoCom White Paper has a few, anecdotal mentions of IVR systemsas use cases

where caller ID could be useful.

174. By contrast, the substantial focus of the TechnoCom White Paper is on the

benefits that can arise from knowinga caller’s location rather than mechanismsfor

providing notice for and consent to location-based data gathering. The TechnoCom

White Paperbriefly discusses how call centers may automatically determine location of

incomingcallers to an IVR system by using one ofthree sources: (1) manual entry by
 

caller, (2) database look-up, and (3) computed wireless location. RUIZ-005605—5611,

5607 ;see also ‘659 Patent File Wrapper, Applicant’s Reply to Office Action ofApril 27,

2016 at 15 (Jan. 4, 2016) (the “Protest Response”). An example of TechnoCom White

Papers subject matteris illustrated in the image below,taken from that reference.
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Service Category

Highest

High
ewLyServiceIntimacy

Moderate
Low

 
Address Neighborhood Region

Location Accuracy

175. RUIZ__005606(illustrating how different markets, such as an automobile

towing service or an insurance company, would want different levels of location

specificity).

176. The TechnoCom White Paper has a paragraph discussing privacy concerns

with collection of location-based data. See ‘Mobile Caller Location Privacy

Considerations” on RUIZ_005611. However, this paragraph is simply a restatement of

the type of social policy goals expressed in the CTIA Guidelines rather than a discussion

of technical solutions for providing notice to and receiving consent from mobile device

users, related to location-based data collection, during a call. The TechnoCom White

Paper does not disclose receiving a signal that indicates that consent was given to the

transmission of location information. See Protest Responseat 16-17.

177. It is my opinion that a POSITA reading the TechnoCom White Paper

would only take from that paperthat (1) collecting location-based data is helpful for
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examples provided in that paper such as 911 service and pizza delivery; (2) that wireless

devices require extra technical steps such as triangulation to determinelocationrelative to

landline devices; and (3) IVR systems would benefit from location-based data so that the

IVRsystemscould route calls to geographically beneficial sales or support personnel.

178. I disagree with Dr. Heppe’s opinions that any asserted claim was disclosed

by the TechnoCom White Paper, expressly or inherently, or that any asserted claim

would have been obvious. Unless someone wereto start from the asserted claims and

work backwards, using the asserted claims as a template, they would notarrive at any

asserted claim starting from the TechnoCom White Paper.

8.1.2.2 Claim 1

179. Irefer to the elements of claim | by a numbering schemeconsistent with

that used in myreport regarding infringement and shownin Exhibit C to that report. See

Infringement Report, Exh. C 2-5. Claim 1 requires the following elements: claim 1.1,

claim 1.2, claim 1.3, claims 1.4 or 1.5, and claim 1.6. To the extent the preambleis

found to be limiting, claim 1 also requires claim 1.0. As discussed below, many of these

limitations were not disclosed, expressly or inherently, in the TechnoCom White Paper,

so Dr. Heppe cannot show that claim 1 was anticipated by the TechnoCom White Paper.

The undisclosed limitations also would not have been obvious over the TechnoCom

White Paper. My bases for these conclusions follow.

8.1.2.2.1 Claim 1.0 (preamble) — TechnoCom White Paper Does Not Disclose a

Computer-Implemented Methodfor Receiving User Consent...

65
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 180. To the extent the preamble is found to be limiting, claim 1.0 requires “[a]  

 
 

computer implemented method for receiving consent from a user of a mobile device to

 obtaining location information ofthe mobile device.” As discussed below, Dr. Heppe has

not established that claim 1.0 is disclosed by the TechnoCom White Paper. Therefore, 
claim 1 wasnot anticipated by the TechnoCom White Paperfor at least this reason. 

 
 181. Additionally, Dr. Heppe did not opine that claim 1.0 would have been  
 

obvious over the TechnoCom White Paper. Therefore, Dr. Heppe did not establish that 
claim 1] would have been obvious over the TechnoCom White Paperforat least this 
reason.  
  

182. Dr. Heppe’s analysis of claim 1 and the TechnoCom White Paper does not    
include an opinion that the TechnoCom White Paper discloses a computer-implemented 
 methodasrecited in the preamble of claim 1.

 

183. The preamble of claim 1 recites a computer-implemented method,so, to   
 

the extent the preamble is found to be limiting, the TechnoCom White Paper can only 
 

 
  

anticipate claim 1| if that reference discloses the claimed computer-implemented method.

Dr. Heppe hasoffered no such opinion. See Heppe Opening Report at paragraph 156

(discussing the preamble but no discussion of computer-implemented methodin analysis

 
of preamble); Appendix A at 1-2 (no discussion of a computer-implemented method). 
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184. For each of these reasons, I conclude that Dr. Heppe hasnot established
 

that claim 1.0 is disclosed by clear and convincing evidence in the TechnoCom White 

Paper.’ Accordingly, the TechnoCom White Paperneither anticipates nor would have

rendered obvious claim 1, and therefore also neither anticipates nor would have rendered

obvious claim 4, which depends from claim 1.

185.

8.1.2.2.2 Claim 1.3 — TechnoCom White Paper Does Not Disclose Transmitting ...

During the Telephone Call an Automated Voice Message...

186. Claim 1.3 requires “transmitting to the mobile device during the telephone

call an automated voice message communicating to the user of the mobile device at least

one of [claim 1.4 and claim 1.5].” I refer to this element as Claim 1.3. As discussed

below, Dr. Heppe hasnot established that claim 1.3 is disclosed by the TechnoCom

White Paper. Therefore, claim 1 was not anticipated by the TechnoCom White Paperfor

at least this reason.

20] note also that Dr. Heppe did notopinethat claim 1.0 would have been obvious. See Heppe Opening Report at
paragraphs 156 (discussing claim 1.0). By contrast, Dr. Heppe opines that other limitations were obviousifthey were
notanticipated. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would have been
obviousif it was not anticipated. My opinions about obviousness conclusions Dr. Heppe did provide are discussed
separately below.
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 187. Additionally, Dr. Heppe did not opine that claim 1.3 would have been  
 

obvious over the TechnoCom White Paper. See Heppe Opening Report at paragraph 158; 
Appendix A at 5. Therefore, claim 1 would not have been obvious over the TechnoCom 
White Paperfor at least this reason.  

188. Dr. Heppe’s analysis of claim 1 and the TechnoCom White Paper does not   
 

identify any portion of the TechnoCom White Paperthat discloses “transmitting to the 
mobile device during the telephone call an automated voice message communicating to 
the user of the mobile deviceat least one of [claim 1.4 or 1.5],” as recited in claim 1.3.  

189. As discussed abovein the Overview section for this reference, a POSITA   
 

reading the TechnoCom White Paper would not take from that reference any specific 
details of using an IVR system, muchless using the IVR system for notice and consent 
related to location-based data collection.  

190. The only discussion that the TechnoCom White Paperhas of using an IVR   
 

system with location-based data collection is that location-based data collection would 
enhance an IVR system — not that an IVR system could be used for providing notice to 
and consentfor location-based data collection. To suggest otherwise is simply incorrect.  

191. The TechnoCom White Paperis similarly unsupportive of Dr. Heppe’s  
 
 
 
 

  

obviousness conclusionsrelated to the asserted patents. At most, this reference merely

 
acknowledgesthat location-based data collection was known,that consent is needed

before collecting such data, and acknowledges that IVR systems in some form exist —

points that could hardly be disputed — but the TechnoCom White Paper does nothing to

suggest that an IVR system can be used for notice and consent associated with location-
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based data collection. Indeed, the two concepts are completely separate in this reference.

Therefore, the TechnoCom White Paper would not have rendered claims 1.3-1.5 obvious.

192. Thus, Dr. Heppe’s characterizations of the TechnoCom White Paperas

disclosing or rendering obvious notice and consentlimitations within claims 1.3-1.5 are

misplaced. A discussion of specific mischaracterizations follows.

193. Although Dr. Heppecites to a portion of the TechnoCom White Paperthat

mentions “optimizing the caller experience requires IVR logic” (Heppe Opening Report

at paragraph 159, citing RUIZ_005611), and Dr. Heppe opinesthat this passage discloses

the presentlimitation, I disagree.

194, Dr. Heppe’s description of the quoted passagereflects a

mischaracterization of that passage. The quoted passage does not concern using IVR

logic for notice and consent but instead concernsthe benefits from having location-based

information. Whenthe surrounding contextto the cited passage is considered,the true

meaning ofthe cited passage is apparent:

Across the range of available telephony services, the
technologies available to determine caller location range
from very accurate, as with the registered address of a
home phone or the global positioning system (GPS)
location of a mobile caller; to less precise zip code or
prefix-based location that might yieldthe caller's
neighborhood; or simply an unknown location. Optimizing
the caller experience requires IVR logic and operator-
assisted work flows designed with a thorough
understanding of the range andavailability of location
information. A good design that leverages the value from
caller location and handles the exceptions effectively can
yield substantial enterprise and customer benefits. The
sections that follow describe in more detail the benefits of

mobile caller location as well as some

practical considerations for its effective application.
69
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RUIZ_005606.

 195. Another portion of the TechnoCom White Paper that Dr. Heppecites for  
 

the present limitation does not disclose an automated voice message but instead merely 
discloses that consent must be requested and granted (without disclosing how such 
 consent would be sought or received). See Heppe Opening Report at paragraph 159,

 citing RUIZ_005611. Thus, this cited portion does not support Dr. Heppe’s conclusion.
 

196. A third portion of the TechoCom White Paper that Dr. Heppecites for the   
 

present limitation — “automating the answerto this question” — at most discloses a reason 
 for using location-based data rather than having a customerservice person ask this

question, whichis not relevantto the asserted claims. See Heppe Opening Report at 
paragraph 159, citing RUIZ-005605. Thus, this cited portion also does not support Dr. 
Heppe’s conclusion. 

 197. Nonetheless, Dr. Heppe summarily states that the TechnoCom White  

 
 

Paper teaches “using an automated voice message comprising either a notice of

disclosure or a location at which to find the notice ....” See Heppe Opening Report at  
 
 
 
 
 
 

  

paragraph 159. Dr. Heppe doesnotcite to any portion of the TechnoCom White Paperin

 
support of this conclusion.

198. Dr. Heppe also concludesthat “[t]hus, it is inherent in TechnoCom White

Paperthat the request for tracking (or notice) would be via IVRcall.” Heppe Exhibit A

at 5 (claim 1.3-1.5). I disagree. Dr. Heppe's inherency opinion hasnobasis for the

reasons discussed above. The only IVR-related disclosure he cites does not concern

notices and consent as discussed above. Moreover, Dr. Heppe’s inherency theory
70
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requires that an IVR system necessarily discloses notice through an automated message;

design alternatives exist such as merely using the IVR system for consent rather than

consent and notice. Thus, Dr. Heppe has not established that the present limitation was

inherently disclosed in the TechnoCom White Paper.

199. Dr. Heppe further opines that using an IVR system for notice would have

been obviousin view of the TechnoCom White Paper. See Heppe Opening Report at

paragraph 159. As discussed above, the TechnoCom White Paper’s only support for an

obviousness opinionis that it discloses that location-based data collection like 911

services existed and that IVR systems would be enhanced with location-based data, but

these are irrelevant to whetherthe asserted claims are obvious.

200. For the reasons discussed below,I conclude that Dr. Heppe has not

established that claim 1.3 is disclosed by clear and convincing evidence by the

TechnoCom White Paper.”! Accordingly, the TechnoCom White Paperneither

anticipates nor would have rendered obvious claim 1, and therefore also neither

anticipates nor would have rendered obviousclaim 4, which dependsfrom claim 1.

8.1.2.2.3 Claim 1.4 — TechnoCom White Paper Does Not Disclose a Notice ...

217 note also that Dr. Heppe did not opine that claim 1.3 would have been obvious. See Heppe Opening
Report at paragraphs 126-28 (discussing claim 1.3). By contrast, Dr. Heppe opines that otherlimitations
were obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would
have been obviousif it was not disclosed by the CTIA Guidelines). My opinions about obviousness of
entire claims are discussed separately below.
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201. Claim 1.4 requires “a notice including information indicating that

consenting to the obtaining of the location information of the mobile device would result

in the location information of the mobile device being disclosed.” As discussed below,

Dr. Heppehasnotestablished that claim 1.4 is disclosed by the TechnoCom White Paper.

Asfurther discussed below,claim 1.5 is not disclosed by the TechnoCom White Paperas

an alternative to claim 1.4. Therefore, claim 1 was not anticipated by the TechnoCom

White Paper.

202. Dr. Heppe’s analysis of claim 1 and the TechnoCom White Paper does not

identify any portion of the TechnoCom White Paperthat discloses“a notice including

information indicating that consenting to the obtaining of the location information of the

mobile device would result in the location information of the mobile device being

disclosed,” as recited in claim 1.4, for the same reason that he has not established that

claim 1.3 was disclosed by the TechnoCom White Paper as discussed above.

203. Additionally, claim 1.4 would not have been obvious for the reasons

discussed in conjunction with claim 1.3.

204. For each ofthese reasons, I conclude that Dr. Heppehasnotestablished

that claim 1.4 is disclosed or would have been obviousby clear and convincing evidence  
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by the TechnoCom White Paper.*? Additionally, as discussed below, claim 1.5 is neither

disclosed nor would have been obvious over the TechnoCom White Paper. Accordingly,

the TechnoCom White Paperneither anticipates nor would have rendered obviousclaim

1, and therefore also neither anticipates nor would have rendered obvious claim 4, which

depends from claim 1.

8.1.2.2.4 Claim 1.5 — TechnoCom White Paper Does Not Disclose a Location at which

to Find the Notice...

205. Claim 1.5 requires “a location at whichto find the notice, wherein the

location at which to find the notice is represented by a web address corresponding to a

website where, during the telephonecall, the user can find the notice indicating to the

user that consenting to the obtaining of the location information of the mobile device

would result in the location information of the mobile device being disclosed.” As

discussed below, Dr. Heppe has not established that claim 1.5 is disclosed by the

TechnoCom White Paper. As further discussed above, claim 1.4 is not disclosed by the

TechnoCom White Paperasan alternative to claim 1.5. Therefore, claim 1 was not

anticipated by the TechnoCom White Paper.

22] note also that Dr. Heppe did not opinethat claim 1.4 would have been obvious. See Heppe Opening
Report at paragraphs 126-28 (discussing claim 1.4). By contrast, Dr. Heppe opines that other limitations
were obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would
have been obviousif it was not disclosed by the CTIA Guidelines). My opinions about obviousness of
entire claims are discussed separately below.
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206. Dr. Heppe’s analysis of claim 1 and the TechnoCom White Paper does not

identify any portion of the TechnoCom White Paperthat discloses “a location at which to

find the notice, wherein the location at which to find the notice is represented by a web

address corresponding to a website where, during the telephonecall, the user can find the

notice indicating to the user that consenting to the obtaining of the location information

of the mobile device would result in the location information of the mobile device being

disclosed,” as recited in claim 1.5.

207. I reached this conclusion for the same reason that I concluded that claim

1.3 is not disclosed by the TechnoCom White Paper as discussed above. Therefore, Dr.

Heppehasnotestablished that the present limitation is disclosed by the present reference.

208. For each of these reasons, I conclude that Dr. Heppe has not established

that claim 1.5 is disclosed by clear and convincing evidence by the TechnoCom White

Paper.?> Additionally, as discussed above, claim 1.4 is neither disclosed nor would have

been obvious over the TechnoCom White Paper. Accordingly, the TechnoCom White

Paperneither anticipates nor would have rendered obvious claim 1, and therefore also

3 | note also that Dr. Heppe did not opine that claim 1.5 would have been obvious. See Heppe Opening Report at
paragraphs 159-61 (discussing claims 1.3-1.5). By contrast, Dr. Heppe opines that other limitations were obvious. See,
e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would have been obviousif it was not
disclosed by the CTIA Guidelines). Therefore, I have nothing to rebut on the issue of whether claim 1.5 would have
been obvious. My opinions about obviousnessofentire claims are discussed separately below.
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neither anticipates nor would have rendered obvious claim 4, which depends from claim

ls

8.1.2.2.5 Claim 1.6 — TechnoCom White Paper Does Not Disclose Receiving ...

During the Telephone Call ... a Signal Indicating Consent...

209. Claim 1.6 requires “receiving from the mobile device during the telephone

call a signal including data indicating consent for obtaining the location information of

the mobile device.” As discussed below, Dr. Heppe has not established that claim 1.6 is

disclosed by the TechnoCom White Paper. Additionally, Dr. Heppe did not opine that

claim 1.6 would have been obvious over the TechnoCom White Paper. Therefore,

claim | was neither disclosed nor would have been obvious over the TechnoCom White

Paper.

210. Inote at the outset that Dr. Heppe’s opinion for claim 1.6 is ambiguous as

to whetherhe is opining about disclosure or obviousnessofthat claim. Specifically, Dr.

Heppestates, ““The sameis true for consent to location tracking, again using IVR.” Le.,

claim 1.6. Because Dr. Heppe opined that claims 1.3-1.5 (the preceding analysis) were

disclosed, or in the alternative would have been obvious, his opinion appearsto be that

claim 1.6 was disclosed or would have been obvious. | disagree for the reasons discussed

next.

211. Dr. Heppe cites several passages in support of his opinion that claim 1.6

wasdisclosed by the TechnoCom White Paper but none of these passages support his

conclusion.
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212. Dr. Heppestates at first that, “The TechnoCom White Papernotes‘[t]he

caller’s consent may be obtained temporarily for a onetimeuse orpersistently for

recurring uses,”” citing the TechnoCom White Paper at RUIZ-005611. See Heppe

Opening Report at paragraph 160. This citation from the TechnoCom White Paper does

not support Dr. Heppe’s conclusion becauseit merely observes that consent may be

obtained for one-time useor for persistent use, without discussing how consent may be

acquired. The ‘358 Patent discloses systems and methods for, amongotherthings,

obtaining consent during a phonecall as recited in claim 1.6. The above-cited passage

doesn’t disclose claim 1.6.

213. Dr. Heppe’s second quoted passage from the TechnoCom White Paperis

similarly unhelpful. He cites to the following quotation: “Any dialogue with the

customerthat includes ‘Where are you?’ can find cost savings, operating efficiencies and

enhanced customerservice by automating the answerto this question.” This citation

does not support Dr. Heppe’s conclusion or evenrelate to [VR-like functionality because

the cited passage, when read in context, plainly concerns the benefit that would accrue

from acquiring location-based data during a customerservice call rather than starting a

customerservice call with the question, “Where are you?”

Enterprises and individuals have become accustomed to
knowing “who”is calling by virtue of ubiquitous caller ID
that accompanies wireline and wireless phonecalls. Similar
insight about “where” a caller is located is also now
available for call center and IVR applications. This
information can be used to improve dispatched services,
automate call routing to the nearest service point, or help
the caller “find the nearest”. Any dialog with the customer
that includes "Where are you?" can find cost savings,
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operating efficiencies and enhanced customerservice by
automating the answerto this question.

RUIZ-005605.

214. Dr. Heppe also observesthat, “Here, TechnoCom White Paper explains

that it is advantageous to have automation.” See Heppe Opening Report at

 
paragraph 160. But, claim 1.6 does not recite automation in general, it recites a specific

approach to receiving consent.

215. Dr. Heppe continues with other statements not related to claim 1.6.: “It

also referencesthat ‘[s]omecaller location automation solutions have used telephone area
393

code and prefix effectively for years.”” Heppe Opening Report at paragraph 160. That

opinion doesnotestablish that claim 1.6 was disclosed in the TechnoCom White Paper.

216. Dr. Heppereturnsto claim 1.6 bystating, “Thus, this automation can

apply to granting consent which would include a signal with data via TVR technology.All

of this would necessarily take place within the call since IVR requires an established

connection.” Several unjustified logical leaps exist within this passage. I disagree with

each, so I disagree with Dr. Heppe’s conclusion.

217. A first logical leap in the above-qutoed statement is Dr. Heppe opinesthat

because automation in the form ofcaller ID can be applied to customerservicecalls, to

avoid the question, “Where are you?”, automation in the form of an IVRcall can apply to

othersituations such as claim 1.6. By Dr. Heppe’s logic, any form of automation would

necessarily render obvious any other form of automation. I must disagree to such a

proposition.
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218. The issue is whether claim 1.6 was disclosed or would have been obvious.

The merefact that caller ID, as a form of automation, was known to exist does not by

itself render claim 1.6 (or other forms of automation) obvious because claim 1.6 does not

concern caller ID.

219. To the extent that Dr. Heppe could be understood to suggest that claim 1.6

would have been obvious because it is analogousto caller ID, I disagree. Claim 1.6 is not

analogousto caller ID so it does not support an obvious-by-analogy conclusion.

220. The secondlogical leap in Dr. Heppe’s above-quoted passage is that the

existing IVR call that arose from Dr. Heppe’s first logical leap could naturally be

employed to receive consent because an ongoingcall wasalready in existence. But, as

discussed above, Dr. Hepperelied on an incorrect logical leap (that the existence ofcaller

ID meantthat other forms of automation would have been obvious)in the first quoted

sentenceto allow a conclusion that the existing IVR session could be used to receive

consent. I disagree.

221. Again, in summary, Dr. Heppe opinesthat the existence of caller ID

would have rendered obvious “receiving ... during the telephonecall a signal including

data indicating consent for obtaining the location information of the mobile device. |

disagree for the reasonsstated above.

222. Dr. Heppe closes with a summary statementthat reflects the shortcomings

of his approach: “In my opinion, IVR technologyinherently involves automated voice

messages. Therefore, it is my opinion that TechnoCom White Paperinherently

anticipates claim 1 [or would have rendered it obvious].”» Heppe Opening Report at

78
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paragraph 161. But, as discussed above,the ‘358 Patent does not claim IVR technology

in the abstract; it claims specific systems and methods that, among other things, provide

notice and receive consentto collecting location-based data.

223. Additionally, it cannot reasonably be said that an IVR system inherently

discloses any claim of the ‘358 Patent because Dr. Heppe’s IVR system merelyreflects

one design choice among several design alternatives. I disagree as repeatedly discussed

above.

224. In summary, Dr. Heppe has not shown that the TechnoCom White Paper

anticipated or would have rendered obvious claim 1 for the reasons discussed above. My

opinions concerning the remaining asserted claims follow.

8.1.2.3 Claim 4

225. Jrefer to the elements of claim 4 by a numbering schemeconsistent with

that used in my report regarding infringement and shown in Exhibit C to that report. See

Infringement Report, Exh. C 6-7. Claim 4 requires the following elements: claim 4.0 and

claim 4.1 or claim 4.2. As discussed below, none ofthese limitations were disclosed,

expressly or inherently, in the TechnoCom White Paper, so Dr. Heppe cannot showthat

claim 4 wasanticipated by the TechnoCom White Paper. My basesfor this conclusion

follow.

8.1.2.3.1 Claim 4.0 (preamble) — TechnoCom White Paper Does Not Disclose Claim 1

so it also Does Not Disclose Claim 4
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226. Claim 4.0 requires “[t]he method of claim 1, whereinthe receiving from

the mobile device a signal including data indicating consent for obtaining the location

information of the mobile device includesat least one of [claim 4.1 and 4.2].” Forthe

reasons discussed below in conjunction with claims 4.1 and 4.2, Dr. Heppe hasnot

established that claim 4.0 is disclosed by clear and convincing evidence by the

TechnoCom White Paper.”4 Accordingly, the TechnoCom White Paperneither

anticipates nor would have rendered obvious claim 4 for at least this reason.

227. Claim 4 depends from claim 1, so claim 4 includesall limitations of claim

1. As discussed above, I concluded that Dr. Heppe has notestablished that claim 1 was

anticipated by the TechnoCom White Paper or would have been obvious overthe

TechnoCom White Paper. Therefore, claim 4 wasneither anticipated by the TechnoCom

White Paper nor obvious over the TechnoCom White Paperfor at least those reasons.

228. Additional reasons specific to claims 4.1 and 4.2 are discussed below.

8.1.2.3.2 Claim 4.1 — TechnoCom White Paper Does Not Disclose Receiving Data

Indicating ... an Action ...

*4] note also that Dr. Heppe did not opine that claim 4.0 would have been obvious. See Heppe Opening
Report at paragraph 162 (discussing claim 4.0). By contrast, Dr. Heppe opinesthat other limitations were
obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would have
been obviousif it was not disclosed by the CTIA Guidelines). My opinions about obviousnessofentire
claims are discussed separately below.
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229. Claim 4.1 requires “receiving data indicating that the user of the mobile

device has performed an action on the mobile device.” As discussed below, Dr. Heppe

has not established that claim 4.1 is disclosed by the TechnoCom White Paper. As

further discussed below,claim 4.2 is not disclosed by the TechnoCom White Paperas an

alternative to claim 4.1. Therefore, claim 4 was not anticipated by the TechnoCom White

Paper.

230. Additionally, Dr. Heppe did not opine that claim 4.1 would have been

obvious over the TechnoCom White Paper. See Heppe Opening Report at paragraph 162

(Claim 4). Therefore, Dr. Heppe did not establish that claim 4 would have been obvious

over the TechnoCom White Paperfor at least this reason.

231. Dr. Heppe’s analysis of claim 4 and the TechnoCom White Paper does not

identify any portion of the TechnoCom White Paperthat discloses “receiving data

indicating that the user of the mobile device has performed an action on the mobile

device,” as recited in claim 4.1.

232. Dr. Heppe's conclusions associated with claim 4.1 are incorrect and

misleading for the same reasonsthat they are incorrect and misleading for claim 4.0 as

discussed above. l.e., the only disclosure of IVR within the TechnoCom White Paper

concerned how IVR could be enhanced with location-based data collection. Nothing in

the presence reference disclosed using an IVR system for notice to and consent for

location-based data collection. Although Dr. Heppestatesthat “[t]his is taught in

TechnoCom White Paper...,” that is simply not correct. At most, again, Dr. Heppe

implicitly argues inherency as applied to a design choice to reach a conclusion that the

 
81

 
Page81 of 225 RUIZ FOOD PRODUCTS,INC.

Exhibit 1019

 



defghijhklhjjm 
��
�������
������������

��������� �!

 

present element wasdisclosed by the present reference. The error of this approach is

evident.

233. For each ofthese reasons, ] conclude that Dr. Heppe hasnot established

that claim 4.1 is disclosed by clear and convincing evidence by the TechnoCom White

Paper.*> Additionally, as discussed below, the TechnoCom White Paperneither discloses

nor would have rendered obvious claim 4.2 as an alternative to claim 4.1. Accordingly,

the TechnoCom White Paperneither anticipates nor would have rendered obvious claim

4.

8.1.2.3.3 Claim 4.2 — TechnoCom White Paper Does Not Disclose Receiving a Voice

Command ...
 

234. Claim 4.2 requires “receiving a voice command from the mobile device.”

As discussed below, Dr. Heppe has not established that claim 4.2 is disclosed by the

TechnoCom White Paper. Asfurther discussed above, claim 4.1 is not disclosed by the

TechnoCom White Paperas an alternative to claim 4.2. Therefore, claim 4 was not

anticipated by the TechnoCom White Paper.

25] note also that Dr. Heppe did not opinethat claim 4.1 would have been obvious. See Heppe Opening
Report at paragraph 162 (discussing claim 4.1). By contrast, Dr. Heppe opinesthat other limitations were
obvious. See, e.g., Dr. Heppe’s analysis of claim 1.1 at paragraph 125 (opining that claim 1.1 would have
been obviousif it was not disclosed by the CTIA Guidelines. My opinions about obviousnessofentire
claims are discussed separately below.
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235. Additionally, Dr. Heppe did not opine that claim 4.2 would have been

obvious over the TechnoCom White Paper. See Heppe Opening Report at paragraph 162.

Therefore, Dr. Heppe did not establish that claim 4 would have been obvious over the

TechnoCom White Paperfor at least this reason.

236. Dr. Heppe’s analysis of claim 4 and the TechnoCom White Paper does not

identify any portion of the TechnoCom White Paperthat discloses “receiving a voice

command from the mobile device,” as recited in limitation 4.2. Accordingly, the

TechnoCom White Paperneither anticipates nor would have rendered obviousclaim 4.

8.1.2.4 Claim 19

8.1.2.4.1 Claim 19.1 — TechnoCom White Paper Does Not Disclose a Communication

Interface Configured to Participate in a TelephoneCall...

237. Claim 19.1 requires “‘a communicationsinterface configured to participate

in a telephone call with the mobile device.” As discussed below, Dr. Heppe has not

established that claim 19.1 is disclosed by the TechnoCom White Paper.

238. Dr. Heppe’s analysis of claim 19.1 relies on his analysis of claim 1. See

Heppe Opening Report at paragraph 163. I disagree with Dr. Heppe’s analysis and

conclusions for the reasons I discussed in conjunction with claim 1.1. Therefore, claim

19 was neither anticipated by the TechnoCom White Paper nor would have been obvious

over the TechnoCom White Paperfor at least this reason

8.1.2.4.2 Claim 19.3 — TechnoCom White Paper Does Not Disclose Notification Logic
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239, Claim 19.3 requires “a notification logic configured to communicate

during the telephonecall an automated voice message communicating includingat least

one of [claim 19.4 and claim 19.5].”

240. Dr. Heppe’s analysis of claim 19.3 relies on his analysis of claim 1. See

Heppe Opening Report at paragraph 163. I disagree with Dr. Heppe’s analysis and

conclusions for the reasons I discussed in conjunction with claim 1.3. Therefore, claim

19 was neither anticipated by the TechnoCom White Paper nor would have been obvious

over the TechnoCom White Paperfor at least this reason.

8.1.2.4.3 Claim 19.4 — TechnoCom White Paper Does Not Disclose Notice Including

Information Indicating ... that Consenting ... would Result in the Location

Information ... Being Disclosed

241. Claim 19.4 requires “a notice including information indicating to the user

of the mobile device that consenting to the obtaining of the location information ofthe

mobile device would result in the location information of the mobile device being

disclosed.” As discussed below, Dr. Heppe hasnotestablished that claim 19.4 is

disclosed by the TechnoCom White Paper.

242. Dr. Heppe’s analysis of claim 19.4 relies on his analysis of claim 1. See

Heppe Opening Report at paragraph 163. I disagree with Dr. Heppe’s analysis and

conclusions for the reasons | discussed in conjunction with claim 1.4. Therefore, claim

19 wasneither anticipated by the TechnoCom White Paper nor would have been obvious

over the TechnoCom White Paperfor at least this reason.
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8.1.2.4.4 Claim 19.5 — TechnoCom White Paper Does Not Disclose a Location at

which to Find the Notice ...

243. Claim 19.5 requires “wherein the communicationsinterface is further

configured to, during the telephonecall, receive from the mobile device data indicating

the user consent for obtaining the location information of the mobile device.” As

discussed below, Dr. Heppe hasnotestablished that claim 19.5 is disclosed by the

TechnoCom White Paper.

244. Dr. Heppe’s analysis of claim 19.5 relies on his analysis of claim 1. See

Heppe Opening Report at paragraph 163. I disagree with Dr. Heppe’s analysis and

conclusions for the reasons I discussed in conjunction with claim 1.5. Therefore, claim

19 was neither anticipated by the TechnoCom White Paper nor would have been obvious

over the TechnoCom White Paperforat least this reason.

8.1.2.4.5 Claim 19.6 — TechnoCom White Paper Does Not Disclose a Communications

Interface Configured to Transmit ... the Automated Voice Message...

245. Claim 19.6 requires “wherein the communicationsinterface is configured

to transmit during the telephonecall the automated voice message to the mobile device.”

Asdiscussed below, Dr. Heppe has not established that claim 19.6 is disclosed by the

TechnoCom White Paper.

246. Dr. Heppe’s analysis of claim 19.6 relies on his analysis of claim 1. See

Heppe Opening Report at paragraph 163. I disagree with Dr. Heppe’s analysis and

conclusions for the reasons | discussed in conjunction with claim 1.3. Therefore, claim
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19 wasneither anticipated by the TechnoCom White Paper nor would have been obvious

over the TechnoCom White Paperfor at least this reason.

8.1.2.4.6 Claim 19.7 -— TechnoCom White Paper Does Not Disclose a Communications

Interface Further Configured to, During the TelephoneCall, Receive...

Consent...

247. Claim 19.7 requires “wherein the communications interface is further

configured to, during the telephone call, receive from the mobile device data indicating

the user consent for obtaining the location information of the mobile device.” As

discussed below, Dr. Heppe has not established that claim 19.7 is disclosed by the

TechnoCom White Paper.

248. Dr. Heppe’s analysis of claim 19.7 relies on his analysis of claim 1. See

Heppe Opening Report at paragraph 163. I disagree with Dr. Heppe’s analysis and

conclusions for the reasons I discussed in conjunction with claim 1.6. Therefore, claim

19 was not anticipated by the TechnoCom White Paper nor would have been obvious

over the TechnoCom White Paperfor at least this reason.

8.1.2.5 Claim 22

8.1.2.5.1 Claim 22.0 (preamble) — TechnoCom White Paper Does Not Disclose Claim

19 so it also Does Not Disclose Claim 22

249. Irefer to the elements of claim 22 by a numbering schemeconsistent with

that used in my report regarding infringement and shownin Exhibit C to that report. See

Infringement Report, Exh. C 13-14. Claim 22.0 requires “[t]he system of claim 19,
86
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wherein the data indicating the user consent for obtaining the location information of the

mobile device includesat least one of [claim 22.1 and claim 22.2].” Dr. Heppe’s

analysis of claim 22.0 relies on his analysis of claim 4. See Heppe Opening Report at

paragraph 164. I disagree with Dr. Heppe’s analysis and conclusionsfor the reasonsI

discussed in conjunction with claim 4.0. Therefore, claim 22 wasneither anticipated by

the TechnoCom White Paper nor would have been obvious over the TechnoCom White

Paperfor at least this reason.

8.1.2.5.2 Claim 22.1 — TechnoCom White Paper Does Not Disclose Receiving Data

Indicating ... an Action was Performed ...

250. Claim 22.1 requires “data indicating that an action was performed on the

mobile device.” Dr. Heppe’s analysis of claim 22.1 relies on his analysis of claim 4. See

Heppe Opening Report at paragraph 164. I disagree with Dr. Heppe’s analysis and

conclusionsfor the reasons I discussed in conjunction with claim 4.1. Therefore, claim

22 wasneither anticipated by the TechnoCom White Paper nor would have been obvious

over the TechnoCom White Paperfor at least this reason.

8.1.2.5.3 Claim 22.2 — TechnoCom White Paper Does Not Disclose a Voice Command

fromthe Mobile Device

251. Claim 22.2 requires “a voice commandfrom the mobile device.” Dr.

Heppe’s analysis of claim 22.2 relies on his analysis of claim 4. See Heppe Opening

Report at paragraph 164. I disagree with Dr. Heppe’s analysis and conclusionsfor the

 
reasons | discussed in conjunction with claim 4.2. Therefore, claim 22.2 was neither
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anticipated by the TechnoCom White Paper nor would have been obvious over the

TechnoCom White Paperforat least this reason.

8.1.3 Enterprise”

8.1.3.1 Enterprise is not Prior Art

8.1.3.1 Enterprise is a Confidential Document

252. | have been told by counselthat for a reference to be prior art to an issued

patent, it must be established that the reference was publicly disclosed (i.e., published)

before the priority date of the patent to a high degree of certainty. I have heard this

degree of certainty described as “clear and convincing evidence” — a legal phrase — but

ultimately, I understand that standard to reflect a high or very high degree ofcertainty.

253. Each pageofEnterprise is stamped “Confidential.” An excerpt from

page | of Enterprise is shown below. Asseen below,this page is unambiguously marked

“Proprietary & Confidential.”

26 RUIZ-004502-16.
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Technolom
Wireless Location Leaders’

[RUIZ-0044502]

254. It is my opinion that a documentthat is marked “Confidential” is not prior

art to any degree of certainty without somebasis for believing that the confidential

designation was incorrect or was only enforced for a period of time. Dr. Heppe has not

addressed the confidentiality issue in any way within his expert report.

255. Thus, I disagree with Dr. Heppe’s opinion that Enterprise is prior art for at

least this reason.

8.1.3.1.2 Publication Date not Established with High Certainty

256. Ihave been told by counsel that for a reference to be prior art to an issued

patent, it must be established that the publication date of the reference precedes the

priority date of the patent to a high degree of certainty. Again, J understand that standard

to reflect a high or very high degree ofcertainty.

257. Dr. Heppe opined that Enterprise wasprior art, apparently based on Dr.

Heppe’s version of that document carrying a 2010 copyright notice. Dr. Heppe did not

offer any opinions on why the 2010 copyright date reflected the publication date of the

reference, and he did not offer any further basis for his conclusion that the reference was

prior art to the ‘358 Patent.
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258. In myopinion, the mere existence of a date on a document, absent more,

does not offer the requisite high or very high degree of certainty that the date reliably

reflects the date on which the document was publicly disclosed. Therefore, | disagree

that Dr. Heppe has established that Enterprise is prior art to the ‘358 Patent.

8.1.3.2 Overview of Reference

259. Enterprise is a “Confidential” document that Dr. Heppe has nonetheless

mapped to the asserted claims. Enterprise appears to have been created by TechnoCom,

the same companythat created the TechnoCom White Paperreference.

260. Enterprise discloses some suggested technical approaches to providing

notice prior to collecting location-based data. For example, Enterprise suggests use of a

recorded messagethat notifies a user that a service seeks to use the user’s location-based

data. See RUIZ-004512.

261. Enterprise discloses techniques for automatically locating incoming

callers to an IVR system. RUIZ-004502-516 at 508-513, see also Protest Response at

176. Enterprise also discloses some suggested technical approaches to providing notice

prior to collecting location-based data. For example, Enterprise suggests use of a

recorded messagethat notifies a user that a service seeks to use the user’s location-based

data. See RUIZ-004502 at 512.

262. Notwithstanding Dr. Heppe’s characterization of Enterprise, that reference

conspicuously fails to disclose technical approaches for providing in-call consent to

collecting location-based data. Nothing in Enterprise discloses such consent. See also
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Protest Response at 177. Therefore, Enterprise is of limited use in the field of the ‘358

Patent.

263. My discussion of Enterprise continues with a discussion of undisclosed

limitations below.

8.1.3.3 Claim 1

264. I refer to the elements of claim | by a numbering schemeconsistent with

that used in myreport regarding infringement and shownin Exhibit C to that report. See
 

Infringement Report, Exh. C 2—5. Claim 1 requires the following elements: claim claim

1.1, claim 1.2, claim 1.3, claims 1.4 or 1.5, and claim 1.6. To the extent the preambleis

found to be limiting, claim 1 also requires claim 1.0. As discussed below, manyofthese

limitations were not disclosed, expressly or inherently, in Enterprise, so Dr. Heppe cannot

showthat claim 1 was anticipated by Enterprise. The undisclosed limitations also would

not have been obvious over Enterprise. My bases for these conclusions follow.

8.1.3.4 Claim 1.2 — Enterprise Does Not Disclose Identifying the Mobile Device

265. Claim 1 of the ‘358 Patent requires “within the telephonecall, identifying

the mobile device at least in part by obtaining an identifier associated with the mobile

device.” As discussed below, Dr. Heppehasnotestablished that claim 1.2 is disclosed by

Enterprise. Therefore, claim 1 was not anticipated by Enterprise for at least this reason.
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266. Additionally, Dr. Heppe did not opine that claim 1.2 would have been

obvious over Enterprise. Therefore, Dr. Heppe did not establish that claim 1 would have

been obvious over Enterprise for at least this reason.

267. Dr. Heppe’s analysis of claim 1 and Enterprise does not identify any

portion of Enterprise that discloses claim 1.2. The present limitation concernsidentifying

a mobile device by obtaining an identifier associated with that device within the

telephone call. Dr. Heppe references the use of Caller ID only in the case of a landline.

See Heppe Opening Report at paragraph 167, citing RUIZ 004509.

268. To the extent Dr. Heppe’s opinions could be understood to concern

inherency,I disagree that the cited passages inherently disclose claim 1.2. Sending a

status notification to a mobile user via SMS does not meanthat the system identified the

mobile device in the call. See RUIZ 004510. For non-locatable mobile callers, they are

treated the sameas unlisted or non-published landline callers and they user would be

promptedto enter or say their location. See RUIZ 004510. Because claim 1.2 was not

necessarily disclosed by the cited portions of Enterprise, claim 1.2 was not inherently

disclosed by that reference.

 
269. For each of these reasons, Dr. Heppe hasnotestablished that claim 1.2 is

disclosed by clear and convincing evidence by Enterprise. Accordingly, Enterprise

neither anticipates nor would have rendered obviousclaim 1.

8.1.3.4.1 Claim 1.6 — Enterprise Does Not Disclose Receiving ... During the

Telephone Call ... a Signal Indicating Consent...

92
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270. Claim 1.6 requires “receiving from the mobile device during the telephone

call a signal including data indicating consent for obtaining the location information of

the mobile device.” As discussed below, Dr. Heppehasnotestablished that claim 1.6 is

disclosed by Enterprise. Additionally, Dr. Heppe did not opine that claim 1.6 would have

been obvious over Enterprise. Therefore, claim 1 was neither disclosed nor would have

been obvious over Enterprise. See also Protest Response at 177.

271. Dr. Heppe opined that claim 1.6 was disclosed by Enterprise throughits

disclosure of “on-demand consent” in RUIZ-004511-13. See Heppe Opening Report at

paragraph 170.

272. I disagree with Dr. Heppe’s characterization ofEnterprise as to claim 1.6.

Dr. Heppe’s analysis implicitly relies on an inherency argument, because Enterprise does

not expressly disclose an in-call response, reflecting consent to collecting location-based

data.

 
273. Dr. Heppe seemsto recognize this shortcoming, because he opinesthat

“i]t follows that Enterprise then also teaches the automated method of consent to

location tracking .... satisfying ... [claim 1.6].” Heppe Opening Report at paragraph 170.

Dr. Heppe did not opine that “Enterprise discloses [claim 1.6]” because Enterprise

contains no such disclosure. Additionally, as discussed next, claim 1.6 was not inherent

in Enterprise.

274. Enterprise expressly discloses “[o}]n-demand consent sought by IVR and

granted bycaller’ but this disclosure does not inherently disclose claim 1.6. RUIZ- 
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004511 (quoted passage). See also Heppe Opening Report at paragraph 170 (relying on

the above-quoted passage for claim 1.6). 
 275. Enterprise expressly discloses many ways to receive on-demand consent,  

 
 

some of which have nothing to do with the ‘358 Patent. For example, Enterprise

discloses that one type of on-demand consentis that a call recipient may send a SMS  
 
 
 
 
 
 
 
 
 
 
 
 
 

 
 

message in response to a recorded message asking for consentto collect data. RUIZ-

004513. Enterprise also discloses that another type of on-demand consentutilizes a web

browserto receive consent. See id. Enterprise further discloses a third type of on-

demand consentutilizes a PIN codethat is entered in a subsequent call. See id. None of

Enterprise’s examples expressly disclose claim 1.6, which requires “receiving . . . during

the telephonecall a signal including data indicating consent....” Thus, Enterprise does

not disclose claim 1.6.

276. Dr. Heppe cites two passages, in support of his disclosure conclusion, that

 
do not support his conclusion because those passages merely concern consentin the

abstract rather than consent through a particular (claimed) mechanism. “[Enterprise]

expressly contemplates ‘on demand consent sought by IVR and granted by the caller.’”

Heppe Opening Report at paragraph 170 (citing Enterprise at RUIZ-004511).

“[Enterprise] also teaches the automated promptasking “Is that ok?” upon requesting

consent to location tracking during said IVRcall.” /d. (citing Enterprise at RUIZ-

004512). Dr. Heppe does not address, however. that Enterprise expressly refutes his

inherency opinion.
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277. As discussed above, Enterprise lists several design alternatives that could

be utilized when providing notice and receiving consent (SMS-based responsesetc.).

NoneofEnterprise’s disclosed design alternatives reflect claim 1.6. To the extent that

Dr. Heppe’s citation to generalized disclosures such as “on-demand consent” in support

of claim 1.6 being disclosed, Enterprise’s failure to disclose claim 1.6 precludes an

express disclosure of claim 1.6 and Enterprise’s recitation of many design alternatives

precludes an inherent disclosure of claim 1.6. Thus, claim 1.6 was not disclosed,

expressly or inherently, by Enterprise.

278. Dr. Heppe offered no obviousness opinion about claim 1.6. See Heppe

Opening Report at paragraph 170 (discussing claim 1.6). Therefore, claim 1.6 was

neither disclosed nor would have been obvious over Enterprise for the reasons discussed

above.

8.1.3.5 Claim 4

279. Jrefer to the elements of claim 4 by a numbering schemeconsistent with

that used in myreport regarding infringement and shown in Exhibit C to that report. See

Infringement Report, Exh. C 6-7. Claim 4 requires the following elements: claim 4.0 and

claim 4.1 or claim 4.2. As discussed below, some ofthese limitations were not disclosed,

expressly or inherently, in Enterprise, so Dr. Heppe cannot show that claim 4 was

anticipated by Enterprise. My bases for this conclusion follow.

8.1.3.5.1 Claim 4.0 (preamble) — Enterprise Does Not Disclose Claim 1 so it also Does

Not Disclose Claim 4
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280. Claim 4.0 requires “[t]he method of claim 1, wherein the receiving from

the mobile device a signal including data indicating consent for obtaining the location

information of the mobile device includesat least one of [claim 4.1 and 4.2].” As

discussed below, Dr. Heppe has not established that claim 4.0 is disclosed by Enterprise.

Therefore, claim 4 wasnot anticipated by Enterprise.

281. Additionally, Dr. Heppe did not opine that claim 4.0 would have been

obvious over Enterprise. See Heppe Opening Report at paragraph 172. Therefore, Dr.

Heppedid not establish that claim 4 would have been obvious over Enterprise for at least

this reason.

282. Claim 4 depends from claim 1, so claim 4 includesall limitations of

claim 1. As discussed above, Dr. Heppe has not established that claim 1 wasanticipated

by Enterprise or would have been obvious over Enterprise. Therefore, claim 4 was

neither anticipated by Enterprise nor would have been obvious over Enterprise forat least

those reasons.

283. Additional reasons specific to claims 4.1 and 4.2 are discussed below.

8.1.3.5.2 Claim 4.1 — Enterprise Does Not Disclose Receiving Data Indicating ... an

Action ...

284. Claim 4.1 requires “receiving data indicating that the user of the mobile

device has performed an action on the mobile device.” As discussed below, Dr. Heppe

has not established that claim 4.1 is disclosed by Enterprise. As further discussed below,

claim 4.2 is not disclosed by Enterprise as an alternative to claim 4.1. Therefore, claim 4

wasnot anticipated by the Enterprise.
96
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285. Additionally, Dr. Heppe did not opine that claim 4.1 would have been

obvious over Enterprise. See Heppe Opening Report at paragraph 172 (Claim 4).

Therefore, Dr. Heppe did not establish that claim 4 would have been obvious over

Enterprise for at least this reason.

286. Dr. Heppe’s analysis of claim 4 and Enterprise does notidentify any

portion of the TechnoCom White Paperthat discloses “receiving data indicating that the

user of the mobile device has performed an action on the mobile device,” as recited in

claim 4.1. Although Dr. Heppe points to a disclosure in Enterprise that could be

understood as prompting a user to respond(“is that okay?”), Enterprise expressly

discloses multiple design alternatives in response to such a prompt and noneofthose

design alternatives reflect claim 4.1 in view of claim 1 (from which claim 4 depends).

See Heppe Opening Report at paragraph 172 (Claim 4). I analyzed these design

alternatives in conjunction with claim 1.6, above.

287. To the extent that Dr. Heppe opines,“[t]hus, the user would respond with

a ‘yes’ or ‘no,’ with either a voice or keyboard response,” Dr. Heppeis — at best —

offering an inherency opinionthat is contradicted by Enterprise’s express disclosures.

See Heppe Opening Report at paragraph 172 (Claim 4). Ultimately, Dr. Heppeis reading

far more into Enterprise than it discloses — expressly or inherently. The above-quoted

statementis simply not in Enterprise and suggesting thatit is, or would have been

inherent, is simply incorrect and unreasonable.
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288. Therefore, I disagree with Dr. Heppe’s analysis and conclusionas to

claim 4.1. He has neither established that claim 4.1 was disclosed nor that it would have

been obvious.

289. For each ofthese reasons, I conclude that Dr. Heppe hasnot established

that claim 4.1 is disclosed by clear and convincing evidence by Enterprise. Additionally,

as discussed below, Enterprise neither discloses nor would have rendered obviousclaim

4.2 as an alternative to claim 4.1. Accordingly, Enterprise neither anticipates nor would

have rendered obviousclaim 4.

8.1.3.5.3 Claim 4.2 — Enterprise Does Not Disclose Receiving a Voice Command...

290. Claim 4.2 requires “receiving a voice command from the mobile device.”

Dr. Heppe did not opine that Enterprise disclosed claim 4.2. See Heppe Opening Report

at paragraph 172 (Claim 4). My review of Enterprise leads me to concludethat

Enterprise did not disclose claim 4.2.

291. For each ofthese reasons, I conclude that Dr. Heppe hasnot established

that claim 4.2 is disclosed by clear and convincing evidence by Enterprise. Additionally,

 
as discussed above, Enterprise neither discloses nor would have rendered obvious claim

4.2 as an alternative to claim 4.1. Accordingly, Enterprise neither anticipates nor would

have rendered obviousclaim 4.

8.1.3.6 Claim 19

292. IJ refer to the elements of claim 19 by a numbering schemeconsistent with

that used in my report regarding infringement and shownin Exhibit C to that report. See

98
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Infringement Report, Exh. C 8-12. Claim 19 requires the following elements: claim

19.1, claim 19.2, claim 19.3, claims 19.4 or 19.5, claim 19.6, and claim 19.7. To the

extent the preamble is found to be limiting, claim 19 also requires claim 19.0 (the

preamble). As discussed below, manyofthese limitations were not disclosed, expressly

or inherently, in Enterprise, so Dr. Heppe cannot show that claim 19 was anticipated by

Enterprise. The undisclosed limitations also would not have been obvious over

Enterprise. My basesfor these conclusions follow.

293. Dr. Hepperelied on his analysis of claim | to support his conclusions for

claim 19. See Heppe Opening Report at paragraph 173. As discussed abovein

conjunction with claim 1, I disagree with Dr. Heppe’s analysis of Enterprise as to claim 1

so I disagree with his analysis of claim 19 for at least the same reasons.

8.1.3.6.1 Claim 19.7 — Enterprise Does Not Disclose a Communications Interface

Further Configured to, During the Telephone Call, Receive ... Consent...

294. Claim 19.7 requires “wherein the communicationsinterface is further

configured to, during the telephonecall, receive from the mobile device data indicating

the user consent for obtaining the location information of the mobile device.” As

discussed below, Dr. Heppe has not established that claim 19.7 is disclosed by the

Enterprise. Additionally, Dr. Heppe did not opine that claim 19.7 would have been

obvious. Therefore, claim 19.7 is neither disclosed by Enterprise nor would have been

obvious over Enterprise.

295. As discussed above, Dr. Heppe’s analysis of claim 19 relies on his

analysis of claim 1. See Heppe Opening Report at paragraph 163. I disagree with Dr.
99
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Heppe’s analysis and conclusions for the reasons I discussed in conjunction with claim

1.6. At most, as discussed above, Enterprise discloses design alternatives not reflecting

claim 1.6. Therefore, claim 19 wasnot anticipated by Enterprise nor would have been

obvious over Enterprise for at least this reason.

8.1.3.7 Claim 22

8.1.3.7.1 Claim 22.0 (preamble) — Enterprise Does Not Disclose Claim 19 soit also

Does Not Disclose Claim 22

296. Irefer to the elements of claim 22 by a numbering schemeconsistent with

that used in myreport regarding infringement and shownin Exhibit C to that report. See

Infringement Report, Exh. C 13-14. Claim 22.0 requires “[t]he system of claim 19,

wherein the data indicating the user consent for obtaining the location information of the

mobile device includesat least one of [claim 22.1 and claim 22.2].” As discussed below,

Dr. Heppehasnotestablished that claim 22.0 is disclosed by Enterprise. Additionally,

Dr. Heppe did not opine that claim 22.0 would have been obvious in view of Enterprise.

Therefore, claim 22 wasneither anticipated by Enterprise nor would have been obvious

over Enterprise for at least these reasons.

297. Claim 22 depends from claim 19, so claim 22 includesall limitations of

claim 19. As discussed above, I concluded that Dr. Heppe hasnotestablished that claim

19 wasanticipated by Enterprise or that it would have been obvious over Enterprise.

Therefore, claim 22 was neither anticipated by Enterprise nor would have been obvious

over Enterprise for at least the same reasons.

100
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298. Additional reasons specific to limitation 22.2 is discussed below.

8.1.3.7.2 Claim 22.1 Enterprise Does Not Disclose Receiving Data Indicating ... an

Action was Performed ...

299. Claim 22.1 requires “data indicating that an action was performed onthe

mobile device.” As discussed below, Dr. Heppehasnotestablished that claim 22.1 is

disclosed by Enterprise. As further discussed below,claim 22.2 is not disclosed by

Enterprise as an alternative to claim 22.1. Therefore, claim 22 wasnotanticipated by the

Enterprise. Additionally, Dr. Heppe does not opine that claim 22.1 would have been

obvious. Therefore, claim 22.1 is neither disclosed by Enterprise nor would have been

obvious over Enterprise.

300. Dr. Heppe’s analysis of claim 22.1 relies on his analysis of claim 4. See

Heppe Opening Report at paragraph 174. I disagree with Dr. Heppe’s analysis and

conclusions about claim 22.1 for the same reasons | discussed in conjunction with claim

4.1. Therefore, claim 22 was neither anticipated by Enterprise nor would have been

obvious over Enterprise for at least this reason.

8.1.3.7.3 Claim 22.2 — Enterprise Does Not Disclose a Voice Commandfromthe

Mobile Device

301. Claim 22.2 requires “a voice command from the mobile device.” As

 
discussed below, Dr. Heppe has not established that claim 22.1 is disclosed by Enterprise.

Asfurther discussed above, claim 22.1 is not disclosed by Enterprise as an alternative to

claim 22.2. Therefore, claim 22 wasnot anticipated by the Enterprise. Additionally, Dr.

10]
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Heppe doesnot opine that claim 22.2 would have been obvious. Therefore, claim 22.2 is

neither disclosed by Enterprise nor would have been obvious over Enterprise.

302. Dr. Heppe’s analysis of claim 22.2 and Enterprise doesnot identify any

portion of Enterprise that discloses “a location at which to find the notice, wherein the

location at which to find the notice is represented by a web address corresponding to a

website where, during the telephonecall, the user of the mobile device can find the notice

including information indicating to the user of the mobile device that consenting to the

obtaining of the location information of the mobile device would result in the location

information of the mobile device being disclosed,” as recited in claim 22.2. Moreover,

myanalysis of Enterprise leads me to conclude that Enterprise does not disclose claim

leds

8.2. ‘659 ANTICIPATION ANALYSIS

303. Dr. Heppeidentifies the single reference, United States Patent No.

8,301,158 to Thomas”’ (“Thomas”), that he asserts anticipated claims 2, 12, and 23 of

the ‘659 Patent. Heppe Opening Report at e.g. 79203, 9238, 255, 270. I disagree. As

?7 RUIZ-005612 — 636, Exh. AA to Heppe Opening Report.
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discussed in detail below, Dr. Heppe has not demonstrated by clear and convincing

evidence that Thomasdisclosesall required elements of the claims.

304. Idiscuss Dr. Heppe’s obviousness conclusions about Thomasseparately

below.

8.2.1 Prior Art — Thomas

305. Thomasis a patent issued October 30, 2012, entitled Method and System

for Location Tracking. (RUIZ-005612).

306. Thomasis directed to “location tracking of computing or communication

devices,” (Thomasat 1:20-23) and providing notifications as to those devices (Thomasat

7: 14-37).28 As stated in the Abstract, Thomas discloses “[t]echniques for location

tracking, location utilization, and dissemination and management of location

information” wherein a web server stores the locations of mobile computing devices or

associated proximate objects, and enables only authorized users to obtain access the

locations via a wired network.

307. Thomasdescribes a location monitoring system that “manages location

information pertaining to a plurality of mobile units” that are “typically attached to

objects such as people, vehicles, or containers.” (Thomasat 3:68-4:2). A wireless

*8 See also Protest Responseat 31.

103
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network enables the mobile units to communicate with a location monitor server and the

wireless network is coupled to the Internet. (Thomasat 4:2-6). Location information

associated with the mobile units is delivered to the location monitoring server through the

wireless network andthe Internet. (Thomasat 4:6-9).

308. A person of ordinary skill in the art would understand Thomasto disclose

a system in which“attached”is interpreted to mean a physical attachment. For example,

A person with a cell phone or a truck with a built in mobile device. A person of ordinary

skill in the art would notinterpret “attached” to mean a driver with a cell phone as

attached to a truck ora truck with a built in mobile device as freight.

309. Thomasteaches a location monitoring system andis directed to the

authorized location tracking of computing or communication devices including mobile

devices. [Thomas:1:20-23]. A person of ordinary skill in the art would understand that

the monitoring of Thomasis a direct monitoring of a device. A person of ordinary skill in

the art would understand Thomasto disclose a system in which monitoring a driver with

a cell phone doesnotindicate if the driver is driving a particular truck or driving atall. A

person of ordinary skill in the art would also understand the monitoring a truck with a

device does not indicate whatfreight is on the truck orif the truck is carrying any freight.

310. In Thomas,“various features provide for the mobile users to control who

is able to view their location.” [Thomas 6:38-40]. In the context of a viewer’s server-side

request to view location information of a mobile communication device, “[a]ccess is

denied if the vieweris not authorized. In one embodiment, the authorization can be

controlled by the owneroruserof the particular mobile communication device.”

104
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[Thomas 8:33-38]. When a viewer wants to monitor location, but is not pre-authorized to

do so, a “monitoring request messageis then sent to the particular mobile communication

device identified.” [Thomas 9:7-20]. A person of ordinary skill in the art would

understand Thomasto disclose a system in which each user authorization must be given

consent from the wireless device by the server taught in Thomas. Thomas does not

disclose a single consent that the machine or group ofmachines can then provide to

authorized users.

8.2.1.1 In Thomasthe location of a mobile phoneis not the location of a vehicle

311. The ‘659 Patent discloses the ability to monitor the location of a vehicle or

freight carried by the vehicle. The limitation of “monitoring location ofat least one of a

vehicle or freight carried by the vehicle” is included in the preambles of independent,

claim 2, claim 12, and claim 23. These claimsare all independent claims. Also, other

claims are dependant uponthese claims.

312. The ‘659 patent teaches that the system has a vehicle having

communication device within the vehicle (4:24-26). And that the system provideslogic

that correlates the communication device with the vehicle, at least by associating the user

of the communications device with the vehicle. For example, the ‘659 discloses a

mechanism for registering vehicles within the system and maintaining datafields in a

database to associate a registered vehicle with a driver, and a driver with a mobile

telephone number[‘659 5:55-6:3, 6:20-48]. The claimsalso describe identifying the

 
Page 105 of 225 RUIZ FOOD PRODUCTS,INC.

Exhibit 1019



ijklmnopmqrmsst 
��
�������
������������

��������� �!

 

 
 

 

freight with a freight reference numberas taughtin claim 3 “a vehicle reference number

or a freight reference numberassociated with the mobile device”.

313. Thomasdoesnotdisclose information associated with the mobile phone

and how it might be tracked. Thomasteaches in Fig. 7B step 706 “mobile communication

device to be monitored is identified” [Thomas 9:1] Thomasspecifically monitors mobile

devices. However, Thomasprovidesnoability to register vehicles, and no data structures

to associate vehicles with drivers, and drivers with mobile phones.

314. Thomasdiscloses no system or methodofassociating the location

obtained from a mobile phoneor a wireless network that would correspond with the

location of freight or a vehicle carrying freight.

315. A person of ordinary skill in the art would understand the location of

mobile device as taught by Thomasis insufficient to determine the location of a vehicle.

It would be understood that a driver may drive manydifferent vehicles and at a given

time may notbe driving.

8.2.1.2. In Thomasthe Location Information Provideris not disclosed

316. The ‘659 Patent teaches that the location information provider receives

requests for location information. The Patent also teaches that the location information

provider correspondstoat least one of a wireless service provider, a 3rd party that obtains

location information of the mobile device, or a party that has accessto the location

information but is other than the wireless service provider. [Claim 4]. In addition, the

Patent also teaches to provide the ability to monitor the location of vehicle or freight.

106
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[Claim 2.2]. The patent also teaches that the location information provider cannot be a

mobile/communication device 110. [659 4:32].

317. Thomas describes how a mobile device with a GPSreceiver can be used to

 
obtain location information. “Each mobile unit can obtain location information on its

location and forward the location informationto the location to the monitoring server.”

[4:23-25] This means the monitoring server sends a request to the mobile device to

receive the location information from the mobile device. However, Thomasdoes not

identify how orif location information originating from a mobile device with a GPS

receiver is transmitted to a location information provider.

318. Thomasdiscloses a wireless network in the summary ofthe invention as

supporting a plurality of mobile computing devices. Thomasdepicts the wireless network

at 106 in the first image and describesit as “enables the mobile unit 104 to communicate

with the location monitor server 102.” This allows the location monitor server to

communicate with each mobile computing device supported by the wireless network.

Thomasdescribes another method to obtain location information as from the wireless

network where the mobile unit need not participate in obtaining the location information.

[4:37-41]. However, this description does not indicate the method of communications

with the wireless network and the monitoring server. Therefore, Thomas does not

disclose how a wireless network, much less a wireless network provider, is a location

information provider configured to receive requests for location information.
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319. Thomasdoesnotdisclose a 3rd party, aggregator service, or any thing that

gathers location information from a wireless network, in order to receive location

information requests or transmit location information to requestors.

320. Further, Thomasdoes not disclose how the wireless network can transmit

information usedto track freight or a vehicle carrying freight. For example, there is no

disclosure of an API] which can be usedto request location information from an

information location provider and to transmit location information. [‘659 claim 5]

8.2.1.3 In Thomasconsentis not given to transmit location information to the

machine

321. The ‘659 Patent teaches consent given to a machine or group of machines.

[Claim 2.0 preamble, claim 2.4]. The machine or group of machines represent a system

providing location information to authorized users of the system.

322. Thomasteaches consentto receive location information must be given to

each authorized user by the wireless device. Thomasdiscloses “receive from the mobile

phone an accessresponseto the access request, the access response indicating whether or

not the requestor is permitted to access the location of the mobile phone.”

[Thomas:12:49-56]. Thomasteaches the “requestor” as an authorized user logged onto

the server as taught by Thomas. [Thomas: Fig.6].

323. Thomasdoes not disclose the server as an authorized user. Thomas

teaches an authorized user as one accessing the server. Consequently, the consent to
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accessthe location of the mobile device is not received by the server to be shared with

multiple users as taught in the ‘659 Patent.

324. Further, each authorized user as taught by Thomas mustbe given consent

from the mobile device. ‘659 Patent teaches that the system is given consent to access the

location information. The location informationis at least in part used to estimate the

location of a vehicle. This location information is then available to authorized users of the

system.

325. In addition, as taught by Thomas consent must be received from the

mobile device. ‘659 Patent does not require the mobile device to “send”the indication

that consent was given as taught by Thomas. ‘659 Patent teaches communications with

location information providers. The location information providers indicate consent was

given.

8.2.2 Claim 2

326. Irefer to the elements of claim 2 by a numbering schemeconsistent with

that used in my report regarding infringement and shownin Exhibit B to that report. See

Infringement Report, Exh. B 2-6. Claim 2 requires the following elements: claim 2.1,

claim 2.2, claim 2.3, claim 2.4, claim 2.5, claim 2.6, and claim 2.7. To the extent the

preamble is found to be limiting, claim 2 also requires claim 2.0.
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8.2.2.1 Claim 2.0 — preamble — Thomasdoes not disclose monitoring location of a

vehicle or freight

327. To the extent the preamble is found to be limiting, claim 2.0 requires “[a]

machine or group of machines for monitoring location of at least one of a vehicle or

freight carried by the vehicle ...” Dr. Heppeasserts that this is disclosed by Thomas.

Heppe Opening report at 9203-204 I disagree. Dr. Heppe has not shownbyclear and

convincing evidence that Thomas discloses monitoring the location of a vehicle or freight

carried by the vehicle. See Notice of Allowability at §5; Protest Response at 31, 33.

328. As Dr. Heppestates ’Thomasteachesa location monitoring system andis

directed to the authorized location tracking ofcomputing or communication devices

including mobile devices.” Heppe Openingreport at 4204 (emphasis added), see also

Thomasat 1:20-23. In support of his position, Dr. Heppe points to Thomasat 1:20-23,

1:51-56, 1:63-2:12, 6:38-41, 6:49-57, 7:14-37, as well as to the abstract’s statement that

“Telach of the mobile computing devices are associated with and proximate to an object

whoselocation is being monitored. Heppe Openingreport at 9204

329. However, Dr. Heppe incorrectly equates an object proximate to a mobile

device to be a vehicle or freight carried by a vehicle. Tracking of a computing or

communication device is not the sameas “monitoring location ofat least one of a vehicle

or freight carried by the vehicle” as required by claim 2.0. A person of ordinary skill in

the art would understand that a mobile device is not a vehicle nor is a mobile device the

freight carried by a vehicle. Dr. Heppe therefore incorrectly equates a mobile device to a

vehicle or freight carried by a vehicle.
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330. As shownin Figure | of ‘659, a party requests the location of a vehicle or

the freight carried by the vehicle. Requests are not for the location of a communication

device as asserted by Dr. Heppe. The requesting parties as taught in the background of

‘659 are “carriers, shippers, freight hauling services providers, third-party logistics
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service providers and courier services providers as well as other logistics and freight

service providers(freight hauling)”.

331. Dr. Heppe fails to show how a proximate to an object associated with a

mobile device meets the requirement ofthis claim element as a vehicle or freight carried

by a vehicle. Dr. Heppe asserts no explanation of how a mobile device of a driver is

associated with a vehicle or how Thomasteaches changing drivers to a vehicle. He

 
asserts no explanation of how freight is associated with a vehicle or how Thomasteaches

freight that is transferred from one vehicle to another. He asserts no explanation of how

freight is monitored when it may be split across multiple vehicles or concentrated over

fewer vehicles.

332. Dr. Heppe overlooks the basics of logistics involving vehicles and freight

carried by vehicles and drivers of the vehicles. As shown in Figure 1 above, correlation

logic is applied to provide a requesting party the location information needed to associate

a driver with a vehicle and a vehicle with freight.

333. Dr. Heppe did not establish by clear and convincing evidence that Thomas

disclosed “monitoring location of at least one of a vehicle or freight carried by the

vehicle” required, to the extent the preambleis limiting, by claim 2. Therefore, Thomas

does not anticipate independent claim 2 or claims 3—6, 8, and 10-11 because they depend

from claim 2.

334. Thomas does not disclose monitoring vehicles or freight carried by

vehicles. See section above “In Thomasthe location of a mobile phoneis notthe location

of a vehicle.”
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8.2.2.2 Claim 2.1 —- Thomasdoesnotdisclose receiving location informationof a

mobile device.

335. Claim 2.1 requires, among other limitations, “a server communication

transceiver that receives location information of a mobile device.” Dr. Heppe asserts that

this is disclosed by Thomas. Heppe Opening report at 210-211. I disagree. Thomas

does not disclose receiving a request for information regarding the location ofthe vehicle

or the freight carried by the vehicle. See Notice of Allowability at §5; Protest Response

at 31.

336. Dr. Heppe has not demonstrated that the “server communication

transceiver that receives location information of a mobile device.” receiving location

information of a mobile device. He asserts each mobile unit can obtain location

information on its location and forward the location information to the location

monitoring server (web server). The location information can be forwarded to the

location monitoring server by a variety of ways. [Heppe Appendix B: page 4] He is

asserting each mobile unit can obtain and forward location information. He makes no

assertion of “receiving”.

337. Dr. Heppe further asserts Thomas also teaches that the mobile device is

GPS configured to receive signals (inherently including data) from GPSsatellites,

process the signals to determine location, and transmit the location information. [Heppe

Opening Report at 4215] He is asserting the mobile device will transmit the location

information. He makesnoassertion of “receiving”.
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