IPR2017-01995
Patent No. 9,220,698

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MYLAN PHARMACEUTICALS INC,,
Petitioner,

POZEN INC. and HORIZON PHARMA USA, INC,,
Patent Owners.

Case IPR2017-01995
Patent 9,220,698

PATENT OWNERS POZEN INC. AND HORIZON PHARMA USA, INC.’S
REQUEST FOR REHEARING OF THE DECISION TO INSTITUTE
TRIAL PURSUANT TO 37 C.F.R. § 42.71(c), (d)

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2017-01995
Patent No. 9,220,698

TABLE OF CONTENTS

I. INTRODUCTION AND STATEMENT OF RELIEF REQUESTED.......... |

II. LEGAL STANDARDS ... .t 3

III. ARGUMENT ...t ettt sttt e et e e 3

A. Mylan’s Petition Is Untimely.................ccoooiiiiiniiiii e, 3
1. The Board’s reasoning in Apple Inc. v. Rensselaer Polytechnic Inst.

should apply here..............o e 5

2. The Board’s reliance on Graves and Oracle is misguided ....................... 8

B. The deadline for Mylan’s Petition has long passed................................ 11

Mylan’s Petition is barred under § 315(2)(1) ......ccocevvviiereniiieeieeee. 12

2. Mylan’s Petition is barred under § 315(b).........cccoovviiiiiiiiiiii, 13

IV. CONCLUSION ...ttt ettt ettt e saeeeaeeas 15

1

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2017-01995
Patent No. 9,220,698

TABLE OF AUTHORITIES

Page(s)

Cases
Apple Inc. v. Rensselaer Polytechnic Inst.,

IPR2014-00319, Paper 12 (P.T.A.B. June 12, 2014) .....ccovveeeerereeeeane, passim
Bonneville Associates, Ltd. Partnership v. Barram,

165 F.3d 1360 (Fed. Cir. 1999) ..ocoiiieieeieeeeeceeee e 6
Click-to-Call Techs., LP, v. Oracle Corp.,

710 F. App’x 447 (Fed. Cir. 2018) ...oiiieiieiecieeieeeieeeee et 10
Click-to-Call Techs., LP v. Oracle Corp.,

No. 2015-1242, 2016 WL 6803054 (Fed. Cir. Nov. 17, 2016) .......ccecvevennnee. 10
Graves v. Principi,

294 F.3d 1350 (Fed. Cir. 2002) ...cccvieiiieiieeieeieeieesieesiee e seee e 8,9
Macauto U.S.A. v. BOS GmbH & KG,

IPR2012-00004, Paper 18 (P.T.A.B. Jan. 24, 2013) ....ccccovevvrecieeeeeeereee 6,7
Motorola Mobility LLC v. Arnouse,

IPR2013-00010, Paper 20 (P.T.A.B. Jan. 30, 2013) ...ccoeovreiieieiieiecieeieereene, 14
O’Keefe v. U.S. Postal Serv.,

318 F.3d 1310 (Fed. Cir. 2002) ..cveeuieeeieieeieieeieeie ettt eae e eae e 3
Oracle Corp. v. Click-to-Call Techs. LP,

IPR2013-00312, Paper 16 (P.T.A.B. Sept. 13, 2013)..cccccivcierreienieieeieieeeene 9
Oracle Corp. v. Click-to-Call Techs. LP,

IPR2013-00312, Paper 26 (P.T.A.B. Oct. 20, 2013)...ccceevierrerieiieienieeieeeenene 10
Oracle Corp. v. Click-to-Call Techs. LP,

IPR2013-00312, Paper 52 (P.T.A.B. Oct. 28, 2014) ....ceevviererrereeieiecieie e 8
Oracle Corp. v. Click-to-Call Techs. LP,

TPR20T3-00312 ..ottt sttt sttt ettt sbe et s ees 9

1

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2017-01995
Patent No. 9,220,698

Star Fruits S.N.C. v. United States,

393 F.3d 1277 (Fed. Cir. 2005) ..vivvieeieieieieieieeieeeee et 3
TRW Automotive US LLC v. Magna Electronics Inc.,

[PR2014-00869, Paper 8 (P.T.A.B. Dec. 1, 2014) ....ccovieieieieeieieeeenee, 12,13
WiFi One, LLC v. Broadcom Corp.,

878 F.3d 1364 (Fed. Cir. 2018) (en banc) .......ccceeeeeeeevereeeeeiiieee e 10
Statutes
35 ULS.C. § 315(8) coveereeeieeeee ettt ettt passim
35 ULS.C. § 315(D) tourieiiieiieeee ettt ettt et passim
Other Authorities
37 CFR. G A2.71(C) tuieuieieeieeeeste ettt ettt ettt ettt sbeeaeeneeneas 1,3
37 CFRLGA2.7I(A) ivieiieiieeeeeeee ettt ene s 1,3
FED. RUCIV. P4l ettt 10
FED. RLUCIV. P A2 et e e 10, 11

iii

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2017-01995
Patent No. 9,220,698

Pursuant to 37 C.F.R. § 42.71(c) and (d), Horizon Pharma USA, Inc.
(“Horizon”) and Pozen Inc. (“Pozen”) (collectively, “Patent Owner”) respectfully
request a rehearing in response to the Decision, Institution of Inter Partes Review
of U.S. Patent No. 9,220,698 (“Decision”) (Paper 18).

L. INTRODUCTION AND STATEMENT OF RELIEF REQUESTED

On March 8, 2018, the Board authorized institution of this inter partes review
of claims 1-7 of U.S. Patent No. 9,220,698 (“the 698 patent”) on the three grounds
presented in the petition. (Decision at 29.) Patent Owner respectfully requests
reconsideration of the Board’s decision to institute on all three grounds because the
Petition was filed more than a year after Mylan first asserted counterclaims related
to the 698 patent in litigation and more than a year after Horizon and Pozen
responded to those counterclaims. The Board, however, was led astray by
Petitioner’s argument that the underlying district court matter was dismissed without
prejudice, when, in fact, Mylan’s claims were consolidated with a later-filed action.
(Decision at 13.)

The Petition is time barred under both 35 U.S.C. § 315(a)(1) and § 315(b)
because Petitioner first asserted invalidity and non-infringement of the 698 patent

in counterclaims filed more than a year before filing the instant Petition. (Patent
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