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I. SHANFIELD’S IMPROPERLY COACHED DEPOSITION 
TESTIMONY SHOULD BE EXCLUDED 

Petitioner’s assertion that Shanfield “offered consistent technical testimony 

throughout the deposition” and “consistently testified” that “the claim language 

doesn’t require stress” (see Opp. 2-6) is belied by Shanfield’s repeated testimony 

that while the language does not literally require it, the “silicon nitride being 

discussed in this claim is a stress-inducing film.”  Ex. 2232 at 52:3-19; see also 

56:13-16, 56:17-58:2; 160:20-23.  Shanfield’s testimony at 51:22-53:6 provides a 

clear example of this.  Shanfield provided opinions on the claim language in a 

vacuum stating that “the language doesn’t require stress” and that stress isn’t 

required to meet the limitations (51:22-52:2, 52:21-53:6); however, when asked 

regarding “his understand[ing]” (as opposed to the language) of the claims he 

testified that in view of the specification claim 1 requires stress (52:3-19).  

Similarly, Petitioner’s erroneous assertion that testimony at 56:17-58:2 was limited 

to an embodiment of the specification ignores that 52:3-19 provides the same 

testimony prior to the alleged discussion of the embodiment at 56:4-16, and it 

ignores that the suggestion that it was limited to an embodiment was introduced 

through Petitioner’s improper leading questions.  Opp. at 5-6.   

Petitioner strains its credibility again by asserting that the redirect was 

“routine,” that counsel’s questions were “open-ended” and that counsel avoided 

“even a hint of coaching.”  Opp. at 6-7.  Petitioner’s legal instruction and leading 
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questions which expressly incorporated that instruction constitute coaching.  

Petitioner does not try to distinguish Universal Remote, address FRE 611(c), or 

cite any support for its extraordinary assertion that counsel was authorized to 

“clarif[y] the law for Dr. Shanfield” during questioning.  Opp. at 8-9.  Petitioner’s 

assertion that the “legal representations” were not leading fails on its face.  In 

addition, as the examples below illustrate, counsel’s questions “were phrased 

narrowly so as to elicit either a ‘yes’ or ‘no’ answer.”  Universal Remote Control v. 

Universal Elecs., IPR2014-01146 Paper No. 36 at 6-7. 

144:1-2 Q.  Do Claims 2, 3, and 20 recite stress limitations? 

144:9-10  Q.  Does Claim 1 require that a silicon nitride film be a stress film? 

167:14-

168:2 

 Q.  I’m going to represent to you that as a legal matter, a dependent 

claim recites additional limitations that are not present in the 

independent claim from which it depends. 

     *     *     * 

Q.  With that understanding in mind, does … Claim 2 require -- or 

recite a stress limitation? 

 
During recross, Shanfield had a copy of the ’501 patent (compare 159:19-20 

(“Oh, there it is.”) with Opp. at 8) when, without Petitioner’s counsel’s improper 

guidance regarding the dependent claims, he returned to his opinion that claim 1 

requires stress.  Ex. 2232 at 160:20-23.  Petitioner’s assertion that Shanfield’s Ex. 

1002 declaration analyzed claim 2 (Opp. 4-5) reinforces that Shanfield rubber-

stamped Petitioner’s arguments because, at deposition, Shanfield couldn’t identify 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


