
            
 

 

IPR2017-01648 
U.S. Patent No. 6,866,866 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

---------------------------------------------------------------------------------------------------- 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

----------------------------------------------------------------------- 

Aurobindo Pharma USA Inc. 

Petitioners, 

v .  

Andrx Labs, LLC  

Patent Owners 

----------------------------------------------------------------------- 

Case No.: IPR2017-01648 

United States Patent No. 6,866,866 

----------------------------------------------------------------------- 

PETITIONER'S REPLY TO 
PATENT OWNER'S RESPONSE 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


            
 

i. 

IPR2017-01648 
U.S. Patent No. 6,866,866 

TABLE OF CONTENTS 

I. INTRODUCTION ........................................................................................... 1 

A. The Limited Grounds of this Case ............................................................ 1 

B. Patent Owner's Unsupportable Attack on the Expertise of Dr. 
Akhlaghi .................................................................................................... 1 

II. THE PRIOR ART ............................................................................................ 5 

III. THE POSA WOULD BE MOTIVATED TO TARGET A MEAN TMAX 
RANGE OF THE CLAIMS IN A FORMULATION OF CHENG 
BASED ON TIMMINS ................................................................................... 8 

IV. THERE IS NO TEACHING AWAY FROM COMBINING CHENG 
AND TIMMINS ............................................................................................ 14 

V. A POSA WOULD HAVE A REASONABLE EXPECTATION OF 
SUCCESS IN COMBINING CHENG AND TIMMINS.............................. 16 

VI. AS THE PO ADMITTED THAT CLAIMS 3-5 AND 25 WERE NOT 
SEPARATELY PATENTABLE FROM CLAIM 1 IN THE SCIELE 
CASE, AND THE REMAINING DEPENDENT CLAIMS, 
INCLUDING THOSE RECITING THE CLAIMED RANGES OF 5.5-
7.5 HOURS AND 6.0 TO 7.0 HOURS, WERE NOT ARGUED TO 
PROVIDE ANY INVENTIVE CONTRIBUTION OVER THE 
INDEPENDENT CLAIMS IN THE PO RESPONSE, NO 
DEPENDENT CLAIM SUPPORTS PATENTABILITY OVER 
INDEPENDENT CLAIM 1 ........................................................................... 20 

VII. AKHLAGHI DID NOT ENGAGE IN "HINDSIGHT REASONING" ........ 21 

VIII. THE OBJECTIVE INDICIA OF OBVIOUSNESS CITED BY 
DRESSMAN IN EXHIBIT 2010 DOES NOT SUPPORT NON-
OBVIOUSNESS OF THE CHALLENGED CLAIMS ................................. 22 

IX. CONCLUSIONS ........................................................................................... 24 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


            
 

i. 

TABLE OF AUTHORITIES 

Page(s) 

Federal Cases 

 
Cases 

Apple Inc. v. Samsung Elcs. Co., 
2016 U.S. App. LEXIS 3432 (Fed. Cir. Feb. 26, 2016) ....................................................................... 22 

Eli Lilly & Co. v. Zenith Goldline Pharm., Inc., 
172 F.Supp.2d 1060 (S.D. Ind. 2001) ................................................................................................... 23 

Garmin Int’l Inc. v. Cuozzo Speed Tech. Inc. 
IPR2012-0001 (November 13, 2013) ................................................................................................... 15 

Iron Grip Barbell Co. v. USA Sports, Inc., 
392 F.3d 1317 (Fed. Cir. 2004) ............................................................................................................ 22 

KSR Co. v. Teleflex Inc., 
550 U.S. 398 (2007) ............................................................................................................................. 16 

Medichem S.A. v. Rolabo S.I., 
437 F.3d 1157 (Fed. Cir. 2006) ............................................................................................................ 14 

Meiresonne v. Google, Inc., 
Case No. 16-7855 (Fed. Cir, March 2017) ........................................................................................... 15 

In re O’Farrell, 
853 F.2d 894 (Fed. Cir. 1988) .............................................................................................................. 16 

Par Pharm. Inc. v. Twi Pharms., Inc., 
773 F.3d 1186 (Fed. Cir. 2014) ............................................................................................................ 18 

PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 
491 F.3d 1342 (Fed. Cir. 2007) ............................................................................................................ 16 

Sciele Pharma v. Lupin Ltd, 
684 F.3d 1253 (Fed. Cir. 2012) ..................................................................................................... passim 

In re Wands, 
858 F.2d 731 (Fed. Cir. 1988) .............................................................................................................. 18 

Statutes 

Hatch-Waxman Act .................................................................................................................................... 23 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


            
 

ii. 

Other Authorities 

37 C.F.R. 1.111, February 24, 2003, p. 8-p. 9 .............................................................................................. 6 

37 C.F.R. §1.111 ......................................................................................................................................... 13 

Sciele Oral Argument 2012-1228.mp3 at 19.36–21.29 available at 
http://www.cafc.uscourts.gov/oral-agrument-recordings/2012-2018/all .............................................. 11 

U.S. Patent No. 6,866,866 .................................................................................................................... passim 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


            
 

1. 
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I. INTRODUCTION 

A. The Limited Grounds of this Case 

By a Joint Motion to Limit the Petition (Paper 22), and the order granting the 

same by the Board (Paper No. 23), this inter partes review of U.S. Patent No. 

6,866,866 (the “’866 patent”) is now limited to Ground 3, obviousness of claims 1-

25 over WO 99/47128 to Timmins ("Timmins") and WO 99/4715 to Cheng 

("Cheng") as set forth in Paper No. 12, Ground of Institution. 

B. Patent Owner's Unsupportable Attack on the Expertise of Dr. 
Akhlaghi 

As a diversion to distract attention from the fundamental weakness of Patent 

Owner's substantive validity arguments ("PO"), PO engages in a baseless attempt 

to unfairly disparage Dr. Akhlaghi's ("Akhlaghi") expertise, including by 

selectively and misleadingly citing to isolated snippets of her testimony taken out 

of context, elicited during a deposition in which PO's counsel badgered her by 

repetitively reframing the same basic line of questioning over and over again,  to 

attempt to twist her answers.   

For example, PO urges that Akhlaghi "concedes that she is not an expert 

formulation development" to argue a "lack of expertise in this area undercut[ting] 

the value of her opinions" (Paper 25, 14:11–15:2)( ignoring that the standard to be 

applied is a "person of ordinary skill in the art," not an expert).  For this 
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