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I. INTRODUCTION  

The Patent Trial and Appeal Board’s conclusion that Ghofrani was the work 

of another (Decision, 14) was premised on an incorrect legal standard. Petitioner’s 

speculation and inapposite authority do not remedy this error.   

II. ARGUMENT  

A. Petitioner cannot manufacture a genuine issue of material fact with 
speculation 

Patent Owner filed four sworn declarations from Ghofrani authors, both a 

named inventor and other authors, showing that Ghofrani is not prior art.  Yet 

Petitioner argues that the authorship of a separate reference, Voswinckel, 

“contradict[s]” the declarations.  Response, 4,6.   Thus, Petitioner is arguing—

based entirely on its own speculation about Voswinckel—that the four sworn 

declarations are untrue.   

Petitioner’s speculation that Voswinckel’s authorship is inconsistent with 

Ghofrani’s cannot create a genuine issue of material fact as a matter of law. In re 

Katz, 687 F.2d 450, 455 (CCPA 1982) (“[J]oint inventorship cannot be inferred in 

the face of sworn statements to the contrary”).  First, Ghofrani contains material 

concededly absent from Voswinckel, which makes Voswinckel’s authorship of 

little to no value in evaluating Ghofrani’s authorship.  See, e.g., Petition, 29.  

Second, even if Petitioner has raised a peripheral question about the naming of 

authors on Voswinckel, that does not contradict the authors’ testimony about who 
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“contributed” the relevant subject matter of Ghofrani.  Ex. 2020, ¶ 7 (this material 

“was contributed” by Voswinckel and Seeger); Ex. 2026 at ¶ 5, Ex. 2027 at ¶ 5, 

and Ex. 2028 at ¶ 5 (Ghofrani, Reichenberger, and Grimminger “did not 

contribute” to this material).  At best, Petitioner has raised a question about why 

certain authors were included on Voswinckel, but Petitioner has not presented a 

sufficient basis to dispute Patent Owner’s corroborated testimony about who 

contributed the relevant portion of Ghofrani.  Thus, the Board was not obliged by 

37 C.F.R. § 42.108(c) to resolve this issue in favor of Petitioner. 

Furthermore, the Seeger Declaration directly addressed Petitioner’s 

speculation and establishes that the determination of authorship in Voswinckel is 

not a determination of inventorship.  Ex. 2020, ¶¶10-11.  Contrary to Petitioner’s 

assertion (Response, 5-6), the Board’s institution decision provides no indication 

that the Board considered this portion of the Seeger Declaration in view of 

Petitioner’s arguments.     

Petitioner relies on Emerachem Holdings, LLC v. Volkswagen Group of 

America, Inc., 859 F.3d 1341 (Fed. Cir. 2017), for the proposition that the four 

declarations are insufficient to disqualify Ghofrani as prior art because Emerachem 

supposedly requires contemporaneous documentary evidence to support the 

testimony of an interested party (i.e., the inventor).  Response, 4-5.  But 

Emerachem did not require contemporaneous documentary evidence.  In 
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