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PATENT COOPERATION TREATY

From the INTERNATIONAL BUREAU

PCT To:
NOTIFICATION RELATING TO PRIORITY CLAIM COLBY, Gary, D
(PCT Rules 26bis.1 and 26bis.2 and Akin, Gump, Strauss, Hauer & Feld,
Administrative Instructions, Sections 402 and 409) L.L.P. 0 -D5G
One Commerce Square
22nd floor am 08 90M
Ly AV

2005 Market Street

Philadelphia, PA 19103-7986

Date of mailing (day/month/year) ETATS-UNIS D'AMERIQUE @
16 June 2001 (15.06.01)

Applicant's or agent's file reference

9596-330WO IMPORTANT NOTIFICATION
International application No. International filing date (day/month/year)
PCT/US01/01537 12 January 2001 (12.01.01)
Applicant

THE TRUSTEES OF THE UNIVERSITY OF PENNSYLVANIA et al

The applicant is hereby notified of the following in respect of the priority claim(s) made in the international application.

1.[X] Correction of priority claim. In accordance with the applicant's notice received on: 08 March 2001 (08.03.01),
the following priority claim has been corrected to read as follows:

US 14 January 2000 (14.01.00) 60/176,086
D even though the indication of the number of the earlier application is missing.

D even though the following indication in the priority claim is not the same as the corresponding indication appearing
in the priority document:

2. D Addition of priority claim. In accordance with the applicant's notice received on: ,
the following priority claim has been added:

D even though the indication of the number of the earlier application is missing.

[:l even though the following indication in the priority claim is not the same as the corresponding indication appearing
in the priority document:

3. D As a result of the correction and/or addition of (a) priority claim(s) under items 1 and/or 2, the {earliest) priority date is:

4. D Priority claim considered not to have been made.
[:] The applicant failed to respond to the Invitation under Rule 26bis.2{a) (Form PCT/IB/316) within the prescribed time limit.
D The applicant's notice was received after the expiration of the prescribed time limit under Rule 26bis.1(a).
[:[ The applicant's notice failed to correct the priority claim so as to comply with the requirements of Rule 4.10.

The applicant may, before the technical preparations for internationaf publication have been completed and subject to the
payment of a fee, request the International Bureau to publish, together with the international application, information
concerning the priority claim. See Rule 26bis.2(c) and the PCT Applicant's Guide, Volume |, Annex B2(IB).

5. D in case where multiple priorities have been claimed, the above item(s) relate to the following priority claim(s):

6. A copy of this notification has been sent to the receiving Office and
to the International Searching Authority {where the international search report has not yet been issued).
the designated Offices (which have already been notified of the receipt of the record copy).

The International Bureau of WIPO Authorized officer
34, chemin des Colombettes f
1211 Geneva 20, Switzerland Sylvaine DESCLOUX
Facsimile No. (41-22) 740.14.35 Telephone No. (41-22) 338.83.38
Form PCT/B/318 (July 1998) 004092022
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Grlnecker, Kinkeldey,
Stockmair & Schwanhausser
Anwaltssozietat
Maximilianstrasse 58

Office européen
des brevets

Europaisches
Patentamt

European
Patent Office

= EPA/EPOOEB
D-80298 Miinchen

T +49892399-0
X 523 656 epmu d

FAX  +49 89 2399-4465 Generaldirektion 2 Directorate General 2 Direction Générale 2

“l Telephone numbers:

Primary Examiner +49 89 2399-8464

(substantive examination)

Formalities Officer / Assistant +49 89 2399-0

(Formalities and other matters)

80538 Miinchen

ALLEMAGNE
Application No. Ref. Date
01903 095.6 - 2107 EP25136-19Kj 17.10.2006
Applicant
THE TRUSTEES OF THE UNIVERSITY OF PENNSYLVANIA

Communication pursuant to Article 96(2) EPC

The examination of the above-identified application has revealed that it does not meet the requirements
of the European Patent Convention for the reasons enclosed herewith. If the deficiencies indicated are
not rectified the application may be refused pursuant to Article 97(1) EPC.

You are invited to file your observations and insofar as the deficiencies are such as to be rectifiable, to
correct the indicated deficiencies within a period

of 4 months

from the notification of this communication, this period being computed in accordance with Rules 78(2)
and 83(2) and (4) EPC.

One set of amendments to the description, claims and drawings is to be filed within the said period on
separate sheets (Rule 36(1) EPC).

Failure to comply with this invitation in due time will result in the application being deemed to be
withdrawn (Article 96(3) EPC).

\sc“es Pare”f%{

Herrera, Suzanne
Primary Examiner
for the Examining Division

Enclosure(s): 2 pagess reasons (Form 2906)

Registered Letter
EPO Form 2001 07.02CSX
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Bescheid/Protokoll (Anlage) Communication/Minutes (Annex) Notification/Procés-verbal (Annexe)

0 ) Datum Blatt Anmelde-Nr.:
) Date 17.10.20006 Sheet 1 Application No.: 01 903 095.6

Date Feuille Demande n®:

The examination is being carried out on the following application documents:

Description, Pages

1-32 as published

Claims, Numbers

1-29 received on 14.08.2002 with letter of 14.08.2002

Drawings, Sheets

1/8-8/8 as published

1. The following documents (D) are referred to in this communication; the numbering will
be adhered to in the rest of the procedure:

D1: WO 94/09010 A (SANDOZ-ERFINDUNGEN VERWALTUNGSGESELLSCHAFT
M.B.H; SANDOZ-PATENT-GMBH;) 28 April 1994 (1994-04-28)

D2: BOEHLER T ET AL: "THE IN VIVO EFFECT OF RAPAMYCIN DERIVATIVE
SDZ RAD ON LYMPHOCYTE PROLIFERATION" TRANSPLANTATION
PROCEEDINGS, ORLANDO, FL, US, vol. 30, no. 5, 1998, pages 2195-2197,
XP001065480 ISSN: 0041-1345

D3: SCHULER W ET AL: "SDZ RAD, A NEW RAPAMYCIN DERIVATIVE"
TRANSPLANTATION, WILLIAMS AND WILKINS, BALTIMORE, MD, US, vol.
64, no. 1, 15 July 1997 (1997-07-15), pages 36-42, XP002048032 ISSN: 0041-
1337

D4: SEDRANI R ET AL: "CHEMICAL MODIFICATION OF RAPAMYCIN: THE
DISCOVERY OF SDZ RAD" TRANSPLANTATION PROCEEDINGS,

EPO Form 2906 01.91CSX
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Bescheid/Protokoll (Anlage) Communication/Minutes (Annex) Notification/Procés-verbal (Annexe)

0 ) Datum Blatt Anmelde-Nr.:
) Date 17.10.20006 Sheet 2 Application No.: 01 903 095.6

Date Feuille Demande n®:

ORLANDO, FL, US, vol. 30, no. 5, August 1998 (1998-08), pages 2192-2194,
XP000925138 ISSN: 0041-1345
D5: US-A-5525610

2. An International Preliminary Report on Patentability / International Preliminary
Examination Report has already been drawn up for the present application in
accordance with the PCT. The deficiencies mentioned in that report give rise to
objections under the corresponding provisions of the EPC.

3. Inaddition to the objection raised in the IPER, documents D1 to D3 cited above
discloses the activity of SDZ RAD on lymphocyte proliferation. Consequently also
these documents are destroying the novelty and inventive step of the claimed
subject-matter (cf. parts indicated in the search report). It is also pointed out that only
SDZ RAD has been tested in the application.

EPO Form 2906 01.91CSX
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GRUNECKER KINKELDEY STOCKMAIR & SCHWANHAUSSER

ANWALTSSOZIETAT

GKS & S MAXIMILIANSTRASSE 58 D-80538 MUNCHEN GERMANY

Europdisches Patentamt
Erhardtstrasse 27

80298 Minchen

IHR ZEICHEN / YOUR REF.

RECHTSANWALTE
LAWYERS

MUNCHEN

DR. HELMUT EICHMANN
GERHARD BARTH

DR. ULRICH BLUMENRODER, LL.M.
CHRISTA NIKLAS-FALTER

DR. MAXIMILIAN KINKELDEY, LL.M.

DR. KARSTEN BRANDT

ANJA FRANKE, LL.M.

UTE STEPHANI

DR. BERND ALLEKOTTE, LL.M.
DR. ELVIRA BERTRAM, LL.M.
KARIN LOCHNER

BABETT ERTLE

CHRISTINE NEUHIERL

SABINE PRUCKNER
CORNELIA SCHMITT
BERNHARD MEHNERT, DIPL. ING.
PETRA LUBBE

DR. SONJA BROTJE

SONJA SCHAFFLER

DR. HOLGER GAUSS

DR. NICOLAS SCHMITZ

UNSER ZEICHEN / OUR REF.

EP25136HV163
European Patent Application No. 01 903 095.6-2112

Applicant:

In response to the Official Communication, dated October 17, 2006

The Trustees of the University of Pennsylvania

EPO - Munich
44

2 7 Feb. 2007

PATENTANWALTE
EUROPEAN PATENT ATTORNEYS

MUNCHEN

OR. HERMANN KINKELDEY
PETER H. JAKOB

HANS HILGERS

ANNELIE EHNOLD
THOMAS SCHUSTER

DR. KLARA GOLDBACH
MARTIN AUFENANGER
GOTTFRIED KLITZSCH

DR. HEIKE VOGELSANG-WENKE
REINHARD KNAUER
DIETMAR KUHL

DR. FRANZ-JOSEF ZIMMER
BETTINA K. REICHELT

DR. ANTON K. PFAU

DR. UDO WEIGELT

RAINER BERTRAM

JENS KOCH, M.S. (U of PA) M.S.
BERND ROTHAEMEL
THOMAS W. LAUBENTHAL
DR. ANDREAS KAYSER

DR. JENS HAMMER

DR. THOMAS EICKELKAMP
DR. CARLO TORTI*

DR. PETER MILTENYI

DR. MORITZ HOFFE

*EUROPEAN PATENT ATTORNEY

PATENTANWALTE
EUROPEAN PATENT ATTORNEYS

BERLIN
PROF. DR. MANFRED BONING
DR. PATRICK ERK, M.S. (MIT)

KOLN
DR. MARTIN DROPMANN

CHEMNITZ

OR. CARMEN STEINIGER*
*PATENTANWALTIN
ALICANTE

WOLFHARD MEISTER

DR. ANDREAS TORKA*
*RECHTSANWALT

OF COUNSEL
DR HENNING MEYER-PLATH

OR. WILFRIED STOCKMAIR
(-1996)

DATUM / DATE

February 26, 2007

Herewith new claims 1-26 are submitted. It is requested to continue examination on the

basis of these new claims.

1. Claim amendment and support

(page and line numbering refer to the specification of WO01/51049):

New claims 1 to 26 are supported by previous claims 1-29 and the specification as follows

NEW CLAIM [SUPPORTED BY
1 previous claim 1, * see below
2 previous claim 2,
specification page 6, line 28 to page 7, line 30

3 previous claim 4
GRUNECKER KINKELDEY TEL. +49 89 212350 DEUTSCHE BANK MUNCHEN
STOCKMAIR & SCHWANHAUSSER FAX +49 89 2202 87 No. 17 51734
MAXIMILIANSTR. 58 EAX  +49 89 218692 93 BLZ 700 700 10
D-80538 MUNCHEN http://www.grunecker.de SWIFT: DEUT DE MM

GFRMANY
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