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In response to the Final Written Decision entered November 30, 2018, 

(Paper 40, hereinafter “Decision”) and pursuant to 37 CFR § 42.71(d), Uniloc 

2017 LLC (“Patent Owner”) hereby respectfully requests a rehearing and 

reconsideration by the Patent Trial and Appeal Board (“Board”) of its Final 

Decision finding unpatentable Claims 9−12, 14−17, 25, and 26 of the ’433 

patent. Patent Owner’s request for rehearing is based upon the following 

considerations. 

I. APPLICABLE STANDARDS 

“A party dissatisfied with a decision may file a request for rehearing, 

without prior authorization from the Board.” 37 C.F.R. §42.71(d). “The request 

must specifically identify all matters the party believes the Board 

misapprehended or overlooked, and the place where each matter was 

previously addressed in a motion, an opposition, or a reply.” Id. The Board 

reviews a decision for an abuse of discretion. 37 C.F.R. §42.71(c). 

Claim construction is a question of law. Markman v. Westview 

Instruments, 52 F.3d 967, 976 (Fed. Cir. 1995) (en banc), aff’d, 517 U.S. 370 

(1996). In an inter partes review, claim terms in an unexpired patent are 

interpreted according to their broadest reasonable construction in light of the 

specification of the patent in which they appear. 37 C.F.R. § 42.100(b); Cuozzo 

Speed Techs., LLC v. Lee, 136 S.Ct. 2131, 2142 -46 (2016). 
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II. ARGUMENT 

 The Board sua sponte provided a definition of the term “attaches” that 

was not advanced by Petitioner or supported by any evidence of record.  Such 

an approach denies Patent Owner due process and is also is contrary to the 

Federal Circuit’s decision in In re Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364, 

1380–81 (Fed. Cir. 2016).    

 The term “attaches” appears in Independent Claim 9 as follows: 

 9.   A system comprising:  

 an instant voice messaging application comprising:  

 a client platform system for generating an instant voice message;  

 a messaging system for transmitting the instant voice message over 

a packet-switched network; and  

 wherein the instant voice messaging application attaches one or 

more files to the instant voice message. 

 

  In multiple related proceedings (and this proceeding as well), Patent Owner 

argued that “attaches” means what it says – the one or more files must be 

attached to the audio file (i.e., the instant voice message). The Board previously 

agreed with this interpretation of attaching.  

 In particular, in a first decision denying institution of a petition advanced 

by some of the same Petitioners as here, the Board concluded the applied 

Zydney reference failed to disclose the claimed attaching because Zydney 

discloses “attaching additional files (e.g., a multimedia file) to a voice 
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container, rather than to an audio file.” Facebook et al. v. Uniloc Luxemburg 

S.A., IPR2017-01257 (Paper 8) at 18 (PTAB Dec. 4, 2017) (emphasis added).   

 Similarly, in a second decision the Board reached the same interpretation 

of “attaches”:  

We agree with Patent Owner that our reasoning in denying the petition in 
IPR2017-01257, wherein claim 1 was asserted to have been obvious over 
Zydney, is applicable here as well. In that case, we were not persuaded 
that the petitioner there had established sufficiently that Zydney teaches 
or suggests “attaching one or more files to the audio file,” as recited in 
claim 1, to demonstrate a reasonable likelihood of succeeding on the 
asserted ground. We agreed with Patent Owner in that case that the 
portions of Zydney now relied upon by Petitioner as allegedly 
disclosing this limitation instead disclose attaching additional files 
(e.g., a multimedia file) to a voice container, rather than to an audio 
file as recited in claim 1. 

 
Google LLC v. Uniloc Luxemburg S.A., IPR2017-02085 (Paper 11) at 19 

(PTAB April 16, 2018) (emphasis added).   

 To emphasized the meaning of “attach,” the Board quoted itself in the  

‘1257 Decision: 

“[e]ven if we regard Zydney’s voice data as being an audio file, however, 
we are not persuaded that Zydney’s disclosure that another file may be 
attached to a voice container that contains such an audio file teaches or 
suggests attaching that other file to the audio file.” 

 
Id. at quoting the ‘1257 Decision.  
 
 Now, in a contrary fashion, the Board sua sponte concluded that 

“attaches” does not require attaching; rather, the Board opined that things that 

are attached simply requires some degree of “association” between them.   
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 More particularly, the Board determined that the Claim 9 no longer 

requires an attachment of the one or more files to the audio file (i.e., the instant 

voice message). Decision at 20-21. Rather, the Board opined that “as long as 

the client has sufficient information that the “instant voice message” has an 

attachment, the recited “attachment” is performed.”  Id. at 21. In reaching this 

new interpretation, the Board points to no evidence of record or arguments 

advanced by Petitioner. Rather, the Board engaged in a new sua sponte 

analysis.  This was improper. A Board must evaluate the Petition’s arguments 

as presented. See In re Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364, 1380–81 

(Fed. Cir. 2016) (rejecting an argument that the Board properly “ma[de] an 

obviousness argument on behalf of [petitioner]” that “could have been included 

in a properly-drafted petition,” because “petitioner . . . bears the burden of 

proof” and, thus, the Board “must base its decision on arguments that were 

advanced by a party, and to which the opposing party was given a chance to 

respond,” and is not “free to adopt arguments on behalf of petitioners” (citations 

omitted)).  

 Cognizant of due process consideration, the Board was concerned with 

an interpretation of “instant voice message” and invited post-hearing briefing 

on the issue; however, the Board did not invite any briefing on the meaning of 

“attaches.” Accordingly, the new sua sponte analysis of a separate term was 

surprising – especially given the Board’s contrary determinations of the same 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


