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1   Cavium, Inc., which filed a Petition in Case IPR2017-01718, Wistron 

Corporation, which filed a Petition in Case IPR2018-00327, and Dell Inc., which 

filed a Petition in Case IPR2018-00371, have been joined as petitioners in this 

proceeding. 
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Pursuant to Parties’ Stipulation Regarding Schedule dated June 8, 2018 

(Paper 52), Patent Owner timely moves for observations on cross-examination in 

light of Patent Owner’s cross-examination of Petitioner’s witness, Robert Horst on 

June 8, 2018. The transcript of Dr. Horst’s cross-examination testimony is being 

filed as exhibit 2600 (“Ex. 2600”). 

Observations on Cross-Examination: 

1. In exhibit 2600, on page 16 line 2 to page 20 line 16, the witness testified 

that: 

• The first script divides the data into segments by repetitively 

extracting only one segment’s worth of data from the host to the 

adaptor. 

• The second script divides the data into segments in a similar way, i.e., 

repetitively copying one segment’s worth of data from the host to the 

adaptor. 

This testimony is relevant to the non-disclosure of claim elements [1.4], 

[9.4], and [15.4], “dividing, by the interface device, the data into segments” , on 

pages 1003.102-1003.103 of Exhibit 1003 (Horst Opening Declaration), pages 24-

33 of  Corrected Patent Owner’s Response (Paper 34), and pages 20-21 of Exhibit 

1223 (Horst Reply Declaration).   
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The testimony is relevant because the claim elements require two things: 1) 

“transferring data from the network host to the interface device, after transferring 

the protocol header information to the interface device”; and 2) “dividing, by the 

interface device, the data into segments.” (emphasis added).  In other words, the 

claim requires first, transferring some data to the interface device, and second, 

dividing the same date.  However, according to the first and the second scripts, 

after the data is transferred from the host to the adaptor, no further division is 

performed.   

2. In exhibit 2600, on page 16 line 2 to page 20 line 16, the witness testified 

that: 

• The third script divides the data into segments by transferring all of 

the data identified by the user from the host to the adaptor and 

repeatedly extracting one segment, and encapsulating and transmitting 

it to the Ethernet. 

• By doing this, the adaptor has to be subject to termination conditions 

in determining when to stop sending data, including the consideration 

of Window size, because the window size indicates that the receive 

side no longer has room to accept the writes. 
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This testimony is relevant to the non-disclosure of claim elements [1.4], 

[9.4], and [15.4], “dividing, by the interface device, the data into segments” , on 

pages 1003.102-1003.103 of Exhibit 1003 (Horst Opening Declaration), pages 24-

33 of  Corrected Patent Owner’s Response (Paper 34), and pages 20-21 of Exhibit 

1223 (Horst Reply Declaration), as well as to the motivation to combine Erickson 

and the TCP protocol disclosed in Tanenbaum96 and the expectation of success 

thereof, on pages 34-37 of Petition for Inter Partes Review (Paper 1), pages 35-55 

of  Corrected Patent Owner’s Response (Paper 34), and pages 2-14 of Petitioner’s 

Reply to Patent Owner's Response to Petition for Inter Partes Review (Paper 45).  

The testimony is relevant because determining the Window field in TCP 

header is necessary for the operation of the third script allegedly rendering the 

“dividing” step obvious.  However, Petitioner does not disclose any specific 

evidence as to why a person of ordinary skill in the art would have a reasonable 

expectation of success in performing this necessary step, i.e., determining the 

Window field, in the adaptor disclosed by Erickson.  

3. In exhibit 2600, on page 13 line 21 to page 14:11, the witness testified that: 

• The determination of how the Window field works is a fairly complex 

process.  
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• The Window field is a part of the TCP header, so the Window field 

has to be determined for processing TCP packets. 

This testimony is relevant to the motivation to combine Erickson  and the 

TCP protocol disclosed in Tanenbaum96 and the expectation of success thereof, on 

pages 34-37 of Petition for Inter Partes Review (Paper 1), pages 35-55 of  

Corrected Patent Owner’s Response (Paper 34), and pages 2-14 of Petitioner’s 

Reply to Patent Owner's Response to Petition for Inter Partes Review (Paper 45).  

The testimony is relevant because determining the Window field in TCP 

header is necessary for processing TCP packets and is a complex process.  

However, Petitioner does not disclose any specific evidence as to why a person of 

ordinary skill in the art would have a reasonable expectation of success in 

performing this necessary step, i.e., determining the Window field, in the adaptor 

disclosed by Erickson.  

 

Date:  June 15, 2018       Respectfully submitted, 

 

By: /s/ James M. Glass, Reg. No. 46,729   

      James M. Glass (Reg. No. 46,729) 

QUINN EMANUEL URQUHART & 

SULLIVAN, LLP 

51 Madison Avenue, 22nd Floor  

New York, NY 10010 

Tel: (212) 849-7000 

Fax: (212) 849-7100 
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