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1. INTRODUCTION

On November 22, 2017, the Board issued a decision denying institution of
Inter Partes Review of U.S. Patent No. 8,805,948. Specifically, the Board denied
institution on the basis that the secondary reference in Petitioner’s petition, the
reference book Stevens, TCP/IP Illustrated, Vol.2 (“Stevens2”) (Ex.1013), was not
shown to be a prior art printed publication. IPR2017-01395, Paper 8 at 8. The
Board found that Exhibit 1063, a sworn affidavit from Pamela Stansbury (an
employee of the Original Cataloging Unit of the Cornell University Library)
stating that Stevens2 “was publicly available at the Cornell University Library as
of April 7, 1995,” to be insufficient to support the public availability of Stevens2
“because it lacks any acknowledgement by Ms. Stansbury that willful false
statements are punishable by fine, imprisonment, or both, or that the statements are
true under penalty of perjury.” Id. at 6-7; see Exhibit 1063.

Petitioner respectfully submits that the Board misapplied laws that require
an unsworn declaration to include an acknowledgement of the penalty of perjury
to the sworn affidavit of Ms. Stansbury. See Exhibit 1063. (“Pamela Stansbury
being of full age and duly sworn, deposes and says as follows”, “Sworn to before
me”). Unlike an unsworn declaration, a sworn affidavit is not required to include
such an acknowledgment. See Home Sav. of America F.A. v. Einhorn, No. 87 C

7390, 1990 WL 114643 at *4 (N.D. Ill. July 24, 1990) (“If a statement does not
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satisfy § 1746 by evidencing that the declarant signed under penalty of perjury,
then the other alternative under federal law is for the declarant to swear before an
official authorized to administer an oath. This is generally what is meant by the
term ‘affidavit’”).

As the Board noted, 37 C.F.R. § 42.63(a) permits the use of affidavits as
evidence. As the Board also noted, 37 C.F.R. § 42.2 states that “Affidavit means
affidavit or declaration under § 1.68 of this chapter. A transcript of an ex parte
deposition or a declaration under 28 U.S.C. 1746 may be used as an affidavit.”
(emphasis added). While §42.2 permits the use of unsworn declarations under
§1.68 or 28 U.S.C. § 1746 in lieu of a sworn affidavit, none of these sections
extends the acknowledgement requirements for such an unsworn declaration to a
sworn affidavit. Yet the Board mistakenly applied the requirements of 37 C.F.R. §
1.68 and 28 U.S.C. § 1746 for unsworn declarations to the sworn Stansbury
Affidavit.

Ms. Stansbury executed a sworn affidavit in the presence of a notary public
stating that Stevens2 was, in her best determination, publicly available as of April
7, 1995 at the Cornell University Library — more than two years before the priority
date of the 948 Patent. The Stansbury Affidavit, sworn before a notary public, is
“a sworn statement [ ] made under penalty of perjury” (see N.Y. Penal Law §§

210.00-.50) and is not subject to the acknowledgment requirements for unsworn
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declarations of either 37 C.F.R. § 1.68 or 28 U.S.C. 1746. See Home Sav. of
America F.A., 1990 WL 114643 at *4 (“If a statement does not satisfy § 1746 by
evidencing that the declarant signed under penalty of perjury, then the other
alternative under federal law is for the declarant to swear before an official
authorized to administer an oath. This is generally what is meant by the term
‘affidavit’”). As a result, the Board erred in giving Ms. Stansbury’s sworn
affidavit no weight.

The Board also found that “Petitioner provides no evidence that the 24th
printing generated in 2010 (long after the 1997 priority date of the 948 patent)
discloses the same material as earlier printings that may antedate the 948 patent.”
IPR2017-01395, Paper 8 at 7. Respectfully, this is also error. Each “printing” of a
book is exactly what it says it is — the creation of additional printed copies of the
same book. In contrast, revisions are signified by a new “edition.”! The same page
relied upon by the Board to show that Stevens2 submitted by Petitioner is the 24™

printing shows that it is a reprint of the 1995 edition, because it identifies only the

! For corroboration of the plain meaning of printing and edition see Ex.1095 (“A
reprint means more copies are being printed with no substantial changes. Perhaps a
few typos are being fixed. A new edition means that there has been a substantial

change”).
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1995 copyright date and no later edition. Ex.1013.010.

Petitioner further respectfully submits that the Board misapplied the legal
standard for institution and instead applied a post-institution, trial standard.
Petitioner clearly demonstrated that there is at least a reasonable likelihood that all
challenged claims of the 948 Patent are invalid, including specifically at least a
reasonable likelihood that Stevens?2 is prior art, since, in addition to the Stansbury
Affidavit, it is described as widely-cited prior art in Petitioner’s expert declaration
and effectively acknowledged as such in the earliest-filed priority application for
the 948 Patent. See Petition at 15 (citing Ex.1003 at 921-88, including 27, 60,
and FN3), 45 (citing Ex.1003 at 1212), FN9; see also Ex.1031.009 (“According to
W. Richard Stevens and Gary Write in their book ‘TCP/IP Illustrated Volume 2°,
TCP operated without experiencing any exceptions between 97 and 100 percent of
the time in local area networks”)).

Petitioner, pre-institution, need only demonstrate a reasonable likelihood of

2 On page 45 of the Petition, Petitioner mistakenly cited to 121 of Ex.1003 in
support of the statement that “Stevens2 is one of the most widely-read and
referenced books on the implementation of TCP/IP.” Petitioner intended to cite to
Ex.1003 at 9123, which is the beginning of the section concerning Stevens2, rather

than 4121, which concerns the Tanenbaum96 reference.
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