
Petition for Inter Partes Review of  Patent No. 9,179,005  

  

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

–––––––––– 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

–––––––––– 

AT&T Services, Inc.  
Petitioner 

v. 

Digifonica (International) Limited 
Patent Owner 

 
–––––––––– 

Case IPR (To Be Assigned) 
Patent No. 9,179,005 

 
–––––––––– 

PETITION FOR INTER PARTES REVIEW OF 

U.S. PATENT NO. 9,179,005 

 UNDER 35 U.S.C. §§311-319 AND 37 C.F.R. §42.100 ET SEQ. 

 

Mail Stop: Patent Board 
Patent Trial and Appeal Board 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Petition for Inter Partes Review of  Patent No. 9,179,005  

-i- 

Page 

TABLE OF CONTENTS 

I.  Mandatory Notices .................................................................................... 1 

A.  Real parties in Interest under 37 C.F.R. § 42.8(b)(1) .................... 1 

B.  Related Matters under 37 C.F.R. § 42.8(b)(2) ............................... 2 

C.  Lead and Back-Up Counsel under 37 C.F.R. § 42.8(b)(3) ............ 3 

D.  Service Information under 37 C.F.R. §42.8(b)(4) ......................... 3 

II.  Payment of Fees ........................................................................................ 4 

III.  Requirements for IPR ................................................................................ 4 

A.  Grounds for Standing ..................................................................... 4 

B.  Identification of Challenge and Statement of Precise Relief 

Requested ....................................................................................... 4 

C.  Threshold for Inter Partes Review ................................................ 5 

IV.  Overview of the ʼ005 Patent ...................................................................... 6 

A.  Technical Background ................................................................... 6 

B.  The Purported Invention ................................................................ 6 

C.  The Prosecution History ................................................................ 8 

V.  Prior Art ..................................................................................................... 8 

A.  Fisher teaches a system that routes VoIP calls based on a caller 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Petition for Inter Partes Review of  Patent No. 9,179,005  

-ii- 

profile. ............................................................................................ 8 

B.  Nadeau teaches a system that routes VoIP calls based on a 

caller profile. ................................................................................ 10 

C.  Kelly and Vu also teach call routing systems. .............................. 13 

VI.  Statements on the Art .............................................................................. 13 

A.  Level of ordinary skill in the art .................................................. 13 

B.  The references are analogous art ................................................. 13 

VII.  Claim Construction ................................................................................. 13 

VIII.  The Challenged Claims Are Unpatentable. ............................................. 14 

A.  Claims 74–79, 83–84, 88–89, 92, 94–96, and 98–99 are 

obvious over Fisher in view of Vu.  (Ground 1) ......................... 14 

B.  Claims 74–79, 83–84, 88–89, 92, 94–96, and 98–99 are 

obvious over Nadeau in view of Kelly.  (Ground 2) ................... 54 

IX.  Conclusion ............................................................................................... 85 

 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Petition for Inter Partes Review of  Patent No. 9,179,005  

-iii- 

PETITIONER’S LIST OF EXHIBITS 

Ex. Description 

1001 U.S. Patent No. 9,179,005 (“the ’005 Patent”) 

1002 Prosecution History of the ’005 Patent 

1003 Declaration of James Bress in Support of Petitions for Inter Partes 
Review 

1004 Curriculum Vitae of James Bress 

1005 U.S. Patent No. 6,240,449 (“Nadeau”) 

1006 U.S. Patent Publication No. 2004/0218748 (“Fisher”) 

1007 U.S. Patent No. 6,594,254 (“Kelly”) 

1008 U.S. Patent No. 6,674,850 (“Vu”) 

1009 Decision of Institution of Inter Partes Review, Case IPR2016-01198, 
Paper 6 (November 21, 2016) 

1010 Patent Owner Response to Petition, Case IPR2016-01198, Paper 17 
(February 10, 2017) 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Petition for Inter Partes Review of  Patent No. 9,179,005 

 

1 
 

AT&T Services, Inc. (“Petitioner”) petitions for inter partes review of 

Claims 74–79, 83–84, 88–89, 92, 94–96, and 98–99 (the “Challenged Claims”) of 

U.S. Patent No. 9,179,005 (“the ’005 Patent”), assigned to Digifonica 

(International) Limited (“Patent Owner”). 

I. MANDATORY NOTICES 

A. Real parties in Interest under 37 C.F.R. § 42.8(b)(1) 

The Petitioner is AT&T Services, Inc.  AT&T Services, Inc. also identifies 

AT&T Mobility LLC; AT&T Corp.; Southwestern Bell Telephone Company; 

Pacific Bell Telephone Company; Illinois Bell Telephone Company; Indiana Bell 

Telephone Company, Incorporated; Michigan Bell Telephone Company; Nevada 

Bell Telephone Company; The Ohio Bell Telephone Company; Wisconsin Bell, 

Inc.; and BellSouth Telecommunications, LLC as real parties in interest.  Out of an 

abundance of caution, AT&T Services, Inc. also identifies AT&T Inc. as a real 

party in interest only for the purpose of this proceeding based on recent decisions 

of the Patent Trial and Appeal Board, and only to the extent that Patent Owner 

contends that this separate legal entity should be named a real party in interest in 

this IPR.  AT&T Inc. is and always has been a holding company that is a legally 

and factually distinct entity from its subsidiaries.  Each of AT&T Inc.’s 

subsidiaries, including AT&T Mobility LLC and AT&T Services, Inc., maintains 

its own independent status, identity, and structure.  AT&T Inc. does not provide 
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