
  IPR2017-01374 
 Patent Owner’s Opposition to Petitioner’s Motion to Exclude 

 

 
 

Filed on behalf of Patent Owner Genentech, Inc. by: 
 
David L. Cavanaugh (Reg. No. 36,476) Adam R. Brausa (Reg No. 60,287) 
Lauren V. Blakely (Reg. No. 70,247)  Daralyn J. Durie (Pro Hac Vice) 
Robert J. Gunther, Jr. (Pro Hac Vice)  DURIE TANGRI LLP 
Lisa J. Pirozzolo (Pro Hac Vice)  217 Leidesdorff Street 
Kevin S. Prussia (Pro Hac Vice)  San Francisco, CA 94111 
Andrew J. Danford (Pro Hac Vice)   
WILMER CUTLER PICKERING    
     HALE AND DORR LLP 
1875 Pennsylvania Ave., NW   
Washington, DC 20006  
 

UNITED STATES PATENT AND TRADEMARK OFFICE 

____________________________________________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
____________________________________________ 

CELLTRION, INC., 
Petitioner, 

 
v. 
 

GENENTECH, INC., 
Patent Owner. 

____________________________________________ 

Case IPR2017-01374 
U.S. Patent No. 6,407,213 

____________________________________________ 

PATENT OWNER’S OPPOSITION TO  
PETITIONER’S MOTION TO EXCLUDE EVIDENCE 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


  IPR2017-01374 
 Patent Owner’s Opposition to Petitioner’s Motion to Exclude 

 

i 

TABLE OF CONTENTS 

Page  

I.  PATENT OWNER’S ANTEDATION EVIDENCE IS ADMISSIBLE. ........ 1 

A.  Exhibits 2001-2009 Are Properly Authenticated And Are 
Accurate Copies Of Patent Owner’s Official Records. ......................... 1 

1.  Exhibits 2001-2009 are properly authenticated. ......................... 1 

2.  Petitioner’s best evidence objection is baseless. ......................... 2 

B.  The Lab Notebooks (Exhibits 2001-2009) Are Properly 
Admitted As Business Records Under Rules 902(11) And 
803(6). ................................................................................................... 6 

C.  Exhibits 2014 And 2015 Are Properly Admitted. ................................. 9 

D.  Dr. Carter’s, Dr. Presta’s, And Mr. Brady’s Testimony Is 
Properly Admitted (Exhibits 2016-2018). ........................................... 10 

II.  PETITIONER’S RELEVANCE ARGUMENTS FAIL. ............................... 11 

III.  PETITIONER’S REMAINING CHALLENGES ARE WITHOUT 
MERIT. .......................................................................................................... 13 

A.  Exhibits 2055 And 2061 Are Admissible. .......................................... 13 

B.  Exhibit 2029 Is Admissible. ................................................................ 13 

C.  Exhibit 2062 Is Admissible. ................................................................ 14 

D.  Exhibit 2041 Is Admissible. ................................................................ 15 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


  IPR2017-01374 
 Patent Owner’s Opposition to Petitioner’s Motion to Exclude 

 

ii 

TABLE OF AUTHORITIES 

 Page(s) 
Cases 

Actelion Pharms. Ltd. v. ICOS Corp., IPR2015-00561, Paper 50 (Aug. 
3, 2016) .......................................................................................................... 11 

Apple Inc. v. DSS Tech. Mgmt., Inc., IPR2015-00369, Paper 40 (June 
17, 2016) ........................................................................................................ 11 

Ashland Oil, Inc., v. Delta Resins & Refractories, Inc., 776 F.2d 281 
(Fed. Cir. 1985) .............................................................................................. 12 

Bouygues Telecom, S.A. v. Tekelec, 472 F. Supp. 2d 722 (E.D.N.C. 
2007)  ............................................................................................................. 14 

Dura Auto. Sys. of Indiana, Inc. v. CTS Corp., 285 F.3d 609 (7th Cir. 
2002)  ............................................................................................................. 14 

Knorr v. Pearson, 671 F.2d 1368 (C.C.P.A. 1982) ............................................. 8, 10 

LG Chem, Ltd. v. Celgard, LLC, IPR2014-00692, Paper 76 (Oct. 5, 
2015) ........................................................................................................ 10, 11 

United States v. Franks, 939 F.2d 600 (8th Cir. 1991) .............................................. 7 

United States v. Komsa, 767 F.3d 151 (2d Cir. 2014) ............................................... 7 

United States v. Reyes, 157 F.3d 949 (2d Cir. 1998) ................................................. 7 

Statutes, Rules, and Regulations  

37 C.F.R. § 42.20(c) ................................................................................................. 10 

37 C.F.R. § 42.64(c) ................................................................................................... 3 

Fed. R. Evid. 803(6) ..........................................................................................passim 

Fed. R. Evid. 807 ..................................................................................................... 14 

Fed. R. Evid. 901 ..............................................................................................passim 

Fed. R. Evid. 1002 ................................................................................................. 2, 3 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


  IPR2017-01374 
 Patent Owner’s Opposition to Petitioner’s Motion to Exclude 

 

iii 

Fed. R. Evid. 1003 ..................................................................................................... 3 

Patent Trial Practice Guide, 77 Fed. Reg. 48,756 (Aug. 14, 2012) ............... 3, 8, 15 

Treatises  

30B Fed. Prac. & Proc. Evid. § 6862 (2018 ed.) ....................................................... 7 

1 Weinstein’s Evidence Manual § 9.02 (2018)  ......................................................... 4 

1 Weinstein’s Evidence Manual § 16.07 (2018)  ....................................................... 7 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


  IPR2017-01374 
 Patent Owner’s Opposition to Petitioner’s Motion to Exclude 

 

1 

I. PATENT OWNER’S ANTEDATION EVIDENCE IS ADMISSIBLE.  

A. Exhibits 2001-2009 Are Properly Authenticated And Are 
Accurate Copies Of Patent Owner’s Official Records.  

1. Exhibits 2001-2009 are properly authenticated.  

The core of Petitioner’s objection is that Exhibits 2001 to 2009 are copies of 

Patent Owner’s lab notebooks and there is a second set of copies of those lab 

notebooks not in evidence.  But the existence of a second copy of the underlying 

notebooks in the form of a microfilm is not a basis to exclude the high-resolution 

color scans submitted as Exhibits 2001-2009.  As explained by Patent Owner’s 

records custodian, Ms. Loeffler, the original lab notebooks are Genentech’s official 

record of the research (Ex. 1141 at 42:22-25), and Exhibits 2001-2009 are copies 

of the original notebooks (Ex. 2019, ¶4).  The microfilms are also copies of the 

original notebooks and exist for “disaster recovery” purposes.  (Ex. 1141 at 42:13-

21.)  But that does not make a high-resolution, color scan of the same notebook 

inadmissible.  Indeed, Ms. Loeffler testified that Genentech uses the color scans for 

the same purpose as the microfilms.  (Id. at 42:16-43:13.)     

Specifically, Petitioner argues that Patent Owner has not authenticated 

Exhibits 2001-2006 because the authors of those lab notebooks could not 

definitively say which copy was submitted—a microfilm copy or a high-resolution 

scan copy.  (Paper 62 at 2-3.)  As an initial matter, the authors’ inability to identify 

whether the exhibits were the microfilmed notebooks or the scans only proves that 
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