Petition for Inter Partes Review of
U.S. Patent No. 8,243,723

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FACEBOOK, INC., WHATSAPP INC.,
Petitioners

V.

UNILOC USA, INC., UNILOC LUXEMBOURG, S.A.,
Patent Owners

U.S. Patent No. 8,243,723

TITLE: SYSTEM AND METHOD FOR INSTANT VOIP MESSAGING

PETITION FOR INTER PARTESREVIEW
OF U.S. PATENT NO. 8,243,723

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

II.
I1I.

IV.

VL

VIL

Table of Contents

Page
Mandatory Notices Under 37 C.F.R. § 42.8(A)(1) cevvveeeeiieieieeeieeeeee e, |
A.  Real Party-In-Interest under 37 C.F.R. § 42.8(b)(1)...cvvvveerreeennennee. |
B.  Related Matters under 37 C.F.R. § 42.8(b)(2) ..ceeovvveeecnrieeeiieeeieeee, |
C. Lead and Back-Up Counsel under 37 C.F.R. § 42.8(b)(3) ....cccvvvenueenne 2
D.  Service Information...........ccccueiiieiriiiiiiiiiiciecee e 3
E.  PoOWer Of AtOINEY ...coovuiiieiiiieieiieeeee e 3
Fee Payment - 37 C.F.R. § 42.103 ... 3
Requirements for Inter Partes Review under 37 C.F.R. §§ 42.104 and
A2.T08 ettt ettt et e et e bt e bt e teeeneeenbeenseenne 3
A.  Grounds for Standing under 37 C.F.R. § 42.104(2)....cc.ceevvevrreerreennnee. 3
B.  Identification of Challenge under 37 C.F.R. § 42.104(b) and
Statement of Precise Relief Requested .........ccccoeeeiviiiiiiiiiiiiieieee, 4
Technology Background Relevant to a Person of Ordinary Skill in the
AT ettt ettt ettt et 4
The *723 Patent.....cocueiiiiiiiiiiiiieeieeeee ettt s s 6
Claim Construction Under 37 C.F.R. § 42.104(B)(3) ..cvvvveeerieeeieeeerieeeee. 7
A 3 4 | TSRS 7
B.  MN0AE7 e 10
Claims 1-3 Are Unpatentable ...........cccveeiiieiiieiiieieeeieecee e 12
A.  Brief Summary and Date Qualification of the Prior Art.................... 12
1. Overview of Zydney (Ex. 1003) ......cccovevviiieiiiieeieeeieeee 12
2. Overview of Appelman (Ex. 1004).........cccceeeeiiiieiciieeeieeeee, 16
B.  Ground 1: Claims 1-3 Are Obvious Over Zydney + Appelman....... 20
1. Claim 1 (Independent) .........cccceeeevieeeiiieeeiiie e 20
(@)  “A method for instant voice messaging over a
packet-switched network, the method comprising:”
(Preamble, Claim 1).......ccoceeeiiiiiiiiiiieiie e, 20
(1)  “A method for instant voice messaging” ............ 20

-1

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

DOCKET

_ ARM

Table of Contents
(continued)

(11)  “over a packet-switched network™ ....................

(b)  “monitoring a connectivity status of nodes within
the packet-switched network, said connectivity
status being available and unavailable;” (Claim

(c)  “recording the connectivity status for each of the

nodes;” (Claim 1[b])..ccccoeiiiiiiiiiee e,

(d) ‘““associating a sub-set of the nodes with a client;”

(Claim 1[C]) vereeeeeeiriee et e

(e) “transmitting a signal to a client including a list of
the recorded connectivity status for each of the
nodes in the sub-set corresponding to the client;”

(CLATM 1[A]) werrreereeeeeeeeeee oo

(f)  “receiving an instant voice message having one or

more recipients;” (Claim 1[€])..c.ccccvveevvveeriirenieennenne.

(g) “delivering the instant voice message to the one or
more recipients over a packet-switched network;”

(CLATM T[E]) v

(h)  “temporarily storing the instant voice message if a

recipient is unavailable; and” (Claim 1[g]) ......c..........

(1)  “delivering the stored instant voice message to the
recipient once the recipient becomes available.”

(Claim 1[h]) eeeeeiiieeeieeeeee e

Dependent Claim 2: “The method for instant voice
messaging over a packet-switch network according to
claim 1, wherein the instant voice message includes one

or more files attached to an audio file.” ......coueeeveeeeeeeeeennnn...

Dependent Claim 3: “The method for instant voice
messaging over a packet-switch network according to
claim 1, further comprising the step of: controlling a
method of generating the instant voice message based
upon the connectivity status of said one or more

LS00 1<) 11 ARSI

Find authenticated court documents without watermarks at docketalarm.com.

.52

.55


https://www.docketalarm.com/

VIII. Conclusion

DOCKET

Table of Contents
(continued)

....................................................................................................

-111-

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of
U.S. Patent No. 8,243,723

List of Exhibits
Ex. No Description of Document

1001 | U.S. Patent No. 8,243,723 to Michael J. Rojas

1002 | Declaration of Tal Lavian, Ph.D.

1003 | PCT Patent Application No. PCT/US00/21555 to Herbert Zydney et
al. (filed August 7, 2000, published February 15, 2001 as WO
01/11824 A2) (with line numbers added) (“Zydney”)

1004 | U.S. Patent No. 6,750,881 to Barry Appelman (“Appelman”)

1005 | Excerpts from Margaret Levine Young, Internet: The Complete
Reference (2d ed. 2002) (“Young”)

1006 | PCT Patent Application No. PCT/US00/21555 to Herbert Zydney et
al. (filed August 7, 2000, published February 15, 2001 as WO
01/11824 A2) (as-published version without added line numbers)

1007 | U.S. Patent No. 6,757,365 BI to Travis A. Bogard (“Bogard”)

1008 | Excerpts from The Authoritative Dictionary of IEEE Standards
Terms, 7th Ed. (2000)

1009 | Excerpts from McGraw-Hill Dictionary of Scientific and Technical
Terms, 5th Ed. (1994)

1010 | Excerpts from Microsoft Computer Dictionary, 3rd Ed. (1997)

1011 | Excerpts of Joint Claim Construction and Prehearing Statement filed
on March 10, 2017 in Case No. 16-cv-00642 (E.D. Tex.), including
Exhibit A

DOCKET

_ ARM

-i‘l-

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




