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I. INTRODUCTION

In response to the Decision of Partial Institution of Inter Partes Review
entered November 1, 2017, (Paper 9, hereinafter “Decision”) and pursuant to 37
C.F.R. § 42.71(d), Ubisoft, Inc. and Square Enix, Inc. (“Petitioners”) hereby
respectfully request the Patent Trial and Appeal Board (“Board”) reconsider its
decision denying institution for inter partes review of claims 7, 9, 13, and 15 of
U.S. Patent No. 6,728,766 (EX1001, “the ‘766 Patent™).

The grounds of invalidity raised by Petitioners in the Petition (Paper 1,
hereinafter “Petition”) are based on U.S. Patent 5,758,069 (“Olsen”). Decision at 4.
The Board instituted inter partes review of the two challenged method claims
(claims 1 and 3) of the ‘766 Patent in view of Olsen, finding that “the Petition
reasonably maps the limitations of claims 1 and 3 to pertinent disclosures in Olsen.”
Decision at 14-16). The Decision references the “Petitioner’s Overall Contentions”
section as support for institution, noting that “Olsen describes methods and
apparatus for licensing software in a network environment, where a distributed
database stores license information among several servers.” Decision at 10; see
also id. at 15-16.

However, the Decision denied institution of claims drafted in means-plus-
function format based on the Board’s construction of the “means for maintaining

license management policy information” limitation recited in claims 7 and similar
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“computer readable program code means for maintaining” limitation recited in
claim 13 (collectively, the “means for maintaining” limitations). Decision at 16-18.
The “means for maintaining” limitations are as follows:

e Claim 7: means for maintaining license management policy
information for a plurality of application programs at a license
management server, the license management policy information
including at least one of a user identity based policy, an
administrator policy override definition or a user policy override
definition;

e Claim 13: computer readable program code means for maintaining
license management policy information for a plurality of
application programs at a license management server, the license
management policy information including at least one of a user
identity based policy, an administrator policy override definition or
a user policy override definition

As to these claims, the Petition proposed that the corresponding structure be
construed as “a database and equivalents thereof.” Petition at 3; Decision at 6. At
the urging of Patent Owners, the Board disagreed with Petitioners’ proposed
construction, and construed the “means for maintaining” limitations to require the

following corresponding structure:
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a processor programmed to carry out the algorithms for maintaining

license management policy information for a plurality of application

programs at a license management server, where the algorithms are
setting policies such as limiting the number of users, whether crossing

the limit of users 1s allowed or not, and how users are counted.

Decision at 6-8, 16. The Board determined that the Petition did not show how
Olsen met this construction, and denied institution on this basis. Decision at 17
(“Petitioner fails to show how the Olsen database is the required processor
programmed to carry out the specified algorithms™).

Petitioners respectfully request rehearing of the Decision as to the
construction of the “means for maintaining” limitations found in claims 7 and 13,
as the Board’s construction does not identify algorithmic structure that is clearly
linked to the recited function. Specifically, the Board’s construction appears to
have overlooked or misapprehended the disclosure of the ‘766 Patent, as the
specification does not disclose — and the Board’s construction does not identify —
any actual algorithmic structure. The Board’s construction appears to require a
“processor to carry out algorithms” that are “setting policies,” but does not identify
any actual steps or instructions that could constitute an “algorithm” or how such an
“algorithm” would set the required policies. Decision at 6-8. Thus, at best, the

construction merely restates functional steps recited in the claim language, but
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