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Far from being the “gang tackling” of the ’438 patent alleged by Patent 

Owner, the Petitioners’ request for joinder to the trial instituted in Mylan 

Pharmaceuticals Inc., v. Janssen Oncology, Inc., IPR2015-01332 (“Mylan IPR”) is 

expressly permitted and encouraged by both  37 C.F.R. § 42.122(b) and relevant 

prior Board decisions.  Petitioners have taken all necessary steps to ensure that their 

request will neither disrupt ongoing proceedings nor prejudice Patent Owner.  For at 

least the following reasons, the Board should institute Petitioners’ IPR and join it to 

the Mylan IPR. 

I. Petitioners’ joinder request is timely. 

Petitioner’s IPR is timely pursuant to 37 C.F.R. § 42.122(b) because the 

Petition was filed within one month of the Mylan IPR’s institution.  See 37 C.F.R. § 

42.122(b) (“The time period set forth in § 42.101(b) shall not apply when the petition 

is accompanied by a request for joinder.”).  Section 42.122(b) is agnostic to district 

court-related time bars, and joinder is liberally granted under this regulation.  See 

Wockhardt Bio AG v. AstraZeneca AB, IPR2016-01029, Paper 15 (P.T.A.B., Aug. 

23, 2016) (granting joinder irrespective of the one-year time bar); see also Achates 

Reference Publishing, Inc. v. Apple, Inc. 803 F.3d 652, 657 (Fed. Cir. 2015) (“[A]n 

otherwise time-barred party may nonetheless participate in an inter partes review 

proceeding if another party files a proper petition.”).  Thus, the law is clear that 
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Petitioners’ Motion for Joinder is timely, and Patent Owner’s argument to the 

contrary runs afoul of statute, regulations, and the related case law.  

Patent Owner characterizes this Petition as a “gang tackling” of the ʼ438 

patent and argues that Petitioners are “manipulating the IPR process” by requesting 

joinder.  Patent Owner’s Opposition at 7.  This is not the case.  As stated throughout 

this Reply and opening Motion for Joinder, Petitioners have agreed to play a 

secondary role in the Mylan IPR.  See, e.g., Petitioners’ Motion for Joinder, Paper 9 

at 8.  There are no new experts or arguments in Petitioners’ Petition.  And Petitioners 

have agreed to be bound by all proceedings that have already occurred in the Mylan 

IPR.  There will be no prejudice to Patent Owner because it can continue to defend 

against the Mylan IPR just as it would before joinder while still allowing Petitioners 

to take part in an “efficient, streamlined, and cost-effective alternative to district 

court litigation.”  Patent Owner’s Opposition at 7.    

Patent Owner argues that, because Petitioners’ ability to independently file a 

petition is time-barred, Petitioners’ joinder request should be denied because there 

would otherwise “be no parallel proceeding and no threat of duplicative briefs, 

expert discovery, or trial testimony.”  Patent Owner’s Opposition at 9.  But this 

argument has already been rejected by other boards.  For example, in Wockhardt Bio 

AG v. AstraZeneca AB, petitioner filed a petition and motion for joinder over a year 

after it was served in the district court.  Wockhardt, paper 15 at p. 7.  Patent owner 
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