
 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

     

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

     

ZTE (USA) INC. and ZTE CORPORATION, OLYMPUS 
CORPORATION, OLYMPUS AMERICA INC., SAMSUNG 

ELECTRONICS CO. LTD., AND SAMSUNG ELECTRONICS 
AMERICA, INC., 

Petitioner, 

v. 

PAPST LICENSING GMBH & CO., KG, 

Patent Owner. 

     

CASE: IPR2017-007141 

Patent No. 6,470,399 B2 

     

PETITIONER’S UPDATED MANDATORY NOTICES 

                                           
 
1 Case IPR2017-01808 has been joined with this proceeding. 
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Pursuant to 37 C.F.R. § 42.8, Petitioner hereby files updated Mandatory 

Notices. 

I. REAL PARTIES-IN-INTEREST (37 C.F.R. § 42.8(B)(1))  

The real-parties-in interest are: ZTE (USA) Inc. and ZTE Corporation 

(collectively, “ZTE”); Olympus Corporation and Olympus America Inc. 

(collectively, “Olympus”); and Samsung Electronics Co., Ltd. and Samsung 

Electronics America, Inc. (collectively, “Samsung”) (ZTE, Olympus, and Samsung 

collectively referred to as “Petitioner”). 

In addition, out of an abundance of caution, Petitioner brings to the Board’s 

attention: Canon Inc.; Canon USA, Inc.; Canon Financial Services, Inc.; 

FUJIFILM Corporation; FUJIFILM Holdings America Corporation; FUJIFILM 

North America Corporation; JVC KENWOOD Corporation; JVCKENWOOD 

USA Corporation; Nikon Corporation; Nikon Inc.; Panasonic Corporation; 

Panasonic Corporation of North America; Hanwha Techwin Co., Ltd. (f/k/a 

Samsung Techwin Co., Ltd.); Samsung Opto-Electronics America, Inc.; Sanyo 

Electric Co., Ltd.; Sanyo North America Corp.; and HP Inc. (f/k/a/ Hewlett-

Packard Company), who are co-defendants with Petitioner Olympus in the pending 

multi-district litigation identified below (MDL 1880) but are not real parties-in-

interest to this proceeding; and Apple Inc.; LG Electronics, Inc.; LG Electronics 

U.S.A., Inc.; LG Electronics Mobilecomm U.S.A., Inc.; Lenovo (United States) 
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Inc.; Motorola Mobility LLC; Huawei Technologies Co., Ltd.; and Huawei 

Technologies USA, Inc., who are or were consolidated co-defendants with 

Petitioner ZTE and Samsung in the pending lead case in the Eastern District of 

Texas identified below (6-15-cv-01095) but are not real parties-in-interest to this 

proceeding.  None of these parties financed or controlled this petition (or had the 

opportunity to exercise control over this petition) or otherwise meets the 

requirements of 35 U.S.C. § 312(a)(2). 

II. RELATED MATTERS (37 C.F.R. § 42.8(B)(2)) 

A. Related Litigation 

Petitioner is aware of the following litigations involving the ’399 Patent in 

the Eastern District of Texas: 6-15-cv-01095 (lead case), 6-15-cv-01099, 6-15-cv-

01100, 6-15-cv-01102, 6-15-cv-01111, and 6-15-cv-01115. 

Petitioner is aware of the following litigations involving the ’399 Patent in 

the United States District Court for the District of Columbia: 1-06-cv-01751, 1-07-

cv-01118, 1-07-cv-01222, 1-07-cv-02086, 1-07-cv-02087, 1-07-cv-02088, 1-08-

cv-00865, 1-08-cv-00985, 1-08-cv-01404, 1-08-cv-01405, 1-08-cv-01406, 1-08-

cv-01407, 1-08-cv-01433, 1-09-cv-00530, and 1-07-mc-00493 (MDL 1880). 

Petitioner is aware of the following litigations involving the ’399 Patent in 

the Northern District of Illinois: 1-08-cv-03627, 1-08-cv-03606, 1-08-cv-03609, 1-

08-cv-03608, 1-08-cv-02510, 1-08-cv-01218 and 1-07-cv-03401. 
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Petitioner is aware of the following litigation involving the ’399 Patent in 

the Northern District of California: 5-08-cv-01732. 

Petitioner is aware of the following litigation involving the ’399 Patent in 

the District of Delaware: 1-07-cv-00415. 

Petitioner is aware of the following litigation involving the ’399 Patent in 

the District of New Jersey: 2:07-cv-4940. 

Petitioner understands that all currently pending litigations not pending in 

the Eastern District of Texas have been consolidated into MDL 1880. 

B. Related Inter Partes Review Petitions 

Petitioner is aware of the following inter partes review Petitions for U.S. 

Patent No. 6,470,399: IPR2016-01839, IPR2016-01843, IPR2016-01864, 

IPR2017-00443, IPR2017-00714, and IPR2017-01682. 

Petitioner is aware of the following inter partes review Petitions filed for 

related U.S. Patent No. 6,895,449: IPR2017-00415, IPR2017-00448, IPR2017-

00713, and IPR2017-01617. 

Petitioner is aware of the following inter partes review Petitions filed for 

related U.S. Patent No. 8,504,746: IPR2016-01200, IPR2016-01206, IPR2016-

01211, IPR2016-01213, IPR2016-01223, IPR2016-01224, IPR2016-01862, 

IPR2016-01863, IPR2017-00158, IPR2017-00449, IPR2017-00678, and IPR2017-

00710. 
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Petitioner is aware of the following inter partes review Petitions filed for 

related U.S. Patent No. 8,966,144: IPR2016-01199, IPR2016-01202, IPR2016-

01212, IPR2016-01214, IPR2016-01216, IPR2016-01222, IPR2016-01225, 

IPR2016-01849, IPR2016-01860, IPR2017-00154, IPR2017-00670, IPR2017-

00672, IPR2017-00679, and IPR2017-00711. 

Petitioner is aware of the following inter partes review Petitions filed for 

related U.S. Patent No. 9,189,437: IPR2016-01733, IPR2016-01840, IPR2016-

01841, IPR2016-01842, IPR2016-01844, IPR2017-00156, IPR2017-00712, and 

IPR2017-01038. 

III. COUNSEL AND SERVICE INFORMATION (37 C.F.R. §§ 42.8(B)(3) 
AND (B)(4)) 

 Petitioner provides the following designation of counsel: 

Lead Counsel 
Carrie A. Beyer  
Reg. No. 59,195 
 
DRINKER BIDDLE & REATH LLP 
191 N. Wacker Dr., Suite 3700 
Chicago, IL 60606 
Telephone: 312-569-1000 
Facsimile: 312-569-3000 
Carrie.Beyer@dbr.com 
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