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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FACEBOOK INC.,
Petitioner,

V.

WINDY CITY INNOVATIONS, LLC,
Patent Owner.

Patent No. 8,694,657
Issue Date: April 8, 2014

Title: REAL TIME COMMUNICATIONS SYSTEM

PATENT OWNER’S
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Pursuant to 37 C.F.R. § 42.8(a)(2), Patent Owner Windy City Innovations,

LLC hereby files its updated Mandatory Notices.

I. 37 C.F.R § 42.8(b)(1) - REAL PARTY-IN-INTEREST

The patent owner and real party-in-interest is Windy City Innovations, LLC.

II. 37 C.F.R §42.8(b)(2) - RELATED MATTERS

Pursuant to 37 C.F.R § 42.8(b)(2), Patent Owner identifies the following

judicial or administrative matters that would affect, or may be affected by, a

decision in the proceeding.

Case No. Patent No. Petitioner(s) Status
IPR2016-01067 | 8,407,356 Microsoft Corporation Instituted
IPR2016-01137 | 8,473,552 Microsoft Corporation Institution
Denied
IPR2016-01138 | 8,473,552 Microsoft Corporation Institution
Denied
IPR2016-01141 | 8,458,245 Microsoft Corporation Instituted
IPR2016-01146 | 8,473,552 Microsoft Corporation Institution
Denied
IPR2016-01147 | 8,473,552 Microsoft Corporation Institution
Denied
IPR2016-01155 | 8,694,657 Microsoft Corporation Instituted
IPR2016-01156 | 8,458,245 Facebook Inc. Instituted
IPR2016-01157 | 8,407,356 Facebook Inc. Instituted
IPR2016-01158 | 8,473,552 Facebook Inc. Instituted
IPR2016-01159 | 8,694,657 Facebook Inc. Instituted
IPR2017-00603 | 8,473,552 Microsoft Corporation Pending
IPR2017-00605 | 8,407,356 Microsoft Corporation Pending
IPR2017-00606 | 8,694,657 Microsoft Corporation Pending
IPR2017-00622 | 8,694,657 Facebook Inc. Pending
IPR2017-00624 | 8,407,356 Facebook Inc. Pending
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Case No. Patent No. Petitioner(s) Status

IPR2017-00655 | 8,458,245 Facebook Inc. Pending
IPR2017-00656 | 8,694,657 Microsoft Corporation Pending
IPR2017-00659 | 8,694,657 Microsoft Corporation Pending
IPR2017-00669 | 8,458,245 Facebook Inc. Pending
IPR2017-00709 | 8,458,245 Microsoft Corporation Pending

Additionally, Patent Owner identifies the following district court cases and

administrative proceedings:

o Windy City Innovations, LLC v. Microsoft Corporation, Civ. A. No.

15-cv-00103-GM (W.D. N.C.) transferred to 16-cv-1729 (N.D. Ca.);

and

o Windy City Innovations, LLC v. Microsoft Corporation, Civ. A. No.

15-cv-00102-GM (W.D. N.C.) transferred to 16-cv-1730 (N.D. Ca.).

III. 37 C.F.R § 42.8(b)(3) - DISCLOSURE OF COUNSEL

Pursuant to 37 C.F.R § 42.8(b)(3), Patent Owner identifies mandatory notice

of lead and back-up counsel as follows:

Lead Counsel

Back-up Counsel

68,594)
FABRICANT LLP

New York, NY 10169
Tel. 212-257-5797

Fax. 212-257-5796
vrubino@fabricantllp.com

Vincent J. Rubino, I1I (Reg. No.

230 Park Avenue, 3™ Floor W.

Peter Lambrianakos (Reg. No. 58,279)
FABRICANT LLP

230 Park Avenue, 3™ Floor W.

New York, NY 10169

Tel. 212-257-5797

Fax. 212-257-5796
plambrianakos@fabricantllp.com
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Lead Counsel

Back-up Counsel

FABRICANT LLP

230 Park Avenue, 3™ Floor W.
New York, NY 10169

Tel. 212-257-5797

Fax. 212-257-5796
eiturrald@fabricantllp.com

IV. 37C.F.R § 42.8(b)(4) —

Pursuant to 37 C.F.R § 42.8(b)(4), Patent Owner requests that all electronic

CORRESPONDENCE

correspondence be directed to lead counsel and back-up counsel identified in

Section III above. Patent Owner consents to electronic service at the following

email addresses: vrubino@fabricantllp.com; plambrianakos@fabricantllp.com;

and eiturralde@fabricantllp.com.

November 5, 2020 By:

DOCKET

/ Vincent J. Rubino, 111 /
Vincent J. Rubino, III (Reg. No. 68,594)
Lead Counsel for Patent Owner
FABRICANT LLP

230 Park Avenue, 3™ Floor W

New York, NY 10169

Telephone: 212-257-5797

Fax: 212-257-5796
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CERTIFICATE OF SERVICE

A copy of the foregoing Patent Owner’s Updated Mandatory Notices has
been served on Petitioner’s counsel of record as follows:

Heidi L. Keefe

Email: hkeefe@cooley.com; zpatdcdocketing@cooley.com
COOLEY LLP ATTN: Patent Group

1299 Pennsylvania Ave., NW, Suite 700

Washington, DC 20004

Andrew C. Mace

Email: amace@cooley.com; zpatdcdocketing(@cooley.com
COOLEY LLP ATTN: Patent Group

1299 Pennsylvania Ave., NW, Suite 700

Washington, DC 20004

Phillip E. Morton

Email: pmorton@cooley.com; zpatdcdocketing@cooley.com
COOLEY LLP ATTN: Patent Group

1299 Pennsylvania Ave., NW, Suite 700

Washington D.C. 20004

Attorneys for Facebook Inc.

November 5, 2020 By: /Vincent J. Rubino, 111 /
Vincent J. Rubino, I1I (Reg. No. 68,594)
Lead Counsel for Patent Owner
FABRICANT LLP
230 Park Avenue, 3™ Floor W
New York, NY 10169
Telephone: 212-257-5797
Fax: 212-257-5796
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