
 

 
 

 
 
 
 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
_______________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

_______________ 
 

HUAWEI TECHNOLOGIES CO., LTD., 
Petitioner, 

 
v. 
 

PAPST LICENSING GMBH & CO., KG, 
Patent Owner. 

_______________ 
 

Case IPR2017-00449 
Patent 8,504,746 

_______________ 
___________________________________ 

PATENT OWNER PAPST LICENSING GMBH & CO., KG’S 
PRELIMINARY RESPONSE UNDER 37 C.F.R. § 42.107 

___________________________________ 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 

 

 

 i 

TABLE OF CONTENTS 
 

   I. STATEMENT OF MATERIAL FACTS IN DISPUTE ................................. 1 

II. INTRODUCTION ........................................................................................... 1 

A. STATEMENT OF RELIEF REQUESTED ........................................ 2 

B. OVERVIEW OF THE ‘746 PATENT ................................................ 2 

C. LEVEL OF ORDINARY SKILL IN THE ART ................................. 6 

D. CLAIM CONSTRUCTION ................................................................ 7 

E. SUMMARY OF PATENT OWNER’S ARGUMENTS .................... 8 

III. THE PETITION FAILS TO MEET THE REQUIREMENTS FOR 
INSTITUTING AN INTER PARTES REVIEW ................................................... 10 

IV. CONCLUSION ............................................................................................. 16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 

 

ii 
 

EXHIBIT LIST 

Currently Filed – Patent Owner 

Ex. No. Description 
2001 USPTO Decision on Petition to Accept an Unintentionally Delayed 

Claim for the Benefit of Priority, dated February 9, 2017 
  

Previously Filed – Petitioner 

 
Ex. No. Description 
1001 U.S. Patent 8,504,746 to Tasler 
1002 File History for U.S. Patent No. 8,504,746 
1003 File History for Application Serial No. 11/078,778 
1004 Certified English Translation of PCT No. WO 98/39710 
1005 Patent Owner’s Petition for Delayed Claim of Priority, November 10, 

2016 
1006 U.S. Patent Application Publication 2005/0160199 A1 to Tasler 
1007 U.S. Patent No. 6,470,399 to Tasler 
1008 PCT No. WO 98/39710 
1009 U. S. Patent No. 6,305,963 to Felps 
1010 Petition to Revive Unintentionally Abandoned Application Pursuant 

to 37 C.F.R. § 1.137(b) and (c), and Renewed Petition to Revive 
Unintentionally Abandoned Application Pursuant to 37 C.F.R. § 
1.137(b) and (c) 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 

 

1 
 

I. STATEMENT OF MATERIAL FACTS IN DISPUTE 

Petitioner Huawei Technologies Co., Ltd. (“Petitioner”) did not submit a 

statement of material facts in its Petition for inter partes review.  Paper 2 

(Petition).  Accordingly, no response to a statement of material facts is due 

pursuant to 37 C.F.R. § 42.23(a), and no facts are admitted. 

II. INTRODUCTION 

Patent Owner Papst Licensing GMBH & Co., KG (“Patent Owner”) 

respectfully submits this Patent Owner Preliminary Response under 35 U.S.C. § 

313 and 37 C.F.R. § 42.107(a).  It is being timely filed on or before April 4, 2017 

pursuant to 37 C.F.R. § 42.107(b). 

“The Director may not authorize an inter partes review to be instituted 

unless the Director determines that the information presented in the petition filed 

under section 311 and any response filed under section 313 shows that there is a 

reasonable likelihood that the petitioner would prevail with respect to at least 1 of 

the claims challenged in the petition.”  35 U.S.C. § 314(a).  Here, institution 

should be denied because Petitioner has failed to establish that there is a reasonable 

likelihood that it will prevail on its propositions of unpatentability. 
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 A. STATEMENT OF RELIEF REQUESTED 

Pursuant to 35 U.S.C. § 314(a), Patent Owner respectfully requests that the 

Board deny institution of a trial with respect to all claims of the ‘746 Patent. 

 B. OVERVIEW OF THE ‘746 PATENT  
 

The ’746 Patent involves a unique method for achieving high data transfer 

rates for data acquisition systems (e.g., still pictures, videos, voice recordings) to a 

general-purpose computer, without requiring a user to purchase, install, and/or run 

specialized software for each system.  Exhibit 1001 (‘746 Patent) at 3:32-36.  At the 

time of the invention, there were an increasing number and variety of data 

acquisition systems with the ability to capture high volumes of information.  Id. at 

1:44-62.  As such, there was an increasing demand to transfer that information to 

commercially-available, general purpose computers.  Id. at 1:31-43.  But at that 

time—and today—performing that data transfer operation required either loading 

specialized, sophisticated software onto a general purpose computer, which 

increases the risk of error and the level of complexity for the operator, or 

specifically matching interface devices for a data acquisition system to a host 

system that may maximize data transfer rates but lacks the flexibility to operate 

with different devices.  Id. at 1:26-3:24. 

The ‘746 Patent recognizes that the existing options were wasteful and 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


