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Case [IPR2017-00442
Patent 8,573,374

L. Introduction

Pursuant to 35 U.S.C. §313 and 37 C.F.R. §42.107, Schaeftler Technologies AG
& Co. KG ("Patent Owner"), submits the following Patent Owner's Preliminary Response
in response to a Petition for inter partes review filed by Valeo North America, Inc. and
Valeo Embrayages ("'Petitioner") concerning claims 1, 3-5, 8, 10 and 14-16 of U.S. Patent
No. 8,573,374 ("the 374 patent") (Ex. 1101).

Petitioner asserts two grounds of unpatentability: that claims 1, 3-5, 8, 10 and 14-16
are anticipated under 35 U.S.C. §102(a) by Degler International application, PCT Pub No.
WO 2009/06798 (Ex. 1103) ("'the Degler publication"); and that claims 1, 3-5, 8, 10 and
14-16 are anticipated under 35 U.S.C. §102(a) by W. Reik, The Centrifugal Pendulum
Absorber Calming Down the Drivetrain (“Reik publication”) (Ex. 1106/Ex. 1105).

The 374 patent names Magerkurth, Huegel, and Meissner as inventors (and
applicants), is a 371 National Phase of PCT/DE2009/000819, and claims priority under 35
U.S.C. §119 to DE 10 2008 031 431 having a priority date of July 4, 2008 and DE 10 2008
037 808 having a priority date of August 14, 2008. (Ex. 1101) (the '374 Priority
Applications).

Petitioner's sole basis for alleging that the Degler and Reik publications are prior art
to the '374 patent is its allegation that neither of the '374 Priority Applications is the "first

filed" application under 35 U.S.C. § 119 (a, ¢), and accordingly, the '374 patent is not
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Patent 8,573,374

entitled to any priority under 35 U.S.C. § 119.

In particular, Petitioner contends that DE 10 2007 057 448.9, which names Degler,
Krause, Schenck, Werner, and Englemann as inventors ("the Degler Priority Application™)
(Ex. 1104), and which was filed earlier than the '374 Priority Applications, qualifies as the
"first filed" application under 35 U.S.C. § 119 (a, ¢), and that accordingly, under 35 U.S.C.
§119 (c), the '374 patent is not entitled to rely on any priority under 35 U.S.C. §119.

Petitioner ignores the express language of 35 U.S.C. §119 and the controlling
precedent in alleging that the Degler Priority Application, which shares no common
inventors with the '374 patent, could have been the "first filed" application under 35 U.S.C.
§119.

The law is clear. In order for a foreign-filed patent application to serve as the basis
for a priority claim under 35 U.S.C. §119, the foreign-filed application must have been
filed by or on behalf of one or more of the inventors of the U.S. patent application. As the
Federal Circuit has explained, citing Vogel v. Jones, 486 F.2d 1068 (CCPA 1973) as
binding authority:

"§119 gives rise to a right of priority that is personal to the United States
applicant."

skeksk
Vogel clearly held that the above-quoted passage "means that an applicant for
a United States patent can rely for priority on the 'first filed' application by an

assignee on his behalf" Id. Moreover, "the existence of an application made
2

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




