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Application No. Applicani(s)

Office Action Summary S AT

—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address—

Period for Response

A SHORTENED STATUTORY PERIOD FOR RESPONSE IS SET TO EXPIRE:%ONTH(S) FROM THE
MAILING DATE OF THIS COMMUNICATION.

- Extensions of time may be available under the provisions of 37 CFR 1.136(a}. In no event, howsver, may a response be timely filed after SIX (6) MONTHS
from the mailing date of this communication.

- If the period for response spacified above is less than thirty {30) days, a response within the statutory minimum of thirty (30) days will be considered timely.
- If NO period for response is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication .
- Failure fo respond within the set or extended period for response will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Status
Ef/esponslve to communication(s) filed on Dﬂf"‘d% 3 77 E/

] This action is FINAL.

1 Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in
accordance with the practice under Ex parte Quayle, 1935 C.D. 1 1; 453 0.G. 2183.

Dispositjon of Claims
E&m(s) } = S is/are pending in the application.
Of the above claim(s) is/are withdrawn from consideration.
O Clalm(s) is/are al owad

E[C|aim(s} {J 1 ] -I“'lz' } ‘7‘/. }Z/r / "7 5 j‘_..] _':Z:'/ 2 g ZC? '3@\3/”9 rejected ":-86

7 s P 7
O Claims)_ 6.4 7 Al (3 slre objected tp.
. . ; '2 / 7 2L ,02/.
B’/Clalm(s) j’/, '.3,/ Q 2.0 . ij ) /0 - J Z f 47—&7—/47‘.%3 sub]'zci to restriction or election
requirement.
Application Papers
[J See the attached Notice of Draftsparson's Patent Drawrng Review, PTO-948.
[ The proposed drawing correction, filed on. is Llapproved L[] dlsapproved

00 The drawing(s) filed on is/are objected to by the Examiner.
[0 The specification is objected to by the Examiner.
[J The oath or declaration is objected to by the Examiner.

Priority under 35 U.S.C. § 119 (a)-(d)

[ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d).
(7 Al OSome* [ None ofthe CERTIFIED copies of the priority documents have been
L] received.
O received in Application No. (Series Code/Serial Number) s
[J received in this national stage application from the International Bureau (PCT Rule 1 7.2()).

“Certified copies not received: —

Att;:‘rysm(s) x r . Mz

nformation Disclosure Statement(s), PTO-1448, Paper No(s). — ?/D Interview Summary, PTO-413
otice of References Cited, PTO-892 {0 Notice of Informal Patent Application, PTO-152

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Application/Control Number: 08/869,305 Page 2

Art Unit; 2785
| 1 This application contains claims directed to the following patentably distinct species of the
claimed invention: first, second, third, fourth species of tar; ns.

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for prosecution on
the merits to which the claims shall be restricted if no generic claim is finally held to be allowable.
Currently, the target means Is generic.

Applicant is advised that a response to this requirement must include an identification of the
species that is elected consonant with this requirement, and a listing of all claims readable thereon,
including any claims subsequently added. An argument that a claim is allowable or that all claims are
generic is considered nonresponsive unless accompanied by an election.

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims to
additional species which are written in dependent form or otherwise include all the limitations of an
allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, applicant
must indicate which are readable upon the elected species. MPEP § 809.02(a).

Should applicant traverse on the ground that the species are not patentably distinct, applicant
should submit evidence or identify such evidence now of record showing the species to be obvious
variants or clearly admit on the record that this is the case. In either instance, if the examiner finds one of
the inventions unpatentable over the prior art, the evidence or admission may be used in a rejection

under 35 U.S.C. 103(a) of the other invention.

2. During a telephone conversation with Mr. Vavid R. Graham (Reg. No. 36160) on November
6, 1998, a provisional election was made with traverse to prosecute the invention of the first species,
claims 1,4, 6,7, 8, 11, 13, 14, 17, 24-26, 28, 29, 30, 31 and 32. Affirmation of this election must be

made by applicant in responding to this Office action. Claims 2, 3, 5, 20, 9, 10, 12, 15, 16, 18, 19-20, 21-
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23 and 27 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to

a non-elected invention.

3. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently named
inventors is no longer an inventor of at least one claim remaining in the application. Any amendment of
inventorship must be accompanied by a diligently-filed petition under 37 CFR 1.48(b) and by the fee

required under 37 CFR 1.17(h).

4, The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis
for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless --

(e) the invention was described in a patent granted on an application for patent by another filed in the United States before
the invention thereof by the applicant for patent, or on an infernational application by another who has fulfilled the
requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention thereof by the applicant for
patent.

. Claims 24-26 are rejected under 35 U.S.C. 102(e) as being anticipated by Novis et al (5,770,849
hereinaficr Novis),
a. As per claim 24:
Novis teaches a peripheral device [10], comprising:
(1) security means [86]-for-enabling-one-or-more-security-operationy-to-be
petforned-otrdauty

(2) a biometric device [14 (col. 3, lines 36-44; col. 9, lines 28-30%-for
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(3) means | 16] for enabling communication between
(a) the security means [86] and
(b) the biometric device [14],
[which communication is for transferring captured user characteristic
from biometric 14 to the security means 86 for authentication thereat
(col. 9, lines 26-37] ; and

4) means [95] for enabling communication with a host computing device
[96].

b. As per claim 25 or 26:

Novis teaches that his biometric device comprises either:

(1) a fingerprint scanning device [in order to input biometric identifier such
as a finger print (col. 3, lines 37-40)] or

(2) a retinal scanning device [in order to input biometric identitier such as a

retinal scan (col. 3, lines 37-40)].

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness
rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of
this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter
as a whole would have been obvious at the time the invention was made to & person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made.

T- This application currently names joint inventors. In considering patentability of the claims under
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly

owned at the time any inventions covered therein were made absent any evidence to the contrary.
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