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I.  STATEMENT OF RELIEF REQUESTED 

Patent Owner, Valencell, Inc. (“Valencell” or “Patent Owner”), moves under 

37 C.F.R. § 42.12, to amend the claims of U.S. Patent No. 8,923,941 (the “’941 

Patent”) (Ex. 2115) contingent on the outcome of the trial. If original claims 14-21 

are found unpatentable, the Patent Trial and Appeal Board (“the Board”) is requested 

to cancel claims 14-21 and replace them with proposed substitute claims 22-29. See 

37 C.F.R. § 42.22(a)(2); 35 U.S.C. § 316(d). The proposed substitute claims do not 

broaden the scope of the claims, and the disclosure supports each proposed 

amendment. 37 C.F.R. § 42.121. Moreover, Substitute Claim 22, which is proposed 

to replace original Independent Claim 14, incorporates specific limitations that 

distinguish the substitute claim over the prior art. Similarly, Substitute Claim 26, 

which is proposed to replace Dependent claim 18, also incorporates specific 

limitations. Substitute claims 23-25 and 27-29, which are proposed to replace 

Dependent Claims 15-17 and 19-21, merely change dependency from original Claim 

14 to Substitute Claim 22, and correct for antecedent basis.  Patent Owner’s 

proposed amendments are responsive to a ground of unpatentability because trial 

was instituted on claims 14–21, and the proposed amendments are to claims 14 and 

18 with changes to dependency for claims 15-17 and 19-21. See 37 C.F.R. § 

42.121(a)(2)(i). 
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