Filed on behalf of Valencell, Inc.

By: Justin B. Kimble (JKimble-IPR@bcpc-law.com)
Jeffrey R. Bragalone (jbragalone@bcpc-law.com)
Daniel F. Olejko (dolejko@bcpc-law.com)
Bragalone Conroy PC
2200 Ross Ave.

Suite 4500 — West
Dallas, TX 75201

Tel: 214.785.6670
Fax: 214.786.6680

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FITBIT, INC.,'
Petitioner,

V.

VALENCELL, INC.,
Patent Owner.

Case IPR2017-003192
U.S. Patent No. 8,923,941

PATENT OWNER’S RESPONSE BRIEF TO
PETITIONER’S OPENING BRIEF ON REMAND

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent & Trademark Office
P.O. Box 1450

Alexandria, Virginia 22313-1450

! Petitioner Apple Inc. is no longer a party in this proceeding.

2 Case IPR2017-01555 has been joined with this proceeding.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case IPR2017-00319
U.S. Pat. No. 8,923,941

Table of Contents

I.  Apple’s Petition Fails to Demonstrate that Claims 3-5 Are Obvious.............. 1
II.  The Board Should Reject Fitbit’s Arguments Because They Are Not Limited
to the Challenges in Petitioner Apple Inc.’s Petition...........cccveeeevveeeeineennnee. 4
A. Fitbit Improperly Attempts to Expand the Petition’s Challenge to
Claim 3 by Relying on New Disclosures From Craw............ccccee....... 5
B. Fitbit Improperly Attempts to Expand the Challenge to Claims 4-5 by
Making New Arguments Based on the Correct Dependency. ............. 7
C. Fitbit Improperly Attempts to Expand the Challenge to Claim 3 by

Making New Arguments Regarding Lee. .........cccceevviiiieniiieiciieee, 8

ITI.  Fitbit Fails to Demonstrate that Claim 3 Is Obvious Under the Board’s
Construction of “Application-Specific Interface.” .........cccocvvvevvcrveeeecieeeennen. 9
IV. CONCLUSION ..ottt ettt ettt estee e e seesaeesaeesnseeseesnseenseens 10

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case IPR2017-00319
U.S. Pat. No. 8,923,941

Table of Authorities

Cases

adidas AG v. Nike, Inc.,
I[PR2016-00922, 2018 WL 4056113 (P.T.A.B. Aug. 24, 2018) .....cccvvveerreennennn. 4

Alcon Research, Ltd. v. Apotex, Inc.,
687 F.3d 1362 (Fed. Cir. 2012) it 3

Atl. Thermoplastics Co. v. Faytex Corp.,
SF.3d 1477 (Fed. Cir. 1993)...uiiiiieeeeee ettt 9

Cisco Sys., Inc. v. Oyster Optics, LLC,
[PR2017-01719, 2019 WL 328734 (P.T.A.B. Jan. 24, 2019)....c..cccccuveeunnee. 4,8,9

Fitbit, Inc. v. Valencell, Inc.,
964 F.3d 1112 (Fed. Cir. 2020)....cuuiiiiieeciie ettt 1,8

Google, Inc. v. SimpleAir, Inc.,
CBM2015-00019, 2014 WL 8879049 (P.T.A.B. May 19, 2014).........ccoveeuun..... 7

Hartness Int’l, Inc. v. Simplimatic Eng’g Co.,
819 F.2d 1100 (Fed. Cir. 1987) ...uiiiiieiieeieeieee ettt 3

Microsoft Corp. v. Enfish, LLC,
662 F. App’X 981 (Fed. Cir. 2016)....ccccuieiiieiieiieeiieeie et 10

SAS Inst., Inc. v. lancu,
138 S, Ct. 1348 (2018) wuviieeiiee ettt e e e e e e e eneneeas 4

Securus Techs., Inc. v. Global Tel*Link Corp.,
701 F. App’X 971 (Fed. Cir. 2017)uicciiieeeiiee et 10

TQ Delta, LLC v. CISCO Sys., Inc.,
942 F.3d 1352 (Fed. Cir. 2019)..icciiiiieeeeeeeeeee et 4

TRW Automotive US LLC v. MAGNA Elecs., Inc.,
I[PR2014-00251, 2014 WL 3945912 (P.T.A.B. July 31, 2014) .....occvvrereennnns 10

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case IPR2017-00319
U.S. Pat. No. 8,923,941

Regulations

37 C.F.R. § A2 10A(D)(A) cvorveeeeeeeeeeee e eeeeeeeeseeeees e ese s ee s seesseeeeseeeess s eeeees

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case IPR2017-00319
U.S. Pat. No. 8,923,941

Pursuant to the Board’s September 14 Order, Patent Owner Valencell, Inc.
submits this Response Brief to Petitioner Fitbit, Inc.’s Opening Brief on Remand.

I. Apple’s Petition Fails to Demonstrate that Claims 3-5 Are Obvious.

The Federal Circuit remanded this proceeding because the Board “did not
review the patentability of claim 3, as construed, on the asserted grounds of
obviousness.” Fitbit, Inc. v. Valencell, Inc.,964 F.3d 1112, 1117-18 (Fed. Cir. 2020)
(emphasis added). Similarly, with respect to claims 4 and 5, the Federal Circuit
remanded for the Board to “determine patentability of corrected claims 4 and 5 on
the asserted grounds of obviousness.” Id. at 1120 (emphasis added). Thus, the Board
is tasked with evaluating whether Fitbit has met its burden of demonstrating that
claims 3-5, properly construed, are obvious based on the arguments made and the
evidence cited in Apple’s Petition. It has not.

In the Petition, Apple asserted that Craw discloses an application-specific
interface of claim 3: “Craw teaches that a data dictionary used with data classes acts
as an API for managing, extracting, and displaying information from information
streams.” Paper 2 at 27 (citing Ex. 1056 9 256) (emphasis added). But neither Apple
nor Fitbit demonstrate that Craw discloses “an interface which enables a particular
application to utilize data obtained from hardware, such as the at least one motion
sensor and the at least one PPG [photoplethysmography] sensor.” See Fitbit, 964

F.3d at 1116-17 (emphasis added). As Apple conceded in the Petition, an API has
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