
 

  

  
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

_____________________ 
 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

_____________________ 
 
 

APPLE INC. and FITBIT, INC. 
Petitioners 

 
v. 
 

VALENCELL, INC. 
Patent Owner 

____________ 
 

Case IPR2017-003181 
Patent 8,886,269 

__________________ 

PETITIONER APPLE INC.’S OPPOSITION TO PATENT OWNER’S  
MOTION TO AMEND 

 
 
 
 
 
Mail Stop “PATENT BOARD” 
Patent Trial and Appeal Board  
U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450

                                                 
1 IPR2017-01554 has been joined to this current proceeding. 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2017-00318 
U.S. Pat. No. 8,886,269 

 - i - 

TABLE OF CONTENTS 
 
I.  Introduction ...................................................................................................... 1 

II.  Substitute Claim 22 Is Improper Under 35 U.S.C. § 316(d)(1)(b) .................. 1 

III.  Substitute Claims 12-21 Are Unpatentable Under 35 U.S.C. §112 ................ 1 

  Substitute Claims 12-21 Lack Written-Description Support ................ 1 A.

  Substitute Claims 12-21 Are Indefinite ................................................. 2 B.

IV.  Substitute Claims 12-21 Are Unpatentable Under 35 U.S.C. §103 ................ 2 

  Argument 1: The Combination of Asada, Swedlow, Fricke, and A.
Gupta Render Substitute Claim 12 Obvious ......................................... 2 

  Motivation for the combination of Asada, Swedlow, 1.
Fricke, and Gupta ........................................................................ 2 

  The combination of Asada, Swedlow, Fricke, and Gupta 2.
renders substitute independent claim 12 obvious ....................... 8 

  Argument 2: The Combination of Goodman, Asada, Fricke, and B.
Gupta Render Substitute Claim 12 Obvious ....................................... 13 

  Motivation for the combination of Goodman, Asada, 1.
Fricke, and Gupta ...................................................................... 13 

  The combination of Goodman, Asada, Fricke, and Gupta 2.
renders substitute independent claim 12 obvious ..................... 17 

  Argument 3: The Addition of Tran to Either Combination of C.
References Presented above with Respect to Claim 12 Renders 
Substitute Claim 13 ............................................................................. 21 

  Argument 4: The Addition of Hannula and Fraden to Either D.
Combination of References Presented above with Respect to 
Claim 12 Renders Substitute Claim 16 Obvious, and The 
Addition of Fraden to Either Combination of References 
Presented above with Respect to Claim 12 Renders Substitute 
Claim 17 Obvious ................................................................................ 22 

  Argument 5: Claims 14, 15, and 18-21 are Obvious .......................... 24 E.

V.  Conclusion ..................................................................................................... 25 

  
 
 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2017-00318 
U.S. Pat. No. 8,886,269 

 - ii - 

 
PETITIONER’S UPDATED EXHIBIT LIST 

 
Apple (APL) 

Ex. No. Description 

1001 
U.S. Patent No. 8,886,269 to LeBoeuf et al. titled “Wearable 
Light-Guiding Devices for Physiological Monitoring,” issued 
March 24, 2015 

1002 U.S. Patent No. 8,886,269 File History 

1003 
Declaration of Dr. Brian W. Anthony in Support of Petition for 
Inter Partes Review of U.S. Patent No. 8,886,269 

1004 Curriculum Vitae of Dr. Brian W. Anthony 

1005 
Asada, H. et al. “Mobile Monitoring with Wearable Photople-
thysmographic Biosensors,” IEEE Engineering in Medicine and 
Biology Magazine, May/June 2003; pp. 28-40 

1006 
U.S. Patent No. 5,226,417 to Swedlow et al. titled “Apparatus 
for the Detection of Motion Transients,” issued July 13, 1993 

1007 
U.S. Patent No. 4,830,014 to Goodman et al. titled “Sensor Hav-
ing Cutaneous Conformance,” issued May 16, 1989 

1008 
U.S. Patent No. 6,745,061 to Hicks et al. titled “Disposable Ox-
imetry Sensor,” issued June 1, 2004 

1009 
U.S. Patent No. 7,190,986 to Hannula et al. titled “Non-
Adhesive Oximeter Sensor for Sensitive Skin,” issued March 
13, 2007 

1010 
U.S. Patent No. 5,797,841 to Delonzor et al. titled “Shunt Barri-
er in Pulse Oximeter Sensor,” issued August 25, 1998 

1011 
U.S. Patent Application Publication No. 2007/0123763 to Al-Ali 
et al. titled “Optical Sensor Including Disposable and Reusable 
Elements,” published May 31, 2007 

1012 
Excerpt from Merriam Webster’s Collegiate Dictionary, Elev-
enth Edition, 2008; p. 828 

1013 
Mendelson, Y. et al., “Skin Reflectance Pulse Oximetry: In Vi-
vo Measurements from the Forearm and Calf,” Journal of Clini-
cal Monitoring, Vol. 7, No. 1, January 1991; pp. 7-12 

1014 

Konig, V. et al., “Reflectance Pulse Oximetry – Principles and 
Obstetric Application in the Zurich System,” Journal of Clinical 
Monitoring and Computing, Vol. 14, No. 6, August 1998; pp. 
403-412 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2017-00318 
U.S. Pat. No. 8,886,269 

 - iii - 

Apple (APL) 
Ex. No. Description 

1015 

Mendelson, Y. et al. “A Wearable Reflectance Pulse Oximeter 
for Remote Physiological Monitoring,” Proceedings of the 28th 
IEEE EMBS Annual International Conference, New York City, 
New York, August 30-September 3, 2006; pp. 912-915 

1016 
U.S. Patent No. 6,608,562 to Kimura et al. titled “Vital Signal 
Detecting Apparatus,” issued August 19, 2003 

1017 
Tremper, K. et al., “Pulse Oximetry,” Medical Intelligence Arti-
cle, Anesthesiology, Vol. 70, No. 1, January 1989; pp. 98-108 

1018 

Declaration of Gerard P. Grenier in support of Asada, H. et al. 
“Mobile Monitoring with Wearable Photoplethysmographic Bi-
osensors,” IEEE Engineering in Medicine and Biology Maga-
zine, May/June 2003; pp. 28-40 (APL1005) 

1019 Intentionally Left Blank 
1020 Intentionally Left Blank 
1021 Intentionally Left Blank 

1022 

Transcript of teleconference among Board and Parties held on 
October 13, 2017, Apple Inc. v. Valencell, Inc., Case Nos. 
IPR2017-00315, IPR2017-00317, IPR2017-00318, IPR2017-
00319, and IPR2017-00321. 

1023-1099 Intentionally Left Blank

1100 
Transcript of the Deposition of Dr. Albert Titus, November 9, 
2017, Apple Inc. v. Valencell, Inc., Case No. IPR2017-00318. 

1101 
Transcript of the Deposition of Dr. Albert Titus, November 10, 
2017, Apple Inc. v. Valencell, Inc., Case No. IPR2017-00317. 

1102 
Declaration of Dr. Brian W. Anthony in Support of Petitioner’s 
Reply to Patent Owner’s Response 

1103 
Declaration of Dr. Brian W. Anthony in Support of Petitioner’s 
Opposition to Patent Owner’s Motion to Amend in Inter Partes 
Review of U.S. Patent No. 8,989,830 

1104 
U.S. Patent Application Publication No. 2009/0105556 to Fricke 
et al. titled “Measurement of Physiological Signals,” published 
April 23, 2009 

1105 
G. Sen Gupta et al., Design of a Low-cost Physiological Param-
eter Measurement and Monitoring Device, Instrumentation and 
Measurement Technology Conference, IEEE (2007) 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2017-00318 
U.S. Pat. No. 8,886,269 

 - iv - 

Apple (APL) 
Ex. No. Description 

1106 

Declaration of Gerard P Grenier in support of G. Sen Gupta et 
al., Design of a Low-cost Physiological Parameter Measurement 
and Monitoring Device, Instrumentation and Measurement 
Technology Conference, IEEE (2007) 

1107 
U.S. Patent No. 4,974,591 to Awazu et al. titled “Bio-
Photosensor,” issued December 4, 1990 

1108 
Definition of “finger”, Merriam-Webster’s Collegiate Diction-
ary (10th ed. 1998) 

1109 
U.S. Patent No. 7,558,622 to Tran, titled “Mesh Network Stroke 
Monitoring Appliance,” issued July 7, 2009 

1110 
U.S. Patent Application Publication No. 2005/0209516 to 
Fraden, titled “Vital Signs Probe,” published September 22, 
2005 

1111 

U.S. Patent Application Publication No. 2007/0208240 to 
Nordstrom et al., titled “Techniques for Detecting Heart Pulses 
and Reducing Power Consumption in Sensors,” published Sep-
tember 6, 2007 

1112 
Definition of “encircle”, Merriam-Webster’s Collegiate Diction-
ary (11th ed. 2009) 

1113 Intentionally Left Blank 

1114 
Lu et al., “A statistical experimental study of the injection mold-
ing of optical lenses,” Journal of Materials Processing Technol-
ogy, 113 (2001); pp. 189-195. 

1115 Ong et al., “Microlens array produced using hot embossing pro-
cess,” Microelectronic Engineering, 60 (2002); pp. 695-379. 

1116 
Rapaport et al., “Control of Blood Flow to the Extremities at 
Low Ambient Temperatures,” Journal of Applied Physiology, 2 
(1949); pp. 61-71. 

1117 Daanen, H.A.M., “Finger cold-induced vasodilation: a review,” 
European Journal of Applid Physiology, 89 (2003); pp. 411-426.

 
 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


