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Instituted Grounds (’269 Patent) 

Paper 7 (“Inst. Decision”), pp. 25, 26 2 

Ground Claims Type Primary 
Reference Secondary Reference(s) 

IPR2017-00318 (’269 Patent) 

1 1, 2, 6, 7 § 103 Asada -- 

2 3 § 103 Asada Hicks 

3 4, 5 § 103 Asada Hannula 

4 8 § 103 Asada Delonzor 

5 9, 10 § 103 Asada Al-Ali 

6 1, 2 § 103 Goodman -- 

7 3 § 103 Goodman Hicks 

8 4 § 103 Goodman Hannula 

9 5 § 103 Goodman Hannula, Asada 

10 6, 7 § 103 Goodman Asada 

11 8 § 103 Goodman Delonzor 

12 9, 10 § 103 Goodman Al-Ali 
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Summary of the Proceeding 

1. “The claims of the ’269 patent recite nothing more than what was 
already known in the prior art.” (Paper 2 (“Petition”), p. 2.) 
 

2. “For decades prior to the ’269 patent, artisans had developed and 
continued to improve sensor devices commonly known as non-
invasive optical biosensors ….” (Petition, p. 1.) 
 

3. “Valencell’s arguments rely on: … 2) inaccurate interpretations of 
the prior art, with annotated figures that are modified in misleading 
and inappropriate ways; …and 5) Dr. Titus’s declaration, which is 
devoid of references supporting his opinions, and whose testimony 
contradicts Valencell’s positions on key points.” (Paper 32 (“Pet. 
Reply”), pp. 1-2.) 
 

4. “Because the prior art references teach all of the claim elements, 
Valencell’s tactic is to enumerate any possible drawback to the 
combinations, no matter how implausible or insubstantial.” (Pet. 
Reply, p. 19.) 
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’269 Patent – Independent Claim 1 

APL1001, 30:30-53 f 
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Petitioner’s Annotated Figures 22B and 23 from ’269 Patent 

Petition, p. 10 
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