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U.S. Patent No. 8,989,830

Substitute Claim 21

2

A monitoring device configured to be attached to the body of a subject,

comprising:

an outer layer and an inner layer secured together, the inner layer comprising

light transmissive material, and having inner and outer surfaces;

a base secured to at least one of the outer and inner layers and comprising at

least one optical emitter and at least one optical detector and at least one

motion sensor;

a layer of cladding material near the outer surface of the inner layer; and

at least one window formed in the layer of cladding material that serves as a

light-guiding interface to the body of the subject, wherein the light

transmissive material is in optical communication with the at least one optical

emitter and the at least one optical detector, wherein the light transmissive

material is configured to deliver light from the at least one optical emitter to

the body of the subject along a first direction and to collect light from the

body of the subject and deliver the collected light in a second direction to

the at least one optical detector, wherein the first and second directions are

substantially parallel;

wherein the base comprises a signal processor configured to receive and

process signals produced by the at least one optical detector and the motion

sensor to (i) reduce footstep motion artifacts from the at least one optical

detector during running by the subject and (ii) extract physiological and

motion parameters.

Claim 21 – Substitute for Claim 1
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Substitute Claim 30

3

A monitoring device configured to be attached to the body of a subject,

comprising:

a first layer comprising light transmissive material, the first layer having

inner and outer surfaces;

a base secured to the first layer and comprising at least one optical

emitter and at least one optical detector and at least one motion

sensor;

a layer of cladding material near the inner and outer surfaces of the

first layer; and

at least one window formed in the layer of cladding material that serves

as a light-guiding interface to the body of the subject, wherein the light

transmissive material is in optical communication with the at least one

optical emitter and the at least one optical detector, and is configured

to deliver light from the at least one optical emitter to the body of

the subject along a first direction and to collect light from the body of

the subject and deliver the collected light in a second direction to the

at least one optical detector, wherein the first and second directions are

substantially parallel;

wherein the base comprises a signal processor configured to receive and

process signals produced by the at least one optical detector and the

motion sensor to (i) reduce footstep motion artifacts from the at least

one optical detector during running by the subject and (ii) extract

physiological and motion parameters.

Claim 30 – Substitute for Claim 11
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4

Valencell’s Motion to Amend Should Not Be Denied

Aqua Products, Inc. v. Matal, 872 F.3d. 1290, 1306 (Fed. Cir. 2017) .

“Both by statute and by its own rules, the Board has only limited grounds for

denying a motion to amend: (1) if the amendment ‘does not respond to a ground

of unpatentability involved in the trial,’ 37 C.F.R. § 42.121, or (2) if the amendment

‘seeks to enlarge the scope of the claims of the patent or introduce new subject

matter,’ id.”

� Valencell’s proposed amendments are responsive to a

ground of unpatentability and do not enlarge the scope

of the patent. Valencell’s Motion should be granted.
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5

Substitute Claims 21-38 Satisfy the Scope Requirement of 37 
C.F.R. § 42.121

Idle Free Systems, Inc. v. Bergstrom, Inc., IPR2012-00027, Final Written Decision, Paper 26 (P.T.A.B. June 11, 2013).

“[a] proposed substitute claim is not responsive to an alleged ground of

unpatentability of a challenged claim if it does not either include or narrow

each feature of the challenged claim being replaced.”
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