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l. INTRODUCTION

Patent Owner Valencell, Inc. (*Patent Owner” or “Valencell”) respectfully
submits this Preliminary Response in accordance with 35 U.S.C. § 313 and 37 C.F.R.
8 42.107, responding to the Petition for Inter Partes Review (the “Petition”) filed by
Apple Inc. (“Petitioner” or “Apple”) regarding the claims of U.S. Patent No.
8,989,830 (the “’830 patent”) to LeBoeuf et. al, provided as Petitioner’s Exhibit
1001.

Petitioner bears the burden of demonstrating that there is a reasonable
likelihood that at least one of the claims challenged in the petition is unpatentable.
37 C.F.R. 842.108(c). Although the patent owner is not required to file a Preliminary
Response to the Petition (37 C.F.R. § 42.107(a)), Valencell takes this opportunity to
point out substantive and procedural reasons for denying institution of trial.

As discussed in detail below, Petitioner fails to show that Haahr discloses
limitations in the independent claims 1 and 11, including a “light transmissive
material is configured to deliver light from the at least one optical emitter to the body
of the subject along a first direction and to collect light from the body of the subject
and deliver the collected light in a second direction to the least one optical detector,
wherein the first and second directions are substantially parallel.” 830 patent,
30:47-55 (emphasis added). This element is essential to all challenged claims, and

without it, Petitioner cannot satisfy its burden for any of Grounds 1-5.

[
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