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~application has been examined ~ponsiveto communication filed on % '1 .J7 k. D This action Is made final. "{.~ 

A shortened statutory pertod for response to this action Is set to expire - '3>- month(s), - days from the date of this latter. 
Failure to respond within the'period for response will cause the application to become abandoned. 35 U.S.C. 133 

.. )~J 
··-···.!' _.:•T; 

~>-t;~t; 
Part I THE FOLLOWING ATTACHMENT($) ARE PART OF THIS AcnON: 

1. ~!Ice of References Cited by Examiner, PT0-892. 

. :··. '-,_~.:~y 
/ . ···"i} 

3. 0 Notloe of Art Cited by Applicant, PTQ.1449. 

2. l!:r'Notlce of Draftsman's Patent Drawing Review, Fi0::94i~-}{~ 
4. 0 Notice of lnfonnal Patent Application, PTQ.152. ':::;,:~j 

5. 0 lnfonnatlon on How to Effect Drawing Changes, PTQ.1474. 

.o {;t 
Part II SUIVIIVIARY OF AcnON 

1.~rns :2.-~- are pending In the appll~n. :~~ 
'h• . ~:i 

Of the above, claims---------------------- are withdrawn from consideration. ~!~ 

2. ~rns. ____ __. _________________________ have been cancelled. /; 

3. 0 Clalrns ___________________________ are allowed. 

4. ~~:._-.,.···....,...--=-...... ..__------"'5"'-----------'----_._-_________ af8 rejeCted. 

5. Of~~~-~-------------------------------~-objected to. 

6. 0 Clalrns. __ .....::c_ ___________________ are subject to restriction or election requirement 

7. 0 This application has been filed with lnfonnal drawings under 37 C.F.R. 1.85 which are acceptable for examination purposes. 

8. 0 Fonnal drawings are required In response to this Office action. 

9. 0 The corrected or substitute drawings have been received on . Under 37 C.F.R. 1.84 these drawings 
are 0 acceptable; 0 not acceptable (see explanation or Notice of Draflsman's Patent Drawing Revlew, PTQ.948). 

10. 0 The proposed additional or substiMe sheet(s) of drawings, filed on ______ . has (have) been Oapproved by the 
examiner; 0 disapproved by the examiner (see explanation). 

11. 0 The proposed drawing correction, filed -------~ has been 0 approved; 0 disapproved (see explanation). 

12. 0 Acknowiedgementls made of the claim for priority under 35 U.S.C. I 19. The certified copy has 0 been received 0 not been received 
0 been filed In parent application, serial no. ; filed on--------

13. 0 Since this application apppears to be In condition for allowance except for lonna! matters, prosecution as to the merits Is closed In 
accordance with the practice under Ex par1e Quayle, 1935 C.D. t 1; 453 O.G. 213. 

14. 00ther 
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1. This action is in response to the amendment filed May 9, 

1996. 

2. This action will not attempt to determine the effective 

filing date of this application. The action will apply art 

against the claims using two possible effective filing dates, 

i.e. serial number 06/317,510, filed November 3, 1981, and serial 

number 07/096,096, filed September 11, 1987. Applicants can 

overcome the art rejections by establishing that the art applied 

does not meet the claimed limitations or that the art does not 

have an early enough filing date. 

The action will make initial double patenting rejections 

presuming that all of the present claims were fully disclosed in 

both the '81 and '87 cases. 

In any rejections made under 35 USC 112, first paragraph, 

applicants will be asked to clarify, where required by the 

examiner, how the present claims are fully disclosed in both the 

'81 and '87 cases. 

3. Applicants are reminded of their duty to maintain a line of 

patentable demarcation between related applications. It has been 

noted by the PTO that many of the pending applications have 

similar claimed subject matter. In the related 327 applications 

(the serial numbers are included in a list below), it is 

estimated that there may be between 10,000 and 20,000 claims. 

Applicants should insure that substantially duplicate claims do 

not appear in different cases, and should bring to the PTO's 
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inconsistently, i.e. rejected in one case but not in another. 

4. Applicants are cautioned that their continual use of 

alternatives in the claims raises questions concerning the exact 

claim meaning. More importantly, it raises questions whether the 

disclosure supports every possible embodiment or permutation that 

can be created by the alternative language. 

5. Claim 2, line 10, recites "signal", while line 11, recites 

"signal". Should signals be used in line 11? In claim 3, line 

13, should "said one of" be deleted since line 9 only recited one 

intermediate set? Note language in claim 4, step 2. 

6. The specification is objected to under 35 U.S.C. § 112, 

first paragraph, as failing to provide an enabling disclosure. 

What do applicants mean by "digital television"? Please 

reference both the '81 and '87 cases to define this term. It 

appears that this was not disclosed in the '81 case. The '87 

case refers to "digital video" numerous times, and "digital 

television" once. It is not clear whether applicants are using 

these terms interchangeably. Applicants should provide support 

and/or arguments, with references to the two disclosures, why 

their brief mention of digital television provided an enabling 

disclosure. 

7. Claim 2 is rejected under 35 U.S.C. § 112, first paragraph, 

for the reasons set forth in the objection to the specification. 
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8. The double patenting rejections in this action are based on 

the premise that all of the present claims were fully disclosed 

in U.S. Patents 4,694,490; 4,704,725; 4,965,825; and 5,109,414. 

Since there was a restriction made in 5,233,654, there will be no 

double patenting made on that patent or 5,335,277. 

9. The PTO's copies of the parent files are in poor form since 

they have been copied many time by members of the public. The 

files also are missing some of the papers. The double patenting 

rejections below presumes that there were no requirements for 

restriction made in any of the parent files. 

10. There are three types of double patenting rejections: 

a) Statutory double patenting rejection under 35 USC 101, 

b) Nonstatutory obvious type double patenting, 

c) Nonstatutory non-obviousness type double patenting. 

In this action, the rejections of the third type that are 

directed to the claims of the parent patented files will have two 

different versions. The first rejects the claims because they 

have not been established to be independent and distinct from the 

patented claims. The second version includes that premise, and 

further supports the rejection by establishing that 

representative claims from this application have common subject 

matter with representative ones of the patented claims. 

11. Claims 2-5 (all of the claims in this application) are 

rejected under the judicially created doctrine of non-obviousness 

non-statutory double patenting over the patented claims in U.S. 
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Patents 4,694,490; 4,704,725; 4,965,825; and 5,109,414 since the 

claims, if allowed, would improperly extend the "right to 

exclude" already granted in those patents. 

The subject matter claimed in the instant application is 

fully disclosed in the patents and is covered by the patents 

since the patents and the application are claiming common subject 

matter, as follows: a signal processing apparatus and method 

including an interactive communications system apparatus and 

method. Furthermore, there is no apparent reason why applicants 

were prevented from presenting claims corresponding to those of 

the instant application during prosecution of the parent 

applications which matured into patents. In re Schneller, 397 

F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP § 804. 

A review of the claims in each of the four parent patents 

(5,109,414; 4,964,825; 4,704,725; 4,694,490) was made. These 

patented claims do not appear ''independent and distinct" from the 

claims in this application. The present claims are directed to a 

method and apparatus for controlling communications including 

television communications or programming. The claims in patent 

5,109,414 were directed to a processing system and method for 

signal distribution including television. The claims in patent 

4,965,825 were directed to a system and process for signal 

processing including carrier communications. The claims in 

patent 4,704,725 were directed to a method of communicating data 

to receiver stations. The claims in patent 4,694,490 were 

5
f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


