
  

         Paper No. 6 
         Filed: February 28, 2017 

 
UNITED STATES PATENT AND TRADEMARK OFFICE 

 
____________ 

 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

____________ 
 

 
MICROSOFT CORPORATION 

Petitioner 
 

v. 
 

PROXYCONN, INC. 
Patent Owner 

____________ 
 

Case IPR2017-00261 
Patent 6,757,717 
____________ 

 
PATENT OWNER’S PRELIMINARY RESPONSE  

TO PETITION FOR INTER PARTES REVIEW 
[NON-CONFIDENTIAL VERSION]

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
Page 

 i 

I.	 INTRODUCTION .......................................................................................... 1	

II.	 BACKGROUND ............................................................................................ 1	

A.	 The ’717 Patent. ................................................................................... 1	

B.	 Prior IPR and Litigation History. ......................................................... 2	

C.	 Key Terms of the Tolling Agreement. ................................................. 5	

D.	 Petitioner’s Asserted Grounds of Unpatentability. .............................. 6	

III.	 CLAIM CONSTRUCTION ........................................................................... 6	

IV.	 THE PETITION IS TIME-BARRED UNDER 35 U.S.C. § 315(B) .............. 7	

V.	 PETITIONER FAILS TO SHOW A REASONABLE LIKELIHOOD 
OF SUCCESS ON GROUNDS 3 OR 4 ....................................................... 10	

A.	 The Asserted Prior Art Does Not Disclose Transmitting 
“Digital Digests” of “One or More Auxiliary Data” from the 
Sender/Computer to the Receiver/Computer, as Required by 
Claims 17, 19, 20, and 21. .................................................................. 10	

B.	 The Asserted Prior Art Does Not Disclose Receiving a Message 
that Contains Both a “Principal Digital Digest” of “One or 
More Auxiliary Digital Digests” as Required by Claims 25, 26, 
and 27. ................................................................................................ 12	

VI.	 CONCLUSION ............................................................................................ 14	

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF AUTHORITIES 
Page 

 ii 

 
Cases 
Apple Inc. v. Rensselear Polytechnic Inst. 

Case IPR2014-00319, Paper 12, 2014 WL 2735064 (PTAB June 12, 2014) ....... 9 
 
Atl. Gas Light Co. v. Bennett Regulator Guards 

Case IPR2015-00826, Paper 12, 2015 WL 5159438 (PTAB Sept. 1, 2015) ........ 8 
 
Biodelivery Sciences Int’l v. Monsoon Rx, LLC 

Case IPR2013-00315, Paper 31, 2013 WL 8563948 (PTAB Nov. 13, 2013) ....... 7 
 
CQG, Inc. v. Trading Techs. Int’l, Inc. 

Case CBM2015-00057, Paper 13, 2015 WL 4467376 (PTAB July 10, 2015) ..... 8 
 
eBay, Inc. v. Advanced Auctions LLC 

Case IPR2014-00806, Paper 14, 2014 WL 4854768 (PTAB Sept. 25, 2014) ...... 9 
 
Histologics, LLC v. CDX Diagnostics, Inc. 

Case IPR2014-00779, Paper 6, 2014 WL 4629057 (PTAB Sept. 12, 2014) ........ 9 
 
LG Electronics, Inc. v. Mondis Tech. Ltd. 

Case IPR2015-00937, Paper 8, 2015 WL 9699396 (PTAB Sept. 17, 2015) .... 7, 8 
 
Microsoft Corp. v. Proxyconn, Inc. 

789 F.3d 1292 (Fed. Cir. 2015) ............................................................................. 4 
 
Microsoft Corp. v. Virnetx, Inc. 

Case IPR2014-00401, Paper 10, 2014 WL 3704255 (PTAB July 23, 2014) ........ 8 
Statutes 
35 U.S.C. § 315 ............................................................................................. 1, 7, 8, 9 
 
35 U.S.C. § 325 ......................................................................................................... 8 
 
Fed. R. Civ. P. 41 ...................................................................................................... 5 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


EXHIBITS

Exhibit No. Descri 0 tion

Exhibit 2001 Proof of Service of Complaint in Case No. SACVll-l681 upon

Microsoft Corporation

Exhibit 2002 Joint Stipulation Requesting Stay of Case Pending Inter Partes

Review, filed Nov. 2, 2012 in Case No. SACVl 1-1681

Exhibit 2003 Joint Request for a Status Conference and Report, filed Jan. 8,
2013 in Case No. SACV11-1681

Exhibit 2004 Order Granting Defendants’ Motion to Dismiss, dated May 16,
2012 in Case No. SACVl 1—1681

Confidential Tolling Agreement, dated January 22, 2013
Exhibit 2005

  

iii

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 1 

I. INTRODUCTION 

More than five years passed between when Microsoft was first served with a 

complaint alleging infringement of the ’717 Patent and when Microsoft filed the 

Petition in this action.  During those five years, Microsoft filed two previous IPR 

Petitions, which were combined and fully prosecuted through institution, trial, final 

written decision, appeal, and remand.  As those IPR proceedings played out, the 

parties agreed to put their district court litigation on hold, pursuant to a Tolling 

Agreement.  Once the IPR proceedings were complete, the district court litigation 

resumed, as the parties had contemplated. 

Now, Microsoft seeks to return to the IPR well for a third time, increasing 

the costs of litigation to Proxyconn and potentially further delaying a final 

resolution that has already been delayed long enough.  This untimely Petition is 

barred by 35 U.S.C. § 315(b), and it should be denied institution on that basis.  As 

Congress dictated in crafting the statute governing IPRs, the time for bringing IPRs 

challenging a patent is limited to one year after a litigation is filed.  After the 

expiration of that time, the issues that remain must be decided in district court. 

Even if the Petition were not barred by § 315(b), it should be denied with 

respect to at least grounds 3 and 4, because Microsoft has failed to establish a 

reasonable likelihood of prevailing on these grounds.1 

II. BACKGROUND 
A. The ’717 Patent. 

As explained in further detail below, the ’717 Patent has been extensively 

considered by the Board and by the Federal Circuit.  The Board has provided a 

summary of the patent (Ex. 1008 at 3-7), as has the Federal Circuit (Ex. 1010 at 3-
                                                
1 While Proxyconn does not address grounds 1 and 2 in this preliminary response, 
it reserves the right to do so at trial, should the Board institute a proceeding on 
either ground. 
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