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1 Snap Inc., which filed a petition in IPR2017-01611, as well as Facebook, 

Inc. and WhatsApp, Inc., which filed a petition in IPR2017-01634, have been joined 
as petitioners in this proceeding. 
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I. Summary of Issues for Rehearing 

In its Final Written Decision (Paper 29), the Board overlooked or 

misapprehended two primary matters: (1) the Petition showed Abburi2 explicitly 

expresses a desire to store audio messages on its client devices in addition to its 

server-based audio message store, and (2) the Petition’s proposed combination 

does not allege bodily incorporation of Holtzberg’s3 database into the system of 

Abburi.  

First, the Board focused on Abburi’s centralized audio message store, 

determining that even though Abburi discloses recording an audio file on its client 

device prior to sending, “we are not persuaded that the existence of a memory for 

recording an audio file suggests either de-centralizing the audio message store or 

that the audio file would be stored in a database.” (FWD, pp. 35-36.) Here, the 

Board overlooked the Petition’s discussion of Abburi’s express desire to locally 

store received audio messages, in addition to Abburi’s centralized storage. 

Second, the Board determined that the evidence provided by Patent Owner 

shows “that Abburi would have to be redesigned to account for additional 

functionality at the user device, where the trade-offs are the complexity of 

replication of data across the entire system.” (FWD, p. 40.) But the Board 

                                                 
2 U.S. Patent Publication No. 2003/0147512 A1. 
3 U.S. Patent No. 6,625,261 B2. 
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overlooked or misapprehended the combination proffered in the Petition, which 

only proposes to incorporate Holtzberg’s database structure into a database at 

Abburi’s client device, avoiding the need for any redesign or additional 

functionality besides that associated with implementing a generic database. Thus, 

the purported disadvantages cited by the Board do not apply to the combination 

presented in the Petition. 

II. Standard of Review 

“A party dissatisfied with a decision may file a request for rehearing, 

without prior authorization from the Board.” 37 C.F.R. § 42.71(d). The “burden of 

showing a decision should be modified lies with the party challenging the 

decision,” and the request “must specifically identify all matters the party believes 

the Board misapprehended or overlooked, and the place where each matter was 

previously addressed in a motion, an opposition, or a reply.” Id. 

III. Argument and Relief Requested 

For the reasons below, Petitioner respectfully requests that the Board 

reconsider its determination that claims 1-6 and 8 of the ’433 patent have not been 

shown to be unpatentable over the combination of Abburi and Holtzberg.  

A. The Board overlooked the Petition’s discussion of Abburi’s 
express desire to store audio messages on its client devices 

In its Decision, the Board alleged that Patent Owner “correctly points out 

that Abburi expressly relies on the server-side audio message store, with no 
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indication that a local audio message store is either warranted or desirable.” (FWD, 

p. 35.) But the Board overlooked the Petitioner’s discussion of Abburi’s explicit 

disclosure expressing a desire to store received audio messages: 

Audio messages are delivered to intended recipients in one 

embodiment via audio streaming through the computer 

network 210 or the telecommunications network 212. 

Alternatively, system 200 delivers an audio message to its 

intended recipient as, e.g., an electronic audio file which 

the recipient can store and subsequently playback at his 

or her option. 

(Abburi, ¶ 32, emphasis added.) 

The Petition explicitly relies on this disclosure in its rationale to combine 

Abburi and Holtzberg: “When an audio file is delivered to its intended recipient, 

‘the recipient can store and subsequently playback at his or her option.’” (Petition, 

p. 17 (citing Abburi, ¶ 32).) The Petition (pp. 26, 29) also discusses Dr. Forys’s 

reliance on this storage at the recipient’s user device to support his rationale to 

combine Abburi and Holtzberg, where Dr. Forys states: 

When an audio file is delivered to its intended recipient, “the 

recipient can store and subsequently playback at his or her 

option.” (Abburi, [0032] (emphasis added).) Thus, Abburi 

teaches ‘storing the instant voice message’ at the recipient’s 

device.  

(Forys Decl., ¶ 105 (emphasis in original).) 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


