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I. INTRODUCTION 

Pursuant to 35 U.S.C. § 313 and 37 C.F.R. § 42.107(a), Uniloc Luxembourg 

S.A. (“Patent Owner”) submits this Preliminary Response to the Petition for Inter 

Partes Review (“the Petition” or “the '224 Petition”) of U.S. Patent No. 8,724,622 

(“the '622 Patent”) filed by Apple, Inc. (“Petitioner”). The Board should deny the 

Petition in its entirety because of procedural and substantive defects. 

Petitioner follows the same impermissible strategy in challenging the '622 

Patent that it uses in each one of the six concurrently-filed petitions (IPR2017-00220 

through IPR2017-00225), which collectively challenge a total of sixty-five (65) 

claims of four related patents. Petitioner consistently presents at least a pair of 

redundant obviousness theories for every challenged claim. As an apparent 

afterthought, Petitioner then offers an illusory justification that is applicable, if at 

all, to only a mere fraction of those redundant challenges.  

The Board has long held that redundant grounds are not entitled to 

consideration unless the petitioner provides a sufficient bi-directional explanation of 

the relative strengths and weaknesses of each redundancy. The present '224 Petition 

relies on Dahod (Ex. 1009), while the co-pending '223 Petition1 challenging the same 

claims relies, instead, on Vuori (Ex. 1005). While Petitioner identifies certain 

                                           
1 Apple Inc. v. Uniloc Luxembourg S.A., No. IPR2017-00223, Petition for Inter 
Partes Review (P.T.A.B. Nov. 14, 2016), Paper No. 2 (“the '223 Petition”). 
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substantive strengths of Dahod over Vouri, Petitioner fails to articulate any relative 

weakness of Dahod based on their respective disclosures. Consequently, the  

co-pending '223 Petition (primarily based on Vuori) should be rejected as 

impermissibly redundant. 

Once the Board resolves the acknowledged redundancy issue, the Board 

should then exercise its discretion under 35 U.S.C. § 325(d) to reject the present '224 

Petition (based on Dahod) as failing to present any new, non-cumulative evidence 

over what was already considered by the Examiner during prosecution. Petitioner 

does even not attempt to defend against application of § 325(d). Rather, Petitioner 

admittedly asks the Board to second-guess the Examiner’s findings on the alleged 

basis that “the Examiner apparently did not understand” the Dahod reference, though 

the Examiner admittedly had primarily considered and relied upon that reference 

throughout prosecution. The present facts clearly invoke § 325(d). See Baker Hughes 

Oilfield Operations, Inc. v. Smith International, Inc., No. IPR2016-01450 (P.T.A.B. 

Dec. 22, 2016), Paper 10 at 10-11 (finding the reliance on references previously 

presented to the Office was not entitled to consideration due to “the failure of 

Petitioner to address the impact of § 325(d)”). 

Because of the fully dispositive procedural issues, the Board need not and 

should not reach the substantive merits of either the '223 or '224 Petitions. 

Nevertheless, Patent Owner identifies below example substantive deficiencies to 
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further illustrate the futility of the present '224 Petition. 2  

II. BACKGROUND OF THE '622 PATENT 

 Priority of the '622 Patent through its Patent Family 

The '622 Patent is titled “SYSTEM AND METHOD FOR INSTANT VOIP 

MESSAGING.” Ex. 1001. The '622 Patent issued from U.S. Patent Application No. 

13/546,673, which is a continuation of U.S. Patent No. 8,243,723, which is a 

continuation of U.S. Patent No. 7,535,890, filed on Dec. 18, 2003.  The '622 Patent 

issued on May 13, 2014. 

Below is a picture of the family tree for the four patents Petitioner challenges 

in a series of six consecutively filed petitions (IPR2017-00220 through 

IPR2017-00225). 

                                           
2  Should the Board institute proceedings in this matter, Patent Owner does not 
concede the legitimacy of any arguments in the Petition that are not specifically 
addressed herein. Patent Owner expressly reserves the right to rebut any such 
arguments in its Patent Owner Response. 
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