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UNITED STATES PATENT AND TRADEMARK OFFICE
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FACEBOOK, INC. and WHATSAPP, INC.,
Petitioner,

V.

UNILOC LUXEMBOURG S.A.,
Patent Owner.

Case IPR2017-01636
Patent 7,535,890 B2

Before MIRIAM L. QUINN, KERRY BEGLEY, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

BEGLEY, Administrative Patent Judge.

DECISION
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Facebook, Inc. and WhatsApp, Inc. (collectively, “Petitioner”) filed a
Petition requesting inter partes review of claims 1-6, 14, 15, 17-20, 28, 29,
31-34, 40-43, 51-54, 62-65, and 68 (“the challenged claims”) of
U.S. Patent No. 7,535,890 B2 (Ex. 1001, “the 890 patent”). Paper 2
(“Pet.”). Along with the Petition, Petitioner filed a motion for joinder with
IPR2017-00221, Apple Inc. v. Uniloc USA, Inc., a pending inter partes
review involving the same challenged claims of the 890 patent. Paper 3
(“Mot.”).

Uniloc Luxembourg S.A. (“Patent Owner”) filed a Preliminary
Response to the Petition. Paper 8 (“Prelim. Resp.”); see Paper 9 (Notice of
Patent Owner Preliminary Response).! Patent Owner, however, did not file
an opposition to Petitioner’s Motion for Joinder.

For the reasons given below, we institute inter partes review of
claims 1-6, 14, 15, 17-20, 28, 29, 31-34, 40-43, 51-54, 62-65, and 68 of
the *890 patent. In addition, we exercise our discretion to join Petitioner as a
petitioner in IPR2017-00221.

I. BACKGROUND
A. RELATED PROCEEDINGS

In IPR2017-00221, filed by Apple Inc. (“Apple”), we instituted inter
partes review of the challenged claims—claims 1-6, 14, 15, 17-20, 28, 29,
31-34, 40-43, 51-54, 62-65, and 68—of the 890 patent. Apple Inc. v.
Uniloc USA, Inc., Case IPR2017-00221 (PTAB May 25, 2017) (Paper 9)

1 We authorized Patent Owner to file a Notice of Patent Owner Preliminary
Response and the Preliminary Response filed in IPR2017-00221, which we
would accept as the preliminary response in the instant proceeding. Paper 7,
4-5,
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(“IPR2017-00221 Inst. Dec.”). In addition, the *890 patent is the subject of
IPR2017-01523 and IPR2017-01524, which were filed by Petitioner, as well
as IPR2017-01612 and IPR2017-01802. See Pet. 72; Paper 4, 3. The
’890 patent also was the subject of IPR2017-00220, in which we denied
institution of inter partes review. See Apple Inc. v. Uniloc USA, Inc., Case
IPR2017-00220 (PTAB May 25, 2017) (Paper 9).

Moreover, Petitioner and Patent Owner represent that the 890 patent
Is the subject of numerous actions before the U.S. District Court for the
Eastern District of Texas, including actions filed against Petitioner (Case
Nos. 2-16-cv-00723 (Facebook, Inc.) and 2-16-cv-00645 (WhatsApp, Inc.)).
Pet. 68-71; Paper 4, 1-3.

B. THE 890 PATENT

The 890 patent explains that “[v]oice messaging” and “instant text
messaging” in both the Voice over Internet Protocol (“VolP”) and public
switched telephone network environments are known. Ex. 1001, 2:11-35.
In prior art instant text messaging systems, a server presents a user of a
client terminal with a “list of persons who are currently ‘online” and ready to
receive text messages,” the user “select[s] one or more” recipients and types
the message, and the server immediately sends the message to the respective
client terminals. Id. at 2:23-35. According to the *890 patent, however,
“there is still a need in the art for . . . a system and method for providing
instant VoIP messaging over an IP network,” such as the Internet.
Id. at 1:6-11, 2:36-48, 6:37-39.

In one embodiment, the *890 patent discloses local instant voice

messaging (“I'VM”) system 200, depicted in Figure 2 below. Id. at 6:12-14.
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FIG. 2
As illustrated in Figure 2, local packet-switched IP network 204, which may

be a local area network (“LAN”), “interconnects” VM clients 206, 208 and
legacy telephone 110 to local IVM server 202. 1d. at 6:40-61; see id.

at 7:13-14, 7:51-55. Local IVM server 202 enables instant voice messaging
functionality over network 204. Id. at 7:53-55.

In “record mode,” IVM client 208, exemplified as a VVolP softphone
in Figure 2, “displays a list of one or more IVVM recipients,” provided and
stored by local IVM server 202, and the user selects recipients from the list.
Id. at 7:47-49, 7:55-61. 1VM client 208 then transmits the selections to
IVM server 202 and “records the user’s speech into . . . digitized audio
file 210 (i.e., an instant voice message).” Id. at 7:61-8:1.

When the recording is complete, IVM client 208 transmits audio
file 210 to local IVM server 202, which delivers the message to the selected

recipients via local IP network 204. Id. at 8:5-19. “[O]nly the available
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IVM recipients, currently connected to . . . IVM server 202, will receive the
Instant voice message.” 1d. at 8:23-25. IVM server 202 “temporarily saves
the instant voice message” for any IVM client that is “not currently
connected to . . . local IVM server 202 (i.e., is unavailable)” and “delivers
it. .. when the IVM client connects to . . . local IVM server 202 (i.e., is
available).” Id. at 8:24-29; see id. at 9:7-11. Upon receiving the instant
voice message, the recipients can audibly play the message. Id. at 8:19-22.
In another embodiment, the 890 patent discusses global IVM
system 500. Id. at 15:24-28, Fig. 5. Global IVM system 500 includes a
local VM system, such as local IVM system 200, and global 1VM server
system 502, with global VM clients 506, 508. Id. at 15:25-33. Both the
local and global IVM systems are connected to “packet-switched
network 102 (i.e., Internet)” to enable the local and global IVM clients to be
able to exchange instant voice messages with one another. Id. at 15:25-38.
C. ILLUSTRATIVE CLAIMS
Of the challenged claims, claims 1, 14, 28, 40, 51, and 62 of the
’890 patent are independent. Claims 1 and 28, reproduced below, are
illustrative of the recited subject matter:

1. An instant voice messaging system for delivering instant

messages over a packet-switched network, the system comprising:

a client connected to the network, the client selecting one or

more recipients, generating an instant voice message

therefor, and transmitting the selected recipients and the
instant voice message therefor over the network; and

a server connected to the network, the server receiving the

selected recipients and the instant voice message therefor,

and delivering the instant voice message to the selected

recipients over the network, the selected recipients enabled

to audibly play the instant voice message, and the server

5

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




