Paper No.
Filed: November 13, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.,
Petitioner,

V.

CALIFORNIA INSTITUTE OF TECHNOLOGY,
Patent Owner.

Case IPR2017-00210
Patent 7,116,710

PATENT OWNER’S REQUEST FOR REHEARING
37 CFR §42.71(d)

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case IPR2017-00210
Patent 7,116,710

l. PRECISE RELIEF REQUESTED

Patent Owner California Institute of Technology &ltéch”) requests the
Board to reconsider and withdraw its decision (P&23 granting the motion of
Petitioner Apple Inc. (“Petitioner”) to file supptental information (Paper 22).
The decision is inconsistent with Board decisionsionilar motions and is deeply
prejudicial to Caltech in both its timing and itope. Because the Board
misapprehended or overlooked these issues in geaRetitioner's motion, the
Board’s decision should be withdrawn and the motienied.See 37 C.F.R.

8 42.71(d).

Il. M ATTERS M ISAPPREHENDED OR OVERLOOKED

A. Improper purpose misapprehended

Petitioner candidly admitted that it wished to astuce supplemental
evidence to preempt any Caltech attempt at antegled®iaper 23, 2. Such
preemption is improper, howevéiedtronic, Inc. v. Endotach LLC, IPR2014-
00100, Paper 18, 4 (2014) (explaining that preemggititure argument and
shifting the ground of unpatentability are not mopses of supplemental
information);see also Paper 23, 2-3, 12.

The Board’s decision to grant Petitioner’s suppletakinformation request
placed Caltech in a Catch-22 where it had to fddPiatent Owner response without
the benefit of knowing what, if any, publicationtels were being asserted beyond
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those specifically identified in the petition. $tmot Caltech’s or the Board’s
burden to figure out whether an unspecified date is not supported by the
record.See Ariosa Diagnostics v. Verinata Health, Inc., 805 F.3d 1359, 1364 (Fed.
Cir. 2015) (“A brief must make all arguments acdasso the judges, rather than
ask them to play archaeologist with the recorctitirig DeSlva v. DiLeonardi,

181 F.3d 865, 866-67 (7th Cir. 1999).

While the Board cites relevance as its reason maitathis supplemental
evidence (Paper 32, 3), relevance is a necessanobasufficient condition. After
all, even relevant evidence may be unfairly prejiadior confusingSee, e.g., FRE
403. Petitioner has been permitted to shift it®thef unpatentability long after
the institution decision. Caltech is left to asstss evidence without the benefit of
analysis from the petition or the institution démms Inevitably, Petitioner will
raise arguments in its reply that it will insistitéah should have anticipated from
the supplemental evidence. The Board should redrétioner to present its
evidence in the ordinary course of the proceedivgdénce supporting the petition
with the petition; evidence supporting the replyhathe reply) Medtronic,
IPR2014-00100, Paper 18, 4. Petitioner should aaepeatedly permitted to
change the record during Caltech’s response periods

B. Prejudicial timing overlooked

Petitioner waited until the very end of the one-thgperiod (or longer in
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IPR2016-00700) to submit evidence that it shoulkharovided with its petition.
Petitioner’s only justification for not providingpé¢ evidence with its petition was
that it did not believe it needed to do so. Pajerl®. “The Board may take into
account whether the supplemental information wasaeably available to the
petitioner at the time the petition was filetldb. Francais du Fractionnement v.
Novo Nordisk Healthcare, IPR2017-00028, Paper 22, 4 (2017). Petitionertsae
not to file (or brief) this evidence with its p&ih but wait until after institution has
yielded Petitioner a windfall in the form of (1)@ging the petition word limits,

(2) bolstering its challenge by shifting away fréime publication dates asserted in
the petition, and (3) limiting the time between tiexision on the motion and the
due date for Caltech’s respongg. (explaining bolstering is an improper use of
supplemental information).

Remarkably, Petitioner argued “Patent Owner willdhhad over two
months to consider the supplemental informatioigeit must file its Patent
Owner’s response.” Paper 22, 2. Petitioner’'s argurassumes that Caltech is
responsible for addressing the information fromtthe it was proffered rather
than from the time the Board granted its entry,chteffectively shifts Petitioner’'s
burden as movant to Caltech to assume the motibbbevgranted and prepare
accordingly. 37 CFR 842.20(c). In any event, théiomowas not granted until

October 27, four months after institution, leavorgy a single business day (the
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following Monday) for cross examination. Paper 28What's more, Petitioner did
not actually file the exhibits until after the disery period had closed. 37 CFR
842.53(d)(2).

The Board overlooked how prejudicial the extrematg addition of this
evidence to the record would be to Caltesde, e.g., Paper 23, 11. The decision
left scant time to assess the impact of the supgtésmhinformation on Caltech’s
defense and no time for cross examination or reldigcovery.

[1I.  CONCLUSION

The Board overlooked the extreme prejudice crebyetthe tardy seeking
and granting of supplemental evidence. The Boashpprehended the improper
nature of the supplementation and the confusionhandship that its out-of-
seqguence entry necessarily creates. The religid?etr requested was unwarranted

and unduly prejudicial. Paper 32 should be withdraw

Respectfully submitted,

Date: November 13, 2017 / Michael T. Rosato /
Michael T. Rosato, Lead Counsel
Reg. No. 52,182
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