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I. Patent Owner’s Request Fundamentally Ignores the Burden of
Producing Evidence Associated with Alleging Unexpected Results.

While the ultimate burden of persuasion on establishing invalidity lies with
Petitioner, the initial burden of production on secondary considerations, and with
that nexus, lies with Patent Owner. J Squared, Inc. v. Sauder Mfg. Co., 2016 WL
3541199, *16 (PTAB Jun. 27, 2016) (“The burden of showing that there is a nexus
lies with the patent owner.”). Producing evidence of nexus in this proceeding is a
prerequisite for Patent Owner to argue any secondary considerations outweighs the
prima facie case, where the burden of persuasion lies with Petitioner. Petroleum
Geo-Services Inc. v. Westerngenco LLC, 2015 WL 1276706, *16 (PTAB Mar. 17,
2015) (“Patent Owner’s citations . . . and respective arguments for legal
insufficiency of the Petition are premature, as the evidence of secondary indicia of
non-obviousness must be first developed in this proceeding by Patent Owner.”)
(emphasis added). The Federal Circuit’s en banc decision in Aqua Products
confirms the shifting burden within obviousness is proper. Aqua Prods., Inc. v.
Matal, 2015-1177 Slip. Op., p. 22-23 (Fed. Cir. Oct. 4, 2017). Only once Patent
Owner’ evidence is presented can the shifting burdens in obviousness be followed.
In re Cyclobenzaprine Patent Lit., 676 F.3d 1063, 1078-80 (Fed. Cir. 2012).

Each of Patent Owner’s positions would require Petitioner to assert responsive
argument and evidence concerning Patent Owner’s nexus case before Patent Owner

ever makes its case. In these proceedings, Patent Owner claims nexus ought be
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presumed. Paper 26 at 37. In organic prosecution, Patent Owner made no attempt
at showing nexus, presumed or otherwise, despite the MPEP requiring it to do so.
See MPEP Sec. 2145. All the Tanjoh declaration (the alleged showing of unexpected
results) does is reproduce the experiment of Table 1 of the ‘180 patent. Ex. 1010, at
100-108. Petitioner demonstrated producing clear, precipitate free capsules was not
an unexpected property of using HPMC. Paper 1, at 51-55. Patent Owner’s
Response, and subsequent deposition of its expert, confirmed Patent Owner
possesses no evidence of solving a problem by difference in kind and not degree.

II. The Reply Was Responsive to Patent Owner’s Nexus Presumption and
Lack of Evidence that the Inventors Solved a Problem.

Petitioner demonstrated that the art was motivated to make clear capsules and
obtaining them was expected. Paper 1, at 55 (“a capsule with an HPMC base and
the claimed percentages of [HPO] and [MO] groups result in the clarity and stability
that is a purported object of the invention ...”). In its response, Patent Owner raised
an argument that the inventors “discovered a surprising problem and invented an
unexpected solution.” Paper 26, at 31. But in his deposition, Patent Owner’s expert
stated that whether the cloud spotting (what Patent Owner argues was the problem)
and the precipitates of Table 1 and the Tanjoh Declaration (the data allegedly
supporting the notion the problem was solved) were the same thing was an
assumption, but not his assumption. Paper 38, at 19. Thus, the Reply was the first

time Petitioner could rebut Patent Owner’s argument by pointing to the absence of
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evidence as to the nexus claim. Thus, the Reply was foundationally proper and
directly responsive to Patent Owner’s arguments on its burden of showing nexus.
Patent Owner next argues that Petitioner admitted cloud spotting and
potassium chloride (gelling aid) precipitation were the same thing. But as Patent
Owner’s doctored “quote” on page 1 shows, Petitioner showed capsule shells free
of precipitation were known and expected but Petitioner certainly never postulated
the precipitates were the “gelling aid.” Only after Patent Owner argued its evidence
supports nexus, and that evidence explored, could Petitioner satisfy its burden.

III. Patent Owner Had to Present Evidence of Criticality before Petitioner
Could Rebut It.

For its second and third complaints, Patent Owner again ignores its burden to
produce evidence showing a problem was solved and that it was a difference of kind
and not mere degree. Petitioner explained in Paper 1 at pages 52-53 the prior art
taught clear, spot free capsules. It was first disclosed in Paper 26 at page 36-37 that
Patent Owner contended 37.6% (the upper end of the claimed range) creates “a
property lacking from [the prior art]....” But Table 1 confirms 37.6% still has
precipitation, though measured subjectively. Thus, the Reply was the first time
Petitioner could address Patent Owner’s lack of evidence that 37.6% demonstrated
a “solution” or that whatever resulted from choosing 37.6% was anything more than
an subjective improvement on appearance (Paper 1 at 52-53 showed clear capsules

are a motivation) and thus merely a difference in degree. Paper 38, p. 20-21.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Dated: October 13, 2017

Respectfully submitted,

By: s/Mitchell G. Stockwell
Mitchell G. Stockwell
Registration No. 39,389
Lead Counsel for Petitioner

Lead Counsel

Mitchell G. Stockwell

Reg. No. 39,389
mstockwell@kilpatricktownsend.com

Back-Up Counsel

D. Clay Holloway

Reg. No. 58,011
cholloway(@kilpatricktownsend.com

Kilpatrick Townsend & Stockton
LLP

1100 Peachtree Street, NE

Suite 2800

Atlanta, Georgia 30309

(404) 815 6500

Kilpatrick Townsend & Stockton LLP
1100 Peachtree Street, NE

Suite 2800

Atlanta, Georgia 30309

(404) 815 6500

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



mailto:mstockwell@kilpatricktownsend.com
mailto:cholloway@kilpatricktownsend.com
https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




