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Petition For Inter Partes Review of U.S. Patent No. 8,537,279 
 

1 

I. INTRODUCTION 

Digital Check Corp. d/b/a ST Imaging (“Petitioner”) requests Inter Partes 

Review (“IPR”) of claims 44 and 49 of U.S. Patent No. 8,537,279 (“‘279 Patent”) 

(Ex. 1001). 

The ‘279 Patent discloses and claims microform imaging apparatuses.  

Microform readers were ubiquitous long before the ‘279 Patent.  The ‘279 Patent 

acknowledges that the principle features of microform readers–a chassis, a mirror, 

a lens, an image sensor and an adjuster–were well known many years prior to the 

alleged invention. (Ex. 1001 at 2:16-29 and 2:43-44; Ex. 1002 at ¶ 21-22).  The 

‘279 Patent further recognizes that the digital aspects incorporated into the claimed 

invention were not novel.  (Ex. 1001 at 2:21-24 and 2:43-44; Ex. 1002 at ¶ 21).  

Rather, digitization of microfilm was a natural result of the prevalence of 

computers and the digital age.  (Ex. 1001 at 1:53-60; Ex. 1002 at ¶ 21).   

The microform reader of the ‘279 Patent purports to be more “compact and 

versatile” than prior art readers.  (Ex. 1001 at 2:52-55; Ex. 1002 at ¶ 22).  Yet, 

claims 44 and 49 of the ‘279 Patent fail to claim any novel elements or a novel 

arrangement of elements that were not already well known in the prior art.  In 

short, claims 44 and 49 are nothing more than a straightforward recitation of 

conventional, well-known microform imaging technology. 

As described in detail below, the Board should institute IPR and cancel 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


