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l. INTRODUCTION

In its Motion to Terminate filed 13 October 2017, the Patent Owner
(“Ironburg™) and its expert use hindsight to artificially trivialize the task of finding
the Worn prior art reference, suggesting that a competent prior art search prior to
filing the petitions in IPR2016-00948 and IPR2016-00949 should have discovered
it. However, pertinent historical facts demonstrate the opposite. The prior art
searches commissioned by Petitioner — like the Patent Examiner’s own searches —

were skilled and reasonably diligent yet did not discover Waorn.

[I.  THE PERTINENT LEGAL QUESTION IN THIS CASE.
A.  “Reasonably could have raised.”

The Board recently considered the law applicable here, in Johns Manville

Corp. v. Knauf Insulation Inc., IPR2016-00130, Paper 35 at 9-10, as follows:

The plain language of section 315(e)(1) states that the estoppel applies to
grounds a petitioner “reasonably could have raised.” [...] The word
“reasonably” is not a mandatory word such as, “must,” or “shall.” The
word “reasonably” is a qualifier that refers to the discretion applied by a
qualified searcher in conducting an adequate search. This is consistent
with the legislative history of section 315 [...] the prior art estopped is
that which “a skilled searcher conducting a diligent search reasonably
could have been expected to discover.” Id. Congress easily could have
broadened the estoppel provision to extend to “any ground that the
petitioner raised or [] could have raised during that inter partes review,”
but it did not.

Ironburg simplistically asserts that such a legal inquiry may be satisfied merely

because “Waorn is a US Patent.” See, Motion to Terminate (Paper 26) at 4.
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