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Atty. Docket No.: 0905-002

CONTROLLER FOR VIDEO GAME CONSOLE

BACKGROUND OF THE INVENTION

The present invention relates to video game consoles, in particular to hand held controllers for

video game consoles.

Conventional controllers for most game consoles are intended to be held and operated by the

user using both hands. A conventional controller will generally comprise a hard outer case with

a plurality of controls mounted about the controller. Typically the controls include buttons,

analogue control sticks, bumpers, and triggers. An example of a conventional controller is

shown in Figure 1.

As can be seen in Figure 1, all of the controls are mounted on the front and top edge of the

controller 1. Specifically, there are left and right analogue thumb sticks 2, 3 which normally

control movement and are intended to be operated by the user’s left and right thumb

respectively. There are four buttons 4, located on a front right portion of the controller 1 which

normally control additional actions and are intended to be operated by the user’s right thumb.

There is a direction pad 5 located on the lower portion of the front leftof the controller 1. The

direction pad 5 isintended to be operated by the user's left-thumb, typically either as an

alternative to the left thumb stick Zor toprovide additional actions. There is‘a left trigger 6, a

right trigger 7, a left bumper 8, and ‘a right bumper 9 located on the tOp edge of the controller

1. The left and right triggers 6, 7 are typically operated by the user’s index fingers. The left and

right bumpers 8, 9 may'also be operated by the User's index fingers.

The only way to operate the four buttons 4 is for the user toremove his or her right thumb

from the right thumb stick 3. This takes time and, in some games, can cause a loss of control.

This is a particular problem in games where the right thumb stick 3 is used for aiming. A similar

problem may arise in games where the direction pad 5 provides additional actions and the user

has to remove his or her thumb from the left thumb stick 2 in order to operate the direction

pad 5.
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In light of the above, there is a need for an improved controller which removes the need for a

user to remove his or her thumb from the left or right thumb stick 2, 3 in order to operate

additional actions controlled by the four buttons 4 and/or the direction pad 5.

SUMMARY OF .THE INVENTION

The present invention provides a hand held controller for a video game console having a hard

outer case and a plurality of controls located on the front and top edge of the controller. The

controller is shaped to be held in both hands of the user such that the user’s thumbs are

positioned tooperate controls located on the front of the controller and the user’s index

fingers are positioned to operate cantrols located on the tOp edge of the controller. The

controller further includes one or moreadditional controls located on the back of the controller

in a position to be operated by the user’s other fingers.

In one embodiment, each additional control is an elongate member which is inherently resilient

and flexible such that it canb‘edis'placed bya user to activate control function.

Preferably, each elongate member is ‘mounted within a respective recess located in the case of

the controller.

Preferably, each elongate member comprises an outermost surface which is disposed in close

proximity to the outermost surface of the controller such that the user’s finger may be received

in said respective recess.

Preferably, each elongate meinber has a thickness less than 10mm thick, more preferably less

than 5mm thick, and most desirably between 1mm and 3mm.

Preferably,there are two additional controls which are elongate members that are parallel to

each another. In another embodiment, the elongate members converge towards the front end

of the controller with respect to one another.

Optionally, a portion of each of the elongate members is in registry with a switch mechanism

disposed within the controller, such that displacement of the elongate member activates the

switch mechanism.
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Optionally, a switch mechanism is disposed between the elongate members and an outer

surface of the controller.~

The controller of the present invention may be very similar to controllers according to the prior

art. In particular,-the outer. case of the controller and the type, number and positioning of the

controls located on the front and top edge of the controller 'may be the same'asa controller

according to the prior art, as described above and as illustrated'in the figures.

The controller of the present invention is particularly advantageous over controllers according

to the prior art as it—comprises one 'or more additional controls-located on'theback ofthe

controller in a position to be operated by middle fingers of‘a user. The additional controls may

either replicate the'functions of one or more ofthe c0ntrols located on the front or top edge of

the controller or provide additional functionality.

In a preferred embodiment ofthe invention the additional controls replicate the function of a

. control located on the front of the controller. This means thata user'does not need to remove

his or her thumb from one of the thumb sticks in order to operate the buttons and/or direction

pad located on the front of the controller and can instead perform the function by manipulating

an additional control located on the back of the controller with a finger.

Alternatively, the additional controls may provide additional functionality in that they do not

replicate the function of controls located on the front-or top of the controller but may perform

different functions. In this manner a controller according to the present invention may provide

more functions than prior art controllers.

Preferably, the controls located on the back of the controller are paddle levers. Suitable paddle ‘

levers may be formed integrally with the outer case of the controller or may be substantially

separate from'the outer case. This may be done in any manner apparent to the person skilled

in the art. However, it is to be appreciated that the additional controls may comprise any other

control suitable for use by a hand held controller.
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Advantageously, if the additional controls are paddle levers, they will be formed such that they

are substantially vertically aligned With respect to the controller. This may allow the most

ergonomically efficient activation of the paddle levers by the middle fingers of the user.

Further features and advantages of the present invention Will be apparent from the specific

5 embodiment illuStrated in-the drawings and discussed below.

BRIEF DESCRIPTION OF THEDRAWINGS

FIGURE 1 is a schematic illustration of the front of a conventional game controller according to

the prior art.

FIGURE 2 is a schematic illustration of the back of a game'controller' according to the present

10 invention.

FIGURE 3 is a schematic illustration of the back ofagame controller according to the present

invention as held and operated by a user.

DETAILED DESCRIPTION OF THE INVENTION

The particular embodiment described. below and, illustratedby Figures 2 and 3'serves to further.

15 illustrate the inVention, to provide those of ordinary skill in the art with a complete disclosure

and description of the devices claimed herein, and is not intended to limit the scope of the

invention. For example, the additional controls are described below as two paddle levers but

the term "control” as used in the claims, unless otherwise made clear in' the claim, refers to

paddle levers as well as other controls such as buttons, analogue control sticks, bumpers, and

20 triggers.

The game controller 10 according to the present invention is illustrated in Figures 2 and 3. The

front of the game controller 10 of Figures 2 and 3 is the same asa conventional controller 1, as

illustrated in Figure 1 and as discussed above. Therefore, where appropriate the same

reference numerals have been used to indicate the features of the controller according to the

25 present invention 10 that are identical tothe features of a conventional controller 1.
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Game controller 10 differs fromthe conventional controller 1-in that it additionally comprises

two paddle levers 11 located on the back of the controller. The paddle levers 11 are vertically

orientated with respect to the controller 10 and are positioned to be operated by the middle

fingers of a user 12, as shown in Figure 3.

In one embodiment the paddles 11 are formed from a thin flexible material such as a plastics

material for example polyethylene. Preferably, the paddles 11 are less than 10mm thick, but

may be less than 5mm thick, and more preferably are 3mm thick or less.

The paddles 11 are'inherently resilient, which means that they return to an unbiased'position

when not under load. A user may displace orrdepress either of the paddles 11 by engaging an

outer surface thereof; such displacement causes the paddle 11 to activate a switch mechanism

mounted within the body of the controller 10. The paddles 11 are mounted within recesses

located on the case of the controller 10; and are disposed in close proximity to the outer

surface of the controller body. In this way a user may engage the paddles 11 with the tips of the

fingers, preferably the middle fingers, without compromising the user’s grip on the controller

10. While the example shows the paddles 11 engaged by the middle fingers, they could also be

engaged by the index, ring, or little fingers. The index fingers may also engage trigger style

controls mounted on the top edge of the controller 10 while the thumbs may be used to

activate controls onvthe front of the controller-.10.

The paddles 11 are elongate in‘shape and substantially extend in a direction from the top edge

to bottom edge of the controller 10. In one embodiment the paddles are orientated parallel

with each other. In an alternative embodiment the paddles are orientated such that they

converge towards the top edge with respect to each other. This elongate shape allows a user to

engage the paddles with any of the middle, ring, or little finger; it also provides that different

users having different size hands can engage with the paddles in a comfortable position thereby

reducing the effects of prolonged or repeated use such as repetitive strain injury.

In one embodiment, the paddle levers 11 replicate the functions of two of the four buttons 4

located on the front of the controller 10 and thereby allow a user to operate the functions of

the relevant buttons using his or her middle fingers 12, without the need to remove either of
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his or her thumbs from the left or right thumb stick 2, 3. In alternative embodiments a paddle .

lever 11 may activate a new function not activated by a control on the front or top edge of the

controller 10.

it is envisaged that the paddles 11 could, be fittedto an existing controller 10. In such

embodiments-the paddles would be mounted on the outer surface of the controller body by

means of a mechanical fixing such as a screw or bolt or alternatively bonded or welded to the

controller body by adhesive or other suitable means. A switch mechanism would be mounted

within the controller in vertical registry with a portion of each paddle. A portion of the switch

mechanism may extend through the controller body and be disposed in close proximity or in

contact with an innermost surface of the paddle 11.

in alternative embodiments it is envisaged that the paddles 11 would be integrally formed with

the controller body, the paddles 11 being configured to be resilient and flexible such that they

can be" depressed by a user to activate a switch mechanism. This could be achieved by moulding

the controller body to have a U-shaped slot extending through the controller body;

alternatively a U-shaped slot could be cut into the controller body after the moulding process.

Preferably, the paddles 11 would comprise a raised outermost surface with respect to the

surrounding area such that a user may locate the paddles 11. This may be achieved by

moulding the paddle such thatis thicker than the surrounding area. It will be recognised that as

used herein, directional references such as "top", "bottom", "front",_"back'7, "end", "side",
II II II II

"inner , outer , upper", and "lower" do not limit the respective features to such orientation,

but merely serve to distinguish these features from one‘another.

Modifications and variations of the present invention will beapparent to those skilled in the art

from the forgoing detailed description. All modifications and variations are intended to be

encompassed by the following claims. All publications, patents, and‘patent applications cited

herein are hereby incorporated by reference in their entirety.
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CLAIMS

1. A'hand held controller forta game consolecomprising:

an outer case; and

a plurality of'controls located on a front of'the controller;

wherein the controller is shaped to be held in the hand of a user such that the user’s

thumb is positioned to operate the controls located on the front of the controller;

and wherein the controller further comprises one or more additional controls located ’

on a back of the controller.

2. The controller of claim 1,} further having controls located on the top edge of the

controller and wherein'thecont'roller is shaped such thatithe user’s index fingers are positioned

to operate controls located on the top edge

3. The controller of claim 1 wherein each additional‘control is in a position to be operated

by'a finger 'of a ’user.

4. The controller of claim 1 wherein there are two additional controls on the back‘ of the

controller, each of which is positioned to be operated by a middle finger of a user.

5. The controller of claim 1 wherein each additional control comprises an elongate

member which is inherently resilient and flexible such that it can be displaced by a user to

activate control function.

6. The controller of claim 5 wherein each elongate member is mounted within a respective

recesslocated in the case of the controller.

7. The controller of claim 6 wherein each elongate member comprises an outermost

surface which is disposed in close proximity to the outermost surface of the controller such that

a user’s finger may be received in said respective recess.
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8. The controller of claim 1 wherein each elongate member- has a thickness between about

1mm and 10mm.

9. The controller of claim 1 wherein each elongate member has a thickness betweenabout

5 1mm and 5mm.
r

10. The controller of claim 1 wherein each elongate member hasva thickness between about

1mm and 3mm.

10 11. The controller of claim 5 wherein the elongate members are parallel to one another.

12. The controller of claim 5 wherein the elongate members converge towards the front

end of the controller with respect to' one another.

15 13. The controller of claim 1 wherein a portion of‘each additional control is in registry with a

switch mechanism disposed within the controller, such that displacement of the additional

control activates the switch mechanism.

14. The controller of claim 5 wherein a switch mechanism is disposed between each of the

20 elongate members and an outer surface of the base of the controller.

15. The controller of claim 2 wherein the one or more additional controls replicate the

function of one Or more controls located on the front or top edge of the controller.

25 16. The controller of claim 2 wherein the one or more additional controls have functions in

addition to the controls located on the front or top edge of the controller.

17. The controller of claim 1 wherein the one or more additional controls are paddle levers.
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Atty. Docket No.10905-002

18. The controller of claim 1 wherein the additional controls are substantially vertically

orientated with respect to the controller.

19. The controller of claim 1 wherein the one or more additional controls are formed as an

integral part of the outer'cas'e.

20. The controller of claim 1 wherein the on or more additional controlsare formed

separate from the outer 'case of the controller.
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5

10

Atty. Docket No.: 0905-002

CONTROLLER FOR GAME CONSOLE

ABSTRACT

_ An improved controller (10) fora game console that is intended to be held by a user in both

hands in the same manner as a conventional controller (1), which has controls on the front

operable by the thumbs (2), (3), (4), (S), and has two additional controls (11) located on the

back in positions to be operated by the middle fingersof-a user.

10
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
AddIESS. COMMISSIONER FOR PATENTSPO Box 1450

Alexandria, ViJgLnia 22313-1450wwwusptogov

APPLICATION FILING or GRP ART
NUMBER 371(0) DATE UNIT F FEE REC'D ATTY.DOCKET.NO TOT CLAHVIS IND CLAIMS

 
 
   

13/162,727 06/17/2011 2612 0.00 0905-002 20 1

CONFIRMATION NO. 8138

52245 FILING RECEIPT
Parks IP Law LLC

1117 PERIMETER CENTER WEST llllllllllllllllllll11111111llllllllllllllllllllllIlllllllllllllllllllllllll000000048 70 90
SUITE E402

ATLANTA, GA 30338

Date Mailed: 06/30/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination

in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the

application must include the following identification information: the US. APPLICATION NUMBER, FILING DATE,

NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.

Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please

submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the

changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit

any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply

to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)

Simon Burgess, Loughborough, UNITED KINGDOM;

Duncan Ironmonger, Atlanta, GA;

Assignment For Published Patent Application
IRONBURG INVENTIONS LTD., Wincanton, UNITED KINGDOM

Power of Attorney: None

Domestic Priority data as claimed by applicant

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the

USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 06/28/2011

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 13/162,727

Projected Publication Date: To Be Determined - pending completion of Missing Parts

Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
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Title

CONTROLLER FOR VIDEO GAME CONSOLE

Preliminary Class

340

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a US. patent extend only throughout the territory of the United States and have no

effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent

in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international

application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same

effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing

of patent applications on the same invention in member countries, but does not result in a grant of "an international

patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent

protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an

application for patent in that country in accordance with its particular laws. Since the laws of many countries differ

in various respects from the patent law of the United States, applicants are advised to seek guidance from specific

foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must

issue a license before applicants can apply for a patent in a foreign country. The filing of a US. patent application

serves as a request for a foreign filing license. The application's filing receipt contains further information and

guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the

section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign

patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it

can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/generaI/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish

to consult the US. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,

this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific

countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may

call the US. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER

Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING

LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where

the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier

license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The

date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless

it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter

as imposed by any Government contract or the provisions of existing laws relating to espionage and the national

security or the export of technical data. Licensees should apprise themselves of current regulations especially with

respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of

State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and

Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of

Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING

LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,

if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed

from the filing date of this application and the licensee has not received any indication of a secrecy order under 35

U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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PATENT APPLICATION FEE DETERMINATION RECORD Application or Docket Number
Substitute for Form PTO-875 13/162,727

APPLICATION AS FILED - PART I OTHER THAN

Column 1 (Column 2) SMALL ENTITY SMALL ENTITY

BASIC FEE
(37 CFR1.16(a) (b) or (0))
SEARCH FEE
(37 CFR1.16(k) (i)o

EXAMINATION) REE:(37 CFR1. 16(0

If the specification and drawings exceed 100
APPLICATION SIZE sheets of paper, the application size fee due is
FEE $270 ($135 for small entity) for each additional
(37 CFR1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.

41 (a)(1)(G) and 37 CFR1.16(s).

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))

* lfthe difference in column 1 is less than zero, enter ”0” in column 2.

APPLICATION AS AMENDED - PART II

OTHER THAN

(Column 2) (Column 3) SMALL ENTITY SMALL ENTITY
CLAIMS HIGHEST

REMAINING NUMBER ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY FEE($) FEE($)

AMENDMENT PAID FOR
Total

(37 CFR1.16(i))

Independent(37 OFR1. 16(h))

Application Size Fee (37 CFR1.16(S))
AMENDMENTA

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

TOTAL
ADD'L FEE

(Column 2) (Column 3)
OLAIMS HIGHEST

REMAINING NUMBER ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY FEE($) FEE($)

AMENDMENT PAID FOR
Total

(37 OFR1. 16(i))
Independent

(37 OFR1. 16(h))

Application Size Fee (37 CFR1.16(S))
AMENDMENTB

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

TOTAL
ADD'L FEE ADD'L FEE

* lfthe entry in column 1 is less than the entry in column 2, write ”0” in column 3.
** lfthe ”Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter ”20”.

*** If the ”Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter ”3”.
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address. COMMISSIONER FOR PATENTSPO Box 1450

Alexandria, ViJgLnia 22313-1450wwwusptogov

APPLICATION NUMBER F ING OR 371 (C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE

 
 
   

13/162,727 06/17/2011 Simon Burgess 0905-002
CONFIRMATION NO. 8138

52245 FORMALITIES LETTER

Parks IP Law LLC

1117 PERIMETER CENTER WEST lllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllll000000048 70 9
SUITE E402

ATLANTA, GA 30338

Date Mailed: 06/30/2011

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION

FILED UNDER 37 CFR1.53(b)

Filing Date Granted

Items Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,

however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all

required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied

by the extension fee under the provisions of 37 CFR 1.136(a).

' The statutory basic filing fee is missing.

Applicant must submit $82 to complete the basic filing fee for a small entity.

' The oath or declaration is missing.

A properly signed oath or declaration in compliance with 37 CFR 1.63, identifying the application by the above

Application Number and Filing Date, is required.

Note: If a petition under 37 CFR 1.47 is being filed, an oath or declaration in compliance With 37 CFR 1.63

signed by all available joint inventors, or if no inventor is available by a party with sufficient proprietary interest,

is required.

The applicant needs to satisfy supplemental fees problems indicated below.

The required item(s) identified below must be timely submitted to avoid abandonment:

' A surcharge (for late submission of filing fee, search fee, examination fee or oath or declaration) as set forth in

37 CFR 1.16(f) of $65 for a small entity in compliance with 37 CFR 1.27, must be submitted.

SUMMARY OF FEES DUE:

Total fee(s) required within TWO MONTHS from the date of this Notice is $527 for a small entity

' $82 Statutory basic filing fee.

' $65 Surcharge.

' The application search fee has not been paid. Applicant must submit $270 to complete the search fee.

' The application examination fee has not been paid. Applicant must submit $110 to complete the examination

fee for a small entity in compliance with 37 CFR 1.27.

page 1 of 2
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Replies should be mailed to:

Mail Stop Missing Parts
Commissioner for Patents

PO. Box 1450

Alexandria VA 22313-1450

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.

https://sportal.uspto.gov/authenticate/AuthenticateUserLocalEPF.html

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-21 7-9197 or

visit our website at http://www.uspto.gov/ebc.

If you are not using EFS—Web to submit your reply, you must include a copy of this notice.

laabranyos/

 

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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IN THE UNITED STATES PATENT AND TRADEMARK OFFlCE

inventors: Burgess et al. Docket No.: 0905-002

Serial No.: 13/162,727 Art Unit: 2612

Filing Date: June 17, 2011 Confirmation No.: 8138

For: CONTROLLER FOR VIDEO GAME CONSOLE

Mail Stop: Missing Parts
Commissioner for Patents

P. O. Box 1450

Alexandria, Virginia 22313—1450

RESPONSE TO NOTECE TO FILE MISSING PARTS OF

NONPROVISIONAL APPLICATiON

Sir:

In response to the Notice to File Missing Parts of Nonprovisionai

Application mailed June 30, 2011, enclosed are the following:

1. Executed Declaration by inventors Simon Burgess and Duncan

Ironmonger;

2. Petition for Extension of Time (one month); and

3. Payment in the amount of $527.00 ($82.00 Basic filing fee; $65.00

Surcharge; $270.00 Search fee; $110.00 Examination fee).

Applicant believes this to be a complete reply to the Notice and believe

that no additional fees are due; however, the Commissioner is hereby authorized

to charge any additional fees due to Deposit Account 50-3447.

 
Parks iP Law LLC

1117 Perimeter Center West

Suite E402

Atlanta, GA 30338
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PTOISBI22 (07-09)
Approved for use through 0713112012. 0MB 0651-0031

US. Patent and Trademark Office; U.S. DEPARMENT OF COMMERCE
Under the paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB controt number.

PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) Docket Number (Optional)

FY 2009 0905-002
Fees pursuant to the Consolidated/i . ropriatr'ons Act, 2005 (HR. 4818).

Application Number 131162.72? Filed June 17. 2011

For CONTROLLER FOR VIDEO GAME CONSOLE

Art Unit 2612 ExaminerTBD

This is a request under the provisions of 37 CFR 1.136(a) to extend the period for filing a reply in the above identified
application.

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below):

Fla, Small Entity Fee

One month (37 CFR 1.17ta)(1)) $130 $65 $ 55

Two months (37 CFR 1.17(a)(2)} $490 $245 $

Three months (37 CFR 1.17(a)(3)) $1110 $555 $

Four months (37 CFR 1.17(a)(4)) $1730 $865 $

$Five months (37 CFR 1.17(a}(5)) $2350 $1175

Applicant claims small entity status. See 37 CFR 1.27.

E] A check in the amount of the fee is enclosed.

Payment by credit card. Form PTO-2038 is attached.

[:I The Director has already been authorized to charge fees in this application to 3 Deposit Account.

The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to
Deposit Account Number 50-3447

WARNING: information on this term may become public. Credit card information should not be included on this form.
Provide credit card information and authorization on PTO-2038.

i am the I: applicantlinventor.

assignee of record of the entire interest. See 37 CFR 3.71.

Statement under 37 CFR 3.73(b) is enclosed (Form PTOISBIQS).

attorney or agent of record. Registration Number 52096

__ -- . [peptzioil
Signature

Cynthia Parks 678) 325-6601

Typed or printed name Telephone Number

NOTE: Signatures oi all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms if more than one
signature is required, see below.

1:} Totat of forms are submitted.
This collection of information is required by 37 CFR 1.136(a). The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 6 minutes to
complete, including gathering. preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount at time you require to complete this form andlor suggestions tor reducing this burden, should be sent to the Chiet information Officer,
US. Patent and Trademark Office, US. Department of Commerce, Po. Box 1450, Alexandria, VA 22813-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

"you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Attorney Docket No. 0905-002

DECLARATION Ahng POWER OF ATTORNEY

Original [3 Supplemental [3 Substitute 1:! PCT

As a below named inventor, i hereby deciare that:

My residence, post office address and-citizenship are as stated below next to my name.

i believe I am the original, first and sole inventor (if only one name is listed below), or an
original, first and joint inventor (if plural names are listed below) of the subject matter which is
claimed and for which a patent is sought on the invention entitled:

CONTROLLER FOR VIDEO GAME CONSOLE

(Title of the Invention)

 

the specification of which (check one)

[:1 is attached hereto

IXI was filed on June 17, 2011 and assigned serial no. 13/162,727

and was amended on (it applicable)

I hereby state that l have reviewed and understand the contents of the above-identified

specification, including the claims, as amended by any amendment referred to above.

I acknowledge the duty to disclose information which is material to the patentability of
this application in accordance with Title 37, Code of Federal Regulations, § 1.56.

I hereby claim foreign priority benefits under Title 35, United States Code, § 119 (a) - (d)
or § 365(b) of any foreign application(s) for patent or inventor's certificate, or § 365(a) of any
PCT international application which designated at least one country other than the United
States of America, listed below and have also identified, by checking the box below, any foreign
application for patent or inventor's certificate, or of any PCT international application having a
filing date before that of the appiication on which priority is claimed.

Prior Forein _-A ptications Priorit Claimed” _CoES AttachedApplication Country Foreign Filing Date
Number ___MMlDD

 

 
  

   

As a named inventor, I hereby revoke all prior powers and appoint the attorney(s) andlor
agentls) associated with:

Customer No. 52245

to prosecute this application and transact all business in the Patent and Trademark Office
connected therewith.

i acknowledge the above-listed attorneys and agents and their firm Parks IP Law LLC

represent my employer (if i am an employee and this application has been or will be assigned
to my employer) or the entity with which i have contracted (if I am an independent contractor
and this application has been or will be assigned to such entity) and in such cases do not
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Inventors: Simon Burgess and Duncan ironrnonger
For: Controiier for Video Game Console

Page 2 of 2

represent me individually. t further acknowledge I have not established, nor will I seek to

establish, any personal attorney/ciient relationship with Parks iP Law LLC in connection with

this application and understand that, shouid i require legal representation, | wilt obtain such, at
my expense, other than through Parks IP Law LLC.

Send Correspondence to the Address associated with Customer Number 52245

Direct telephone calls to: Collen A. Beard, Esq. (878) 325-6601

i hereby deciare that ail statements made herein of my own knowiedge are true and that
all statements made on information and belief are believed to be true; and further that these

statements were made with the knowledge that willful false statements and the like so made are

punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States

Code and that such willful false statements may jeopardize the validity of the application or any
patent issued thereon. ,

Full name of first inventor Simo .Burgess

, . / 3“ rd .Inventors Signature ./ Date: Z? '2 i) If
Loughborough, Leicestershire

 

Residence

Citizenship United Kingdom

Post Office Address 39 Jubilee Avenue, Sileby, Loughborough, Leicestershire LEi2
7TH United Kingdom

Full name of first inventor Duncan ironrnonger

inventor's signature {’7/ Date: 3 23rd Q Oil
Residence Atianta, GA

Citizenship United States of America

Post Office Address 3820 Roswell Road, Suite 306, Atlanta, GA 30342
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Electronic Patent Application Fee Transmittal

Title of Invention: CONTROLLER FOR VIDEO GAME CONSOLE

Attorney Docket Number: 0905-002

Utility under 35 USC111(a) Filing Fees

Sub-Total in

USD($)

Miscellaneous-Filing:

Late filing fee for oath or declaration 2051

PETITIONER VALVE CORPORATION, EX. 1014, p. 029
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. . . Sub-Total in

Patent-AppeaIs-and-lnterference:

Post-AI|owance-and-Post-lssuance:

Extension-of—Time:

Total in USD (5) 527
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Electronic Acknowledgement Receipt

“—

——

Title of Invention: CONTROLLER FOR VIDEO GAME CONSOLE

——

Payment information:

 
Submitted with Payment yes—

—Authorized User PARKS IP LAW LLC

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)
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Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 C. F. R. Section 1. 21 (Miscellaneous fees and charges)

File Listing:

Document . . File Size(Bytes)/ Multi Pages

Applicant Response to Pre-Exam
Formalities Notice ResponseMP.pdf 286b1da96c8aab1d12ce39a4e42d6e5f61c

cff8f

Information:

Extension of Time
568647a68b83d7037c9b339ac92b9f39bfe

6700a

1 14474

5786f71ae312e38365651d3968fd19c1823 a
4:22

Fee Worksheet (SB06) fee-info.pdf f482d677ed4fl 544ecae27f8bbbda4d6d49
a243c

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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PTO/SEIZZ (07-09)
Approved for use through 07/31/2012. 0MB 0851-0031

U.S. Patent and Trademark Olfioe; U.S. DEPARMENT OF COMMERCE
Under the paperwork Reduction Act 0! 1995. no persons are required to respond to a collection oi Information unless it displays a valid OMB control number.

PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 006W Number (Optional)

FY 2009 0905-002
Fees nurauant to the ConsolidatedA . Urortatlons Act, 2005 HR. 4818 .

Application Number 13/162,27 Filed June 17. 2011

For CONTROLLER FOR VIDEO GAME CONSOLE

Art Unit 2612 ' ExaminerTBD

This Is a request under the provisions of 37 CFR 1.136(8) to extend the period for filing a reply in the above identified
application.

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below):

Ea Em

One month (37 CFR 1.17(a)(1)) $130 $65 $ 65

Two months (37 CFR 1.17(a)(2)) $490 $245 $

Three months (37 CFR 1.17(a)(3)) $1110 $555 $

Four months (37 CFR 1.17(a)(4)) $1730 $865 $

Five months (37 CFR 1.17(a)(5)) $2350 $1175 $

Applicant claims small entity status. See 37 CFR 1.27. I 09/23/2011 HTEKLEI’II 00000018 503447 13162727

[I A check in the amount of the fee is enclosed. 01 “253351 65-00 D“

I Payment by credit card. Form PTO-2038 is attached.

E] The Director has already been authorized to charge fees in this application to 3 Deposit Account.

The Director is hereby authorized to charge any fees which may be required. or credit any overpayment. to
Deposit Account Number 50-3447

WARNING: Information on this form may become public. Credit card Information should not be Included on this form.
Provide credit card information and authorization on PTO-2038.

lam the [j applicantfinventor.

I:I assignee of record of the entire interest. See 37 CFR 3.71.
Statement under 37 CFR 3.73(b) is enclosed (Form PTO/SB/96).

attorney or agent of record. Registration Number 52096

[begg’rZOll
Cynthia Parks 678) 325-6601

Typed or printed name Telephone Number

NOTE: Signatures at all the Inventors or essignees of record of the entire interest or their representativeis) are required. Submit multiple terms it more than one
signature Is required. see below.

[3 Total of _________ forms are submitted.
This collection oi lnlormation Is required by 37 CFR 1.136(a). The iniormation is required to obtain or retain a benefit by the public which Is to file (and by the
USPTO to process) an application. Confidentiality Is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection ls estimated to take 6 minutes to
complete. Including gathering. preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the Individual case. Any
comments on the amount at time you require to complete this form and/or suggestions for reducing this burden. should be sent to the Chief Information Officer.
U.S. Patent and Trademark Oilice. U.S. Department of Commerce. P.O. Box 1450. Alexandria, VA 22313-1450. 00 NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND To: Commissioner for Patents. Po. Box 1450. Alexandria. VA 22313-1450.

I!you need assistance In completing the form. call 1-800-PT09199 and select option 2.
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PATENT APPLICATION FEE DETERMINATION RECORD Application or Docket Number
Substitute for Form PTO-875 13/162,727

APPLICATION AS FILED - PART I OTHER THAN

Column 1 (Column 2) SMALL ENTITY SMALL ENTITY

BASIC FEE
(37 CFR1.16(a) (b) or (0))
SEARCH FEE
(37 CFR1.16(k) (i)o

EXAMINATION) REE:(37 CFR1. 16(0

If the specification and drawings exceed 100
APPLICATION SIZE sheets of paper, the application size fee due is
FEE $310 ($155 for small entity) for each additional
(37 CFR1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.

41 (a)(1)(G) and 37 CFR1.16(s).

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))

* lfthe difference in column 1 is less than zero, enter ”0” in column 2.

APPLICATION AS AMENDED - PART II

OTHER THAN

(Column 2) (Column 3) SMALL ENTITY SMALL ENTITY
CLAIMS HIGHEST

REMAINING NUMBER ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY FEE($) FEE($)

AMENDMENT PAID FOR
Total

(37 CFR1.16(i))

Independent(37 OFR1. 16(h))

Application Size Fee (37 CFR1.16(S))
AMENDMENTA

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

TOTAL
ADD'L FEE

(Column 2) (Column 3)
OLAIMS HIGHEST

REMAINING NUMBER ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY FEE($) FEE($)

AMENDMENT PAID FOR
Total

(37 OFR1. 16(i))
Independent

(37 OFR1. 16(h))

Application Size Fee (37 CFR1.16(S))
AMENDMENTB

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

TOTAL
ADD'L FEE ADD'L FEE

* lfthe entry in column 1 is less than the entry in column 2, write ”0” in column 3.
** lfthe ”Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter ”20”.

*** If the ”Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter ”3”.
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
AddIESS. COMMISSIONER FOR PATENTSPO Box 1450

Alexandria, ViJgLnia 22313-1450wwwusptogov

APPLICATION FILING or GRP ART
NUMBER 371(0) DATE UNIT F FEE REC'D ATTY.DOCKET.NO TOT CLAHVIS IND CLAIMS

20 113/162,727 06/17/2011 2612 527 0905-002

 
 
   

CONFIRMATION NO. 8138

52245 UPDATED FILING RECEIPT
Parks IP Law LLC

1 1 17 PERIMETER CENTER WEST lllllllllllllllllllllllllllllllllllllllllllllllllllllllllllljlllllllllllllllllllllllllllllll
SUITE E402 000000050006 39

ATLANTA, GA 30338

Date Mailed: 09/26/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination

in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the

application must include the following identification information: the US. APPLICATION NUMBER, FILING DATE,

NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.

Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please

submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the

changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit

any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply

to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)

Simon Burgess, Loughborough, UNITED KINGDOM;

Duncan Ironmonger, Atlanta, GA;

Assignment For Published Patent Application
IRONBURG INVENTIONS LTD., Wincanton, UNITED KINGDOM

Power of Attorney: The patent practitioners associated with Customer Number 52245

Domestic Priority data as claimed by applicant

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the

USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 06/28/2011

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 13/162,727

Projected Publication Date: 12/20/2012

Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
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Title

CONTROLLER FOR VIDEO GAME CONSOLE

Preliminary Class

340

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a US. patent extend only throughout the territory of the United States and have no

effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent

in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international

application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same

effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing

of patent applications on the same invention in member countries, but does not result in a grant of "an international

patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent

protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an

application for patent in that country in accordance with its particular laws. Since the laws of many countries differ

in various respects from the patent law of the United States, applicants are advised to seek guidance from specific

foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must

issue a license before applicants can apply for a patent in a foreign country. The filing of a US. patent application

serves as a request for a foreign filing license. The application's filing receipt contains further information and

guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the

section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign

patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it

can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/generaI/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish

to consult the US. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,

this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific

countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may

call the US. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER

Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING

LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where

the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier

license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The

date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless

it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter

as imposed by any Government contract or the provisions of existing laws relating to espionage and the national

security or the export of technical data. Licensees should apprise themselves of current regulations especially with

respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of

State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and

Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of

Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING

LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,

if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed

from the filing date of this application and the licensee has not received any indication of a secrecy order under 35

U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria1 Virginia 22313- 1450
wwwnsptogov

 
  
  CONF {MATION NO.    APPLICATION NO. F ING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.

13/162,727 06/17/2011 Simon Burgess 0905—002 8138

52245 ”90 WM”

parks IP Law LLc —
730 Peachtree Street, NE HYLINSKL STEVEN J

Suite 600 ART UNIT PAPER NUMBERATLANTA, GA 30308 —
3717

MAIL DATE DELIVERY MODE

06/28/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL—90A (Rev. 04/07)
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Application No. Applicant(s)

 13/162,727 BURGESS ET AL.

Office Action Summary Examiner Art Unit

STEVEN J. HYLINSKI 3717

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however may a reply be timely filed
after SIX () MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)IZI Responsive to communication(s) filed on 09/16/2011.

2a)|:l This action is FINAL. 2b)IXI This action is non-final.

3)I:I An election was made by the applicant in response to a restriction requirement set forth during the interview on

; the restriction requirement and election have been incorporated into this action.

4)|:l Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Exparte Quay/e, 1935 CD. 11, 453 O.G. 213.

 

Disposition of Claims

5)|Zl Claim(s) 1-20is/are pending in the application.

5a) Of the above claim(s)_ is/are withdrawn from consideration.

6)I:l Claim(s)_ is/are allowed.

7)|Xl Claim(s) 1-_20is/are rejected.

8)I:l Claim(s)_ is/are objected to.

9)I:I Claim(s)_ are subject to restriction and/or election requirement.

Application Papers

10)I:I The specification is objected to by the Examiner.

11)|Xl The drawing(s) filed on 17June 2011 is/are: a)|Z accepted or b)|:| objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

12)I:I The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)I:| Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)|:| AII b)|:l Some * c)I:I None of:

1.I:I Certified copies of the priority documents have been received.

2.|:l Certified copies of the priority documents have been received in Application No._

3.I:I Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

 
Attachment(s)

1) IZI Notice of References Cited (PTO-892) 4) I] Interview Summary (PTO-413)

2) I] Notice of Draftsperson‘s Patent Drawing Review (PTO-948) Paper N0(S )/Mai| Date._
3) I] Information Disclosure Statement(s) (PTO/SB/08) 5)I:I Notice 0f Informal Patent Application

Paper No(s)/Mai| Date _. 6)I:I Other:—
U.S. Patent and Trademark Office

PTOL-326 (Rev. 03-11) Office Action Summary Part of Paper No./Mai| Date 20120616
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Application/Control Number: 13/162,727 Page 2

Art Unit: 3717

DETAILED ACTION

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

1. Claims 1-7, 11, 13-14, and 17-20 are rejected under 35 U.S.C. 102(b) as

being anticipated by US 6,394,906 to Ogata.

Re Claim 1,

Ogata discloses a hand held controller for a game console (Abstract) comprising:

an outer case (Fig. 1 and 4:35-40, main body unit 4 made up of upper half 2 and

lower half 3 abutted and connected to each other by fasteners) and

a plurality of controls located on a front of the controller (Figs. 1-2, controls 9, 12,

16, 22-24 are all located on upper half 2 of controller 1)

wherein the controller is shaped to be held in the hand of a user such that the

user’s thumb is positioned to operate the controls located on the front of the controller

(Fig. 7, the user’s thumb’s Lf1 and Rf1 are used to operate all controls 9, 12, 16, 22-24

located on upper half 2 of controller 1)

and therein the controller further comprises one or more additional controls

located on a back of the controller (Figs. 1-8, trigger buttons 19b and 20b are located on

lower half 3 of the controller body, facing away from the player as shown in Fig. 7 and

therefore are on the back of the controller)
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Application/Control Number: 13/162,727 Page 3

Art Unit: 3717

Re Claim 2,

Ogata discloses the controller of claim 1 further having controls located on the

top edge of the controller and wherein the controller is shaped such that the user’s

index fingers are positioned to operate controls located on the top edge (Fig. 7, buttons

19a and 20a are buttons located on the top edge of upper half 2 of the main body unit 4

which are operated by the user's index fingers Lf2 and Rf2).

Re Claim 3,

Any of the plurality of controls shown in Figs. 1-8, which are additional controls

relative to any other controls on the unit, is positioned to be operated by fingers Lf1-5

and Rf1-5 of the user's hands Lf, Rf as shown in Fig. 7.

Re Claim 4,

Fig. 7 shows two additional controls 19b and 20b positioned to be operated by

middle fingers Rf3 and Lf3 of the user.

Re Claim 5,

The buttons 19a-b and 20a-b are depicted in Fig. 4 as being rectangular and are

therefore elongate members, which because they are operated by depressing them into

the housing renders them inherently resilient and flexible (13:13-25 describes buttons

19a-b and 20a-b as thrusting actuators that protrude from the housing and contact

switch elements located inside the housing 4, and that the thrusting actuators may

further be covered in an elastomer for improved operating feeling.)

Re Claim 6,
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Application/Control Number: 13/162,727 Page 4

Art Unit: 3717

See Fig. 9 19a-b protruding from recesses in the housing 4, and also see 13:13-

25.

Re Claim 7,

Figs. 7-8 show elongate members 19a-b and 20a-b comprising an outermost

surface disposed in close proximity to the outermost surface of the controller housing 4

such that user’s fingers Rf2,3 and Lf2,3 may be received in the recess depicted in Fig. 8

with respect to buttons 19a,b.

Re Claim 11,

Fig. 4 shows elongate members 19a,b and 20a,b being parallel to one another.

Re Claims 13-14,

See 13:19-21 which describes a portion of each additional control being in

registry with a switch mechanism disposed within the controller and in between each of

the elongate members and an outer surface of the base of the controller, such that

displacement of the additional control activates the switch mechanism.

Re Claim 17,

The controls 19a-b and 20a-b that provide flat button surfaces, the exposed part

of which face away from the user and are operated by the user’s fingers wrapping

around the controller body and depressing them as shown in Fig. 7, can be interpreted

as paddle levers.

Re Claim 18,

Fig. 4 shows the additional controls 19a-b and 20a-b being substantially vertically

oriented with respect to the controller.
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Application/Control Number: 13/162,727 Page 5

Art Unit: 3717

Re Claims 19-20,

The additional controls 19a-b and 20a-b shown in Figs. 1-8 are placed such that

they are integral with the case yet they are distinct components from the case body 4.

Claim Rejections - 35 USC § 103

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

2. Claims 8-10, 12, and 15-16 are rejected under 35 U.S.C. 103(a) as being

unpatentable over US 6,394,906 to Ogata.

Re Claims 8-10 and 12,

These claims recite alternative possible size and shape considerations for the

same elongate members 19a-b and 20a-b disclosed by Ogata and visible in Figs. 1-8,

without claiming any unexpected result of these size and shape considerations,

especially in light of the several thickness ranges and the parallel vs. converging size

and shape limitations being presented in the alternative, which indicates the function of

the apparatus is unchanged as these parameters are varied.

Regarding claims 8-10, in G’erdner v. THE“ Syeteme, the, “(’25 F.2d 1338, 2263

USPQ 77?“? (Fed. Cir. 1984), eert. denied, 459 US. 33353, 225 USPQ 2:32 (1984'), the

Federal Circuit held that, where the cnly difference between the pi’icr art and the cieime

was a i‘ecitetien at relative dimeneiene ef the claimed device and a device having the

cieimed relative dimensions weuid net perferrn differently than the priei‘ ert device, the
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Application/Control Number: 13/162,727 Page 6

Art Unit: 3717

etairnett device was net patehtahiy distinct item the prior art devicefi‘g See atse MPEP

2144.04 Sectien i‘v’ A.

Regarding etaint 12, MPEP 214494 Section iv E3 States that a change in shape

at an apparatus wetttd he ehvieus to one having erdinary skiii in the art absent

persuasive evidence that the partieatar shape is significant.

Fte t{Shanna 154 E,

Atthaugh 5:455»; at an‘ta states that the eentreis teats and Etta-h have

tunetiens that affect the game Characters in ways that eerrespend te eregramn‘iing at the

game, Cigata cieee net ga irate ctetait as. te whether the batten mapping of his centretier

is such that ene cr mere centrets reptieate the tunetiehs at other centrets, at whether

ene or there enntrets have 'htnctiens ctitierent trern ether eentrets en the front er the

edge at the centretier. Because ctairns 15 and “t6 present dupiieating vs. net duptieatihg

batten manning functiene as atternativee, and because there is further he ciairnect

specific purpose, emhiern being setved by, at advantage caused by reeiicating batten

mapping er net (thing an, it wetitct have been an ehviaus rnatter at design choice to one

having erctinary shift in the art at the time the inventien was made whether te map the

prepregrammea mitten functiens tea“ the centreiter shewn in Figs“ "iu8 et’ anta such that

tunetiens are repiieatett er net, fine at shift in the art wenttt have expected anta’e

centratier te tunetien weft regardtess at what specific: settwere eernnientj mapping is

appfied by the game designer te the htitten eenttefsu

Conclusion
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Application/Control Number: 13/162,727 Page 7

Art Unit: 3717

The prior art made of record and not relied upon is considered pertinent to

applicant's disclosure and is included in the Notice of References Cited. Any inquiry

concerning this communication or earlier communications from the examiner should be

directed to STEVEN J. HYLINSKI whose telephone number is (571)270-1995. The

examiner can normally be reached on Mon-Fri 9am-7pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Melba Bumgarner can be reached on (571 )272—4709. The fax phone

number for the organization where this application or proceeding is assigned is 571 -

273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272—1000.

/STEVEN J HYLINSKI/

Primary Examiner, Art Unit 3717
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Application/Control No. Applicant(s)/Patent Under
Reexamination

13/162727 BURGESS ET AL.
Notice of References Cited Examiner Art Unit

STEVEN J. HYLINSKI 3717 Page 1 014
U.S. PATENT DOCUMENTS

 
Document Number Date

Country Code-Number-Kind Code MM-YYYY

US-4,552,360 A 11-1985

US-5,551,693 A 09-1996

0 US-5,670,988 A 09-1997

US-5,716,274 A 02-1998

E US-5,853,326 A 12-1998

F US-5,874,906 A 02-1999

G US-5,984,548 A 11-1999

H US-6,001,014 A 12-1999

US-6,019,680 A 02-2000

J US-6,135,886 A 10-2000
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1("5036239" | "5542672" I "5669818" l
1"5691898" | "5734373" I "5853326" |
1"5897437").PN. OR ("6171191")-URPN-

12012/06/151
16:45 a

1 “a “‘3 “2‘“‘“‘“““\ aa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘aaa2‘a“ca““aacacaacacaacacd “c““cacaacacaa: 2‘““2“““2‘2‘2‘2‘2‘2: “ca““acacaacacw a2‘““2“““2‘2‘2‘2‘2‘2‘:

1("5036239" | "5059958" | "5542672" | 12012/06/151

  
1"5643087" | "5669818" | "5691898" | 116:46
1"5716274" | "5734373" | "5742278" | 1
1"5759100" | "5820462" | "5853326" |
1"5897437" | "5963196" | "5989123" |
1"6001014" | "6001015" | "6010406" |

1"6171191" | "6231444" | "6394906" |

PETITIONER VALVE CORPORATION, EX. 1014, p. 052

file:///CI/Users/shylinski/Documents/e—Red%2OFolder/13162727/EASTSearchHistory.13162727_Accessib1eVersion.htm[6/16/2012 5:36: 15 PM]

Josh
Typewritten Text
PETITIONER VALVE CORPORATION, EX. 1014, p. 052



EAST Search History

 
KKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKK

§("4486629"|"4739315"|"5012230"|
$"5555004"|"5701142"|"5801918"| 

 
 

...................................................................................................................

§C20010011991"|"5394168"|"5984548"|

§"6288709" "6394906"|"6512511"|
§"6557853" "6580415"|"D438178U
$("7859514U.URPN.

§("4414537"
§"508791o"
§"5352050"
§"5605406"
§"D386544w

|"4791408"|"4974183"|

"5189403"|"5267127"

"5410333"|"5581484"

"5874906"|"5984548"

  

 

 
 

 
 
 

 
 
 
 
 
 
 

    

§("4344069"
§"52o7426"
§"5781127"

|"4992631"|"5012230"|

"5394168"|"5498843"|

"5828323“.HV.OR
KKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKK

§C3990565"|"4360892"|"4442506"|

 

 

 

 

 
 

 
 
 
 
  

 

 

§"5897437U.PN.()R("6394906U.URPN.

\\\\\\

N O ‘P R \\\\\

|

I
.PN.()R("62887OQU.URPN.\ ...........\ .......................................................................................................

 

 
 
 

 
 
 

 
 

uuuuuuuua \uuuuuuuu: u“uuuuuuuuuu: \“uuuuuuum Ku\“uuuuuuuuuu:

§201206H5§
§16:46 5

...............................................................................................................

§201206H5§
§16:48 3

« “““““““““~ "“““““““““““« ““““““““‘““““““““““““““““““

§201ZOBH5§
§1&49

................. .................: .n......................: ....................~ .n.......................:

§201206H5§
§16:51 3

uuuuuuuua \uuuuuuuu: u“uuuuuuuuuu: \“uuuuuuum Ku\“uuuuuuuuuu:

$201206H5§
§"4443789" "4516939" "4518164" §1B:52
§"4552360" "4655621" "4680577" ‘
§"4727478" "4833446" "4917516"

§"5137384" "5160919" "5207426"
§"5317505" "5332322" "5408621"
§"5426449" "5432510" "5451053"
§"5479163" "5481263" "5486058" § § § § §

\w WNWWWQ1E@§§EQifl;95fi§fiififi§l§flfliwwwjwwwijwwwwwjwwwijwwwwwfi

§("4964598"| "5764180"| "5785281" ‘ = : §2012/06/15§
§"5871406" "5874906" "6057788" §16:52 5
§"6218616" "6261180" "6694228" 5

  
 

 
 

 
 
 

 

   

§"6885314" "7265306“.PN.(DR
...................................................................................................................

§("55o1458"
§"6232959"
§"6923443"

§"D424o47"
$"D434769"

  |"5644113"|"5874906"|

"6342009"|"6659870"|

"D348083"|"D416588"|

"D430223"| "D432180"|

"D442950"| "D451513"|

 

 
 
 
 
 
 
 

 
 

 
 

...............................................................................................................

§201206H5§
§16:55 3

§"D453932" "D470854"|"D471201"| § ; g g g
\ \ f"D4874663.PN.<3R("D5477633.URPN. § g g g g

§("3990565"| "4360892"| "4442506"| ‘ ‘ ‘ §2012/06/15§
§"4443789" "4516939" "4518164"| §17:16 3
§"4533446" "4552360" "4655621"| s
§"4680577" "4727478" "4917516"|
§"5137384" "5160919" "5189403"|
§"5207426" "5317505" "5332322"|

§"5336002" "5408621" "5410333"|
§"5426449" "5432510" "5451053"|
§"5479163" "5481263" "5486058"| §
$"5493654" "5874906" "5984548U.PN.OR§ 
 

 

...................................................................................................................

  §("44o1304"
§"4849583"
$"5026058"

§"5644113"
§"5716274"
$"6153843"y

$04469330"|"4687200"|"5207426"|
§"5294121" "55516933.PN.<3R

$("5716274U.URPN.

|"4469330"
"4864272"

"5485171"
"5645277"

"5759100"

|"4820908"|

"4949080"|

"5531443"|
"5700194"|

"5874906"|

 
 

 

 
‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘‘

  

 
 

 

 
 

...............................................................................................................

§201206H5§
§17:18 3

§201ZOBH5§
§17:2o =

file:///CI/Users/shylinski/Documents/e—Red%20F01der/13162727/EASTSearchHist0ry.13162727_AccessibleVersion.htm[6/16/2012 5:36: 15 PM]

Josh
Typewritten Text
PETITIONER VALVE CORPORATION, EX. 1014, p. 053



EAST Search History 

 
 

  
 

  

:818 14 :("5643087" | "5716274" | "5742278" |
:"5759100" | "5820462" | "5897437" |
:"6001014" | "6001015" | "6231444" |
\ "6394906").PN. OR ("6887158").URPN.

:("5716274" : "5759100" | "5820462" I
:"5897437" : "6001014" : "6001015").PN. OR
:("6231444").URPN. "

:OFF :2012/06/15:
:17:21

 
 

   
 

  

  :2012/06/15:
17:21 2

:("4469330" : "4552360" : "5207426" :
:"5232223" : "5296671" : "5451053" :
:"5551693" : "5644113" : "5664722" :
: : "5697437" : "6022274" :

: "6231444").PN. or:

("7473180").URPN.
..................................................................................................................................................................................................................................

:("5551693").URPN. :17:23 3

 

  

   
   
 

:2012/06/15:
17:22 a

  
  

 

 
  

 

 

 

 

« 44444444444444444 44444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444« 444444444444444444~ 4444444444444444444444444~ 4444444444444444444“““““““““““““““““

"463"/$.ccls. :2012/06/15:
‘ 18:51 3

 

« 44444444444444444 44444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444444« 444444444444444444~ 4444444444444444444444444~ 44444444444444444442222222222222222222222222222
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$823 and (controller same (trigger$1 with :2012/06/15§
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

|nventor(s): Simon Burgess et at. Conf. No.: 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No: 0905-002

Mail Stop: AMENDMENT
Commissioner for Patents

US. Patent and Trademark Office

PO. Box 1450

Alexandria, VA 22313—1450

RESPONSE TO NONFINAL OFFICE ACTION

This Response is filed in reply to the non—final Office Action mailed June

28, 2012. The Assignee requests consideration of the following amendments

and remarks.

Amendments to the Claims begin on page 2.

Remarks begin on page 6.
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us. Appl. No.: 13/162,727

CLAIM LISTING

The following set of claims replaces all previous versions of the claims.

1. (Currently Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge; and

a plurality—of front controiifsj] located on th_e [[a}} front of the controller;

wherein the controlter is shaped to be hetd in the hand of a user such that

the user's thumb is positioned to operate the tight contro|[[s]] teeated—en—the—frent

ef—the—eentreller; and

whemetheemqtreneefanheeeemphses—ene—eemere—addihenal a back

control{[s]] located on {[a]] th_e back of the controtler! wherein the back control is

an elongate member that extends between the top edge and the bottom edge

and is inherently resilient and flexible.

 

2. (Currently Amended) The controller of claim 1, further having atop edge

controt[[s]] located on the top edge of the controller and wherein the controlter is

shaped such that the user’s index finger[[s are]] is positioned to operate the—top

edge control[[s located on the top edge]].

3. (Canceled)

4. (Currently Amended) The controller of claim 1. wherein there are two

[[additional]] back controls on the back of the controller, each of which is

positioned to be operated by a middle finger of a user.

5. (Canceted)

Page 2 of 10
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6. (Currently Amended) The controller of claim L [[5]] wherein each th_e

elongate member is mounted within a respeetr've recess located in the case of

the controller.

7. (Currently Amended) The controller of claim 6* wherein each th_e elongate

member comprises an outermost surface which is disposed in close proximity to

the outermost surface of the controller such that a user's finger may be received

in said respective recess.

8. (Currently Amended) The controlier of claim 1; wherein each th_e elongate

member has a thickness between about 1mm and 10mm.

9. (Currently Amended) The controller of claim 1; wherein each the elongate

member has a thickness between about 1mm and 5mm.

10. (Currently Amended) The controller of claim 1; wherein eaeh me elongate

member has a thickness between about 1mm and 3mm.

11. (Currently Amended) The controller of claim 4_L [[5]] wherein the elongate

members are parallel to one another.

12. (Currently Amended) The controller of claim 4_L {[5]} wherein the elongate

members converge towards the front end of the controller with respect to one

another.

Page 3 of 10
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13. (Currently Amended) The controller of claim 1; wherein a portion ofeaoh

additional the back control is in registry with a switch mechanism disposed within

the controiler, such that displacement of the additional back control activates the

switch mechanism.

14. (Currently Amended) The controiler of claim 1. [[5]] wherein a switch

mechanism is disposed between each of the elongate members and an outer

surface of the base of the controller.

15. (Currently Amended) The controller of ctaim 2l wherein the one—enmere

additional back control[[s]] replicates the function of one or more of the tog edge

control and the front control eentrelsdooatedonethedrontontepedgoetthe

oontrelier.

16. (Currently Amended) The controller of claim 2‘ wherein the one—or—more

additional back control[[s]] have l‘kfi functions in addition to the top edge control

and the front controlW.

17. (Currently Amended) The controller of claim 1; wherein the one—or—nsore

additional back oontroi[[s]] are is_a paddle |ever[[s]].

18. (Currently Amended) The controller of claim 1 wherein the additional back

control[[s]] are Ls substantiaily parallel to the front of venioallyonernatedwth

respeeHo the controller.

19. (Currently Amended) The controller of claim 1‘ wherein the one-or—rnore

additionai back control[[s]] i_s are formed as an integral part of the outer case.

Page 4 of 10
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20. (Currently Amended) The controller of claim 1, wherein the seer—mere

addffienat back control[[s]] are is formed separate from the outer case of the

controller.

21. (New) The controller of claim 2, wherein the top edge is substantially

perpendicular to the front.

22. (New) A hand held controller for a game console comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge;

a front controt located on the front of the controtier, wherein the controtler

is shaped to be held in the hand of a user such that the user's thumb is

positioned to operate the front control; and

a back controt located on the back of the controller, wherein the back

controt is an elongate member that extends between the top edge and the

bottom edge.

Page 5 of 10
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REMARKS

SUMMARY OF THE CLAIMS

The application has been carefully reviewed in light of the Office Action

dated June 28, 2012. This communication is beiieved to be a complete response

to that Office Action. Claims 1-20 were pending in the present application prior to

entry of the present amendments. By the present Office Action, claims 1—20

have been rejected.

By the present amendment, claims 1—2, 4, and 6-20 have been amended.

Claims 3 and 5 have been canceled. New claims 21-22 have been submitted for

entry. Upon entry of the present amendment, claims 1—2, 4, and 6—22 are

present.

Support for these amendments can be found in the original specification,

and thus, no new matter has been added. Applicant reserves the right to pursue

all original claims in this or other patent applications. Reconsideration and

reexamination of the present application is respectfuliy requested in light of the

foregoing amendments and in view of the following remarks, which establish that

the pending claims are directed to atlowabie subject matter.

SECTION 102 REJECTIONS

Claims 1-7, 11, 13—14, and 17-20 are rejected under 35 U.S.C. 102(b) as

being anticipated by US. Pat. No. 6,394,906 (Ogata). Claims 1, 2, 4, 6, 7, 11,

13-14, and 17-20 have been amended. Claims 3 and 5 have been canceled.

The rejections to claims 1 and 5 are traversed for the reasons provided below.

On pages 2 and 3, the Office Action alteges that “a back" and "top edge"

recited in at least claims 1 and 2 can be interpreted to include lower half (3) and

upper half (3) of main body unit (4) of Ogata. However, this interpretation is not

compatibie with the present specification and, therefore, is a misapplication of

MPEP § 2111.

Page 6 of 10
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The underiying meaning of the words “back” and “top edge” as recited in

the claims cannot be dismissed. While the claims must be given the broadest

reasonable interpretation, this is not the complete standard. As required by

MPEP § 2111, the claims must be given their broadest reasonable interpretation

consistent with the specification. The Federal Circuit elaborated on this

standard by requiring that the broadest reasonable interpretation must be "in light

of the specification as it would be interpreted by one of ordinary skill in the art"

per In re Am. Acad. of Sci. Tech. Ctr., 367 F.3d 1359, 1364 (Fed. Cir. 2004)

(emphasis added).

in the present case, in some embodiments, the specification discusses the

claimed terms as follows. “A left trigger 6, a right trigger 7, a left bumper 8, and a

right bumper 9 [are] located on the top edge of the controller 1” (page 1, lines 15-

20; see FIG. ’1) and additionally "two paddle levers ’11 [are] located on the back

of the controller." (page 5, lines 1-5) Thus, the “top edge” and the “back" are

differentiated from one another (e.g. different locations on the controller including

different elements).

On the other hand, the Office Action indicates that the broadest

reasonable interpretation of “back” allegedly includes tower half (3) of main

portion (4) (so as to include thrusting actuators 19b and 20b) and the

interpretation of “top edge” allegedly includes upper half (2) main portion (4) (so

as to include thrusting actuators 19a and 20a). The Office Action alleges this

interpretation even though Ogata does not differentiate between the upper half

(2) and the lower half (3) of the main portion (4) when describing the thrusting

actuators (19a, 19b, 20a, 20b). Rather, Ogata describes the position of the

thrusting actuators (19a, 19b, 20a, 20b) on a single side of the main body unit

(4). Specifically, Ogata discloses that “on the front side of the main body unit

4...are arranged fifth and sixth actuating units 17, 18. The fifth and sixth

actuating units 17, 18 are provided with first and second thrusting actuators 19a,

19b, and 20a, 20b." (column 5, lines 37~51, emphasis added) Further, Ogata only

Page 7 of 10
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mentions “upper haif 2 and lower half 3” one time in column 4, tine 38. As such,

the front side of Ogata has been artificially divided into different parts in order to

make the rejections.

Similarly, the Office Action’s position that anything that faces away from

the player is therefore the back of the controiier is not consistent with the

specification. For exampte, the Office Action does not expiain why both the

upper half (2) and the lower haif (3) would be the back of the controller under this

interpretation.

The record is otherwise devoid of any evidence supporting the Office

Action’s conclusion as to why a person of ordinary skiil in the art would allegedly

construe the front side of the main body (4) as both the "top edge” and “back” as

recited in the claims. it the Examiner etects to maintain the position that a the

front side of the main body (4) can be both the "top edge” and “back" as recited in

the claims, Applicant respectfully requests that the Examiner provide

documentary evidence on the record supporting this position. Otherwise,

Applicant respectfully asserts that the conclusory assertion presented in support

of this rejection is insufficient to maintain the rejection.

Accordingly. it is respectfuliy submitted that the rejection is overcome and

respectfully requested that the rejection be withdrawn. For at least these

reasons, claim 1 and claims 2—7, H, 13—14, and 17-20 that depend therefrom are

patentable over Ogata.

With respect to claim 5, Ogata fails to disclose "an elongate member

which is inherently resilient and flexible such that it can be disptaced by a user to

activation control function.” Ogata discloses atop layer 88 of rotation actuator 16

(see column 12, tine 33 to column 13, line 11). However, rotation actuator 16 is

not “located on the back of the controller" or ”an elongate member" as claimed.

Moreover, Ogata does not disclose that the thrusting actuators (19a, 19b, 20a,

20b) are ”inherently resilient and flexible" as recited in claim 5.

Page 8 of 10
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MPEP § 2131 states that ”‘[a] claim is anticipated oniy if each and every

element as set forth in the claim is found, either expressly or inherently [See

related post] described, in a single prior art reference.’ Verdegaai Bros. v. Union

Of! Co. of California, 814 F.2d 628, 631, 2 USPQZd 1051, 1053 (Fed. Cir. 1987)”

(emphasis added). “‘The identical invention must be shown in as complete

detaii as is contained in the ciaim.’ Richardson v. Suzuki Motor Co., 868 F.2d

1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. t989)" (emphasis added).

Moreover, “[e]very element of the claimed invention must be literally present,

arranged as in the claim.” id. (emphasis added). in the present case, the Office

Action has not established that each element of the ciaims is disclosed in Ogata.

For at least these reasons, ciaim 5 is patentable over Ogata.

SECTION 103 REJECTIONS

Claims 8-10, 12, and 15—16 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Ogata. Claims 8-10, 12, and 15—16 depend from claim 1 and

are patentable over Ogata for at least the reasons provided above.

FEES

Payment of the fee covering a one—month extension of time is submitted

herewith.

Applicant beiieves no other fees are due with the filing of this

communication.

The Commissioner is hereby authorized to charge any fees or credit any

overpayment to Deposit Account No. 50—3447.

CONCLUSION

It is respectfully submitted that the application is in condition for allowance,

and notice to that effect is respectfully requested.
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If Examiner Hyllnski has any new concerns, the Examiner is respectfully

urged to contact the undersigned representative at her earliest convenience in

order to efficiently advance prosecution of this application.

Respectfully Submitted,

PARKS lP LAW LLC

by lSteghen Terrell]

Stephen Terreii; Reg. No. 62,734

Agent for the Assignee

Parks IP Law

Attention: Patent Docketing
730 Peachtree Street NE.

Suite 600

Atlanta, Georgia 30308
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is voluntary; and (3) the principal purpose for which the information is used by the US Patent and Trademark Office is to

process and/or examine your submission related to a patent application or patent. If you do not furnish the requested

information, the US Patent and Trademark Office may not be able to process and/or examine your submission, which may

result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act

(5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the

Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a

court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement

negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a

request involving an individual, to whom the record pertains, when the individual has requested assistance from the

Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for

the information in order to perform a contract. Recipients of information shall be required to comply with the

requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records

may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant

to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of

National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or

his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to

recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and

2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this

purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of

the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record

may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in

an application which became abandoned or in which the proceedings were terminated and which application is

referenced by either a published application, an application open to public inspections or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

 
 

EFS Web 2.1.17
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PTO/SB/ZZ (10-12}
Apprcved forisethreugh 1/31/2013. OMB 0651-0031

11.1.6 Patent and Trademark Office;- Li.) EPARTMENT OF COMMERCE" r 1 ' ' . a valid OMB control number.

3 Dooke . um er (Optional)

0905-002

Thisis a reouest under the provisions 0137 ‘FR 1.136(a) to extend the period tor tiiing a repiyin the aboveidentified appiication.

The requested extension and tee are as toiiows (check time period oesired and enter the appropriate fee beiow):

Smait Entity Fee

One rnonth (37 CFR 1.17(a)(1) . $75

Two months (3.7CFR 1 17(a}(2)

Three months (3.7. 1,.R 1 17(a}(3))

Four months”37’FR 1 171a;’!11

Five monti1s(37CFR 1.17(a)(5)

El Appiicantciaims smaii en11i1y 25:.31us. See 37 CFR 1. 27.

El A check in the amount of the fee is enciosed.

D Pawnent by credit card. Form PTO—2038 is attached.

D The Director has aiready been authorizedntoo1aiarge 1ees'in this app:'ioation to a Deposit Accou-11.

D The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to
Deposit Account Number
 

Payment made via EFS-Web

WARNENG: information on this form may become puhtio. Credit card information sheuid not be inotuded on this form. Provide
Ci’fidit card information and authorization on PTO—21138.

iamthe

|:| appii.ant,'inventor

|:| assignee of record 01 the entire interest See 37 01-11371. 37 CFR ’3. 73(b) statement is enciosed (Form F‘T'O/SB/QE‘)
62734attorney or agent of record. Registration number
 

|:| attorney or agent acting under '37 CFR 1.3/1. Registration number

/stephen terrell/ October 29,2012
Signature Date

Stephen Terrell 678-365-4444
Typed or printed name 'i'eiephone Number

  

  

NOTE: This form n1i1s1 be signed in accordance with 37 CFR 1.33. See 37 CFt\ 1.4101“ sig.nature recg-iiirements and certifications. Submit
muitiie forms it more than one sinature is re uired, see below".

 
|:| * Total of __ forms are submitted.

This coilecticn of information required by 37 CFF‘. 1.136(3). The infermati is reciuIired to obtain or retainaabenet’it by the public, whichis to tile (and try the
USF’TC to process) an appiioaticn Confidentiality is governed by 35 U8.1.. _ 9.111137 FCR 1. 11 and 1 .14. This (.011 ection is estirnated to take 6 mir utes to
complete. including gathering, preparing, and submitting the completed appli-ation form-.-:1--.he USPl'O. Time wilt vary depen 1; upon the inclividuai case. Any
comments on the amount l 1e you require to compiete this form an-(ll-3r suggestion or reducing-this burden shone he tte the Chief information Otticer,

US. Patent and Trademark Office, U. S. Department of Commerce. PO. Box 1450, . xandrie. VA 314-50. DO NOT SENDFEES OR COMPLETED FORMSTO THIS ADDRESS. “END TO: Maii‘uStop PCT, Commissionertor Patents, 13.0. Box 1450, Alex , VA 223.3“-1450.
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Privacy Act Statement:

The Privacy Act of QM (Pt. sears) requires that you be given certain information in connection with your
submission of the attached form related to a patent appiication or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (t) the generai authority for the coliection of this information is 35 USS. 2(bi-(2); (2)
furnishing of the information soiicited is voluntary; and (3) the principai purpose for which the information is used by the
US. Patent and Trademark Office is to process and/or examine your submission reiated to a patent appiication or
patent. if you do not furnish the requested information, the US. Patent and Trademark Office may not be abie to
process and/or examine your submission, which may resuit in termination of proceedings or abandonment of the
appiication or expiration of the patent.

The information provided by you in this form wiil be subject to the foiiowing routine use
(I:

t. The information on this form will be treated confidentiaiiy to the extent aliowed under the Freedom of
lnformation Act (5 USC. 552) and the Privacy Act (5 USC 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disciosure of these records is required by the
Freedom of information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunai, including disciosures to opposing counsei in the course of
settiement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request invoiving an individuai, to whom the record pertains, when the individuai has requested assistance from
the Member with respect to the subject matter of the record.

1+. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shaii be required to compiy
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 UHSC 552ai’m).
A record reiated to an internationai Appiication filed under the Patent Cooperation Treaty in this system of
records may be disciosed, as a routine use, to the lnternational Bureau of the Worid lnteiiectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another i'ederai agency for purposes
of Nationai Security review (35 USS 181) and for review pursuant to the Atomic Energy Act (42 USS.
218(c)).

7‘. A record from this system of records may he disciosed, as a routine use, to the Administrator, Generai
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibiiity to recommend improvements in records management practices and programs, under authority of
44 USC. 2904 and 2908. Such disciosure shaii be made in accordance with the GSA reguiations governing
inspection of records for this purpose, and any other reievant (tie, GSA or Commerce) directive. Such
disciosure shalt not be used to make determinations about individuais.

8. A record from this system of records may be disciosed, as a routine use, to the puhiic after either pubiication of
the appiication pursuant to 35 USC. 122(b) or issuance of a patent pursuant to 35 USC. tti‘t. Further, a
record may he disciosed, subject to the limitations of 37 CPR 1.14, as a routine use, to the puhiic if the record
was filed in an appiication which became abandoned or in which the proceedings were terminated and which
appiication is referenced by either a published appiication, an appiication open to pupiic inspection or an issued
patent.

9. A record from this system of records may be disciosed, as a routine use, to a Federai, State, or iocai iaw
enforcement agency, if the USPTO becomes aware of a vioiation or potentiai violation of iaw or reguiation.

:{JJ

0‘:
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Electronic Patent Application Fee Transmittal

Filing Date: 17-Jun-2011

Title of Invention: CONTROLLER FOR VIDEO GAME CONSOLE

_—

Utility under 35 USC111(a) Filing Fees

Sub-Total in

USD($)

Basic Filing:

Description Fee Code Quantity

Miscellaneous-Filing

Patent Appeals-and-lnterference:

Post-Al|owance-and-Post-lssuance:

Extension-of—Time:

EXtenSion -1 month With so paid 2251
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Miscellaneous:

TotalIn USD (5)
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Electronic Acknowledgement Receipt

International Application Number: —

Title of Invention: CONTROLLER FOR VIDEO GAME CONSOLE

First Named Inventor/Applicant Name:

Application Type: Utility under 35 USC111(a)

Payment information:

Payment was successfully received in RAM

 
Authorized User

File Listing:

Document Document Descri tion File Size(Bytes)/ Multi Pages
Number p Message Digest Part /.zip (if appl.)
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439084

O905002Response.pdf c44fd936c8d8c1b8f55299fc451acef02bcc6
(57

Multipart Description/PDF files in .zip description

. . 612491
Information Disclosure Statement (IDS)

Form (SBOS) 0895545e41a32f13a4ec14f1d2947052ba65
015a

A U.S. Patent Number Citation ora U.S. Publication Number Citation is required in the Information Disclosure Statement (IDS) form for

autoloading of data into USPTO systems. You may remove the form to add the required data in order to correct the Informational Message if
you are citing U.S. References. Ifyou chose not to include U.S. References, the image ofthe form will be processed and be made available
within the Image File Wrapper (IFW) system. However, no data will be extracted from this form. Any additional data such as Foreign Patent
Documents or Non Patent Literature will be manually reviewed and keyed into USPTO systems.

216296

Non Patent Literature 0905002|DSMaterial.pdf
861704fb8c9c191f04f066b4dd0e10cd2251

fdf9

Information:

Extension ofTime O9050021MonthEOT.pdf
4749ecfb72bae1c5b0aaf8a91988d0156ce

a303

Information:

Fee Worksheet (SBO6) fee-info.pdf
99ac7e5fab71ed1c2ff7fa05d59ffb5195146

341
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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PTO/SB/06 (07-06)
Approved for use through 1/31/2007. OMB 0651-0032

US. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE
Under the Pacerwork Reduction Act of 1995, no oersons are re-uired to res-ond to a collection of information unless it dis-la s avalid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD
Substitute for Form PTO-875

APPLICATION AS FILED — PART |

F0

|:I BASIC FEE37CFR1.16a, b,or c

I] SEARCH FEE37CFR1.16k, i,or m

D EXAMINATION FEE(37 CFR1.16( ), (p), or (q))
TOTAL CLAIMS
37 CFR1.16 i
INDEPENDENT CLAIMS
37 CFR1.16 h

I:IAPPLICATION SIZE FEE
(37 CFR1.16(S))

(Column 1) (Column 2)

NUMBER FILED NUMBER EXTRA

N/A N/A

N/A N/A

N/A N/A

*
minus 20 =

minus3=

If the specification and drawings exceed 100
sheets of paper, the application size fee due
is $250 ($125 for small entity) for each
additional 50 sheets or fraction thereof. See
35 U.S.C. 41 a 1 G and 37 CFR 1.16 3.

Application or Docket Number

13/162,727

SMALL ENTITY IXI

RATE ($) FEE (35)

N/A

N/A

El MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR1.16(j))

Filing Date

06/17/2011 D To be Mailed

OTHER THAN

SMALL ENTITY

RATE (35)

OR

N/A

N/A

* If the difference in column 1 is less than zero, enter “0" in column 2.

APPLICATION AS AMENDED — PART II

(Column 1)
CLAIMS
REMAINING
AFTER
AMENDMENT

10/29/2012

(37 CFR1.16(h))

I:I Application Size Fee (37 CFR

D FIRST PRESENTATION OF MULT

'—
Z
LIJ
E
D
Z
LIJ
E
<

CLAIMS
REMAINING

AFTER
AMENDMENT

Independent37 CFR 1.16 h

20

Total (37 CFR *1 161

(Column 2)
HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

*~k 20

”*3

(Column 3)

PRESENT

Minus

Minus

1 .16(s))

IPLE DEPENDENT CLAIM (37 CFR1.16(j))

HIGHEST
NUMBER

PREVIOUSLY
PAID FOR

PRESENT
EXTRA

Minus

Minus

SMALL ENTITY

ADDITIONAL

FEE ($)

ADDITIONAL

FEE (35)

X 63
H

X

X 63

OTHER THAN

OR SMALL ENTITY

ADDITIONAL

FEE (35)

X 63
||

ADDITIONAL

FEE (35)

X 63
H

X

[I Application Size Fee (37 CFR1.16(s))

D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j)) OR

AMENDMENT
|| ||

TOTAL
ADD‘L
FEE

Legal Instrument Examiner:
/ANITA JOHNSON/

OR

* If the entry in column 1 is less than the entry in column 2, write “0" in column 3.
** If the “Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter “20".

*** If the “Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter “3"
The “Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1.

 
This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit bythe public which is to file (and bythe USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, US. Patent and Trademark Office, US.
Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800—PTO-9199 and select option 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address. COMMISSIONER FOR PATENTSPO Box 1450

Alexandria, Viigmia 22313-1450www.uspto.gov

APPLICATION NUMBER F ING OR 371 (C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE

 
 
   

13/162,727 06/17/2011 Simon Burgess 0905-002
CONFIRMATION NO. 8138

52245 PUBLICATION NOTICE

Parks IP Law LLC

730 Peachtree Street, NE IIIIIIIII IIIIIIIIIIIIIIIIIIIIIIOIIIOIIIIOI00IIII III IIIIII III IIIIIIIIIIIIIIIII IIIII IIIIIIII
Suite 600 0°5828°

ATLANTA, GA 30308

Title:CONTROLLER FOR VIDEO GAME CONSOLE

Publication No.US-2012-0322553-A1

Publication Date:12/20/2012

NOTICE OF PUBLICATION OF APPLICATION

The above-identified application will be electronically published as a patent application publication pursuant to 37

CFR 1.211, et seq. The patent application publication number and publication date are set forth above.

The publication may be accessed through the USPTO's publically available Searchable Databases via the

Internet at www.uspto.gov. The direct link to access the publication is currently http://www.uspto.gov/patft/.

The publication process established by the Office does not provide for mailing a copy of the publication to

applicant. A copy of the publication may be obtained from the Office upon payment of the appropriate fee set forth

in 37 CFR 1.19(a)(1). Orders for copies of patent application publications are handled by the USPTO's Office of

Public Records. The Office of Public Records can be reached by telephone at (703) 308-9726 or (800) 972-6382,

by facsimile at (703) 305-8759, by mail addressed to the United States Patent and Trademark Office, Office of
Public Records, Alexandria, VA 22313-1450 or via the Internet.

In addition, information on the status of the application, including the mailing date of Office actions and the

dates of receipt of correspondence filed in the Office, may also be accessed via the Internet through the Patent

Electronic Business Center at www.uspto.gov using the public side of the Patent Application Information and

Retrieval (PAIR) system. The direct link to access this status information is currently http://pair.uspto.gov/. Prior to

publication, such status information is confidential and may only be obtained by applicant using the private side of
PAIR.

Further assistance in electronically accessing the publication, or about PAIR, is available by calling the Patent
Electronic Business Center at 1-866-217-9197.

 

Office of Data Managment, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria1 Virginia 22313- 1450
wwwnsptogov

 
  
  CONF {MATION NO.    APPLICATION NO. F ING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.

13/162,727 06/17/2011 Simon Burgess 0905—002 8138

52245 7590 ”4’20”

parks IP Law LLc —
730 Peachtree Street, NE HYLINSKL STEVEN J

Suite 600 ART UNIT PAPER NUMBERATLANTA, GA 30308 —
3717

MAIL DATE DELIVERY MODE

02/04/2013 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL—90A (Rev. 04/07)
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Application No. Applicant(s)

 13/162,727 BURGESS ET AL.

Office Action Summary Examiner Art Unit

STEVEN J. HYLINSKI 3717

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR1. 136(a). In no event however may a reply be timely filed
after SIX () MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)|Zl Responsive to communication(s) filed on 29 October 2012.

2a)IZI This action is FINAL. 2b)|:l This action is non-final.

3)I:I An election was made by the applicant in response to a restriction requirement set forth during the interview on

; the restriction requirement and election have been incorporated into this action.

4)|:l Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Exparte Quay/e, 1935 CD. 11, 453 O.G. 213.

 

Disposition of Claims

5)IXI Claim(s) 124 and 6-22 is/are pending in the application.
 

5a) Of the above claim(s)_ is/are withdrawn from consideration.

6)|:| Claim(s)_ is/are allowed.

7)|Xl Claim(s) 1, 2, 4, 6-22is/are rejected.

8)|:| Claim(s)_ is/are objected to.

9)I:I Claim((s) are subject to restriction and/or election requirement.
 

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway

program at a participating intellectual property office for the corresponding application. For more information, please see

httn:,I/www Lzsntq. quwua'ertslanr eventS/ h/Indexis or send an inquiry to PPHfSedback us Emmi.
 

Application Papers

10)|:| The specification is objected to by the Examiner.

11)|:I The drawing(s) filed on_ is/are: a)I:I accepted or b)I:I objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

Priority under 35 U.S.C. § 119

12)|:| Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)I:I All b)|:l Some * c)I:I None of:

1.I:I Certified copies of the priority documents have been received.

2.|:l Certified copies of the priority documents have been received in Application No._

3.I:I Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) IZI Notice of References Cited (PTO-892) 3) I] Interview Summary (PTO-413)
Paper No(s)/Mai| Date.

2) E Information Disclosure Statement(s) (PTO/SB/08) 4) D Other:
Paper No(s)/Mai| Date 10/29/2012.

US. Patent and Trademark Office

PTOL-326 (Rev. 09-12) Office Action Summary Part of Paper No./Mai| Date 20130117
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Application/Control Number: 13/162,727 Page 2

Art Unit: 3717

DETAILED ACTION

Response to Arguments

1. Applicant’s arguments with respect to claims 1-2, 4, and 6-22 have been

considered but are moot because the arguments do not apply to any of the references

being used in the current rejection.

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.

2. Claim 22 is rejected under 35 U.S.C. 102(e) as being anticipated by US

7,859,514 to Park.

Re Claim 22,

Park discloses a hand held controller for a game console (Abstract, Fig. 1)

comprising:

an outer case (Fig. 1, case 30) comprising a front, a back, a top edge, and a

bottom edge, wherein the back of the controller is opposite the front of the controller,

and the top edge is opposite the bottom edge (Fig. 1 shows the front 21 of the controller

20 having a top edge where buttons 48 are located, and a bottom edge where reference

numeral 60 is located. Figs. 5-6 show embodiments of the back of the controller, the
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back face 22 being opposite the front face 21 of the controller as shown in the

perspective view of Fig. 7, also see 4:11-15)

a front control located on the front of the controller (Fig. 1, plurality of front

controls 40)

wherein the controller is shaped to be held in the hand of a user such that the

user’s thumb is positioned to operate the front control (Park 3:57-64 states that the

ergonomic housing 30 is shaped to be held in a user's hands during operating

conditions and has controls 40 that are easily manipulated by a user's fingers while still

maintaining control of the device. Because claim 1 is an apparatus claim, the claimed

recitations of specific fingers et a human being correlated te specific huttena en a device

that hate the earrie structure ae that at the prier art at Park, taii to be awarded patentabie

weight. MPEP 2114 HI states that “recitation with respect te the manner in which a

ciairhed apparatus is intended te be empieyed deea net difierehtia‘te the eiairned

apparatus from a prior art apparatus” if the prier art apparatus teaches aii the sti‘ueturei

liinitatierie at the Claim. Ex parte Masharn. 52 USPQ2d 1647’ (8d. Pet, App. at inter.

198?“). Cheesihg which tingerte) tb eerreiate with which btittene et Figs. 1 {treht‘} and 5

(rear) at Park deee net distinguish the brier art Structure item that at Park.)

and a back eentrei ieeated en the bad»: at the centreiier. wherein the back eentrei

ie an eiengate member that extends. between the tap edge and the pattern edge (Fig. 5,

eipngate huttbna 58 on the rear face 22 at the behtrbiier are eiengate members that

extend between the top edge where battens 54 are ioeated, and the hettern edge where

tether 36 is ieeated.)
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Claim Rejections - 35 USC § 103

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

3. Claims 1-2, 4, and 6-21 are rejected under 35 U.S.C. 103(a) as being

unpatentable over US 7,859,514 to Park, in view of US 2004/0224765 to Martinez et

al.

Re Claim 1,

Park discloses a hand held controller for a game console (Abstract, Fig. 1)

comprising:

an outer case (Fig. 1, case 30) comprising a front, a back, a top edge, and a

bottom edge, wherein the back of the controller is opposite the front of the controller,

and the top edge is opposite the bottom edge (Fig. 1 shows the front 21 of the controller

20 having a top edge where buttons 48 are located, and a bottom edge where reference

numeral 60 is located. Figs. 5-6 show embodiments of the back of the controller, the

back face 22 being opposite the front face 21 of the controller as shown in the

perspective view of Fig. 7, also see 4:11-15)

a front control located on the front of the controller (Fig. 1, plurality of front

controls 40)

wherein the controller is shaped to be held in the hand of a user such that the

user’s thumb is positioned to operate the front control (Park 3:57-64 states that the
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ergonomic housing 30 is shaped to be held in a user's hands during operating

conditions and has controls 40 that are easily manipulated by a user's fingers while still

maintaining control of the device. Because claim 1 is an apparatus claim, the claimed

recitations of specific fingers at a human being eerreiated te specific buttons en a device

that has the same structure as that at the prier art at Park, tait it: be awarded patentahie

weight“ MPEP 2114 HI states that “reeitatien with respect to the manner in which a

cieirned apparatus is intended te be empieyed dees net differentiate the ciaimed

apparatus from a prior art apparatus” it the prior art apparatus teaehes ait the strticturat

iirnitatiens ef the ciairn. Experts ft/iasham, 2 USPQ2d 1647 (Ed. Pet. App. 8: inter.

t987). Cheesing which fingerts) te eerreiate with which battens et Figs. i (trent) and 5

{rear} at Park dees net distinguish the prier art structure from that ef Park.)

and a hack centrei iecated en the back of the centrctier, wherein the hack centrei

is an etengate rnentber that extends between the tap edge and the hettern edge {Fig 5,

eiengate huttens 58, 59 en the rear face 22 at the centreiter are eiengate members that

extend between the tcp edge where buttens 54 are tecated, and the hettem edge where

tether 36 is iecatedj

Attheugh Park discteses the sarne inventive cencept suhstantiatiy as ciairhed,

Park dees net gs inte detait as te whet materiats are seiected fer the manufacture at the

battens 58,, 59 en the back at the eentreiier.

Martinez is an anategees pricr art handheid videe garne ccntreiter reference (See

Martinez Figs. 5—6 Ne. 14) that teaches it was weti—hnewn in the art fer anaiegeus hutten

keys diseased in the housing at a handheid videe game centrefier to be “meided trern
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siiieene rubber, and term inverted demes which, when pushed dewnwert‘i, eieee

membrane er metei (terns switches (net strewn) ieeeted en printed circuit beard 13’6”

{Martinez {3656] and Fig. 19, siiicene keys 1274 which protrude threugh housing NE and

centeet printed circuit beard 1W3)

it weuiti have been nbvieus to one having erdinery skiii in the art at the time the

inventien was made that the button keys shewn in Fig, 5 at Park, an the rear 22 hi

contreiier 20. ceuld have been manufactured in the same way shown in Fig. t9 et

Martinez, to resuit in the eiengeted buttons 58, 59 of Park being manufactured at

inherentiy reeiiient eiiicene rubber, because it is no more than the mere application of a

known technique to a piece of prior art ready for improvement.” KSR Int’l Co. v. Teleflex

Inc., 550 U.S. 398, 417 (2007) The motivation for one of skill in the art to manufacture

the buttons of Park as resilient silicone rubber buttons would be to provide soft-touch

buttons that would provide good grip to the fingers of the user, while at the same time

being non-fatiguing and comfortable to use during prolonged periods of gaming.

Fte Ciein‘te 2, 4,

Fig. 1 of Park shows that controller 20 has two top edge controls 48 located on

the top edge of the controller, and Figs. 5-6 show that there is a plurality of back

controls located on the back of the controller 22. Park 3:57-64 states that the ergonomic

housing 30 is shaped to be held in a user's hands during operating conditions and has

controls 40 that are easily manipulated by a user's fingers while still maintaining control

of the device. Because claim 1 is an apparatus claim, the claimed recitations of specific

fingers at a human being cetreieted te specific buttens en a device that has the same
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structure as that at the prier art at Park, tait te be awartierj patehtabte weight. MPEP

2114 HI states that “resitatier‘r with respect tea the mariner in which a ctaimed apparatus

is intended te be erripieyeei dees not differentiate the eiairrieci apparatus item a prier art

apparatus” tithe prier art apparatus teaches sit the e‘trueturai iirhitatierie ct the eiairh. Ex

parte Masham, 2 assess 1647 (8d. Pet. App. at inter. 12-387). Checeihg which tihgert’s)

tc eprreiate with which battens ct Figs. t (treat) and 5 {rear} at Park which meets sit at

the structurai iirriitatieris at the stairs does rtet distinguish the prier art structure from that

at Park.)

Fte {fishes Emit“; 2%,

Fig. t9 at the teaching reference at Martinez, as discussed shave, teaches that it

is ki’ifiWt‘i te iheerperate resiiieht, siiieehe~rubber butteh keys into a hahciheid centreiier

where each eiertgate batten member is separate from the eater case at the certtreiier

arid repeated within a recess in the case ct the eerttrpiter, whereih the etehgate butter:

memberte} cemprise ah cuteriripst surface which is ciispesett ih ctese prcxirriity ts the

eutermest surface at the cehtreiier {See iii? and W4 in Fig. 19 at Martinez, which are te

be inserpereted irate the apparatus at Fig. 5 at Park which aise irripierhehts eiehgated

better: members in reeesses irt the base 20.)

Re metres 8»? {33

These eiaims recite atterhative pessibie size sertsideratiehs ter the same

eierigate members 5% er 53 at Park, without eiairhihg arty tihexpeeteti restrit et these

size cehsideratiehs, especiaiiy irt tight pt the severai thickness ranges being presented
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in the atterhative, which indicates the 'itihetieh at the apparatus is tihehahgect as; these

parameters: are varied.

Regarding eiairrte Butt}, ih Gardner v, TEC Syetemes the, 725% F.2d ‘t3385 220

USPQ 77?“? {Fed Cir. 1984); cert. aehiett, 469 US; 33391 225 USPQ 2:32 (1984), the

Federai Gireuit heitt that, where the ehiy ditterehee he‘tweeh the prior art and the eiahhe

was a i‘eeitatieh at i'eiative ditheheiehe at the eiairhet‘i device and a device having the

eiaiihed reiative dimeheiehe wetiici hat eerterm differehtiy than the prier art deviee, the

eiairhed deviee was; met hatehtaieiy eietihet treat the erier art device" See aiee MPEP

2144.04 Seetieh i‘v’ A. Chartgihg the thiehheee et hattehe eah aiee he rejected as; a

Change in shape, See aiee MPEP Seetieh iv E3.

fie {Etairh “it,

Park ehewe in Fig. 5 that the eiehgate members 58 Oh the back 22 et eehtreiter

2C} are earaiiei to tune ahether.

Re (“State's 12,

Park ehewe in Fig. 5 that a eeeehd hair at eiehgate members. an the hack at the

eehtreiier, 553, eerivergee away from me ahether with respect te the heat at the

eehtreiier. Hewever, Park eeee het previt‘te a pair at eiehga‘te members ah the teach at

the centreiier that eehverge tewai'cie ehe ahether with reepeet te the trertt at the

eehtreiierl MPEP 2144.04 Seetieh it! 8 States that a change in shape at art apparatus

weuie he ehvieea te ehe havihg erdihary ekiii in the art aheeht eereeaeive evidence that

the partieuiar ehaee ie eighiiieaht. Aiee, heeaeee Park ehewe that the eriehtatieh at the

eiertgate battens ah the rear at the eehti'eiter cart be varied as design cheiee iayetit et
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the keys dictates, and inrther because instant ciaims ti and 12 present the eiengate

members being baraiiei er ccnverging tewarcis ene anether in the aiternative indicating

they are interehangeahie means at erienting the battens, ene of ordinary ekiii in the art

weuie have friend the exact erientatieh oi the same battens en the centreiier hear-sing an

ebvices matter at design chcice, and weuid have excecteci the ccntreiier at Park in View

ct Martinez te have itineticned eeuaiiy weii with the eiengate members paraiiei tc er

eenverging away irem ene anetherl

Re Ciaims ”i344;

Fig. 1:13 at the teaching reference at Martinez, which is used tc improve Park by

making the bacit ccntreis 58 ct Park cut ct resiiient, siiicene~rnbher butters Keys as

discussed aheve, teaches that such siiicenewrubber keys when used in a handheici

centreiier are censtrtietetzi such that each key is in rt—sgistrg,i with a switch mechanism en

the printed circuit heard diseased within the centreiier, such that disciacement at the

centrci activates the switch mechanism, wherein the switch mechanism is ciisceseci

between the eiengate members and an ester surface at the base at the centreiier (See

Fig. ta ei‘ Martinez, where the taught eiengate members 1M, when pressed, register

against a cei‘i‘esccnaing switch mechanism at P68 178, where PCB 177% is in between

members W4 and the ether side at the ccntrciier heesing 180,)

Re {Staims 154 69

Ai‘thctigh Park in View ct Martinez discieses the same inventive cchcept

substantiaiiy as ciaimeci, creviding a handheici centreiier that crevides an interface

aiiewing a user te cemmanci a heripherat eiectrenic device te perterm mtiitipie actiene
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(Part; 3:54-57}, and aitheugh Park states that the hti‘ttehs are eeteetiyeiy eregrammahie

by a user te satisfy the needs at different types at pregrams that the user may centret

with the device (Park 4TH (3), Park in view at Martinez dees het go into detait as to

whether the tiser—pregrarhmahie huttert mappihg can he used each that er there eehtreis

repiiea‘te the tuhetiehs et ether sentrets, at whether one or mere sentreis have tuhctiehs

different trent ether centrets era the tram: er tee edge at the eentreiier. Because eiaims

"i5 and t6 present dueiieatihg ye. net dtrpiieatihg hutten mapping tunetiehs as

aiterhatiyesq and because there is further n0 eiaimee specifies perpeseq prehiem heihg

sewed hy, er adyahtage caused by reeiieatihg hutten maheihg er het doing se, it weuie

have been an ehyieus matter et design chaise te ene haying erctiriary shiii in the art at

the time the inventieh was made whether te rhae the prepregrammed butteh tunetiehs

ter the eerrtretier at Park ih View at Martinez such that tunetiehs are rehiieatett er net,

One at skiii in the art wettid have expected Park in View at Martinez’ eerttreiter te

turretien weii regerdiess at what specific settware eemmand mapping is aepiied by the

game designer to the batten eerrtretst

Re States 1?,

The ehe er mere eiehgate members 58, 59 shewh art the beak 22 et centreiier 2t)

in Park Fig, 55 which are depreeeihte hy the tihgere et the user as stated by Park, are

interpreted as haeete teyers.

Re eiatm 183

Park Figs, 1, 5 and “:7 shew that the hash eerttreis iheiudihg 58 and 59 reside an

that surface :22 which is paraiiei te frertt surface 21.
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Re States ta,

The huttens 58, 59 that are same at the hack eenttets in Fig, 5 of Park are

constructed such that they term art Ehtegtat part at the hack case 22. The teaching

reference at Martinez which is heed to teach that these keys may he made at eittcohe

rubber as te hnewn in the art further shewe in Fig. 1g that sueh keys; can he disttnet

cempenents that became integrat with the case when they are assemhted te pretrude

threugh eeentnge tr“: the body, ytetdtng a centihueus surface,

Re Ctatm 21,

Figs. t and 7 at Park ehew that the tr‘ent edge et the eerttretter‘ is; euhetanttatty

perpehdteutar to the trent,

Conclusion

Applicant's amendment necessitated the new ground(s) of rejection presented in

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37

CFR1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE

MONTHS from the mailing date of this action. In the event a first reply is filed within

TWO MONTHS of the mailing date of this final action and the advisory action is not

mailed until after the end of the THREE-MONTH shortened statutory period, then the

shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
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the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the date of this final action.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to STEVEN J. HYLINSKI whose telephone number is

(571)270-1995. The examiner can normally be reached on Mon-Fri 9am-7pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Melba Bumgarner can be reached on (571 )272—4709. The fax phone

number for the organization where this application or proceeding is assigned is 571 -

273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272—1000.

/STEVEN J HYLINSKI/

Primary Examiner, Art Unit 3717
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4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 5 Applicant is to place a check mark here if
English language translation is attached.
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Receipt date: MES/2012 Application Number 13162727 “$316272? ~ GAL): 3717

Filing Date 2011-06-17

 

 

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)

First Named Inventor Simon Burgess

Art Unit | 3717

 

  Examiner Name Hylinski, Steven J.

Attorney Docket Number I 0905-002

  
 

CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s):

That each item of information contained in the information disclosure statement was first cited in any communication

|:| from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the

information disclosure statement. See 37 CFR 1.97(e)(1).

0R

That no item of information contained in the information disclosure statement was cited in a communication from a

foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification

after making reasonable inquiry, no item of information contained in the information disclosure statement was known to

any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure

statement. See 37 CFR 1.97(e)(2).

|:| See attached certification statement.

|:| The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

A certification statement is not submitted herewith.

SIGNATURE

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the

form of the signature.

NamelPrint Registration Number 62,734

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the

public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR

1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed

application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you

require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, US.

Patent and Trademark Office, US. Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND

FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.
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Receipt date: 10/29/2012 1316272”? ~ GAL}: 3717

Privacy Act Statement

 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the

attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised

that: (1 } the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited

is voluntary; and (3) the principal purpose for which the information is used by the US Patent and Trademark Office is to

process and/or examine your submission related to a patent application or patent. If you do not furnish the requested

information, the US Patent and Trademark Office may not be able to process and/or examine your submission, which may

result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act

(5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the

Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a

court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement

negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a

request involving an individual, to whom the record pertains, when the individual has requested assistance from the

Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for

the information in order to perform a contract. Recipients of information shall be required to comply with the

requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records

may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant

to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of

National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or

his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to

recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and

2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this

purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of

the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record

may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in

an application which became abandoned or in which the proceedings were terminated and which application is

referenced by either a published application, an application open to public inspections or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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PATENT

CERTIFICATE OF ELECTRONIC TRANSMISSION

I hereby certify that this paper (and any other paper referred to as being attached or enclosed) is being transmitted
electronically to the US. Patent and Trademark Office via the Electronic Filing System (EFS) on the date set forth below.

5/U/Jwr3,
Transmission Date Sheri Prine 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

lnventor(s): Simon Burgess et al. Cont. No.2 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905-002

Mail Stop: AMENDMENT
Commissioner for Patents

US. Patent and Trademark Office

PO. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFiCE ACTION UNDER 37 C.F.R. § 1.116

This Response is filed in reply to the non-final Office Action mailed

February 4, 2012. The Assignee requests consideration of the following

amendments and remarks.

Amendments to the Claims begin on page 2.

Remarks begin on page 6.
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CLAIM LiSTENG

The foilowing set of claims replaces all previous versions of the claims.

1. (Currentiy Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge; and

a front control located on the front of the controller;

wherein the controller is shaped to be held in the hand of a user such that

the user's thumb is positioned to operate the front control; and

a Lrsj back controi and a second back control, each back controi being

located on the back of the controller[[,]]~wherein~the—baek—eentrel—is and each

back control including an elongate member that extends substantially the futl

distance between the top edge and the bottom edge and is inherentiy resilient
 

and flexible.

2. (Previously Presented) The controller of ciaim 1, further having a top

edge control located on the top edge of the controller and wherein the controller

is shaped such that the user‘s index finger is positioned to operate the top edge

control.

3. (Canceled)

4. (Currently Amended) The controlier of claim 1, wherein—thereare-twe

bask—eentreieen—the—baeleettheeentreilen wherein each of whieh the back

controls is positioned to be operated by a middle finger of a user.

5. (Canceled)

Page 2 of 7
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6. (Currently Amended) The controtler of ctaim 1, wherein [[the]] each

elongate member is mounted within a recess located in the case of the controller.

7. (Currently Amended) The controller of claim 6, wherein [[the]] each

elongate member comprises an outermost surface which is disposed in close

proximity to the outermost surface of the controller such that a user's finger may

be received in said respective recess.

8. (Currently Amended) The controller of claim 1, wherein [[the]] each

elongate member has a thickness between about 1mm and 10mm.

9. (Currently Amended) The controiler of claim 1, wherein [[the]] each

elongate member has a thickness between about 1mm and 5mm.

10. (Currently Amended) The controlter of claim 1, wherein [[the}} each

elongate member has a thickness between about 1mm and 3mm.

11. (Currently Amended) The controller of claim 1 [[4]], wherein the etongate

members are parallel to one another.

12. (Currently Amended) The controller of claim 1 [[4]], wherein the elongate

members converge towards the front end of the controller with respect to one

another.

13. (Currently Amended) The controtter of ctaim 1, wherein a portion of a_t

least one of the fire: back control and the second back control is in registry with a

switch mechanism disposed within the controller, such that displacement of the

at least one back control activates the switch mechanism.

Page 3 of 7
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14. (Currently Amended) The controlter of claim 1 [[4]], wherein a switch

mechanism is disposed between each of the elongate members and an outer

surface of the base of the controller.

15. (Currently Amended) The controlier of claim 2, wherein at least one of the

back controls replicates the function of one or more of the top edge control and

the front control.

16. (Currently Amended) The controller of claim 2, wherein at least one of

the back controls has functions in addition to the top edge control and the front

control.

17. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is a paddle lever.

18. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is substantially parallel to the front of the controller.

19. (Currently Amended) The controlier of claim 1, wherein at least one of the

back controls is formed as an integral part of the outer case.

20. (Currently Amended) The controller of claim 1, wherein at least one of the

back controi_s_ is formed separate from the outer case of the controller.

21. (Previously Presented) The controller of claim 2, wherein the top edge is

substantiaily perpendicular to the front.

Page 4 of 7
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22. (Currently Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge;

a front control located on the front of the controller, wherein the controller

is shaped to be held in the hand of a user such that the user‘s thumb is

positioned to operate the front control; and

a first back control and a second back control, each back control being

located on the back of the controller[[,]] whereinAhe—baek—eentrel—is and each

back control including an elongate member that extends substantiatly the full

distance between the top edge and the bottom edge.
* '1: i:
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REMARKS

SUMMARY OF THE CLAIMS

The application has been carefully reviewed in light of the Office Action

dated February 4, 2013. This communication is believed to be a complete

response to that Office Action. Ciaims 1, 2, 4 and 6—22 were pending in the

present application prior to entry of the present amendments. By the present

Office Action, claims 1, 2, 4, 6-22 have been rejected.

By the present amendment, claims 1, 4, 6-20 and 22 have been

amended. Support for these amendments can be found in the original

specification, and thus, no new matter has been added. Applicant reserves the

tight to pursue all original claims in this or other patent applications.

Reconsideration and reexamination of the present application is respectfuily

requested in Eight of the foregoing amendments and in View of the following

remarks, which establish that the pending claims are directed to allowable

subject matter.

Because the present amendments (1) do not raise new issues requiring

further consideration or search, (2) do not introduce new matter, (3) materially

reduce the issues for appeal, and (4) place this application into better condition

for allowance, entry is appropriate under 37 C.F.R. § 1.116, and is respectfully

requested.

SECTION 102 REJECTIONS

Claim 22 is rejected under 35 U.S.C. 102(e) as being anticipated by US.

Pat. No. 7,859,514 (Park). Claim 22 has been amended and the rejection

thereto is considered moot.

SECTION 103 REJECTIONS

Ciaims 1-2, 4, and 6—21 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Park, in View of US. Pat. Pub. 2004/0224765 (Martinez et at).
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Ciaim 1 has been amended and the rejections thereto are considered moot.

Ctaims 2, 4, and 6-21 depend from amended claim 1 and thus the rejections

thereto are also considered moot.

FEES

Applicant believes no fees are due with the filing of this communication.

 

The Commissioner is hereby authorized to charge any fees or credit any

overpayment to Deposit Account No. 50-3447.

CONCLUSION

it is respectfully submitted that the application is in condition for ailowance,

and notice to that effect is respectfutty requested. if Examiner Hylinski has any

new concerns, the Examiner is respectfuliy urged to contact the undersigned

representative at her earliest convenience in order to efficiently advance

prosecution of this application.

Respectfutly Submitted,

PARKS IP LAW LLC

by lStephen Terreil/

Stephen Terrell; Reg. No. 62,734

Agent for the Assig nee

Parks [P Law

Attention: Patent Dockettng
730 Peachtree Street NE.

Suite 600

Attanta, Georgia 30308

(678) 365-4426

sterreil@parksiplaw.com
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P.O. Box 1450
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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Application No. Applicant(s)

 _ _ _ _ 13/162,727 BURGESS ET AL.
Applicant-Initiated Interwew Summary Examiner Art Unit

STEVEN J. HYLINSKI 3717

All participants (applicant, applicant’s representative, PTO personnel):

(1) STEVEN J. HYLINSKI. (3) .

(2) Stephen Terrell. (4) .

Date of Interview: 04/25/2013.

Type: IZI Telephonic D Video Conference
D Personal [copy given to: D applicant D applicant’s representative]

Exhibit shown or demonstration conducted: D YeS IZI No.

If Yes, brief description:
 

Issues Discussed D101 D112 D102 D103 DOtherS
(For each of the checked b0x(es) above, please describe below the issue and detailed description of the discussion)

Claim(S) discussed: _1.

Identification of prior art discussed: 7,859,514 Park, "Review: Scuf Xbox 360 Game Controller" by Dave Burns.

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Applicant’s representative proposed amended claim limitations for possible entry after final. Examiner conducted a

brief updated search for the purpose of discussion of the proposed amendmnets, and located

http://web. archive. org/web/20 1 01 022215 1 04/http://WWW.xboxer360.com/featureS/revieW-Scuf-xbox-360-controller/
"Review: Scuf Xbox 360 Controller" dated October 20, 2010, by Dave Burns. This NPL reference describes the same

product Applicant is seeking patent protection for, With a 35 USC 102(e2 priority date. Examiner indicated that this

reference appears to anticipate the current and proposed claims, and that if Applicant Wishes to further prosecution of

the same invention Applicant may wish to consider filing an afidavit With an RCE, to attempt to swear behind the Dave

Burns reference if Applicant has sufficient proof that Applicant had possession of this invention before the October 20,
2010 published date..

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If a reply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or
thirty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the
interview

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

D Attachment

lSTEVEN J HYLINSKI/

Primary Examiner, Art Unit 3717

 
US. Patent and Trademark Office

PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20130507
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Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed bythe applicant. An interview does not remove the necessity for replyto Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132)

37 CFR §1.2 Business to be transacted in writing.
A“ business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. It is the examiner‘s responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
“Contents” section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant‘s correspondence address
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:
—Application Number (Series Code and Serial Number)
— Name of applicant
— Name of examiner
— Date of interview

—Type of interview (telephonic, video-conference, or personal)
—Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)
—An indication whether or not an exhibit was shown or a demonstration conducted

—An identification of the specific prior art discussed
— An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by

attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the contrary.

—The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the
substance of the interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:
1) A brief description of the nature of any exhibit shown or any demonstration conducted,
2) an identification of the claims discussed,
3) an identification of the specific prior art discussed,
4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the

Interview Summary Form completed by the Examiner,
5) a brief identification of the general thrust of the principal arguments presented to the examiner,

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those arguments which he or she feels were or might be persuasive to the examiner.)

6) a general indication of any other pertinent matters discussed, and
7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by

the examiner.

Examiners are expected to carefully review the applicant‘s record of the substance of an interview. If the record is not complete and
accurate, the examiner will give the applicant an extendable one month time period to correct the record.

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner‘s version of the
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK” on the
paper recording the substance of the interview along with the date and the examiner‘s initials.
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Application No. Applicant(s)

Advisory Action 13/162, 727 BURGESS ET AL.

Before the Filing of an Appeal Brief Examiner Art Unit
STEVEN J. HYLINSKI 3717

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 06 May 2013 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.
NO NOTICE OF APPEAL FILED

1. [Z The reply was filed after a final rejection. No Notice of Appeal has been filed. To avoid abandonment of this application, applicant must timely file
one of the following replies: (1) an amendment, affidavit, or other evidence, which places the application in condition for allowance;
(2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31 ; or (3) a Request for Continued Examination (RCE) in compliance with
37 CFR 1.114 if this is a utility or plant application. Note that RCEs are not permitted in design applications. The reply must be filed within one of
the following time periods:

a) IX The period for reply expires gmonths from the mailing date of the final rejection.
b) D The period for reply expires on: (1) the mailing date of this Advisory Action; or (2) the date set forth in the final rejection, whichever is later.

In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.

C) I] A prior Advisory Action was mailed more than 3 months after the mailing date of the final rejection in response to a first after-final reply filed
within 2 months of the mailing date of the final rejection. The current period for reply expires months from the mailing date of
the prior Advisory Action or SIX MONTHS from the mailing date of the final rejection, whichever is earlier.

Examiner Note: If box 1 is checked, check either box ( ), (b) or (c). ONLY CHECK BOX (b) WHEN THIS ADVISORY ACTION IS THE
FIRST RESPONSE TO APPLICANT‘S FIRST AFTER-FINAL REPLY WHICH WAS FILED WITHIN TWO MONTHS OF THE FINAL

REJECTION. ONLY CHECK BOX (c) IN THE LIMITED SITUATION SET FORTH UNDER BOX (c). See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate
extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The
appropriate extension fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally
set in the final Office action; or (2) as set forth in (b) or (0) above, if checked. Any reply received by the Office later than three months after the
mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).
NOTICE OF APPEAL

2. D The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of filing the
Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since a Notice of
Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37( ).

AMENDMENTS

3. E The proposed amendments filed after a final rejection, but prior to the date of filing a brief, will n_ot be entered because
a) E They raise new issues that would require further consideration and/or search (see NOTE below);
b) D They raise the issue of new matter (see NOTE below);
c) D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for

appeal; and/or

d) I] They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE:_. (See 37 CFR 1.116 and 41 .33( )).

4. D The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).

5. D Applicant’s reply has overcome the following rejection(s):

6. D Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the non-
allowable claim( ).

7. D For purposes of appeal, the proposed amendment(s): (a) [I will not be entered, or (b) [I will be entered, and an explanation of how the
new or amended claims would be rejected is provided below or appended.

AFFIDAVIT OR OTHER EVIDENCE

8. [I The affidavit or other evidence filed after final action, but before or on the date of filing a Notice of Appeal will n_ot be entered because
applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was not earlier
presented. See 37 CFR1.116( ).

9. [I The affidavit or other evidence filed after the date of filing the Notice of Appeal, but prior to the date of filing a brief, will n_ot be entered
because the affidavit or other evidence failed to overcome a_|| rejections under appeal and/or appellant fails to provide a showing of good
and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1).

10. [I The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.
REQUEST FOR RECONSIDERATION/OTHER

1 1. [I The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

12. CI Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No( ).

13. IX Other: Note the attached Interview Summary Paper No. 20130507.
TATUS OF CLAIMS

14. The status of the claim(s) is (or will be) as follows:

Claim(s) allowed:
Claim(s) objected to: .
Claim(s) rejected: 1,2,4,6—22.

Claim(s) withdrawn from consideration:

/STEVEN J HYLINSKI/

Primary Examiner, Art Unit 3717

 
US. Patent and Trademark Office

PTOL-303 (Rev. 09-2010) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20130507
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Continuation Sheet (PTOL-303) Application No.

In response to the interview conducted on April 25 with Stephen Terrell during which proposed amendments were discussed, Examiner
conducted an updated search and located online NPL reference "Review: Scuf Xbox 360 Controller" by Dave Burns, dated October 20,
2010, source http://web.archive.org/web/20101022215104/http://www.xboxer360.com/features/review-scuf-xbox-360-controller/ This NPL
reference is a review of the same product Applicant is seeking patent protection for, and shows and describes in detail the first and second
back controls, each back control including an elongate member that extends substantially the full distance between the top and bottom
edge, in addition to all of the other current and proposed claim limitations. Because the application is not placed into condition for allowance
by the After Final amendments, the proposed amendments will not be entered, and further consideration is required.
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5/U/Jwr3,
Transmission Date Sheri Prine 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

lnventor(s): Simon Burgess et al. Cont. No.2 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905-002

Mail Stop: AMENDMENT
Commissioner for Patents

US. Patent and Trademark Office

PO. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFiCE ACTION UNDER 37 C.F.R. § 1.116

This Response is filed in reply to the non-final Office Action mailed

February 4, 2012. The Assignee requests consideration of the following

amendments and remarks.

Amendments to the Claims begin on page 2.

Remarks begin on page 6.
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REQUEST FOR CONTINUED EXAMINATION(RCE)TRANSMITTAL

(Submitted Only via EFS-Web)

Application 13162727 2011—06—17 Docket Number 09054302
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|:| Previously submitted. If a final Office action is outstanding, any amendments filed after the final Office action may be considered as asubmission even if this box is not checked.
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|:| Other

E Enclosed
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|:| Other
 

MISCELLANEOUS 

El Suspension of action on the above-identified application is requested under 37 CFR 1.103(c) for a period of months(Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.17(i) required)
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FEES
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The Director is hereby authorized to charge any underpayment of fees, or credit any overpayments, to
Deposit Account No 503447
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Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

 

Signature of Registered U.S. Patent Practitioner

 Name Stephen J. Terrell Registration Number 62734

This collection of information is required by 37 CFR 1.114. The information is required to obtain or retain a benefit by the public which is to
file (and by the USPTO to process) an application. Confidentiality is governed by 35 U_S.C_ 122 and 37 CFR 1.11 and 1.14. This collection is
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form tO the USPTO. Time
will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for
reducing this burden, should be sent to the Chief Information Officer, US. Patent and Trademark Office, US. Department of Commerce,
PO. Box 1450, Alexandria, VA 22313—1450.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the

attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be

advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information

solicited is voluntary; and (3) the principal purpose for which the information is used by the US. Patent and Trademark Office

is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested

information, the US Patent and Trademark Office may not be able to process and/or examine your submission, which may

result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information

Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the

Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a

court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement

negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a

request involving an individual, to whom the record pertains, when the individual has requested assistance from the

Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need

for the information in order to perform a contract. Recipients of information shall be required to comply with the

requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records

may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of

National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,

or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to

recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and

2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this

purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of

the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may

be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an

application which became abandoned or in which the proceedings were terminated and which application is

referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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First Named Inventor Simon Burgess

Art Unit | 3717

 

 

Examiner Name Steven J. Hylinski
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CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s):

That each item of information contained in the information disclosure statement was first cited in any communication

|:| from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the

information disclosure statement. See 37 CFR 1.97(e)(1).

OR

That no item of information contained in the information disclosure statement was cited in a communication from a

foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification

after making reasonable inquiry, no item of information contained in the information disclosure statement was known to

El any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure
statement. See 37 CFR 1.97(e)(2).

|:| See attached certification statement.

The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

A certification statement is not submitted herewith.

SIGNATURE

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the

form of the signature.

NamelPrint Registration Number 62734

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the

public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR

1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed

application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you

require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, US.

Patent and Trademark Office, US. Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND

FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.
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Privacy Act Statement

 

 
The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the

attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised

that: (1 } the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited

is voluntary; and (3) the principal purpose for which the information is used by the US Patent and Trademark Office is to

process and/or examine your submission related to a patent application or patent. If you do not furnish the requested

information, the US Patent and Trademark Office may not be able to process and/or examine your submission, which may

result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act

(5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the

Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a

court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement

negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a

request involving an individual, to whom the record pertains, when the individual has requested assistance from the

Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for

the information in order to perform a contract. Recipients of information shall be required to comply with the

requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records

may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant

to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of

National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or

his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to

recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and

2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this

purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of

the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record

may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in

an application which became abandoned or in which the proceedings were terminated and which application is

referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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MUK Patent Application WGB (1.2481633 MA
(43)Date ofA Publication 04.01.2012

(21) Application No: 1011078.1 (51) INT CL:
A63F 13/02 (2006.01)

(22) Date of Filing: 01.07.2010
(56) Documents Cited:

WO 2008/131249 A1

(71) Applicant(s): Modified Xbox 360 controller discussed in 'Rapid Fire
Simon David Burgess Mod For Wireless Xbox 360 Controller, Step by step
39 Jubilee Avenue, Sileby, LOUGHBOROUGH’ tutorial with pictures' forum on xbox-scene.com.
Leicestershire, LE12 7TH, United Kingdom 'FireStorm Dual Power' gamepad by 'Thrustmaster'.Available around 2002.

(72) lnventor(s): 'Run 'N' Drive' wireless gamepad by 'Thrustmaster'.
Simon David Burgess Available since March 2007.

(74) Agent and/or Address for Service: (58) Field Of Search:
Serjeants Other: Internet keyword search.
25 The Crescent, King Street, LEICESTER, LE1 6RX,
United Kingdom

(54) Title of the Invention: Controller for games console
Abstract Title: Games console controller with buttons on underside

(57) A hand held gamepad or controller 10 for a games
console (not shown) includes controls 2, 3, 4, 5 provided
on a top surface for operation by the thumbs of a user,
and controls 6, 7, 8, 9 provided on a front, shoulder or
bumper surface for operation by the index fingers of the
user. The back surface or underside of the gamepad
includes additional controls 11 for operation by the middle 1 “6
fingers of the user (see fig. 3). The additional controls 11
are preferably paddle levers, and are preferably provided
on a portion of the gamepad which is perpendicular to the
plane of the top surface. The additional controls 11 may
replicate the functions of one or more of the controls 2-9 Wm,
located on the top or bumper surfaces, or may provide
functionality in addition to those controls.

 

 
Figu re 2
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Figure 1

 
Figure 2
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Figure 3
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TITLE
 

Controller for Games Console

DESCRIPTION

Field of Ingentipii

Thepresent invention relates to games consoles: in particular to hand held .oontrollers

for games consoles.

Background

Controllers for most current games consoles are generally intended to he held and

operated by the user using both hands. A conventional controller will generally

comprise a hard outer case with a plurality of control-s mounted about the controller.

Typically the controls include buttons, analogue control sticks, bumpers and triggers.

An example of a conventional controller is shown in Figure i.

As can be seen in Figure I, all of the controls are mounted on the from and top of the

controller 1. Specifically, there are left and right analogue thumb sticks 2, 3 which

normally control movement and are intendeti to be operated by the user’s» left and

right thumb respectively. There are four buttons 4,.loeated on a front-right portion of

the controller 1 which normally control additional actions and are intended to be

operated by the user’s right thumb. There is a direction pad 5 located on the lower

portion. of the front-«left of the controller I. The direction ”pad 5 is intended to be

operated by the user’s left thumb, typically either; as an alternative to the left thumb

stick 2 or to provide additional actions. There are a lefl trigger 6, a right trigger 7, a

left bumper 8 and a right bumper 9 located on the front edge of the controller 1. The

left and right triggers 6, 7 are typically operated by a user’s index fingera The left and

right bumpers 8, 9 may also be operated by a user’s index fingers.

The only way to operate the four buttons 4 is for a user to remove their right thumb

from the right thumb stick 3. This takes time and, in some games, can. cause the loss

of control. This is a particular problem in games where the right thumb stick 3 is used

for aiming. A similar problem may arise in games where the direction pad 5 provides
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*2-

additional actions and the user has to remove their thumb from the left thumb stick 2

in order to operate the direction pad 5.

in light of the above, there is a need for an improved controller which removes the

5 need for a user to remove their thumb From the loft or right thumb stick 2:, 3 in order

to operate additional actions controlled by the four buttons 4 and/or the direction pad

3‘

81131111513 offllhventiog;
 

10 The prosent invention provides a hand held controller for a. games conaole

comprising:

a hard outer case; and

a plurality of controls located. on a from; and top of the controller;

tho controller being shaped to be held in both hands" of a user such that the 1.156er

15 thumbs are positioned to operate controls located on the front of the controller and tho

user’s index fingers are positioned to operate controls located on the. top of the

controller; wherein

the controller further comprises two additional conimls located on a back of the

controller in a position to be operated by the middle finger of a user‘

20

The controller of the present invention may he very similar to controllers according to

the prior art In pafiiculat, tho outer case: of the controller and the type number and

positioning of the controls located on the from and top of the controller maybe the

same as a controller according to the prior art, as described above and as illustrated in

25 the figures.

The controller of the present invention is particularly advantageous over controllcrs

according to the prior art as it comprises two additional conirols located on a back of

the controller in a position to be operated by middle fingers of a user. The additional

30 controls may either replicate the functions of one or more of the plurality of controls

located on the front or top of the controller 01' provide additional fimctionality.
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In a preferred embodiment of the invention the additional controls replicate the

function of buttons andfor a direction pad located on the from of the controller. This

means that a user does not need. to remove their thumb from one of the other'eontrols

located on the from of the o-Ontroller in order to operate the buttons eodfor direction

pad located on the Root ofthe controller and can instead simply operate the additional

controls located on the back of the controller with one or both of their middle fingers.

Alternatively? the additional Controls may provide additional functionality in that they

do not replicate the function of controls located on the front er 10p of the controller

but may operate different functions. In this manner a eoutroller according to the

present invention mayprovide more fwict'ions according to the present invention.

Preferably, the controls located on the back. of the controller are paddle levers.

Suitable paddle levers may be formed integrally with the outer case of the controller

or may be substantially separate from the outer case This may be done in any manner

apparent to the person skilled in the art. However: it is to be appreciated that the

additional controls may comprise any other control suitable for use by a hand held

controller.

Adv-eutageously, if the additional controls are paddle levers, they will be formed such

that they are substantially vertically aligned with respect to the controller. This may

allow the most ergonomically efficient activation ofthe paddle levers by the middle

fingers ofthe user.

Further features and advantages of the present invention will be apparent from the

specific. embodiment illustrated in the drawings and. discussed below.

Drawlglgks

Figure l is a schematic illustration of the front of a conventional games consol

controller according to the prior art;

Figure 2 is a schematic illustration ofthe rear of a. games console controller according

to the present invention; and

PETITIONER VALVE CORPORATION, EX. 1014, p. 133

Josh
Typewritten Text
PETITIONER VALVE CORPORATION, EX. 1014, p. 133



1‘0

15

20

-4-

Figure 3 is a schematic illustration of the rear of a games controller according to the

present invention in use.

The rear of a games controller ll) according to the. present invention is illustraled in.

Figures 2 and '3. The front ofthe games controller 10 of Figures 2 and 3 is the same as

a conventional controller 1, as illustrated. in Figure l and as discussed above.

Therefore, where appropriate the same reference numerals have been used to indicate-

the features of the controller according to the priesem invention 10 that are identical to

the features of‘a conventional COl’ltl'Uller 1‘

The games controller of the present invention 10 differs from the conventional

controller 1 in that it additionally comprises two paddle levers ll located on the rear

of the controller. The paddle levers ll are vertically orientated with respect ”to the

controller 10 and are positioned to be operated by the middle fingers of a user 12, as

shown in Figure 3.

The paddle levers 1 l replicate the functions oftwo of the four buttons 4 located on the

front of the controller ll) and thereby allow a user to operate the lonelier-ls of the

relevant 'butt’ons using their middle fingers 12, without the need to remove either of

their thumbs firom the left or right thumb stick 2, 3.
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C31,

10

15

20

l. A hand held controllor for a, games console comprising;

a, hardoutor case; and

a plurality of controls located on a from and top of'th-o controller;

the controller basing shaped to be held in both hands of a user such that the: user’s

thumbs are positioned to operate controls located on the from ofthe controller and the

user’s index fingers are positioned to operate controls located on the: top of the

controller; wherein

the: COntroller further comprises two additional controls located on a back of the:

controller in a position to be operated by the middle finger of a user.

2. A controllor according to claim I wherein the additional controls are paddle

lovers.

3. A controller according to claim 1 wherein the additional cofltrols are

subsiemiially vertically orientated with respect to the controller.

4. A con’iroller according to claim 2 or claim 3 wherein the additional controls

are formed as an integral part of the outer case.

3. A controller according to claim 2 or claim ,3 wherein the additional oontrolg

are formed soparate from the outer case ofthe controllor‘
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‘.-o.?o-.° INTELLECTUAL 6
°. . .'.° PROPERTY OFFICE

Application No: GB1011078.1 Examiner: Mr Brendan Donohoe

Claims searched: All Date of search: 13 May 201 1

Patents Act 1977: Search Report under Section 17

Documents considered to be relevant:

Modified Xbox 360 controller discussed in 'Rapid Fire Mod For

Wireless Xbox 360 Controller, Step by step tutorial with pictures' forum
on Xbox-scene.com.

See post #341 (dated Jul 8 2008) — post #346 (dated Jul 9 2008) on pages 23
and 24 of the thread, referring to modified gamepad by contributor 'Jimakos

Sn‘, available at http://forums.xbox-
seene.com/index.php’?showtopic=643928&st=330.

'FireStorm Dual Power' gamepad by 'Thrustmaster'. Available around
2002.

See the 'Thrustmaster USB game controller roundup' dated 5 April 2002 on
'Dan's Data' website, available at http://www.dansdata.com/tmsticks.htm.

'Run 'N' Drive' wireless gamepad by 'Thrustmaster'. Available since
March 2007.

See the review by Olin Coles dated 08 April 2009 on BenchmarkReviewscom,
note especially 'Closer Look' (page 3 of 4) available at
http://benchmarkreviews.eom/index.php?option=eom_content&task=view&id=2
35&Itemid=65&limit=1&Iimitstart=2.
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PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

|nventor(s): Simon Burgess et al. Conf. No.: 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905-002

Mail Stop: RCE
Commissioner for Patents

US. Patent and Trademark Office

PO. BOX 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFICE ACTION UNDER 37 C.F.R. § 1.116

This Response is filed in reply to the non-final Office Action mailed

February 4, 2012 and the Advisory Action mailed May 15, 2013. The Assignee

requests consideration of the following amendments and remarks.

Amendments to the Claims begin on page 2.

Remarks begin on page 6.
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us. Appl. No.: 13/162,727

CLAIM LISTING

The following set of claims replaces all previous versions of the claims.

1. (Currently Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge; and

a front control located on the front of the controller;

wherein the controller is shaped to be held in the hand of a user such that

the user’s thumb is positioned to operate the front control; and

a @ back control and a second back control, each back control being

located on the back of the controller[[,]]—wherein—tl°re—baek—eentrel—is and each

back control including an elongate member that extends substantially the full

distance between the top edge and the bottom edge and is inherently resilient

and flexible.

2. (Previously Presented) The controller of claim 1, further having a top

edge control located on the top edge of the controller and wherein the controller

is shaped such that the user’s index finger is positioned to operate the top edge

control.

3. (Canceled)

4. (Currently Amended) The controller of claim 1, wherein—there—are—twe

baeleeentrelsen—the—baeleef—the—eentrellee wherein each ofwhieh the back

controls is positioned to be operated by a middle finger of a user.

 

 

5. (Canceled)

Page 2 of 8
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us. Appl. No.: 13/162,727

6. (Currently Amended) The controller of claim 1, wherein [[the]] each

elongate member is mounted within a recess located in the case of the controller.

7. (Currently Amended) The controller of claim 6, wherein [[the]] w

elongate member comprises an outermost surface which is disposed in close

proximity to the outermost surface of the controller such that a user’s finger may

be received in said respective recess.

8. (Currently Amended) The controller of claim 1, wherein [[the]] each

elongate member has a thickness between about 1mm and 10mm.

9. (Currently Amended) The controller of claim 1, wherein [[the]] each

elongate member has a thickness between about 1mm and 5mm.

10. (Currently Amended) The controller of claim 1, wherein [[the]] each

elongate member has a thickness between about 1mm and 3mm.

11. (Currently Amended) The controller of claim 1 [[4]], wherein the elongate

members are parallel to one another.

12. (Currently Amended) The controller of claim 1 [[4]], wherein the elongate

members converge towards the front end of the controller with respect to one

another.

13. (Currently Amended) The controller of claim 1, wherein a portion ofa_t

least one of the E back control and the second back control is in registry with a

switch mechanism disposed within the controller, such that displacement of the

at least one back control activates the switch mechanism.

Page 3 of 8
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14. (Currently Amended) The controller of claim 1 [[4]], Wherein a switch

mechanism is disposed between each of the elongate members and an outer

surface of the base of the controller.

15. (Currently Amended) The controller of claim 2, wherein at least one of the

back controls replicates the function of one or more of the top edge control and

the front control.

16. (Currently Amended) The controller of claim 2, wherein at least one of

the back controls has functions in addition to the top edge control and the front

control.

17. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is a paddle lever.

18. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is substantially parallel to the front of the controller.

19. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is formed as an integral part of the outer case.

20. (Currently Amended) The controller of claim 1, wherein at least one of the

back controls is formed separate from the outer case of the controller.

21. (Previously Presented) The controller of claim 2, wherein the top edge is

substantially perpendicular to the front.

Page 4 of 8
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22. (Currently Amended) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge;

a front control located on the front of the controller, wherein the controller

is shaped to be held in the hand of a user such that the user’s thumb is

positioned to operate the front control; and

a @ back control and a second back control, each back control being

located on the back of the controller[[,]] wherein—the—leaeleeentrel—is and each

back control including an elongate member that extends substantially the full

distance between the top edge and the bottom edge.
* * *

Page 5 of 8
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REMARKS

SUMMARY OF THE CLAIMS

The application has been carefully reviewed in light of the Office Action

dated February 4, 2013 and the Advisory Action dated May 15, 2013. This

communication is believed to be a complete response to that Office Action and

that Advisory Action. Claims 1, 2, 4 and 6-22 were pending in the present

application prior to entry of the present amendments. By the present Office

Action, claims 1, 2, 4, 6-22 have been rejected.

By the present amendment, claims 1, 4, 6-20 and 22 have been

amended. Support for these amendments can be found in the original

specification, and thus, no new matter has been added. Applicant reserves the

right to pursue all original claims in this or other patent applications.

Reconsideration and reexamination of the present application is respectfully

requested in light of the foregoing amendments and in view of the following

remarks, which establish that the pending claims are directed to allowable

subject matter.

SECTION 102 REJECTIONS

Claim 22 is rejected under 35 U.S.C. 102(e) as being anticipated by US.

Pat. No. 7,859,514 (Park). Claim 22 has been amended and the rejection

thereto is considered moot.

SECTION 103 REJECTIONS

Claims 1-2, 4, and 6-21 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Park, in view of US. Pat. Pub. 2004/0224765 (Martinez et al.).

Claim 1 has been amended and the rejections thereto are considered moot.

Claims 2, 4, and 6-21 depend from amended claim 1 and thus the rejections

thereto are also considered moot.

Page 6 of 8
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ADVISORY ACTION

The Advisory Action cites an online NPL reference “Review: Scuf Xbox

360 Controller” by Dave Burns, dated October 20, 2010

(http://webarchiveorg/weblZm{)1022215’3G4/http:/lwww.xb0xer36€3.comifeature

s/reviewnscufnxboanEO~controiEarl). A UK Patent Application (GB 2481663) by

one of the named inventors of the present application, Simon Burgess, filed July

1, 2010, is attached. The attached UK Patent application establishes invention of

the subject matter prior to the date of the NPL reference.

FEES

The fee for the RCE is included herewith. The Commissioner is hereby

 

authorized to charge any additional fees or credit any overpayment to Deposit

Account No. 50-3447.

CONCLUSION

It is respectfully submitted that the application is in condition for allowance,

and notice to that effect is respectfully requested. If Examiner Hylinski has any

new concerns, the Examiner is respectfully urged to contact the undersigned

representative at her earliest convenience in order to efficiently advance

prosecution of this application.

Page 7 of 8
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Respectfully Submitted,

PARKS lP LAW LLC

by /Steghen J. Terrell/

Stephen Terrell; Reg. No. 62,734

Agent for the Assignee

Parks IP Law

Attention: Patent Docketing
730 Peachtree Street NE.

Suite 600

Atlanta, Georgia 30308

(678) 365-4426

sterrell@parksiplaw.com
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Application No. Applicant(s)

 13/162,727 BURGESS ET AL.

Office Action Summary Examiner Art Unit AIA (First Inventorto File)

STEVEN J. HYLINSKI 3717 first“ 
-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however may a reply be timely filed
after SIX () MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)IXI Responsive to communication(s) filed on 5August 2013.

[I A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

a)I:| This action is FINAL. 2b)lX| This action is non-final.

3)I:I An election was made by the applicant in response to a restriction requirement set forth during the interview on

; the restriction requirement and election have been incorporated into this action.

4)|:I Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under EX parte Quay/e, 1935 CD. 11, 453 O.G. 213.

 

Disposition of Claims

5)IXI Claim(s) 12 4 and 6-22 is/are pending in the application.
 

 

5a) Of the above claim(s) is/are withdrawn from consideration.

6)|:l Claim(s)_ is/are allowed.

7)IZ| Claim(s) 1 2 4 and 6-22 is/are rejected.

8)I:I Claim(s)_ is/are objected to.

9)|:l Claim((s) are subject to restriction and/or election requirement.
 

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a

participating intellectual property office for the corresponding application. For more information, please see

h/index.‘s or send an inquiry to PRI-Ifeedback{<‘buspto.qov.htt ://w1rvw.usoto. ov/ atentS/init events"    

Application Papers

10)I:I The specification is objected to by the Examiner.

11)|:I The drawing(s) filed on_ is/are: a)I:I accepted or b)I:I objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

Priority under 35 U.S.C. § 119

12)I:I Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:

a)I:I All b)I:I Some * c)I:I None of the:

1.|:| Certified copies of the priority documents have been received.

2.|:| Certified copies of the priority documents have been received in Application No.

3.|:I Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) E Notice of References Cited (PTO-892) 3) I] Interview Summary (PTO-413)

2 IXI I f t' D' I St t t PTO/SB/08 Paper NOISIIMa” Date —
) n orma Ion Isc osure a emen (s)( ) 4) I:I Other:Paper No(s)/Mai| Date 08/05/2013.
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Application/Control Number: 13/162,727 Page 2

Art Unit: 3717

DETAILED ACTION

Response to Arguments

1. The present amendments overcome the previous rejections made under US

7,859,514 to Park and US 2004/0224765 to Martinez et al. New grounds of rejection

have been applied, as required by the amendments.

2. The UK Patent Application GB 2481663, which Applicant alleges "establishes

invention of the subject matter prior to the date of the NPL reference" is not material to

the examination of the instant application because the instant application does not claim

priority to the UK patent application. The NPL document relied on is a document

authored by Dave Burns and made publicly available on Oct. 20, 2010, so it does not

have any inventors in common with the instant invention, and therefore the 102(e) date

of this document cannot be sworn behind by Applicant by claiming common

inventorship with an unrelated document, the UK patent. The UK Patent furthermore is

not date eligible prior art and is not being relied on by Examiner, so the common

inventor between the UK Patent and the instant application is not material to the

examination of the instant application.

Claim Rejections - 35 USC § 1 12

The following is a quotation of 35 U.S.C. 112(b):
(b) CONCLUSION—The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the inventor or a joint inventor
regards as the invention.

The following is a quotation of 35 U.S.C. 112 (pre-AIA), second paragraph:
The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.
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Art Unit: 3717

3. Claim 14 is rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AIA), second

paragraph, as being indefinite for failing to particularly point out and distinctly claim the

subject matter which the inventor or a joint inventor, or for pre-AIA the applicant regards

as the invention. Claim 14 recites the limitation "the base of the controller”. There is

insufficient antecedent basis for this limitation in the claim. Examiner is interpreting “the

base of the controller” to mean “the outer case of the controller”. Appropriate correction

is required.

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of pre-AIA 35 U.S.C.

102 that form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —
(e) the invention was described in (1) an application for patent, published under section
122(b), by another filed in the United States before the invention by the applicant for patent or
(2) a patent granted on an application for patent by another filed in the United States before
the invention by the applicant for patent, except that an international application filed under
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an
application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.

4. Claims 1-2, 4, 6-7, 11-12, and 15-22 are rejected under pre-AIA 35 U.S.C.

102(e) as being anticipated by “Review: Scuf Xbox 360 Controller” by Dave Burns

(hereinafter referred to as Burns).

Re Claims 1 and 22,

Burns discloses a hand held controller for a game console (Title, and page 3, a

handheld controller for XBOX 360) comprising:
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an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the top edge

is opposite the bottom edge (see the photographs on pages 3, 4, 5, and 6) and

a front control located on the front of the controller, wherein the controller is

shaped to be held in the hand of a user so that the user’s thumb is positioned to operate

the front control (See pages 3-5. Page 4 refers to the control shown in the middle of the

page as “extended right thumb stick)

a first back control and a second back control, each back control being located

on the back of the controller, and each back control including an elongate member that

extends substantially the full distance between the top edge and the bottom edge (see

the first picture on page 4 and the description below) and is inherently resilient and

flexible (paragraph 1 of page 3 states that each of the 2 paddles shown on the back of

the control pad are made from polycarbonate plastic which is extremely strong so that

“they can take as much punishment as possible”. Polycarbonate plastic is inherently a

flexible material that will elastically deform as a function of its modulus of elasticity when

a force is applied.)

Re Claim 2, see pages 4 and 5, including the pictures and descriptions of the trigger

buttons, labeled “LT” and “RT” and shown as being located on the front of the XBOX360

controller .in the pictures.

Re Claim 4, Paragraph 1 of page 4 states that the 2 paddles on the back of the

controller are operated by “your unused middle fingers that rest on the rear of the pad”.
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Re Claim 6, the first and second pictures on page 4 show the two paddles being

mounted within a recess in the case of the controller.

Re Claim 7, Paragraph 1 of page 4 states that “your unused middle fingers that rest on

the rear of the pad” are used to operate the 2 paddles. The first picture on page 4

shows the elongate paddle members comprising an outermost surface that is disposed

in close proximity to the outermost surface of the controller such that a user’s finger may

be received in the recesses.

Re Claims 11-12, the first picture on page 4 of Burns shows the 2 paddles on the rear

of the controller being substantially parallel, and converging slightly towards the front

end of the controller with respect to one another.

Re Claim 15, the first and second paragraphs on page 4 state that each of the paddles

located on the rear of the controller interfaces with a corresponding switch hard wired to

the A and B buttons of the controller, such that when each button is pressed,

programmed game instructions respond accordingly.

Re Claim 16, Paragraph 1 of page 4 states that the user can reassign button functions

as desired. An example given is of the paddles being assigned to jump and crouch, or

jump and melee game functions. Paragraph 4 of page 4 states that the front triggers

can be used for firing shots, the triggers depicted in the third picture showing front and

top triggers.

Re Claims 17-18, see the first picture on page 4 of Burns.

Re Claims 19-20, the two paddles shown in the first picture on page 4 are depicted as

being distinct individual components that when installed in the controller forms an
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integral part of the outer case. Paragraph 1 of page 4 states that each of the paddles is

screwed and bonded into the chassis on the controller.

Re Claim 21, the pictures on pages 4-5 show the front of the controller, which has the

front and top triggers, being substantially perpendicular to the front.

Claim Rejections - 35 USC § 103

The following is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made.

5. Claims 8-10, are rejected under pre-AIA 35 U.S.C. 103(a) as being

unpatentable over Burns.

Re Claims 8-10,

Burns discloses the same invention, but does not go into detail as to what the

specific dimensions are of the invention. Claims 8-10 recite alternative possible size

considerations for the same elongate members shown and described on page 4 of

Burns, without claiming any unexpected result of these size considerations, especially in

light of the several thickness ranges being presented in the alternative, which indicates

the function of the apparatus is unchanged as these parameters are varied.

Regarding claims 8-10, in Gardner v. TEC Systems, Inc, 725 F.2d 1338, 220

USPQ 777 (Fed. Cir. 1984), cert. denied, 469 U.S. 830, 225 USPQ 232 (1984), the

Federal Circuit held that, where the only difference between the prior art and the claims
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was a recitation of relative dimensions of the claimed device and a device having the

claimed relative dimensions would not perform differently than the prior art device, the

claimed device was not patentably distinct from the prior art device. See also MPEP

2144.04 Section IV A. Changing the thickness of buttons can also be rejected as a

change in shape, See also MPEP Section IV B.

6. Claims 13-14 is rejected under pre-AIA 35 U.S.C. 103(a) as being

unpatentable over Burns in view of US 5,551,693 to Goto et al.

Re Claims 13-14,

Paragraph 1 of page 4 of Burns states that each paddle is affixed to the chassis

of the controller, and that depressing each paddle with a middle finger sends a

hardwired trigger signal to the A and B buttons. However, Burns is silent as to the

details of the switch mechanisms that the paddles activate. Goto is an old and well-

known prior art reference in the art of handheld home video game controllers. Goto

teaches that beneath each button integrated into the housing of such a handheld

controller exists a switch mechanism that is activated in response to the button being

depressed by the user’s fingers (See Figs. 7-10 of Goto, 14a and 14c). It would have

been obvious to one having ordinary skill in the art at the time the invention was made

that the paddles on the back of the controller of Burns would function in the context of a

home video game system by closing switch mechanisms located beneath each paddle

when depressed by the middle fingers of the player, the switch mechanisms located

inside the housing of the controller and therefore between each elongate member and

an outer surface of the controller, as taught by Goto, because manufacturing a known
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prior art device using components known in the art and producing predictable results is

not patentable.

Conclusion

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to STEVEN J. HYLINSKI whose telephone number is

(571)270-1995. The examiner can normally be reached on Mon-Fri 9am-7pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Melba Bumgarner can be reached on (571 )272—4709. The fax phone

number for the organization where this application or proceeding is assigned is 571 -

273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272—1000.

/STEVEN J HYLINSKI/

Primary Examiner, Art Unit 3717
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PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

|nventor(s): Simon Burgess et al. Conf. No.: 8138

App No.: 13/162,727 Filing Date: June 17, 2011

Art Unit: 3717 Examiner: Hylinski, Steven J.

Title: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905-002

Mail Stop: AMENDMENT
Commissioner for Patents

US. Patent and Trademark Office

PO. BOX 1450

Alexandria, VA 22313-1450

RESPONSE TO FINAL OFFICE ACTION UNDER 37 C.F.R. § 1.111

This Response is filed in reply to the non-final Office Action mailed August

9, 2013. The Assignee requests consideration of the following amendments and

remarks.

Amendments to the Claims begin on page 2.

Remarks begin on page 6.
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CLAIM LISTING

The following set of claims replaces all previous versions of the claims.

1. (Previously Presented) A hand held controller for a game console

comprising:

an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge; and

a front control located on the front of the controller;

wherein the controller is shaped to be held in the hand of a user such that

the user’s thumb is positioned to operate the front control; and

a first back control and a second back control, each back control being

located on the back of the controller and each back control including an elongate

member that extends substantially the full distance between the top edge and the

bottom edge and is inherently resilient and flexible.

2. (Previously Presented) The controller of claim 1, further having a top

edge control located on the top edge of the controller and wherein the controller

is shaped such that the user’s index finger is positioned to operate the top edge

control.

3. (Canceled)

4. (Previously Presented) The controller of claim 1, wherein each of the

back controls is positioned to be operated by a middle finger of a user.

5. (Canceled)
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6. (Previously Presented) The controller of claim 1, wherein each elongate

member is mounted within a recess located in the case of the controller.

7. (Previously Presented) The controller of claim 6, wherein each elongate

member comprises an outermost surface which is disposed in close proximity to

the outermost surface of the controller such that a user’s finger may be received

in said respective recess.

8. (Previously Presented) The controller of claim 1, wherein each elongate

member has a thickness between about 1mm and 10mm.

9. (Previously Presented) The controller of claim 1, wherein each elongate

member has a thickness between about 1mm and 5mm.

10. (Previously Presented) The controller of claim 1, wherein each elongate

member has a thickness between about 1mm and 3mm.

11. (Previously Presented) The controller of claim 1, wherein the elongate

members are parallel to one another.

12. (Previously Presented) The controller of claim 1, wherein the elongate

members converge towards the front end of the controller with respect to one

another.

13. (Previously Presented) The controller of claim 1, wherein a portion of at

least one of the first back control and the second back control is in registry with a

switch mechanism disposed within the controller, such that displacement of the

at least one back control activates the switch mechanism.

Page 3 of 9

PETITIONER VALVE CORPORATION, EX. 1014, p. 172

Josh
Typewritten Text
PETITIONER VALVE CORPORATION, EX. 1014, p. 172



us. Appl. No.: 13/162,727

14. (Currently Amended) The controller of claim 1, wherein a switch

mechanism is disposed between each of the elongate members and an outer

surface of the back lease of the controller.

15. (Previously Presented) The controller of claim 2, wherein at least one of

the back controls replicates the function of one or more of the top edge control

and the front control.

16. (Previously Presented) The controller of claim 2, wherein at least one of

the back controls has functions in addition to the top edge control and the front

control.

17. (Previously Presented) The controller of claim 1, wherein at least one of

the back controls is a paddle lever.

18. (Previously Presented) The controller of claim 1, wherein at least one of

the back controls is substantially parallel to the front of the controller.

19. (Previously Presented) The controller of claim 1, wherein at least one of

the back controls is formed as an integral part of the outer case.

20. (Previously Presented) The controller of claim 1, wherein at least one of

the back controls is formed separate from the outer case of the controller.

21. (Previously Presented) The controller of claim 2, wherein the top edge is

substantially perpendicular to the front.

22. (Previously Presented) A hand held controller for a game console

comprising:
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an outer case comprising a front, a back, a top edge, and a bottom edge,

wherein the back of the controller is opposite the front of the controller and the

top edge is opposite the bottom edge;

a front control located on the front of the controller, wherein the controller

is shaped to be held in the hand of a user such that the user’s thumb is

positioned to operate the front control; and

a first back control and a second back control, each back control being

located on the back of the controller and each back control including an elongate

member that extends substantially the full distance between the top edge and the

bottom edge.
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REMARKS

SUMMARY OF THE CLAIMS

The application has been carefully reviewed in light of the Office Action

dated August 9, 2013. This communication is believed to be a complete

response to that Office Action. Claims 1, 2, 4 and 6-22 were pending in the

present application prior to entry of the present amendments. By the present

Office Action, claims 1, 2, 4, 6-22 have been rejected.

Claim 14 has been amended to correct an informality. Claims 1, 2, 4, 6-22

remain in the application. Reconsideration and reexamination of the present

application is respectfully requested in view of the following remarks, which

establish that the pending claims are directed to allowable subject matter.

Examiner Interview

The Examiner is thanked for the telephone discussion on October 3, 2013.

The discussion focused on MPEP 715.01.

SECTION 112 REJECTIONS

Claim 14 is rejected under 35 USC 112(b), second paragraph, as being

indefinite for failing to particularly point out and distinctly claim the subject matter

that the inventor regards as the invention. Claim 14 has been amended for

purposes of antecedent basis.

SECTION 102 REJECTIONS

Claims 1-2, 4, 6-7, 11-12, and 15-22 are rejected under 35 USC 102(e) as

being anticipated by “Review: Scuf Xbox 360 Controller” by Dave Burns, dated

October 20, 2010 (hereinafter, Burns)

(http://webarchive.orglweb/20101022215104/httg:l/wwwxboxer360com/feature

s/reviewuscutixbox—350ucontroiierl). A 132 affidavit is attached that establishes

that Burns discloses subject matter derived from the applicant rather than
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invented by the author notwithstanding the authorship of the article. MPEP

716.10 states:

Where there is a published article identifying the authorship (MPEP

or a patent or an application publication identifying the

inventorship (MPEP § flfifl’ljaj) that discloses subject matter

being claimed in an application undergoing examination, the

designation of authorship or inventorship does not raise a

presumption of inventorship with respect to the subject matter

disclosed in the article or with respect to the subject matter

disclosed but not claimed in the patent or published application so

88 t0 Justify a rejection under

 

 

 

However, it is incumbent upon the inventors named in the

application, in response to an inquiry regarding the appropriate

inventorship under or to rebut a rejection under .35;

£3.33. 1:32:33 or (e), to provide a satisfactory showing by way of

affidavit under 3? CFR 1.132 that the inventorship of the application

is correct in that the reference discloses subject matter derived

from the applicant rather than invented by the author, patentee, or

applicant of the published application notwithstanding the

authorship of the article or the inventorship of the patent or

published application. In re Katz, 687 F.2d 450, 455, 215 USPQ 14,

18 (CCPA 1982) (inquiry is appropriate to clarify any ambiguity

created by an article regarding inventorship and it is then

incumbent upon the applicant to provide “a satisfactory showing

that would lead to a reasonable conclusion that [applicant] is the

inventor” of the subject matter disclosed in the article and claimed

in the application).

An uncontradicted “unequivocal statement” from the applicant

regarding the subject matter disclosed in an article, patent, or

published application will be accepted as establishing inventorship.

In re DeBaun, 687 F.2d 459, 463, 214 USPQ 933, 936 (CCPA

1982). However, a statement by the applicants regarding their

inventorship in view of an article, patent, or published application

may not be sufficient where there is evidence to the contrary. Ex
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parte Kroger, 218 USPQ 370 (Bd. App. 1982) (a rejection under §

Ufifl. 162m was affirmed notwithstanding declarations by the

alleged actual inventors as to their inventorship in view of a

nonapplicant author submitting a letter declaring the author’s

inventorship); In re Carreira, 532 F.2d 1356, 189 USPQ 461 (CCPA

1976) (disclaiming declarations from patentees were directed at the

generic invention and not at the claimed species, hence no need to

consider derivation of the subject matter).

The 132 affidavit removes Burns as a prior art reference under 35 USC 102(a)

or (e) and the rejection is overcome. For at least these reasons, claims 1-2, 4, 6-

7, 11-12, and 15-22 are patentable over Burns.

SECTION 103 REJECTIONS

Claims 8-10 rejected under 35 USC 103(a) as being unpatentable over

Burns. As established above, Burns is removed as a prior art reference by the

132 affidavit. For at least these reasons, claims 8-10 are patentable over Burns.

Claims 13-14 are rejected under 35 USC 103(a) as being unpatentable

over Burns in view of US Patent No. 5,551,693 to Goto et al. (hereinafter, Goto)

As established above, Burns is removed as a prior art reference by the 132

affidavit. Goto fails to disclose all the features of claims 13-14 and the Office

Action does not claim that it does. For at least these reasons, claims 13-14 are

patentable over Burns in view of Goto.

FEES

The Commissioner is hereby authorized to charge any fees or credit any

 

overpayment to Deposit Account No. 50-3447.

CONCLUSION

It is respectfully submitted that the application is in condition for allowance,

and notice to that effect is respectfully requested. If Examiner Hylinski has any
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new concerns, the Examiner is respectfully urged to contact the undersigned

representative at her earliest convenience in order to efficiently advance

prosecution of this application.

Respectfully Submitted,

PARKS lP LAW LLC

by /Stephen J. Terrell/

Stephen Terrell; Reg. No. 62,734

Agent for the Assignee

Parks IP Law

Attention: Patent Docketing
730 Peachtree Street NE.

Suite 600

Atlanta, Georgia 30308
385-282-5291

sterrell@parksiplaw.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

inventor(s): Simon Burgess et al. Cont. No.: 8138

App No.: 13/162,727 . Fiting Date: June 17, 2011

Art Unit: 3717 . Examiner: Hyiinski, Steven J.

Titie: CONTROLLER FOR VIDEO GAME CONSOLE

Docket No.: 0905—002

Mail Stop: AMENDMENT
Commissioner for Patents

US. Patent and Trademark Office

PO. Box 1450

Aiexandria, VA 22313—1450

DECLARATION OF SIMON BURGESS UNDER 37 C.F.R. § 1.132

l, Simon Burgess, state as follows:

1. i am an inventor on the above—referenced patent application.

2. i understand that in the present Office Action, Ciaims 1-2, 4, 6-7, 11-12,

and 15-22 are rejected under pre—AIA 35 U.S.C § 102(e) as being

anticipated by: “Review: Scuf Xbox 360 Controller” by Dave Burns

(hereinafter the Bums article), dated October 20, 2010

(http://web.archive.orglwebf20101022215104Ihttp:l/www.xboxer360.comlf

eatures/review—scuf—xbox-360-contro]Ierl).

3. I understand that in the present Office Action, claims 8—10 are rejected

under pre-AiA 35 U.S.C § 103(a) as being unpatentabie over the Burns

afide

4. I understand that in the present Office Action, claims 13-14 are rejected

under pre-AlA 35 U.S.C § 103(a) as being unpatentable over the Burns

articie in view of US. Patent No. 5,551,693 to Goto et al.

5. i am the inventor of the subject matter disclosed in the Burns articie.

6. The inventorship of the present application is correct in that the Burns

articie discloses subject matter invented by me rather than by Dave Burns

notwithstanding the authorship of the Burns article.
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7. The following further supports my conception of the subject matter

disclosed in the Burns article:

a. At the time of publication of the Burns article, i was an owner of a

business operating under the name "Scuf Control” and registered

the domain name www.scufcoritrol.com.

b. Scuf Control sent Dave Barns a controiler. about which he wrote

the online review, which is the Burns articlethe cited reference.

0. The Bums article refers to the “Scuf” controller and to the domain

name httpzliwwwscufcontrol.coml,

d. The controller that was reviewed in the Burns article Was soid on

wwwscufcontrolcom. Sales of the controlier were serviced by

Scuf Control.

a. i am the inventor of a UK Patent Application, GB 2481663. The UK

appiication, filed July 1. 2010, was filed prior to the writing and

pubiication of the Burns article.

8. | herein declare that ali statements of my knowledge are true and that all

statements made on information and belief are believed to be true and

further that these statements were made with the knowledge that .wiilful

false statements and the like-so made are punishable by fine or

imprisonment. or both under Section 1000 of Title 18 of the United States

Code and that such wilifui false statements" may jeopardize the validity of

the application or any patent issued thereon.

ll (logic! 3 ”éfiéfi .
Date Simon Burgess
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HYLINSKI, STEVEN J 3717 463—037000

1. Change of correspondence address or indication of "Fee Address" (37
CFR 1.363).

3 Chan e of correspondence address (or Change of Correspondence
Address orm PTO/SB/ 122) attached.

3 "Fee Address" indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03—02 or more recent) attached. Use of a Customer
Vumber is required.

2. For printing on the patent front page, list  

(1) the names of up to 3 registered patent attorneys 1
or agents OR, alternatively,

(2) the name of a single firm (having as a member a 2
registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no name is 3
listed, no name will be printed.

 

   
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : '3 Individual '3 Corporation or other private group entity '3 Government

  
4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)

3 Issue Fee 3 A check is enclosed.

3 Publication Fee (No small entity discount permitted) 3 Payment by credit card. Form PTO—2038 is attached.
3 Advance Order — # of Copies 3 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any

overpayment, to Deposit Account Number (enclose an extra copy of this form).

Page 2 of 4
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5. Change in Entity Status (from status indicated above)

3 Applicant certifying micro entity status. See 37 CFR 1.29 NOTE: Absent a valid certification of Micro Entity Status (see form PTO/SB/ 15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

3 Applicant asserting small entity status. See 37 CFR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status. 

3 Applicant changing to regular undiscounted fee status. NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature Date
  

Typed or printed name Registration No.
  

This collection of information1s required by 37 CFR 1. 311. The information1s re uired to obtain or retain a benefit by the public which1s to file (and by the USPTO to process)
an application. Confidentiality1s governedby 35 U.S.C. 122 and 37 CFR 1. 14.T(l1is collection1s estimated to take 12 minutes to complete including gathering, prepar1ng, and
submitting the completed application form to the USPTO. Time will v eendin upon the individual case. Any comments on the amount of time you require to complete
this form and/or su gestions_ for reducing this burden should be sent to eC ief In ormation Officer U.S. Patent and Trademark Office U.S. Department of Commerce P.O.
Box 1450 Alexandgria, Virg1nia 22313— 1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents P.O. Box 14,50
Alexandria, Virginia 22313— 1450.
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Page 3 of 4
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria1 Virginia 22313-1450
www.uspto.gov

APPLICATION NO. FILING DATE F {ST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

 
 
   

13/162,727 06/17/2011 Simon Burgess 0905—002 8138

52245 7590 11/18/2013

Parks IP LaW LLC HYLINSKI, STEVENI

730 Peachtree Street, NE
Suite 600 ART UNIT PAPER NUMBER

ATLANTA, GA 30308 3717

DATE MAILED: 11/18/2013

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)

(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the

mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half

months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s).

If a Continued Prosecution Application (CPA) was filed in the above—identified application, the filing date that

determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval

(PAIR) WEB site (http://pair.uspto.g0V).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of

Patent Legal Administration at (571)—272—7702. Questions relating to issue and publication fee payments should be

directed to the Customer Service Center of the Office of Patent Publication at 1—(888)—786—0101 or (571)—272—4200.

Page 4 0f 4
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Privacy Act Statement

The Privacy Act of 1974 (PL. 93-579) requires that you be given certain information in connection with

your submission of the attached form related to a patent application or patent. Accordingly, pursuant to

the requirements of the Act, please be advised that: (1) the general authority for the collection of this

information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the

principal purpose for which the information is used by the US. Patent and Trademark Office is to process

and/or examine your submission related to a patent application or patent. If you do not furnish the

requested information, the US. Patent and Trademark Office may not be able to process and/or examine

your submission, which may result in termination of proceedings or abandonment of the application or

expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom

of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of

records may be disclosed to the Department of Justice to determine whether disclosure of these

records is required by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting

evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel

in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress

submitting a request involving an individual, to whom the record pertains, when the individual has

requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency

having need for the information in order to perform a contract. Recipients of information shall be

required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5

U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this

system of records may be disclosed, as a routine use, to the International Bureau of the World

Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for

purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy

Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,

General Services, or his/her designee, during an inspection of records conducted by GSA as part of

that agency's responsibility to recommend improvements in records management practices and

programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance

with the GSA regulations governing inspection of records for this purpose, and any other relevant

(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either

publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35

U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a

routine use, to the public if the record was filed in an application which became abandoned or in

which the proceedings were terminated and which application is referenced by either a published

application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local

law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or

regulation.
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Notices of Allowance and Fee(s) Due mailed between October 1, 2013 and

December 31, 2013

(Addendum to PTOL—SS)

If the “Notice of Allowance and Fee(s) Due” has a mailing date on or after October 1, 2013 and before

January 1, 2014, the following information is applicable to this application.

If the issue fee is being timely paid on or after January 1, 2014, the amount due is the issue fee and

publication fee in effect January 1, 2014. On January 1, 2014, the issue fees set forth in 37 CFR 1.18

decrease significantly and the publication fee set forth in 37 CFR 1.18(d)(1) decreases to $0.

If an issue fee or publication fee has been preViously paid in this application, applicant is not entitled to a

refund of the difference between the amount paid and the amount in effect on January 1, 2014.
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Application No. Applicant(s)
13/162,727 BURGESS ET AL.

. . . ' ' AIA (First Inventor to

Notlce Of Allowablllty gag/1grJ HYLINSKI 9123”“ F"°) Status
No

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. IX This communication is responsive to 10/14/2013.

[I A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. I] An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction

requirement and election have been incorporated into this action.

3. IX The allowed claim(s) is/are 12 4 and 6-22. As a result of the allowed claim(s), you may be eligible to benefit from the Patent

Prosecution Highway program at a participating intellectual property office for the corresponding application. For more information,I».

please see htt' ://www.us ‘10. CW atents/init events/r h/index.'$' or send an inquiry to PPeredback us today.

 

 

4. I] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:

a) I] A” b) [I Some *c) D None of the:

1. El Certified copies of the priority documents have been received.

2. I] Certified copies of the priority documents have been received in Application No.
 

3. El Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. I] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.

I] including changes required by the attached Examiner’s Amendment / Comment or in the Office action of
Paper No./Mai| Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. I] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. I] Notice of References Cited (PTO-892) 5. El Examiner‘s Amendment/Comment

2. I] Information Disclosure Statements (PTO/SB/08), 6. [Z Examiner‘s Statement of Reasons for Allowance
Paper No./Mai| Date

3. I] Examiner‘s Comment Regarding Requirement for Deposit 7. I] Other .
of Biological Material

4. I] Interview Summary (PTO-413),
Paper No./Mai| Date

/STEVEN J HYLINSKI/

Primary Examiner, Art Unit 3717

 
 

US. Patent and Trademark Office

PTOL-37 (Rev. 08-13) Notice of Allowability Part of Paper No./Mai| Date 20131114
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Application/Control Number: 13/162,727 Page 2

Art Unit: 3717

DETAILED ACTION

The present application is being examined under the pre-AlA first to invent

provisions.

Response to Arguments

The amendment to claim 14 to overcome the 35 USC 112(b) rejection is

accepted. The 35 USC 112(b) rejection has been withdrawn.

Examiner has reviewed and accepts the 37 CRF 1.132 Affidavit of 10/14/2013 as

establishing that the “Burns” publication was derived from Applicant’s own invention,

and is now excluded as prior art because the “Burns” publication has a 102(e) date.

Allowable Subject Matter

The following is an examiner’s statement of reasons for allowance: Claims 1-2, 4,

and 6-22 are allowed because the best prior art reference of “Burns” has been excluded

by a 37 CFR 1.132 showing that it was a derivation of Applicant’s own invention and

that the author of the “Burns” reference was not the inventor of the “Scuf Gaming”

controller described in that article. None of the other prior art references cited, including

the closest date-eligible reference of US 7,859,514 to Park, anticipate or suggest the

invention as claimed in independent claims 1 and 22 wherein "each back control

including an elongate member that extends substantially the full distance between the

top edge and the bottom edge”, when interpreted in the whole context of claims 1 and

22.

Any comments considered necessary by applicant must be submitted no later

than the payment of the issue fee and, to avoid processing delays, should preferably
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Application/Control Number: 13/162,727 Page 3

Art Unit: 3717

accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to STEVEN J. HYLINSKI whose telephone number is

(571 )270-1 995. The examiner can normally be reached on Mon-Fri 9am-7pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Melba Bumgarner can be reached on (571)272-4709. The fax phone

number for the organization where this application or proceeding is assigned is 571-

273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/STEVEN J HYLINSKI/

Primary Examiner, Art Unit 3717

PETITIONER VALVE CORPORATION, EX. 1014, p. 192

Josh
Typewritten Text
PETITIONER VALVE CORPORATION, EX. 1014, p. 192



 

Application/Control No. Applicant(s)/Patent Under
Reexamination

Search NOTES 13162727 BURGESS ET AL.

||||||||||| "MI" | "HI" Examiner Art UnitSTEVEN J HYLINSKI 3717

CPC- SEARCHED

                           

SEARCH NOTES

—-m_-m
See EAST search history.

Updated East search , see search history.

Updated East search , see search history.

INTERFERENCE SEARCH

US Class/ US Subclass / CPC Group
CPC S mbol

11/14/2013

 
 

U.S. Patent and Trademark Office Part of Paper No. : 20131114
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EAST Search History

EAST Search History

EAST Search History (Prior Art)

<This search history is empty>

EAST Search History (I nterference)

§Ref Hits Search Query §Default
§# ‘ t t....................................................................................................................................................................................................................................

5 1859 1463/37.CCIS. US- PGPUB;
‘ USPAT; UPA
\ .KKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKK

"7859514".pn. US- PGPUB;
‘ USPAT; UPA
\ .KKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKKK

(game controller top bottom front USPGPUB;
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Application/Control No. Applicant(s)/Patent Under Reexamination

Issue Classification 13162727 BURGESS ET AL.

STEVEN J HYLINSKI 3717

CPC Combination Sets

Total Claims Allowed:

20
(Assistant Examiner)
/STEVEN J HYLINSKI/

Primary Examiner.Art Unit 3717 11/14/2013 O.G. Print Claim(s) O.G. Print Figure

(Primary Examiner) (Date) 1 1,3
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Application/Control No. Applicant(s)/Patent Under Reexamination

Issue Classification 13162727 BURGESS ET AL.

STEVEN J HYLINSKI 3717

US ORIGINAL CLASSIFICATION INTERNATIONAL CLASSIFICATION

——III—fl---I—

CROSS REFERENCHS, "E_III-—

——llll—l-ll—
——————----—--—-—

__IIII—---I—
-IIII—---I—

I---—----—
I---—----—
III—I...—
III—I...—
II—I-II—

 
Total Claims Allowed:

20
(Assistant Examiner)
/STEVEN J HYLINSKI/

Primary Examiner.Art Unit 3717 11/14/2013 O.G. Print Claim(s) O.G. Print Figure

(Primary Examiner) (Date) 1 1,3
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Application/Control No. Applicant(s)/Patent Under Reexamination

Issue Classification 13162727 BURGESS ET AL.

STEVEN J HYLINSKI 3717

Claims renumbered in the same order as presented by applicant I] I] T.D

Final Original Final Original Final Original Final Original Final Original Final Original Final Original Final Original

Total Claims Allowed:
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(a) 
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20
(Assistant Examiner)
/STEVEN J HYLINSKI/

Primary Examiner.Art Unit 3717 11/14/2013 O.G. Print Claim(s) O.G. Print Figure 
(Primary Examiner) (Date) 1 1,3
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Page 1 Of 1

UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTNEENT OF CONHVIERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria1 Virginia 22313-1450
www.uspto.gov

 
BIB DATA SHEET

CONFIRMATION NO. 8138

SERIAL NUMBER FILINS‘AQI'IE 371(6) GROUP ART UNIT ATTORNEg DOCKET
13/162,727 06/17/2011 0905-002

RULE

APPLICANTS

INVENTORS

Simon Burgess, Loughborough, UNITED KINGDOM;

Duncan lronmonger, Atlanta, GA;

** CONTINUING DATA *************************

** FOREIGN APPLICATIONS *************************

** |F REQUIRED, FOREIGN FILING LICENSE GRANTED ** ** SMALL ENTITY **
06/28/2011

Foreign Prioriiy ciaimed 3 Yes BN0 STATE OR SHEETS TOTAL INDEPENDENT

35 USC 119(a—d) conditions met :I Yes D NO D Met after COUNTRY DRAWINGS CLAIMS CLAIMSAllowance
Verified and /STEVEN J

HYLINSKI/ UNITED 2 2O 1
Acknowledged Examiner's Signature Initials K|NG DOM

 

ADDRESS

Parks IP Law LLC

730 Peachtree Street, NE
Suite 600

ATLANTA, GA 30308
UNITED STATES

CONTROLLER FOR VIDEO GAME CONSOLE

FILING FEE FEES: Authority has been given In Paper
RECEIVED No.— to charge/credIt DEPOSIT ACCOUNT

for following:  
 

BIB (Rev. 05/07).
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PART B — FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fce(s), to: M Mail Stop ISSUE FEECommissioner for Patents
PO. Box 1450
Alexandria, Virginia 22313-1450

or m (571) 273-2885

INSTRUCTJONS: This form should be_iised.for transmitting the iSSUE FEE and .PUBLICATION FEE (if TS‘iUiiedggcaloiks 1 through 5 should be completed whereap ‘Iopi'late. All further correspondence including the Patent. advance orders and _n0[lficallfln of maintenance fees writ mailed to the current comes ndcnce address as

in icated ”3111955 corrIccted below or directed otherwise in Block 1, by (a) specifying a new correspondence address; andlor (b) indicating a separate " BE ADDRESS" formaintenance ee non ications.

CURRENT CORRESPONDENCE ADDRESS tNDIetUse Block] forani‘ sinner 01‘ address} Note: A certificate of maiiin can only be used for domestic mailings of the
' Fec(s) Transmittal, This certi reatc cannot be used for any other accompanying

52245 7590 1111812013 papers. Each additional paper, such as an assignment or formal drawmg, mustiave its own certificate ofmailing or transniisston.
Parks IP Law LLC

Certificate ofMailing or Transmission

730 Peachtree Street’ NE 1 hereti certigy that this Fee 3 Transmittai is being deposited with the Unitedc

Suite 600 Sages distal hrvifi: )yitgi su Eiseéeirliltiplosfitégeé‘gr first grass mailbin an tenvelopliea rcsse to t e at to a ress a ve or eing acstntte
“lama: GA 39308 transmitted to the USPTO (E71) 273-2885, on the date indicated below.

 

 
4 Adri-nne D.) ittns {Demiitofsnfi-me)

APPLICATION NO. FILING DATE FIRST NAMED ENVENTOR ATTORNEY DOCKET NO. CONFIRMATiON N0.

131162327 0611712011 Simon Burgess 0905-002 8138
TiTLE OF—iNVENTlON:

 
 

 
 

 
 

Controller for Video Game Console

APPLN. TYPE SMALL ENTITY ISSUE FEE PUBLICATION rise TOTAL FEEtS) DUE DATE DUE

YESnonprovislonal $890 $300 $1190 0211812014

Hylinski, Steven J 3717 4634137000

    

 

 
 

1. Chan e ofeorrespondcncc address or indication oi'"Fee Address" (37
CFR l. 63).

D Chan c ofcorres ondcnce address (or Change of Correspondence
Address onn PTO! 13/122) attached.

[3 "Fee Address" indication {or "Fee Address" Indication form
PTO/SBMT; Rev 03-02 or more recent) attached. Use of a Customer
Number is required.

2. For printing on the patent front page, list

(1) the names of up to 3 registered patent attorneys
or agents 0R, alternatively,

(2) _the name of a single firm (having as a member a 2_
registered attomey or agent) and the names of up to
2_ registered patent attorneys or agents. if no name is 3
listed, no name wilt be printed. _ _

1 Parks IP Law LLC

 

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignec is identified below, no assignec data will appear on the patent. if an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Complellon ofthls form is NOT a substitute for filing an asstgnnient.

(A) NAME OF ASSIGNEE (B) RESiDENCE: (CITY and STATE on COUNTRY)

lronburg Inventions LTD. United Kingdom

Please check the appropriate assignec category or categories (will not he printed on the patent) : 1:1 individual 121 Corporation or other private group entity Cl Government 

4a. The following fec(s) are enclosed: 4b. Payment ofFee(s):

lid Issue Fee {:1 A check in the amount of the fee(s) is enclosed.

'25 Publication Fee (No small entity discount permitted) {2 Payment by credit card. Fonn PTO-2038 is attached.

[1 Advance Order - it ofCopies 1 121 The Director is hereby authorized by charge the required fee(s), or credit any ove ayrncnt, to
Deposit Account Number 551-3545}: (enclose an extra copy of this form . 

5. Change in Entity Status (front status indicated above)

D 3. Applicant claims SMALL ENTITY status. See 37 CPR 1.27. E] b. Applicant is no longer claiming SMALL ENTITY status. See 37 CPR i.27(g)(2).

The Director of the USPTO is requested to apply the issue Fee and i’iihiication Fee (it‘any) or to re-ap‘piy an previousiy paid issue fee to the application identified above. _NOTE: The issue Fee and Publication Fee (i required) will not be accepted from anyone other than t e app icant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

 

 

Authorized Signature ISlephen ‘j' Terrell] Date December 23: 2013

Typed or printed name Stephen J' Terrefl Registration No. 62734

 

 

This collection of infonnation is required by 37 CFR 1.31 l. The information is rcmuired to obtain or retain a benefit by the pubiie which is to file (and by the USPTO to processan application. Confideiitiality‘is governed by 35 U.S.C. 122'and 37 CFR 1.14. T is coileclion is estimated to take 12 minutes to complete, ineiudipg gathering, preparing, an

submitting the completed application form to the USPTO. Time will varfir dc _ndin upon the individual case. Any comments on the amount of time you require to comgiete
this fonn andv'or suggestions For reducrng this burden, shouid be sent to t e C not In ormation Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, ,0.Box 1450, Aiexan Ina, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, PD. Box 1450,
Alexandria, Virginia 22313-1450.
Under the Paperwork Reduction Act of i995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 

PTOL-SS (Rev. 07/05) Approved for use through 0413012007. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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Electronic Patent Application Fee Transmittal

Application Number: 13162727

Filing Date: 17-Jun-2011

Title of Invention: CONTROLLER FOR VIDEO GAME CONSOLE

First Named Inventor/Applicant Name: Simon Burgess

Attorney Docket Number: 0905-002

Filed as Small Entity

Utility under 35 USC111(a) Filing Fees

Sub-Total in

Description Fee Code Quantity USD($)

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Patent-Appeals-and-lnterference:

Post-Al|owance-and-Post-lssuance:

l 300 300Publ. Fee- Early, Voluntary, or Normal 1504
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Extension-of—Time:

Miscellaneous:

Total in USD (5) 
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Electronic Acknowledgement Receipt

International Application Number: —

Title of Invention: CONTROLLER FOR VIDEO GAME CONSOLE

First Named Inventor/Applicant Name:

Application Type: Utility under 35 USC111(a)

Payment information:

Payment Type Credlt Card

 
Authorized User

File Listing:

Document Document Descri tion File Size(Bytes)/ Multi Pages
Number p Message Digest Part /.zip (if appl.)
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Issue Fee Payment (PTO-85B) 0905-002IF.pdf cf6353582f986a485f642337f6076b556l10
Saac

Fee Worksheet (SBO6) fee-info.pdf 63ad10a7e4899d5a03cab2082befde428d0
5c99b

Information:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMlVHSSIONER FOR PATENTS

PO. Box 1450
Alexandria1 Virginia 22313-1450
www.uspto.gov

APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.

 
13/162,727 02/04/2014 8641525 0905—002 8138

52245 7590 01/15/2014

Parks IP Law LLC

730 Peachtree Street, NE
Suite 600

ATLANTA, GA 30308

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)

(application filed on or after May 29, 2000)

The Patent Term Adjustment is 0 day(s). Any patent to issue from the above—identified application will include

an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above—identified application, the filing date that

determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information

Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the

Office of Patent Legal Administration at (571)—272—7702. Questions relating to issue and publication fee

payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management

(ODM) at (571)-272-4200.

APPLICANT(S) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

Simon Burgess, Loughborough, UNITED KINGDOM;
Duncan Ironmonger, Atlanta, GA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location

for business investment, innovation, and commercialization of new technologies. The USA offers tremendous

resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage and facilitate business investment. To learn more about why the USA is the best country in

the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09)
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PATENT ASSIGNMENT COVER SHEET

Electronic Version v1.1 EPAS ID: PAT2983051

Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT

NATURE OF CONVEYANCE: SECURITY INTEREST

CONVEYING PARTY DATA

IRONBURG INVENTIONS LIMITED 07/31/2014

RECEIVING PARTY DATA

_

PROPERTY NUMBERS Total: 20

—“
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CORRESPONDENCE DATA

Fax Number:

Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent

using a fax number, if provided; if that is unsuccessful, it will be sent Via US Mail.

Phone: 404-685-4269

Email: rlockwood@burr.com

Correspondent Name: ROBERT LOCKWOOD

Address Line 1: 171 SEVENTEENTH STREET, NW

Address Line 2: SUITE 1100

Address Line 4: ATLANTA, GEORGIA 30363

ATTORNEY DOCKET NUMBER: 00172240000025

NAME OF SUBMITTER: ROBERT LOCKWOOD

SIGNATURE: /Robert Lockwood/

DATE SIGNED: 08/15/2014

This document serves as an Oath/Declaration (37 CFR 1.63).

Total Attachments: 3

source=Scuf Gaming -- Assignment for Security - Patents#page1.tif

source=Scuf Gaming -- Assignment for Security - Patents#page2.tif

source=Scuf Gaming -- Assignment for Security - Patents#page3.tif

 

PETITIONER VALVE CORPORATION, EX. 1014, p. 206

Josh
Typewritten Text
PETITIONER VALVE CORPORATION, EX. 1014, p. 206



ASSIGNMENT FOR SECURITY --PATENTS

WHEREAS, IRONBURG INVENTIONS LIMITED, a private limited company

incorporated in England and Wales (the "Grantor") holds all right, title and interest in the letter

patents, design patents and utility patents listed on the attached Schedule A, which patents are

issued or applied for in the United States Patent and Trademark Office (the "Patents");

 

 

WHEREAS, the Grantor has entered into a Pledge and Security Agreement, dated

July 31, 2014 (as amended, restated, supplemented, modified or otherwise changed from time to

time, the "Security Agreement"), in favor of Chatham Capital Management IV, LLC, a Georgia

limited liability company, as the Collateral Agent for itself and certain lenders (in such capacity,

together with its successors and assigns, if any, the "Grantee"); and
 

WHEREAS, pursuant to the Security Agreement, the Grantor has granted to the

Grantee, and granted to the Grantee for the benefit of the Secured Parties (each such term as

defined in the Security Agreement), a continuing security interest in all right, title and interest of

the Grantor in, to and under the Patents and the applications and registrations thereof, and all

proceeds thereof, including, without limitation, any and all causes of action which may exist by

reason of infringement thereof and any and all damages arising from past, present and future

violations thereof (the "Collateral"), to secure the payment, performance and observance of the

Secured Obligations (as defined in the Security Agreement).

NOW, THEREFORE, for good and valuable consideration, the receipt and

sufficiency of which are hereby acknowledged, the Grantor does hereby pledge and collaterally

assign to the Grantee for the benefit of the Secured Parties, a continuing security interest in the

Collateral to secure the prompt payment, performance and observance of the Secured

Obligations.

The Grantor does hereby further acknowledge and affirm that the rights and

remedies of the Grantee with respect to the Collateral are more fully set forth in the Security

Agreement, the terms and provisions of which are hereby incorporated herein by reference as if

fully set forth herein.

Exh. B-1
21251929 v1
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IN WITNESS WHEREOF, the Grantor has caused this Assignment to be duly

executed by its officer thereunto duly authorized as of July 31, 2014.

IRONBURG INVENTIONS LIMITED

 By:

Name. DUNCI‘M) {RONMONGER
Title: ceo

STATE OF 68036 (A
33.:

COUNTY OF E! g; ION

On this [.911 day of , 2014, before me personally came
[DUNCAN [Roamobgag to me known to be the erson who executed the foregoing instrument, and

who, being duly sworn by me, did depose and say that B/he is the CEO of

W,aW, and that sfhe
executed the foregoing instrument in the firm name of

lfiomflflfié (AtMENZZONS’ L IMITE D , and that K/he had authority to Sign the same,
 

and z/he acknowledged to me that he executed the same as the act and deed of said firm for the

uses and purposes therein mentioned.

0
c o '

; EXPIRES ; ‘:
: GEORGIA : g
'. Jan.30,2018 : :

Exh. B—2
21251929 v1
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SCHEDULE A TO ASSIGNMENT FOR SECURITY

Ironburg Inventions Limited - U.S. Patents

 

 

 FILING DATE STATUS

 
APPLICATION

NO.

CONTROLCOMPONENTS PATENT

GAMES CONSOLE PATENT

STOP PATENT

CONTROLLER PATENT

22/01/2014 U561/930,065 PROVISIONAL
MOUNTED HAIRTRIGGER PATENT

25/09/2013 US61/882,171 PADDLE SADDLE PROVISIONAL

 
 
 

 

PU51311169

PUSl311048

PUSl311174 
 

 

 

PUSl311084

PUSl411200

 
 

PU51311121  
 

 
 
 

 

 

 
 

 
 

 

 

PATENT

PUSl411195 05/02/2014 US61/935,898 CONTROLLER FOR A PROVISIONAL

GAMES CONSOLE, TOOL PATENT
ANDA METHOD

THEREFOR

17/06/2011 USl3/162 727 CONTROLLER FOR VIDEO UTILITY PATENT
GAME CONSOLE

27/12/2013 USl4/141,840 CONTROLLER FOR VIDEO UTILITY PATENT
GAME CONSOLE

17/06/2011 U513/163 368 GAME CONTROLLER UTILITY PATENT

05/06/2013 USl3/910 409 GAME CONTROLLER UTILITY PATENT

05/06/2013 USl3/910,427 GAME CONTROLLER UTILITY PATENT

10/07/2013 US61/844 548 GAMES CONTROLLER AND PROVISIONAL
TRIGGER THEREFOR PATENT

 
 

 

FPU51110630

FPUSl41063OCON

 
 
 
 

 

 FPU51110629

FPU51310629D|V1

FPUSl310629DIV2

FPU51311038

 
  
 

 

  
 
 

 

 
 

 

FDU51110633 17/06/2011

10/04/2013 GAME CONTROLLER DESIGN PATENT

—__TRIGGER STOP DESIGN PATENT
27/01/2014 x BOX ONE BATTERY DESIGN PATENT

HATCH

x BOX ONE GRIPS DESIGN PATENT

—————  

2125I929 v1
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