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I. INTRODUCTION 

Pursuant to 37 C.F.R. § 42.64(c), Petitioner Kawasaki Rail Car, Inc. moves 

to exclude an inadmissible four-page exhibit (Ex. 2006-325-328, marked as PO-8 

(“PO-8”)) that Patent Owner attempted to introduce for the first time on November 

28, 2017 at the deposition of Petitioner’s expert, Lowell Malo.  In addition to 

objections made at the deposition relating to that particular line of questioning (Ex. 

2006-99, at 88:3-4), Petitioner, on November 29, 2017, timely served Patent 

Owner via email with objections to the admissibility of PO-8 pursuant to § 

42.64(b)(1).  Ex. 1029.  Patent Owner’s new exhibit (PO-8) is an attempt to 

introduce new evidence that Patent Owner failed to raise in its Patent Owner 

Response by using Mr. Malo’s deposition as a vehicle to circumvent the Board’s 

rules. 

As explained below, the exhibit should be excluded because Patent Owner 

failed to disclose it in a timely manner, because it goes beyond the scope of direct 

testimony in Petitioner’s expert’s reply declaration, and also on relevance, 

authenticity and hearsay grounds. 

II. ARGUMENT 

A. PO-8 Should Be Excluded Because It Was Not Timely Disclosed 

and Goes Beyond the Scope of the Direct Testimony Set Forth in 

the Supplemental Declaration of Lowell Malo  

PO-8 should be excluded because it is untimely under the Board’s rules.   

Patent Owner did not submit this exhibit in support of its Patent Owner’s 
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Preliminary Response (Paper No. 6) or Patent Owner Response (Paper No. 13).  

Patent Owner instead attempted to introduce it during the deposition of Petitioner’s 

expert, and now attempts to move this exhibit into evidence through a post-reply 

deposition of Mr. Malo and observations on cross-examination regarding that 

deposition.  This is improper.     

According to 37 C.F.R. § 42.53(5)(ii), the scope of cross-examination 

testimony “is limited to the scope of the direct testimony.”  For cross-examination 

testimony relating to a reply witness, the scope of the examination is limited to the 

scope of the direct testimony of the reply witness, which is the witness’s 

declaration submitted in support of the reply.   

In this regard, the Office Trial Practice Guide has recognized two discovery 

periods for a patent owner.  The first discovery period begins after the institution 

decision but ends before the patent owner files its response.  Office Trial Practice 

Guide, 77 Fed. Reg. 48757-8 (Aug. 14, 2012).  In cases where patent owner is not 

seeking to amend the claims, the second discovery period takes place after the 

petitioner’s reply to the patent owner’s response.  Id.  Patent owner can cross-

examine a reply witness in the second discovery period, but any such cross-

examination testimony can be called to the Board’s attention only by filing a 

motion for observation.  Id. at 78767-8.  Moreover, the scope of any such 

observation is limited to the testimony concerning petitioner’s reply to the patent 
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owner’s response.  Respironics, Inc. v. Zoll Medical Corp., IPR2013-00322, Paper 

26 at 4 (PTAB May 7, 2014).  “It is improper to introduce issues into the 

proceeding that could have been presented during the first discovery period after 

Petitioner’s Reply has been filed.”  American Express Co. v. MetaSearch Systems, 

LLC, CBM2014-00001, Paper. No. 70 at 27-28 (PTAB Mar. 13, 2015) (citing 

Respironics, at 4).  Otherwise, Patent Owner may improperly “defer deposing [the 

witness] until after filing the Patent Owner Response in an attempt to introduce 

new issues into the proceeding after Patent Owner’s response period and after first 

discovery period had concluded.”  Respironics, at 4.  This is precisely what Patent 

Owner has done here.   

Both the Petition and the original supporting declaration of Petitioner’s 

expert, Lowell Malo (Ex. 1014), identified the prior art and the proposed 

regulations from the Federal Railroad Administration (“FRA”), as well as other 

information, as material that would have been known to one of ordinary skill in the 

art at the time of the alleged invention.  In its Preliminary Response filed on 

February 6, 2017 (Paper No. 6) and Patent Owner Response filed on August 7, 

2017 (Paper No. 13), and the accompanying declarations of Patent Owner’s expert, 

Jack Long (Exs. 2002 and 2004), Patent Owner never raised ventilation or fire 

safety as an issue to be addressed in this proceeding.  Patent Owner also chose not 

to take the deposition of Petitioner’s expert with respect to his original declaration 
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