Filed on behalf of:

Edwards Lifesciences Corporation
By: Craig S. Summers

Brenton R. Babcock

Christy G. Lea

Cheryl T. Burgess

KNOBBE, MARTENS, OLSON & BEAR, LLP

2040 Main Street, 14th Floor

Irvine, CA 92614

Tel.: (949) 760-0404

Fax: (949) 760-9502

Email: BoxEdwards@knobbe.com

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

EDWARDS LIFESCIENCES CORPORATION,
Petitioner

V.

BOSTON SCIENTIFIC SCIMED, INC,,
Patent Owner

Case No. IPR2017-00072
Patent 6,915,560

PETITIONER’S REQUEST FOR REHEARING
PURSUANT TO 37 C.F.R. § 42.71(d)

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

Page No.
l. STATEMENT OF THE PRECISE RELIEF REQUESTED .........cccccveneee. 1
II. LEGAL STANDARD FOR REHEARING ........cccoiveiiiieie e, 2
[1l.  STATEMENT OF MATERIAL FACTS ..o 2
A.  Rejections based on AAPA and Whitesell...........c.ccccoovviiiiiiininnnn, 3
B.  Rejections based on Wilhelm and Tuberman............ccccccvevvvevieiinennn, 4
IV. DETAILED REASONS FOR THE REQUESTED RELIEF ....................... 5

A.  The Office Previously Failed to Combine the AAPA with
Sabbaghian (Or BaKEer)........cccveiiiiiiiieie e 6

1. The Board misapprehended or overlooked that the

AAPA and Sabbaghian (or Baker) is a new

COMDBDINALION......eiiiiii e e e 6

2. The Board misapprehended or overlooked that the
AAPA and Sabbaghian (or Baker) combination is not
substantially similar to any combination applied
dUrinNg ProSECULION ....ccvveieeciiesie e 6

3. The Board should not defer to the Examiner’s original
patentability determination when the Petition sets

forth substantially different prior art combinations.................. 9

B.  The Office Previously Did Not Combine the AAPA and
Sabbaghian (or Baker) with Morales ...........ccccoovevieiiiiiiiccceeie, 12
V. CONCLUSION. ..ottt sttt 13

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

Page No.

10x Genomics, Inc. v. The University Of Chicago,

Case IPR2015-01157, slip op. (PTAB Nov. 16, 2015.).....ccccccceeveeiieiiecieecieee 9
Arnold P’ship v. Dudas,

362 F.3d 1338 (Fed. Cir. 2004) ......eoiieeeiie et 2
Comcast Cable Commc’ns LLC v. Rovi Guides, Inc.,

Case IPR2017-0027, slip op. (PTAB May 15, 2017) ....ccccoovvviieeiieiiecie e, 10
Excelsior Med. Corp. v. Becton, Dickinson & Co.,

Case IPR2014-00880, slip op. (PTAB Nov. 25, 2014) ......cccccvevveiieeieecieecienn, 10
In re Gartside,

203 F.3d 1305 (Fed. Cir. 2000) ....cveeiieiieeiieeciee ettt 2
Gen. Elec. Co. v. United Techs. Corp.,

Case IPR2016-01304, slip op. (PTAB Jan. 5, 2017) ....cccvvvvvieiieiinnieeieesieen 13
Glob. Tel-Link Corp. v. Securus Techs.,

Case IPR2015-01219, slip op. (PTAB Dec. 10, 2015)......ccccccvvevveiieeieecreecrenn, 10
Innolux Corp. v. Semiconductor Energy Lab Co.,

Case IPR2013-00064, slip op. (PTAB Apr. 30, 2013) .....ccccvevvviieeiieieeireanen, 10
Medtronic PLC v. Masimo Corp.,

Case IPR2016-00056, slip op. (PTAB Apr. 28, 2016).......ccccccvviiveeiierieireannnn, 10
Netflix, Inc. v. Affinity Labs of Texas, LLC,

Case IPR2017-00122, slip op. (PTAB Apr. 26, 2017) ....cccccveveeieeiie e 9
O’Keefe v. U.S. Postal Service,

318 F.3d 1310 (Fed. Cir. 2002) .....oeeieeieeiee ettt 2
SAP Am. Inc. v. Clouding IP, LLC,

Case IPR2014-00308, slip op. (PTAB July 10, 2014) ....ccoovivieiieiieceenieecieee 9

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

(cont’d)
Page No.

SAP Am. Inc. v. Clouding IP, LLC,

Case IPR2014-00308, slip op. (PTAB July 10, 2014) ....cccovevieveeie e 9
Star Fruits S.N.C. v. United States,

393 F.3d 1277 (Fed. Cir. 2005) ....ccoiiieniiiienieeie e 2
Tandus Flooring, Inc. v. Interface, Inc.,

Case IPR2013-00333, slip op. (PTAB Dec. 9, 2013) .....cccceverrinirieeie e, 9
TRW Automotive US LLC v. Magna Electronics Inc.,

Case PR2014-00261, slip op. (PTAB June 26, 2014) .......cccecovevveiireeieecieeci, 13

OTHER AUTHORITIES

B0 LS. C. 8 32D . e passim
R O o = OSSR 1,2

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2017-00072
Edwards v. Boston Scientific

l. STATEMENT OF THE PRECISE RELIEF REQUESTED

Pursuant to 37 C.F.R. § 42.71(d), Petitioner Edwards Lifesciences
respectfully requests rehearing of the Board’s April 21, 2017 Decision Denying
Institution of Inter Partes Review under 35 U.S.C. § 325(d) (“Decision,” Paper 8).
Petitioner seeks reconsideration of the denial because the Board was led astray by
Patent Owner to find erroneously that the Petition raises “the same or substantially
the same prior art or arguments as those previously presented to the Office.”
Decision at 11. As a result, the Board misapprehended or overlooked that the
Petition raises new prior art combinations, arguments, and facts that were not
previously considered by the Office.

As explained below, the Board was led astray by Patent Owner to believe
that new prior art raised in the Petition was substantially the same as prior art
before the Office. To the contrary, the Petition prior art combinations disclose
claim limitations not disclosed by the Office prior art combinations. Those claim
limitations formed the basis for the Examiner’s allowance of the claims. As such,
the Board’s findings cannot be supported by substantial evidence and amount to an
abuse of discretion necessitating rehearing. Thus, Petitioner respectfully requests

that the Board reconsider its Decision denying institution.
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