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Application No. Applicant(s)

12/820,063 BUTHE ET AL.
Office Action Summary r— AriUnit

CHRISTIAN FRONDA 1652

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

)X Responsive to communication(s) filed on 04 June 2012.
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
__;therestriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

5)[X Claim(s) 1-18is/are pending in the application.
5a) Of the above claim(s) 12-18 is/are withdrawn from consideration.

6)[] Claim(s) ____is/are allowed.

7)X Claim(s) 1-11 is/are rejected.

8)[1] Claim(s) ____is/are objected to.

9)[] Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

10)[C] The specification is objected to by the Examiner.
11)X] The drawing(s) filed on 06/21/10.09/09/10.09/27/10 is/are: a)[X] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
12)[C] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)[C] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)[J Al b)[] Some * ¢)[] None of:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. _____
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) & Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)

2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. /.

3) X Information Disclosure Statement(s) (PTO/SB/08) 5) L] Notice of Informal Patent Application
Paner No{sY/Mail Date 06/21/10 03/08/12 6) l_l Other:
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Art Unit: 1652

DETAILED ACTION

1. Applicant’s election without traverse of Group I (claims 1-11) in the reply filed on
06/04/2012 is acknowledged. Claims 12-18 are withdrawn from further consideration pursuant to
37 CFR 1.142(b), as being drawn to a nonelected invention. The requirement is still deemed

proper and is therefore made FINAL.

2. Claims 1-11 are under consideration in this Office Action.

Claim Rejections - 35 U.S.C. § 112, 2nd Paragraph
3. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and
distinctly claiming the subject matter which the applicant regards as his invention.

4. Claims 1-11 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claim the subject matter which applicant regards as
the invention.

The claims as recited do not include method steps that recite contacting the lipase or
analogue thereof to any fingerprint to thereby facilitate the removal of the fingerprint. Thus, the

claims are vague and indefinite.

Claim Rejections - 35 U.S.C. § 112, First Paragraph

5. The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and
process of making and using it, in such full, clear, concise, and exact terms as to enable any
person skilled in the art to which it pertains, or with which it is most nearly connected, to
make and use the same and shall set forth the best mode contemplated by the inventor of
carrying out his invention.
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6. Claims 1-11 are rejected under 35 U.S.C. 112, first paragraph, because the specification,
while being enabling for a method of facilitating the removal of a fingerprint comprising
associating a lipase from Aspergillus niger comprising the amino acid sequence of SEQ ID NO:
1 on a substrate or a coating and contacting fingerprints with the said lipase associated on the
said substrate or coating thereby facilitating the removal of the fingerprint; does not reasonably
provide enablement any method of facilitating the removal of a fingerprint comprising
associating any lipase or analogue of any amino acid sequence and biological source with a
substrate or coating such that said lipase or analogue is capable of enzymatically degrading a
component of a fingerprint as claimed. The specification does not enable any person skilled in
the art to which it pertains, or with which it is most nearly connected, to make and/or use the
invention commensurate in scope with these claims.

According to MPEP 2164.01(a), factors considered when determining whether there is
sufficient evidence to support a determination that a disclosure does not satisfy the enablement
requirement and whether any necessary experimentation is “undue” include, but are not limited
to: (A) The breadth of the claims; (B) The nature of the invention; (C) The state of the prior art;
(D) The level of one of ordinary skill; (E) The level of predictability in the art; (F) The amount
of direction provided by the inventor; (G) The existence of working examples; and (H) The
quantity of experimentation needed to make or use the invention based on the content of the
disclosure. MPEP§ 2164.04 states that while the analysis and conclusion of a lack of enablement
are based on the factors discussed in MPEP § 2164.01(a) and the evidence as a whole, it is not
necessary to discuss each factor in the written enablement rejection. The language should focus
on those factors, reasons, and evidence that lead the examiner to conclude that the specification
fails to teach how to make and use the claimed invention without undue experimentation, or that
the scope of any enablement provided to one skilled in the art is not commensurate with the
scope of protection sought by the claims. Accordingly, the factors most relevant to the instant
rejection are addressed in detail below.

The nature and breadth of the claims encompass any method of facilitating the removal of

a fingerprint comprising associating any lipase or analogue of any amino acid sequence and
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biological source with a substrate or coating such that said lipase or analogue is capable of
enzymatically degrading a component of a fingerprint as claimed.

The specification provides guidance, prediction, and working examples for a method of
facilitating the removal of a fingerprint comprising associating a lipase from Aspergillus niger
comprising the amino acid sequence of SEQ ID NO: 1 on a substrate or a coating and contacting
fingerprints with the said lipase associated on the said substrate or coating thereby facilitating the
removal of the fingerprint. However, the specification does not provide guidance, prediction,
and working examples for making and/or using the invention as claimed using any lipase or
analogue of any amino acid sequence and biological source. Thus, one skilled in the art must
perform an undue amount of trial and error experimentation which includes searching and
screening any lipase or analogue any amino acid sequence, structure, and biological function
and determining whether it can be used in the claimed method of facilitating the removal of a
fingerprint.

Therefore, in view of the overly broad scope of the claims, the specification’s lack of
specific guidance and prediction, the specification’s lack of additional working examples, and
the amount of experimentation required; it would require undue experimentation for a one skilled

in the art to make and/or use the invention commensurate in scope with these claims.

Claim Rejections - 35 U.S.C. § 103
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

This application currently names joint inventors. In considering patentability of the claims under

35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was
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