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Petitioner Toyota Motor Corporation (“Toyota” or “Petitioner”) filed a
petition for inter partes review (the “Petition”) of claims 7, 14-16, and 31 of U.S.
Patent No. 7,241,034 (“the ‘034 Patent”). Patent Owner Adaptive Headlamp
Technologies, Inc. (“Patent Owner” or “AHT”) respectfully requests that the Petition
be denied as redundant, so as to “secure a just, speedy, and inexpensive resolution
of the proceedings.” 37 C.F.R. § 42.1.

Redundancy-based denials are authorized as an exercise of the Patent and
Trademark Office’s (“PTO”) broad discretion in deciding whether to grant inter
partes review petitions. The Patent Act gives the PTO authority to prescribe
regulations governing the handling of review petitions. 35 U.S.C. § 316(a), for
example, states that “[t]he Director shall prescribe regulations . .. (2) setting forth
the standards for the showing of sufficient grounds to institute [IPR review].”
Further, 35 U.S.C. 8 316(b) identifies “the efficient administration of the Office, and
the ability of the Office to timely complete proceedings” as relevant factors to be
considered in setting standards for institution of review (emphasis added). The
Patent Rules governing inter partes review proceedings authorize “the Board [to]
deny some or all grounds for unpatentability for some or all of the challenged claims.
Denial of a ground is a Board decision not to institute inter partes review on that

ground.” 37 C.F.R. § 42.108(a).
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In Liberty Mutual Ins. Co. v. Progressive Cas. Ins. Co., No. CBM2012-00003,
Paper 7 (PTAB 2012), for example, the PTAB elected not to institute review over
many grounds asserted by the Petitioner because they were found to be redundant of
other grounds identified in the Petitions. The PTAB explained that review of the
redundant prior art grounds asserted would create an undue burden on the patent
owner and on the PTAB, and would delay final resolution of the matter. Similarly,
in Shaw Indus. Group Inc. v. Automated Creel Sys. Inc., IPR2013-00132, Paper 9
(PTAB 2013), the PTAB denied review on several asserted grounds because the
asserted grounds were redundant of other grounds upon which inter partes review
was instituted. Patent Owner respectfully requests that the PTAB use its discretion
in the present matter to deny review of the challenged claims of the ‘034 Patent
because the grounds asserted by Petitioner are redundant of other grounds upon
which review has been either petitioned for or instituted in other proceedings.

The Petition includes two grounds for invalidity, each based on obviousness
under 35 U.S.C. § 103. The first ground relies upon Japanese Patent Application
Publication H10-324191 to Kato (hereinafter “Kato”; Ex. 1006) as modified by U.K.
Published Patent Application GB-2-309-774 A to Takahashi (hereinafter
“Takahashi”; Ex. 1008). The second ground relies upon U.S. Patent No. 5,868,488

to Speak (hereinafter, “Speak”; Ex. 1009) as modified by both Takahashi and
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Japanese Patent Application Publication H01-223042 to Uguchi (hereinafter

“Uguchi”; Ex. 1010). This proceeding, IPR2016-01740, involves the same patent

(i.e., the ’034 Patent) and similar prior art that is involved in several already

Instituted inter partes review proceedings, at detailed in the following table:

Proceeding Patent Claims Challenged Status

IPR2016-00079 | ’034 Patent | 3-39 Trial instituted for claims
3-26, 28-32, and 35!

IPR2016-00193 | °034 Patent | 3-39 Trial instituted for claims
7-10, 12-21, 23, 24, and
28-392

IPR2016-00196 | ’034 Patent | 3,5, 7, 14-16, 31-32 and | Terminated prior to entry

36 of Institution Decision?®

IPR2016-00501 |°034 Patent | 3,5, 7, 14-16, 31-32, 36 | Terminated prior to entry
of Institution Decision *

IPR2016-01368 | ’034 Patent | 3-26 and 28-35 Trial instituted for claims

3-26, 28-32, and 35;
proceeding joined with
IPR2016-00079°

The prior art and obviousness arguments in this proceeding are the same or

substantially the same as those raised in the proceedings listed above, the original

1 See IPR2016-00079, Paper 19 (Decision at 2).
2 See IPR2016-00193, Paper 10 (Decision at 2).
3 See IPR2016-00196, Paper 11 (Decision at 2).
4 See IPR2016-00501, Paper 10 (Decision at 2).
> See IPR2016-01368, Paper 9 (Decision at 10).
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prosecution of the ‘034 Patent, and the previous reexaminations of the ‘034 Patent.
Specifically, both IPR2016-00079 and IPR2016-01368 assert the prior art
combination of Kato as modified by Takahashi in challenging the patentability of
claims 7, 14-16, and 31, among others, of the ‘034 Patent as being obvious. These
challenges, for which inter partes review was instituted, are identical to those of the
first ground of the present Petition.® Patent Owner respectfully submits that
institution of review under this ground would be counter to efficient administration
of the Office and the ability of the Office to timely complete proceedings as
resolution of the already-instituted proceedings will fully dispose of the issue and
remove any motivation for continued or additional review of the claims of the ‘034
Patent for non-obviousness over the combination of Kato and Takahashi.
Petitioner’s second ground for challenging the validity of claims of the ‘034
Patent are similarly redundant because it relies upon prior art references which were
considered during the prosecution of the ‘034 Patent and are cumulative of the
references considered by the PTAB in the prior inter partes review proceedings
listed above. The primary reference relied upon for Petitioner’s second ground, the
Speak patent, was considered by the Examiner during prosecution of the ‘034 Patent

along with Takahashi. Ex. 1001 at 2. In addition, Uguchi has been relied upon as a

® See IPR2016-01740, Paper 2 (Petition at 14).
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