
 

 UNITED STATES PATENT AND TRADEMARK OFFICE 
____________________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________________ 
 
 

SAMSUNG ELECTRONICS CO., LTD. AND  
SAMSUNG ELECTRONICS AMERICA, INC.  

Petitioners, 
 

v.  
 

PAPST LICENSING GMBH & CO. KG 
Patent Owner. 

____________________ 
 

Case IPR2016-01733 
Patent 9,189,437 

____________________ 
 

PAPST LICENSING GMBH & CO. KG’S  
PRELIMINARY RESPONSE 

 

 
Mail Stop PATENT BOARD 
Patent Trial and Appeal Board 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, Virginia 22313-1450 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


PRELIMINARY RESPONSE IN IPR2016-01199 
U.S. PATENT NO. 9,189,437 

 

i 

TABLE OF CONTENTS 

Page 

I.  Introduction .......................................................................................... 1 

II.  The Petition Fails To Comply With 35 U.S.C. § 312(a)(3) 
And 37 C.F.R. §§ 42.22(a)(2) And 42.104(b)(4) ................................. 3 

III.  The Petition Advances Flawed Claim Constructions That 
Should Be Rejected ............................................................................ 10 

A.  Overview Of The ’437 Patent .................................................. 11 

B.  Level Of Ordinary Skill In The Art ......................................... 15 

C.  Response To Petitioners’ Proposed Claim 
Constructions ............................................................................ 16 

1.  “Automatic recognition process”, “without 
requiring any end user to load any software . 
. .”, “file transfer characteristics”, “attached 
directly”, and “medical device” limitations ................... 16 

2.  “Customary device driver” ............................................ 17 

3.  “End user” ...................................................................... 21 

IV.  Petitioners Did Not Meet Their Burden To Show A 
Reasonable Likelihood Of Success On Their Grounds Of 
Invalidity ............................................................................................. 23 

A.  Legal Standards ........................................................................ 24 

B.  Petitioners Fail To Demonstrate The Challenged 
Claims Are Obvious Over Aytac In View Of The 
SCSI Specification and the Other Secondary 
References ................................................................................ 29 

1.  Petitioners Fail To Articulate A Proper 
Obviousness Ground ...................................................... 29 

2.  The Alleged Prior Art .................................................... 31 

(i)  U.S. Patent No. 5,758,081 To Aytac ................... 31 

(ii)  American National Standard For 
Information Systems – Small Computer 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


PRELIMINARY RESPONSE IN IPR2016-01733 
U.S. PATENT NO. 9,189,437 

 

ii 

System Interface-2 (“SCSI 
Specification”) ..................................................... 35 

(iii)  U.S. Patent No. 5,659,690 To Stuber 
(“Adaptec”) .......................................................... 35 

(iv)  Aytac’s Source Code Is Not Part Of The 
Aytac Disclosure And Does Not 
Otherwise Qualify As Prior Art ........................... 36 

(v)  The Petition Fails To Show That The TI 
Data Sheet Is A “Printed Publication” ................ 39 

3.  Aytac In View Of The SCSI Specification 
Fail To Disclose A Processor “Adapted To 
Be Involved In A Data Generation 
Process . . . ” As Required in Claim 1 ........................... 41 

4.  Aytac In View Of The SCSI Specification 
Does Not Disclose The “Automatic 
Recognition Process” And “Automatic File 
Transfer Process” That Occurs Without 
Requiring The End User To Install Or Load 
Specific Drivers Or Software Beyond That 
Included In Or With The Operating System 
Or BIOS, As Required In Claim 1 ................................. 45 

(i)  Petitioners Fail To Show Aytac In View 
Of The SCSI Specification Discloses 
The Automatic Recognition Process ................... 47 

(ii)  Petitioners Fail To Show That Aytac In 
View Of The SCSI Specification 
Discloses The Automatic File Transfer 
Process ................................................................. 49 

5.  Aytac In View Of The SCSI Specification 
Fails To Disclose A Processor Adapted To 
Be Involved In An Automatic File Transfer 
Process That Causes At Least One File Of 
Digitized Analog Data Acquired From At 
Least One Of The Plurality Of Analog 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


PRELIMINARY RESPONSE IN IPR2016-01733 
U.S. PATENT NO. 9,189,437 

 

iii 

Acquisition Channels To Be Transferred To 
The Computer ................................................................ 50 

6.  Aytac In View Of The SCSI Specification 
Fails To Render Claim 43 Obvious ............................... 52 

7.   Aytac In View Of The SCSI Specification 
Fails to Render Obvious Claim 41 ................................. 54 

8.   Aytac In View Of The SCSI Specification 
And Adaptec Fails To Render Obvious Claim 
39 .................................................................................... 57 

C.  Petitioners Fail To Demonstrate That The 
Challenged Dependent Claims Are Obvious ........................... 62 

V.  Conclusion .......................................................................................... 62 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


PRELIMINARY RESPONSE IN IPR2016-01733 
U.S. PATENT NO. 9,189,437 

 

iv 

TABLE OF AUTHORITIES 

Page 

Cases 

Activevideo Networks, Inc. v. Verizon Commc’ns, Inc., 
694 F.3d 1312 (Fed. Cir. 2012) ................................................................. 25 

Adams Respiratory Therapeutics, Inc. v. Perrigo Co., 
616 F.3d 1283 (Fed. Cir. 2010) ................................................................. 20 

Arendi S.A.R.L. v. Apple Inc., 
2016 U.S. App. LEXIS 14652 (Fed. Cir. Aug. 10, 2016) ......................... 28 

Bd. of Trs. of Leland Stanford Junior Univ. v. Roche Molecular Sys., Inc., 
528 F. Supp.2d 967 (N.D. Cal. 2007) ....................................................... 18 

Catch Curve, Inc. v. Venali, Inc., 
363 Fed. Appx. 19 (Fed. Cir. 2010) .................................................... 20, 21 

Cisco Sys., Inc. v. C-Cation Techs., LLC, 
IPR2014-00454, Paper 12 (PTAB Aug. 29, 2014) ......................... 7, 25, 26 

Conopco, Inc. v. Procter & Gamble Co., 
IPR2013-00510, Paper 9 (PTAB Feb. 12, 2014) ........................................ 7 

Cuozzo Speed Techs., LLC v. Lee, 
136 S. Ct. 2131 (June 20, 2016) ................................................................ 10 

Dell, Inc. v. Elecs. & Telecommc’ns Res. Inst., 
IPR2014-00152, Paper 12 (PTAB May 16, 2014) .................................... 27 

Dominion Dealer Sols., LLC v. Autoalert, Inc., 
IPR2013-00223, Paper 9 (PTAB Aug. 15, 2013) ..................................... 27 

Graham v. John Deere Co. of Kansas City, 
383 U.S. 1 (1966) ............................................................................... passim 

In re Am. Acad. of Sci. Tech. Ctr., 
367 F.3d 1359 (Fed. Cir. 2004) ................................................................. 10 

In re Bass, 
314 F.3d 575 (Fed. Cir. 2002) ................................................................... 10 

In re Cronyn, 
890 F.2d 1158 (Fed. Cir. 1989) ................................................................. 38 

In re Cyclobenzaprine Hydrochloride Extended-Release Capsule Patent 
Litig., 
676 F.3d 1063 (Fed. Cir. 2012) ................................................................. 26 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


