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Before Hon. Hon. S. C. MEDLEY, J. R. HOMERE, and M. R. CLEMENTS, 
Administrative Patent Judges

Kingston Technology Company, Inc. (Petitioner) 
v. 

Polaris Innovations LTD (Patent Owner)

Original Claims Demonstratives
Trial No. IPR2016-01622

U.S. Patent No. 6,850,414

KINGSTON 1025 
Kingston v. Polars 

IPR2016-01622
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Overview

• Consideration of patentability of amended claims

• Introduction to the Claims

• Simpson in view of either the Intel Specification or Karabatsos render 
substitute Claim 9 obvious

• Response to Patent Owner’s arguments

• Arbitrary height limitations are not entitled to patentable weight

• Bechtolsheim in view of Tokunaga and Karabatsos renders substitute 
Claim 9 obvious

• Kiehl provides evidence of memory chip sizes contemporaneous with 
the ’414 patent

f  

F
in

d
 a

u
th

e
n
tic

a
te

d
 c

o
u
rt d

o
c
u
m

e
n
ts

 w
ith

o
u
t w

a
te

rm
a
rk

s
 a

t d
o
c
k
e
ta

la
rm

.c
o
m

. 

https://www.docketalarm.com/


3

Consideration of Patentability of Amended Claims

‐ Under Aqua Products, the Board is obligated to consider patentability of 
amended claims.

“[35 U.S.C. §] 316(e) reaches every proposition of unpatentability at issue 
in the proceeding.”  

Aqua Products, 2017 WL 439000 at *10.

‐ Patent Owner’s reliance on Amerigen Pharms. Ltd. v. Shire LLC, IPR2015‐02009 
to justify patentability of substitute Claim 9 is unfounded because Amerigen:

1) is not precedential and
2) applies to an unrelated set of facts – removing a multiple dependency is 

clearly distinct from adding a limitation to a claim.

“When a petitioner does contest an amended claim the Board is free to 
reopen the record to allow admission of any additional relevant prior art 
proffered by a petitioner . . . The Board may consider all art of record in 
the IPR, including any newly added art, when rendering its decisions on 
patentability.”  

Aqua Products, 2017 WL 439000 at *17.
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Consideration of Patentability of Amended Claims

Non‐Institution decision(s) on Claim 4 are not binding because the Board made 
no decisions on patentability.

IPR2017-00974, Paper 11 at 5.

f  

F
in

d
 a

u
th

e
n
tic

a
te

d
 c

o
u
rt d

o
c
u
m

e
n
ts

 w
ith

o
u
t w

a
te

rm
a
rk

s
 a

t d
o
c
k
e
ta

la
rm

.c
o
m

. 

https://www.docketalarm.com/


5

Canceled Claim 1

Canceled Claim 1

We claim:

1—am one or said semiconductor memories being 00'1an “5
PMIBB an error comction chip:
tin—mg a contact strip

for insertion into another electronic unit; and

each one 01 said semiconductor memories being encap-

sulated in a_having a shorter
dimension and a longer dimension;

staid housing of each one of said semiconductor memories
being identically designed and being individually con-

nected to said printed circuit board;
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