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Petitioner’s Opposition to Patent Owner’s Motion does not merely refuse to
accept that the Board has already rejected its positions on the merits at least three
times, in three separate orders across two IPRs. It also ignores a more fundamental
problem. The Opposition relies from beginning to end on the false premise that the
filing of a motion to amend reopens the Board’s non-institution determinations
constraining the scope of the trial. But Petitioner once again ignores past rulings
by the Board, where the Board already considered and rejected this premise—and
held that a motion to amend triggers no requirement to prove, let alone re-prove,
patentability of subject matter already recited in original non-amended claims—
“especially” claims challenged and denied institution. Amerigen Pharms. Ltd. v.
Shire LLC, IPR2015-02009, Paper 38 at 6 (PTAB Mar. 31, 2017) [Ex. 2011].

The Board has thus already thrice rejected Petitioner’s merits positions as to
the subject matter of the substitute claim. Petitioner asks the Board to revisit these
questions for at least a fourth time, improperly leveraging its past failures to once

(144

again re-sculpt its arguments. The Board should reject Petitioner’s latest “‘nothing
to lose’ ploy . . . to restate its disagreement with the Board’s Institution Decision in
an improper new brief,” id., Paper 21 [Ex. 2010] at 12, and grant the Motion.

I. THE BOARD HAS ALREADY DECLINED TO TRY CLAIM 4 ISSUES.

The Petition in this case sought review of Claims 1-8 of the 414 Patent

relying on two references: Simpson and the Intel Specification. Paper 1 at 9. The
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