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L. INTRODUCTION

Kingston Technology Company, Inc. (“Petitioner”) respectfully opposes the
Patent Owner’s Motion to Amend (Paper 18). In its motion, Patent Owner has
elected to reinsert the subject matter of non-instituted claim 4 (a height limitation)
back into the present proceeding. Patent Owner’s only stated basis for the
patentability of the height limitation is that claim 4 has “already been found to not
have been shown by Petitioner in this case to be disclosed or suggested by the prior
art.” Paper 18 at 4. This statement is both a mischaracterization of the Board’s
decision and factually incorrect. See Paper 7 at 18; see also Paper 16 at 6. As set
forth below, the addition of a height limitation to claim 8 does not make new claim
9 patentable, as building memory modules with a height between 1 inch and 1.2
inches was well known in the art and there were numerous reasons why a person of
ordinary skill would use that height with a module meeting the requirements of
claim 8. See Ex. 1006 at §995-96; Ex. 1016 at §935-40, 50-51, 104.

The reasons why proposed claim 9 is invalid are largely set forth in pending
IPR2017-00974, which addresses the patentability of claim 4 of the *414 patent.
As claim 4 includes the very height limitation that Patent Owner seeks to add
through amendment (and also depends on claim 1), the art and arguments set forth
in [PR2017-00974 largely apply here. In fact, in evaluating the merit of Patent

Owner’s motion to amend, the Board will be required to consider the same subject
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