Trials@uspto.gov Paper 35
571-272-7822 Entered: February 14, 2018

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SEMICONDUCTOR COMPONENTS INDUSTRIES, LLC
(d/b/a ON SEMICONDUCTOR),
Petitioner,

V.

POWER INTEGRATIONS, INC.,
Patent Owner.

Case IPR2016-01600
Patent 7,834,605 B2

Before THOMAS L. GIANNETTI, BRIAN J. McNAMARA, and
LYNNE E. PETTIGREW, Administrative Patent Judges.

PETTIGREW, Administrative Patent Judge.

FINAL WRITTEN DECISION
35 U.S.C. § 318(a) and 37 C.F.R. § 42.73
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[. INTRODUCTION

In this inter partes review, Petitioner, Semiconductor Components
Industries, LLC, d/b/a ON Semiconductor, challenged claims 1, 2, 5, and 9
of U.S. Patent No. 7,834,605 B2 (Ex. 1001, “the *605 patent”). After we
instituted review of all challenged claims, Patent Owner, Power Integrations,
Inc., filed a non-contingent Motion to Amend seeking cancellation of the
challenged claims and proposing substitute claims 13—16.

We have jurisdiction to conduct this inter partes review under
35 U.S.C. § 6. This Final Written Decision is entered pursuant to 35 U.S.C.
§ 318(a) and 37 C.F.R. § 42.73. For the reasons discussed below, Patent
Owner’s Motion to Amend is granted with respect to cancellation of claims

1,2, 5, and 9, and denied with respect to proposed substitute claims 13—16.

A. Procedural History

Petitioner filed a Petition seeking inter partes review of claims 1, 2, 5,
and 9 of the *605 patent. Paper 1 (“Pet.””). Patent Owner filed a Preliminary
Response. Paper 8 (“Prelim. Resp.”). Applying the standard set forth in
35 U.S.C. § 314(a), which requires demonstration of a reasonable likelihood
that Petitioner would prevail with respect to at least one challenged claim,
we instituted an inter partes review of all challenged claims on the sole
unpatentability ground asserted in the Petition—anticipation under 35 U.S.C.

§ 102(b)! by de Sartre.? Paper 11 (“Inst. Dec.”).

! The Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284
(2011) (“AIA”), amended 35 U.S.C. § 102. Because the *605 patent has an
effective filing date before the effective date of the applicable AIA
amendments, we refer to the pre-AIA version of 35 U.S.C. § 102.

2U.S. Patent No. 4,692,853, issued Sept. 8, 1987 (Ex. 1005).
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Following institution, Patent Owner did not file a Response to the
Petition pursuant to 37 C.F.R. § 42.120. Instead, pursuant to 35 U.S.C.
§ 316(d) and 37 C.F.R. § 42.121, Patent Owner filed a Motion to Amend
that was not contingent on a determination that the original claims are
unpatentable. Paper 16 (“Mot.”). In its Motion, Patent Owner requested
that claims 1, 2, 5, and 9 be cancelled and replaced with proposed substitute
claims 13—16. Mot. 1. Petitioner filed an Opposition to the Motion to
Amend (Paper 18, “Opp.”), and Patent Owner filed a Reply to Petitioner’s
Opposition (Paper 21, “Reply™).

Thereafter, on October 4, 2017, the United States Court of Appeals for
the Federal Circuit issued its decision in Aqua Products, Inc. v. Matal, 872
F.3d 1290 (Fed. Cir. 2017) (en banc), addressing the burden of persuasion
that applies when the Board considers the patentability of proposed
substitute claims in a motion to amend. Following a conference call with the
parties, we authorized additional briefing on the Motion to Amend.
Paper 28, 3. Petitioner filed a Supplemental Response to Patent Owner’s
Motion to Amend (Paper 29, “Pet. Supp. Resp.”), and Patent Owner filed a
Reply to Petitioner’s Supplemental Response (Paper 31, “PO Supp. Reply”).

An oral hearing was held on November 15, 2017. A transcript of the

hearing has been entered into the record. Paper 34.

B. Related Matters
The 605 patent was involved in the following district court
proceeding: Power Integrations, Inc. v. Fairchild Semiconductor Int’l, Inc.,
No. 1:08-cv-00309 (D. Del.). Pet. 2; Paper 4, 2. An appeal from the district
court to the United States Court of Appeals for the Federal Circuit was

pending at the time the Petition and Preliminary Response in this case were
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filed. See Pet. 2, 25-26; Paper 4, 2. On December 12, 2016, the Federal
Circuit held claims 1 and 2 of the *605 patent invalid, reversing a jury
verdict that claims 1 and 2 were not anticipated by U.S. Patent No.
4,763,238 to Maige (Ex. 1008). Power Integrations, Inc. v. Fairchild
Semiconductor Int’l, Inc., 843 F.3d 1315, 1335-38 (Fed. Cir. 2016); see
Paper 9, 2. Patent Owner did not file a petition for a writ of certiorari to the
United States Supreme Court within the time period for filing such a

petition. See Opp. 4.

C. The 605 Patent

The 605 patent describes a switch mode power supply with an
approximately constant output voltage when the output current is below an
output current threshold and an approximately constant output current when
the output voltage is below an output voltage threshold. Ex. 1001, 1:32-38,
1:51-53. In a described embodiment, the power supply includes a regulator
circuit that controls the voltage and current at the output of the power
supply. Id. at 5:31-49, Fig. 4. The regulator includes an internal switch
(e.g., a power metal oxide semiconductor field effect transistor (MOSFET))
coupled to the primary winding of the power supply’s energy transfer
element (e.g., a transformer). 1d. at 5:37—43, Fig. 4. The regulator may
modify the duty cycle of the switch to control the output voltage based on
feedback from the output of the power supply. 1d. at 4:50-53, 5:37-39. The
regulator also may modify the duty cycle by turning off the switch when the
switch current reaches a current limit. Id. at 5:40-43.

According to the *605 patent, there is a fixed delay between the time
the switch current reaches a current limit threshold and the time the switch is

finally disabled. Id. at 3:18-24. This results in a current “overshoot” that
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will vary based on the input voltage of the power supply. Id. at 3:24-27.
More specifically, at higher direct current (DC) input voltages, the actual
current limit ramps to a higher level above the current limit threshold than at
lower DC input voltages. Id. at 3:31-33.

The 605 patent attempts to overcome the problem of current
variations and thereby achieve a power supply with an approximately
constant output current. Id. at 2:45-50, 3:14-17. The purported solution is a
power supply regulator circuit that creates a variable current limit threshold
that increases during the on-time of the switch. Id. at [57], 1:53-59.
Because the current overshoot is greater at higher DC input voltages than at
lower DC input voltages, a variable current limit threshold should be lower
for higher DC input voltages to compensate for the excess current during the
delay time. Id. at 3:40—44; see Ex. 1003 9] 22 (Decl. of Dr. Douglas
Holberg). Further, because the switch current increases more quickly when
the DC input voltage is high, a current limit will be reached earlier in a
switching cycle when the DC input voltage is higher than when it is lower.
Ex. 1001, 3:45-49; see Ex. 1003 99 22-23. Thus, a variable current limit
threshold that increases from a first level to a second level during the on-
time of the switch results in an effective current limit (the sum of the
variable current limit and the excess current during the delay) that is
approximately constant across different input voltages. Ex. 1001, 3:50—-62;
see Ex. 1003 9 23.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




