UnITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 14350
Alexandria, Virginis 22313-145¢
WWW.USPIO.gOY
APPLICATION NO. ] FILING DATE I FIRST NAMED INVENTOR l ATTORNEY DOCKET NO, I CONFIRMATION NO.
08/449,413 05/24/1995 JOHN C. HARVEY 5634.174 1756
0813 7590 0772472008
EXAMINER
GOODWIN PROCTER LLP I _I
501 NEW YORK AVENUE, N.W. GROODY, JAMES ]
WASHINGTON, DC 20001
GTON, 00 I ART UNIT l PAPER NUMBER J
2600
| NOTIFICATION DATE | DELIVERY MODE l
07/24/2008 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent eiectronically on above-indicated "Notification Date" to the
following e-mail address(es):

AAlpha-Kpetewama@goodwinprocter.com
patentdc(@goodwinprocter.com

PTOL-90A (Rev. 04/07)

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1002



Application/Control Number: 08449413 Page 2

Art Unit: 2622

Suspension of Action, At the Initiation of the Office

1. The instant application has a specification that is identical to one or more patents
that are currently under reexamination. The issues present in the reexamination
proceedings are related to the issues in the instant application. The final
decisions/determinations made at the end of the reexamination proceedings are likely to
affect the outcome of the application. To this end, it is appropriate to suspend presecution
on the instant application.

Per applicant's request, however, prosecution in 08/470,571 (INTE) and
08/487,526 (MULT) will not be suspended in order to pursue the issues that have been
fully developed in these applications. The outcome of these issues is also likely to affect
the outcome of the present application.

37 CFR 1.103(e) provides that the Office will notify applicant if the Office
suspends action in an application on its own initiative.

Accordingly, Ex parte prosecution is SUSPENDED FOR A PERIOD QF SIX (6)
MONTHS FROM THE DATE OF THIS LETTER. Upon expiration of the period of
suspension, applicant should make an inquiry as to the status of the application.

2. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to David Ometz, whose telephone number is (571) 272-
7593. The examiner can normally be reached on Monday-Thursday from 7:00 AM to
4:30 PM. The examiner can also be reached on alternate Fridays. The fax phene number
for the organization where this application or proceeding is assigned is 571-273-8300.

AR e

Mark Powell /David L. Ometz/
Director ~ SPE
TC 2600 Art Unit 2622
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Daocket No.: PMC-003C247

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of;

John C. Harvey et ¢l.

Application No.: 08/449,413 Confirmation No.: 1756

Filed: May 24, 1995 Art Unit: 2600

For: SIGNAL PROCESSING APPARATUS AND Examiner; Groody, James J.
METHODS

SUPPLEMENTAL AMENDMENT

MS Amendment
Cemmissicner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450
Dear Sir:

This applicaticn had been suspended since 2005 and held in abeyance from examination
by the Office pending final action in a correspending so-called “A™ application, U.S. Patent
Application, Serfal No. 08/449,263. This suspension was based on an agreement made between
Applicants and the Office to consclidate or group the claims of Applicants’ then pending
applications which had been filed prior to June 8, 1993, into a smaller number of applications,
This so-called consolidation agreement resulted from a series of interviews conducted from
November 1998 through June 1999 between Applicants’ representatives and the Office. In those
interviews, senior Office management suggested that further examination of this application and
Applicants’ other related applications could be expedited by reducing the number of pending

applications. Accordingly, Applicants agreed to consolidate their claims into 56 subject matter

groups and to reduce the number of pending applications accordingly. Applicants’ agreement

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1004



was based on the Office’s view that it would be helpful to the Office to examine the claims of the

subject matter groups together.

For each subject matter group, the applications were separated based on whether priority
was claimed to Applicants’ initial 1981 Application (U.S. Serial No. 06/317,510) or their initial
1987 Continuation-in-Part Application (U.S. Serial Ne. 07/096,09¢). The claims from all
applicatiens in a group having the same priority claim were added to a single application
designated an *A” application. The remaining applications were abandened with the exception

of one seo-called “B” application corresponding te each “A™ application.

Under this agreement, the PTO suspended prosecution in the “B™ applications pending
final action in the corresponding “*A” applications. Further, the parties agreed to conduct
interviews in the “A” applications so that the prosecution of those applications could be
efficiently advanced. Under the agreement, subject matter not found to be allowable during
prosecution of an “*A™ application may be further prosecuted in the “B” application while the
“A” application would be allowed to issue. In good faith reliance on this consolidation
agreement, Applicants abandoned 169 of their 329 pending applications and filed numerous
amendments adding to the designated A" applications various claims that had been pending in

the abandoned applications and the designated “B” applications.'

On May 9. 2000, Applicants amended the DECR §1 greup “A” application, U.S. Patent
Application Serial No. (08/448.263, in accordance with the aforementioned agreement. Claims

from related DECR §1 applications were added to the DECR 81 group ““A” application.

' As a result of the consclidation, Applicants paid excess claim fees for many of the claims that were added 1o the
desipnated "A” applications. even though Applicants previously paid excess ¢laim fees for those claims when
they had been added o the abandoned applications and the designated “B™ applications.
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Applicants amended some of the “A” Claims on March 8, 2002, In late 2002 and early
2003, reexamination requests were filed and granted as to Applicants’ seven previously issued
patents. Subsequent to the initiation of these reexamination proceedings, the Director of
Technology Center 2600 decided to suspend prosecution of this application and the related “A”
application pending resolution of the reexamination preceedings for the issued patents and the
prosecution to appeal to the Board of Patent Appeals and Interferences (‘Board”) of two of
Applicants’ pending applications, {1} the INTE application {U.S. Patent Application, Serial No.
08/470,571) and (2) the MULT application (U.S. Patent Application, Serial No. 08/487.526). As
a result of this decision, the DECR 81 group “A” application (U.S. Patent Application, Serial No.
08/449,263) was suspended through a number of six month Suspension Notices until January

2009. Consequently, no formal response was made regarding the A’ Claims.

In 2009, as the reexamination proceedings for Applicants’ issued patents had been
substantially completed and decisions had been issued by the Board in the INTE and MULT
applicaticns, Applicants requested that the suspension of their various applications be

terminated.

This request was granted in the spring of 2009 and, as a result, applicants met with
Examiner Minh Dieu T. Nguyen for a number of personal interviews in January 2010. An
agreement was made to cancel or amend numercus of the “A” Claims so that the DECR 81

group A" application (U.S. Patent Application Serial No.08/449,263) could issue.

In the instant application, DECR 81 group “B” (U.S. Patent Application Serial No.

08/449.413), Applicants filed a Supplemental Amendment Under 37 C.E.R. §1.115 on May 9,
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2000. Applicants canceled all claims except for claim 2, which they amended. The Examiner

then suspended the application according to the above mentioned consolidation agreement,

Consistent with the consolidation agreement between the Applicants and the Office,
Applicants now wish to pursue the subject matter within the scope of the “A” Claims of the
DECR 81 group “A” applicaticn {U.S. Patent Applicaticn Serial No. 08/449.2¢3) by claiming
such subject matter that was not patented in the “A™ application in the instant “B™ application.
Claims 22-55 correspond to various claims of the “A” application with additional amendments
that Applicants believe place the claims in condition for allowance. In order to aid the Examiner
in understanding the amendments to the claim, Applicants have attached a marked up copy of the
claims (Appendix A} indicating the differences between the “A” Claims and the amended form

submitted herein as claims 22-55.

Applicants believe that claims 22-35 overcome the prior art, and should place the above-
identifted patent application in condition for allowance. Applicants respectfully request
favorable consideration of the above-identified patent application in view of the following

remarks.

Claim 2 which is currently pending in this application will be cancelled.

Amendments to the ¢laims begin on page 5.

Remarks begin on page 14.
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AMENDMENT TO THE CLAIMS

Applicants request entering the below amendments to the claims. New claims 22-55 are

added. Claim 2 is cancelled. Claims 22-55 are the only pending claims.
[ - 21. (Cancelled}

22. {New) A method for controlling the decryption of encrypted programming at a

subscriber station, said methed comprising the steps of:

receiving encrypted programming, said encrypted programming having an encrypted

contrel signal;
detecting said centrol signal;
passing said control signal to a decryptor at said subscriber station;
decrypting said control signal;

decrypting said encrypted programming to form decrypted programming based on said

contrel signal; and
presenting said decrypted programming to a viewer or listener.

23, (New) A method for controlling the decryption of programming at a subscriber

station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital control

signal porticn and an encrypted digital information poertion;
detecting said first encrypted digital contrel signal portien of said programming;

passing said first encrypted digital control signal portion of said programming to a

first decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming

using said first decryptor at said subscriber station:
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passing said encrypted digital information portien of said pregramming and the

decrypted control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital information portion of said programming using
said second decryptor at said subscriber station based on the decrypted contrel signal portion;

and
presenting said programming.

24, {New) A method of controlling a remote transmitter station to communicate
program material tc a subscriber station and contrelling said subscriber station te process or

cutput a unit of programming, said method comprising the steps of:

receiving a control signal which cperates at the remote transmitter station to
contrel the communication of a unit of programming and one or more first instruct signals and

communicating said control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by
the remote transmitter station, said remote transmitter station transferring said unit of

programming to a transmitter;

receiving at said remote transmitter station cne or more second instruct signals
which operate at the subscriber station to identify or decrypt said unit of programming or said
one or more first instruct signals, said remote transmitter station transferring said one er more

second instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission
comprising said unit of programming, said one or more first instruct signals, and said cne or
more second instruct signals, said one or more first instruct signals being transmitted in

accerdance with said contrel signal.

25. (New) The method of claim 23, wherein said programming further includes

encrypted video.
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20. {New) The method of claim 23, wherein said subscriber station stores

infermation that evidences processing said programming,

27.  (New) The method of claim 23, wherein said programming is received at said
subscriber station in one channel of a multichannel signal and a second contrel signal portion
used to decrypt said programming is included in said multichannel signal outside said one

channel.

28. (New) The method of claim 23, wherein said subscriber station detects, in a
transmission channel including said programming, a second control signal portion used to

decrypt the first control signal portion.

29. {New) The method of claim 23, wherein the subscriber station detects, in a
transmission channel for transmitting the programming, a second control signal portion used to
decrypt the first control signal portion, and wherein the second control signal portion iy
encrypted, and wherein the second contrel signal portion is decrypted in order to enable

decryption of the first control signal pertion.

30. (New) The method of claim 23, wherein said programming includes computer

data.

31, (New) A method of controlling at least one of a plurality of receiver stations, said

method comprising the steps of:

receiving downloadable code which is effective at said at least one of said
plurality of receiver stations to implement a new technique of decrypting and delivering the

downloadable code to at least one transmitter;

receiving said at least one control signal which at said at least one of said plurality

of receiver stations cperates to execute the downloadable code; and

causing said at least one control signal to be communicated to said at least one

transmitter at a specific time,
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thereby to transmit at least one information transmission including the

downloadable code and said at least cne contrel signal,

32, (New) The method of claim 31, wherein a television program is displayed at a
receiver station and said downloadable code and said at least one contrel signal program said

receiver station to decrypt said television program in accordance with said new technique.

33, (New) A method of communicating television program material tc one or more

receiver stations, said method comprising the steps of:

receiving a television program at a transmitter station and delivering said

television program to a transmitter;

receiving and stering ene or more instruct signals at said transmitter station, said
one or more instruct signals at said one or more receiver staticns cperative to implement a new

technique of decrypting;
transferring said one or more instruct signals to said transmitter; and

transmitting said television program and said one or more instruct signals from

said transmitter station to said one or more receiver stations.

34. {New) A method of processing signals at a recetver station comprising the steps
of:
receiving at least one information transmission:
detecting a plurality of signals on said at least cne information transmission;
changing a decryption technique in response to at least a first of said plurality of
signals;

decrypting a second of said plurality of signals on the basis of said changed

decryption technique;
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passing said decrypted second of said plurality of signals to a controllable device;

and

controlling said controllable device on the basis of said passed decrypted second

of said plurality of signals.

35. (New) The method of claim 33, wherein said step of transferring is performed

based on comparisen.

36. {New) The method of claim 33, wherein said step of transferring is performed in

accoerdance with a schedule.

37. {New)..The method of claim 36, wherein said schedule specifies a transmission
time and a transmission channel, said method further comprising the steps of receiving and

storing said schedule at said transmitter station,

38.  (New) The method of claim 33, wherein said one or more instruct signals operate
at said one or more receiver staticns based on an identifier, said method further comprising the

step of transmitting said identifier.

39, {(New) The method of claim 38, wherein an information transmission including
said television program is received at said one or more receiver stations, wherein said television
program is outputted at said cne or more receiver stations, and wherein said identifier identifies

at least one of (i) said television program and (ii) a channel including said television program.

43.  (New) A method of processing signals at a receiver statien comprising the steps

of;
receiving at least one information transmission;

detecting a plurality of signals in said at least one informaticn transmission, a first

signal of said plurality of signals including downloadable code;

passing said downleadable code to a processor;
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centrolling a decryptor to decrypt in a specific fashien on the basis of said

downloadable code;

decrypting at least one second signal of said plurality of signals in said specific

fashion; and

passing said at least ene second signal to one of said processor and an output

device.

4]. {New) A method of controlling a receiver station to detect digital data and control
a decrypter based on a varying pattern of timing or location, said method of controlling

comprising the steps of:
receiving programming and delivering said programming to a transmitter;

receiving digital data comprising at least an instruct signal and communicating
said digital data to a signal embedder, said instruct signal operative at said receiver station to

contrel said decryptor;

centrolling said signal embedder to embed said digital data in an information

transmission in a varying pattern of timing or lecation;
communicating said information transmission to said transmitter; and

transmitting said programming and said information transmission including said

digital data.

42, (New) A method of processing signals at a receiver station comprising the steps

of;
receiving at least one information transmission;
detecting a plurality of signals on said at least cne information transmission;

decrypting at least one of said plurality of signals, said at least cne decrypted

signal including at least one instruct signal which is effective to instruct;
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passing the at least one decrypted instruct signal to a centrollable device; and

controlling said controllable device on the basis of decrypted information

included in said at least one decrypted instruct signal.
43, {New) A method for decryptor activation in a network comprising:
receiving a transmission comprising encrypted materials;

decrypting under first processor control a first portion of said encrypted materials

in said transmission;
inputting said first pertion of said encrypted materials to a decrypter;

decrypting under second processor control a second portion of said encrypted

materizls based on said step of decrypting said first portion of said encrypted materials,

44, {(New) The method of claim 43 wherein said transmission in said step of

receiving a transmissicn is a multichannel signal separated in the frequency domain.

45, (New) The method of claim 44 wherein said transmission 1s a cable system
broadcast.
46. {New) The method of claim 43 wherein said transmission in said step of

receiving a transmission is a multichannel signal separated in the time domain.

47. {New) The method of claim 43 wherein said transmission in said step of

receiving a transmission is generated at a local data source.

48, {(New) The method of claim 47 wherein said local data source comprises 8 VCR,

49, {New) The method of claim 47 wherein said local data source comprises z laser
disk.

50. (New) The method of claim 43 wherein said encrypted materials comprise a

porticn of a television program.
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51. {New) The method of claim 43, wherein said transmission in said step of
receiving a transmission and a signal necessary for decryption are received from different

Sources.

52.  {New) The method of claim 51, further comprising the step of contacting a
remote transmitter station to receive one of said transmission and said signal necessary for

decryption.

53. {New) The method of claim 51, wherein a signal necessary for decryption is

communicated by telephone.

54.  {New) A method of providing an enabling signal to a receiver station from a
remote data source, said enabling signal for use in decrypting at the receiver station a
programming signal, said receiver station being programmed to get information necessary for

enabling a programming signal, said method comprising the steps of:

storing at the remote data scurce one or more control signals for enabling a

decryptor to decrypt a video;

receiving at the remote data source from the receiver staticn a communication to

get specific enabling information;

communicating, from the remote data source to the receiver station in response to

said communication from the receiver station, a control signal,

whereby the receiver station inputs said control signal to a decryptor, and wherein

said decryptor decrypts said programming signal,

55. (New) A method of processing signals at a receiver station comprising the steps

of:
receiving one or mere infermation transmissions at said receiver station;

detecting a plurality of signals on said one or more information transmissions, at

least a first of one of said plurality of signals including a contrel signal;
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centrolling a decryptor in response to said control signal,

decrypting or enabling communication of at least a second of said plurality of

signals on the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals

to a controllable device; and

centrolling said controllable device on the basis of said passed decrypted or

enabled at least said second of said plurality of signals.
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REMARKS
L Status of claims

New claimy 22-35 have been added. They correspond to claims 2,3, 4, 5, 6,7, 8, 9, [0,
11,12, 19,21,40,41, 42,43, 44,89, 93, 109, 111, 112, 113, 114, 115, 116, 117, 118, 123, 125,
127, 131, and 134 of the DECR §1 group “*A” application (U.5. Patent Application Serial No,
08/449,263.) The newly presented claims are fully supported by the specification and do not
introduce new matter.

Each of the claims is patentable in light of the prior art. Prior patents Hartung (U.S.
Patent No. 4,019,201}, Tang (U.S. Patent Ne. 4,253,114), and Bond (U.S. Patent No. 4,390.898)
were cited as having subject matter similar to some of the claims now introduced in claims 22-
55. All three patents disclose the use of encoded control signals or other data to control the
unscrambling of an analog videc signal.

The claims of this amendment, however, claim material relating to the encryption and
decryption of signals. Claim 22 is “[a] methed for controlling the decryption of encrypted
programming” and contains a step of ““decrypting said encrypted programming,” Claim 23 is
“[a] methed for controlling the decryption of programming” and contains a step of “decrypting
said encrypted digital information pertion of said programming.” Claim 24 contains a step of
receiving an instruct signal that can operate to “decrypt said unit of programming or said first
instruct signal.” Claim 31 contains a step of receiving downloadable code that is effective to
“implement a new technique of decrypting.” Claim 33 contains a step of receiving instruct
signals that are operative to “implement a new technique of decrypting.” Claim 34 contains a
step of ““decrypting a second of said plurality of signals.” Claim 40 contains a step of
“controlling a decryptor to decrypt in a specific fashion™ and a step of “decrypting at least one

second signal of said plurality of signals.” Claim 41 is a method to “detect digital data and

14
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control a decryptor” and contains a step of “‘receiving digital data.” Claim 42 contains a step of
“decrypting at least one of said plurality of signals.” Claim 43 is “[a] method for decrypter
activation” and contains a step of “decrypting under first processor control a first pertion of said
encrypted materials.” Claim 54 contains a step wherein a “decryptor decrypts said programming
signal.” Claim 55 contains a step of “controlling a decryptor™ and a step of “decrypting or
enabling communication of at least a second of said plurality of signals.”

The Board of Patent Appeals and Interferences decided in Ex parte Personalized Media
Communications, LLC (Appeal 2008-4228, Fx parie Reexamination Control 90/006,536} at
pages 53-54, that encryption requires a digital signal. Each of the claims of this amendment
involves the use of digital signals either through reference to “digital” signals or through
reference to “decryption”™ and “encryption.” “Encryption and decryption,” the Beard goes on to
say, “are not broad enough to read on scrambling and unscrambling,” Therefore, because
Hartung, Tang, and Bond are directed to unscrambling of analog signals, none teach or suggest a
method of controlling the decryption of digital information as is presented in the claims of this
amendment.

Upon entry of this paper. claims 22-35 will be pending and under consideration.
Reconsideration is respectfully requested based on the above amendments.

II. Conclusion

Applicants respectfully submit that all claims are in cendition for examination and
prempt examination on the merits is earnestly requested. In the event Applicants have
overlooked the need for an extension of time, payment of fee, or additional payment of fee,
Applicants hereby petition therefore and authorize that any charges be made te Deposit Account

No. 50-4494.
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: April 05, 2011

Respectfully submitted,

By_/Thomas J. Scott, Jif
Thomas J. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washington, DC 20001
(202} 346-4000
Attorney for Applicants
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Appendix A

Marked up Copy of Claims 22-55 Indicating the Differences Between Them and Claims 2,
3,4,5,6,7,8,9,10,11, 12,19, 21, 40, 41, 42, 43, 44, §9, 93, 109, 111, 112, 113, 114, 115, 116,
117, 118, 123, 125, 127, 131, and 134 of the DECR 81 Group “A” Application

(U.S. Patent Application Serial No, 08/449.,263)

22. A method for contrelling the decryption of encrypted programming at a

subscriber station, said methed comprising the steps of:

receiving encrypted programming, encrypted programming having an encrypted control

signal;
detecting said control signal;

passing said control signal to said-at-least one-decryptor a decryptor at said subscriber

station;

decrypting said control signal;

decrypting said encrypted programming to form decrypted pregramming based on said

control signal; and
presenting said decrypted programming to a viewer or listener.

23, A method for controlling the decryption of programming at a subscriber station,

said method comprising the steps of;

receiving programming, said programming having a first encrypted digital control

signal portion and an encrypted digital information portion;
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detecting said first encrypted digital control signal portion of said pregramming;

passing said first encrypted digital control signal portion of said programming to a

first decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming

using said first decryptor at said subscriber station;

passing said encrypted digital information portien of said programming te-said

and the decrypted contrel signal porticn to a second decryptor at said subscriber station;

decrypting said encrypted digital information portion of said pregramming using
said second decryptor at said subscriber station based on the decrypted control signal portion;

and
presenting said programming,

24. A method of controlling a remote transmitter station te communicate program
material to & subscriber station and controlling said subscriber station to process or output digital

programming, said method comprising the steps of:

receiving atsaidremete-transmitterstation a first control signal which operates at
the remote transmitter station to contrel communication of said digital programming and one or

more first instruct signals;

5 and communicating said control

signal to said remote transmitter station;

receiving an identifier designating said digital programming to be transmitted by

the remote transmitter station, said remote transmitter station transferring said digital

pregramming to a transmitter;

receiving at said remote transmitter station said one or more digital second

instruct sighals which operate at the subscriber station te-deeryptsaid-disttal programmins (o

identify or decrypt said digital programming or said one or more first instruct signals, said
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remote transmitter station transferring said one or more second instruct signals to said

transmitter; and

transmitting from said remote transmitter station to said subscriber station an
infermation transmission comprising said unit of programming, said one or more first instroct
signals, and said one or more second instruct signals, said cne or more first instruct signals being

transmitted in accordance with said first control signal.

25.  The method as+selaims3—or4: of claim 23, wherein said programming further

includes encrypted video.

26. The method ss—a-elaims3—e+4; of claim 23, wherein said subscriber station

stores information that evidences processing said programming.

27.  The method of claim 3 23, wherein said programming is received at said
subscriber station in one channel of a multichannel signal and a second control signal portion
used to decrypt said programming is included in said multichannel signal outside said one

channel.

28. The method of ¢laim 3 23, wherein said subscriber station detects, in &
transmission channel including said programming, a second control signal pertion used to

decrypt the first control signal portion,

29. The method of claim 4 23, wherein the subscriber station detects, in a
transmission channel for transmitting the programming, a second control signal portion used to
decrypt the first contrel signal portion, and wherein the second control signal portion is
encrypted, and wherein the second contrel signal portion is decrypted in order to enable

decryption of the first control signal pertion.

30. The method asir-etains3-ord; of claim 23, wherein said programming includes

computer data.

31. A method of controlling at least cne of a plurality of receiver stations, said

method comprising the steps of:
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receiving downloadable code which is effective at said at least one of said
plurality of receiver stations to implement a new technique of decrypting and delivering the

downloadable code to at least one transmitter;

receiving at least one control signal which at said at least one of said plurality of

receiver stations operates to execute the downloadable code at-said-processer; and

causing said at least one centrol signal to be communicated te said at least one

transmitter at a specific time,

thereby to transmit at least one information transmission including the

downloadable cede and said at least cne control signal.

32.  The method of claim +H 31, wherein a television program is displayed at a
receiver station and said downloadable code and said at least one control signal programs said

receiver station to decrypt said television program in accordance with said new technique.

33. A method of communicating television program material to one or more receiver

statiens, said method cemprising the steps of:

receiving a television program at a transmitter station and delivering said

television program to a transmitter;

receiving and storing one or more instruct signals at said transmitter station, said
one or more instruct signals at said one or more receiver stations operative to implement a new

technique of decrypting;
transferring said one or more instruct signals to said transmitter; and

transmitting said television program and said one or more instruct signals from

said transmitter station to said one or moere receiver stations.
34, A method of precessing signals at a receiver station comprising the steps of:

receiving at least one information transmission;
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detecting a plurality of signals on said at least one information transmission;

changing a decryption technique in response to at least a first of said plurality of

signals;

decrypting a second of said plurality of signals on the basis of said changed

decryption technique;

passing said decrypted second of said plurality of signals to a controllable device;

and

controlling said controllable device on the basis of said passed decrypted second

of said plurality of signals.

35,  The method of claim 5 33, wherein said step of transferring is performed based

on comparison,

36.  The method of claim 49 33, wherein said step of transferring is performed in

accerdance with a schedule.

37. The method of claim 44 36, wherein said schedule specifies a transmission time
and a transmission channel, said methed further comprising the steps of receiving and storing

said schedule at said transmitter station.

38.  The method of claim +5 33, wherein said cne or more instruct signals operate at
said one or more receiver stations based on an identifier, said method further comprising the step

of transmitting said identifier.

39, The method of claim 43 38, wherein an information transmission including said
television program is received at said cne or more receiver stations, wherein said television
program is outputted at said one or more receiver stations, and wherein said identifier identifies

at least one of (i) said television program and {i1) a channel including said television program.
44, A method of processing signals at a receiver station comprising the steps of:

fay——receiving at least one information transmission;
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fey——detecting a plurality of signals in said at least one information

transmission, a first signal of said plurality of signals including downloadable code;
fey——passing said downloadable code to a processor;

{)——controlling a decryptor fo decrypt in a specific fashion on the basis of said

downloadable code;

fey——decrypting at least one second signal of said plurality of signals in said

specific fashion; and

H———passing said at least one second signal to one of said processor and an

cutput device.

41. A method of controlling a receiver station to detect digital data and control a
decryptor based on a varying pattern of timing or location, said method of controlling comprising

the steps of:
Hy—receiving programming and delivering said programming to a transmitter;

23 —receiving digital data comprising at least an instruct signal and
communicating said digital data to a signal embedder, said instruct signal operative at said

receiver station to control said decryptor;

33——controlling said signal embedder to embed said digital data in an

infermation transmission in a varying pattern of timing or location;
{4)>——communicating said infermation transmission to said transmitter; and

5y——transmitting said programming and said informaticn transmission

including said digital data.
42, A method of processing signals at a receiver station comprising the steps of:

f—receiving at least one information transmission;
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fey——detecting a plurality of signals on said at least one information

transmission;

fey——decrypting at least one of said plurality of signals, said at least one

decrypted signal including at least one instruct signal which is effective to instruct;

{éy——passing the at least one decrypted instruct signal to a controllable device;

and

fey——controlling said controllable device on the basis of decrypted information

included in said at least one decrypted instruct signal.
43. A method for decryptor activation in a network comprising:
recelving a transmission comprising encrypted materials;

decrypting under first processor control a first portion of said encrypted materials

in said transmission;
Inputting said first portion of said encrypted materials to a decryptor;

decrypting under second processor contrel a second portion of said encrypted

materials based on said step of decrypting said first portion of said encrypted materials.

44, The method of claim 3 43 wherein said transmission in said step of receiving
programminereceivedin a transmission is ef a multichannel signal separated in the frequency

domain.

45, The method of claim +12 44 wherein said transmission is a cable system

broadcast,

44. The method of claim 3 43 wherein said transmission in said step of receiving

programiming isrecervedn a transmission 1s ef a multichannel signal separated in the time
domain.
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47, The method of claim 3 43 wherein said transmission in said step of receiving a

transmission efsaid-programming is generated at a local data source.,

48. The method of claim +45 47 wherein said local data socurce comprises & VCR.
49.  The method of claim H3 47 wherein said local data scurce comprises z laser disk.

50. The method of claim 3 43 wherein said encrypted materials comprise

presrarinsinelsdes a portion of a television program.

51. The method of claim 3 43, wherein said transmission in said step of receiving a

transmission pregrammie and a signal necessary for decryption are received from differenee

different sources.

52, The method of claim +23 51, further comprising the step of contacting a remote

transmitter station to receive one of said transmission and said signal necessary for decryption.

53.  The method of claim 423 51, wherein a signal necessary for decryption is

communicated by telephone.

54, A method of providing an enabling signal to a receiver station from a remote data
source, said enabling signal for use in decrypting at the receiver station a programming signal,
said receiver station being programmed to get information necessary for enabling a programming

signal, szid method comprising the steps of:

storing at the remote data scurce one or more control signals for enabling a

decryptor to decrypt a video:

recelving at the remote data source from the receiver station a communication to

get specific enabling information;

communicating, from the remote data source to the receiver station in response to

said communicaticn from the receiver station, a control signal,

whereby the receiver station inputs said control signal to a decryptor, and wherein

said decryptor decrypts said programming signal,
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55. A method of processing signals at a receiver station comprising the steps of:
receiving one or more information transmissions at said receiver station;

detecting a plurality of signals on said one or more information transmissions, at

least a first of one of said plurality of signals including a contrel signal;
centrolling a decrypter in response to said control signal;

decrypting or enabling communication of at least a second of said plurality of

signals on the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals

to a controllable device; and

centrolling said controllable device on the basis of said passed decrypted or

enabled at least said second of szid plurality of signals.
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2467

DETAILED ACTION
Information Disclosure Statement
1. The information disclosure statements (IDS) submitted on 4/7/97, 4/5/96, 2/1/98,
and 12/24/95 are in compliance with the provisions of 37 CFR 1.87. Accordingly, the
informaticn disclosure statements are being considered by the examiner.
Claim Objections
2. Claim 34 is objected to because of the following informalities: On line 4, the word
“on” should be replaced with “in”. Appropriate correction is required.
Double Patenting
3. The nonstatutory double patenting rejection is based on a judicially created
doctring grounded in public pelicy (a pelicy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstaiutory
cbviousness-type double patenting rejection is appropriate where the conflicting claims
are nct identical, but at least one examined application claim is not patentably distinct
from the reference claim{s) because the examined application claim is either anticipated
by, or would have been obvicus over, the reference claim{s). See, e.g., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 {Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 845 (Fed. Cir.
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 {CCPA 1982); In re Vogel, 422
F.2d 438, 164 USPQ 6198 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ

644 (CCPA 1969).
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321{c) or 1.321(d)
may be used to cvercome an actual or provisicnal rejection based on a nonstatutory
deuble patenting ground provided the conflicting application or patent either is shown to
be commoenly owned with this application, cr claims an invention made as a result of
activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered atterney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

4, Claims 22, 34, 54 and 55 are rejected on the ground of nonstatutory
chviousness-type double patenting as being unpatentable cver ¢laims 1, 22, and 23 of
.8, Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinct from each other because of the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” corresponds fo “a methed for conirolling the
decryption of programming at a subscriber station” in claim 1 of the abeve U.S. Patent.

“Receiving encrypted programming, said encrypted programming having an
encrypted control signal” corresponds to “receiving programming, said programming
having & first encrypted digital control signal portion™ in claim 1 of the above U.S.
Patent.

|n

“Detecting said control signal” corresponds to “detecting said first encrypted

digital control signal portion of said programming” in claim 1 of the abeve U.S. Patent.
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“Passing said control signal to a decryptor at said subscriber station”
corresponds to "passing said first encrypted digital control signal portion of said
programming to a decryptor at said subscriber station” in claim 1 of the above U.S.
Patent.

“Decrypting said control signal” corresponds to “decrypting said first encrypted
digital contrel signal porticn™ in claim 1 of the above U.S. Patent.

“Decrypting said encrypted programming to form decrypted programming based
on said control signal” corresponds to “decrypting said encrypted digital information
portion of said programming ... based on the decrypted control signal portion” in claim 1
of the above U.S. Patent.

Lastly, “presenting said decrypted programming to & viewer or listener”
corresponds to "presenting said pregramming” in claim 1 of the above U.S. Patent.

Claim 22 of the instant application does not explicitly claim “passing said
encrypted digital information portion of said programming to said decryptor”. Therefore,
claim 22 merely broadens the scepe of claim 1 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same functicn as before. See Inre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 {Bd. App.
1969). The cmission of a reference element whose function is nct needed weuld be
cbvious to one skilled in the art.

Regarding claim 34, “a method of processing signals at a receiver station”

corresponds to the same in claim 23 of the above U.S. Patent.
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“Receiving at least one information fransmission” and "detecting a plurality of
signals on said at least one information transmission” corresponds 1o "receiving a
plurality of signals including digital programming and Inputting at least scme of said
plurality of signals o said digital detector" as well as "detecting said encrypted digital
data in said at least some of said plurality of signals” in claim 23 of the above U.S.
Patent.

“Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds o “controlling said decryptor to alter its decryption pattern or
technigue on the basis of information included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a second of said plurality of signals on the basis of said
changed decryption technique; passing said decrypted second of said plurality of
signals to a centrollable device; and controlling said contrellable device on the basis of
said passed decrypted second of said plurality of signals” corresponds to “decrypling at
least a portion of said digital pregramming using a selected decryption pattern or
technique based on said step of detecting in order to provide a decrypted output of
programming to a viewer cr listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim “said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for

decrypting said encrypted digital data, and a controller operatively connected to said
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digital detector or said decryptor for contrelling said decryptor”. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. See Inre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The omission of a reference element whose function is not needed would be
cbvious to ene skilled in the art.

Regarding claim 54, “a methed of providing an enabling signal to a receiver
staticn from a remote data source, said enabling signal fer use in decrypting at the
receiver station a programming signal, said receiver station being programmed 1o get
informaticn necessary for enabling a programming signal” corresponds to "a method of
providing digital enabling informaticn o a receiver stalion from a first remole source,
said digital enabling information for use at the receiver station in decrypting a mass
medium program presentation” in claim 22 of the above U.S. Patent.

“Storing at the remote data scurce one or more control signals for enabling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” carresponds to “receiving at said first remote
source a query from said receiver station” in claim 22 of the above U.S. Patent.

“Communicaiing, from the remote data source to the receiver station in response

to said communication from the receiver station, a control signal” corresponds fo
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“transmitting said digital enabling information which is effective to enable decryption
from said first remote source to said receiver siation in response 1o said step of
receiving said query, said receiver station storing at least some of said transmitted
enabling information” in claim 22 of the above U.S. Patent.

Lasily, “whereby the receiver station inputs said control signal to a decryptor, and

|»

wherein said decryptor decrypis said programming signal” correspends to “Io said
receiver station an encrypled digital mass medium presentation signal which is
decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the above U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “to present said mass medium programming presentation”.
Therefore, claim 54 merely broadens the scope of claim 22 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. SeeInre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The cmission of a reference element whose function is not needed would be
cbvious to cne skilled in the art.

Regarding claim 55, “a methed of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving one or more information transmissions at said recetver station;
detecting a plurality of signals on said cne or more informaticn transmissicns, at least a

first of one of said plurality of signals including a control signal” corresponds to
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“receiving a plurality of signals including digital programming and inputting at least some
of said plurality of signals to said digital detector” as well as “detecting said encrypted
digital data in sald at least some of said plurality of signals” in claim 23 cf the above
U.S. Patent.

“Controlling a decryptor in response to said control signal” corresponds to
"controlling said decryplor to alter its decryption pattern or technigue on the basis of
information included in said detected encrypted digital data” in claim 23 of the above
.S, Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of controlling said decryptor” corresponds fo
“decrypling at least a portion of said digital pregramming using a selected decryption
pattern or technigue based on said step of detecting” in claim 23 of the above U.S.
Patent.

Lastly, “passing said decrypted or enabled at least said second of said plurality of
signals to a centrollable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”
corresponds to “to provide a decrypted cutput of programming to a viewer or listener” in
claim 23 of the above U.S. Patent.

Claim 55 of the instant application does not claim “detecting ... in accordance
with a varying pattem of timing or location”. Therefore, claim 55 merely broadens the

scepe of claim 23 of the above U.S. Patent.
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It has been held that the cmission of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. SeeInre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The cmission of a reference element whose function is not needed would be

cbvious to cne skilled in the art.

5 Claim 22 is rejected on the ground of nonstatutory cbvicusness-type double
patenting as being unpatentable over claim 26 of U.8. Patent No. 7,805,749, Although
the conflicting claims are not identical, they are not patentably distinet from each other
because of the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station" as well as "receiving encrypted programming, said
encrypted programming having an encrypted control signal" corresponds to "receiving a
television program in a first programming signal” as well as "an encryption cede
received in said first programming signal” in claim 26 of the abeve U.S. Patent.

“Detecting said control signal; passing said control signal tc a decryptor at said
subscriber station” corresponds to “passing an encryption code received in said first
programming signal to a processor in response to said step of processing said user
input” in claim 26 of the above U.S. Patent.

“Decrypting said control signal; decrypting said encrypted programming to form
decrypted programming based on said control signal” corresponds to “*decrypiing said

encrypted information with said encryption code” in claim 26 of the above U.S. Patent.
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Lastly, “presenting said decrypted programming to & viewer or listener”
corresponds to “delivering said at least one of a product and a service to said user” in
claim 26 of the above U.S. Patent.

Claim 22 of the instant application does not claim the "displaying”, "offering”, and
"receiving said user input" steps that are claimed in claim 26 of the above U.S. Patent.
Therefore, claim 22 merely broadens the scope of claim 26 of the above U.S. Patent.

It has been held that the emission of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.

1969). The cmission of a reference element whose function is not needed would be

chvious to cne skilled in the art.

8. Claim 24 is rejected con the ground of nenstatutory obviousness-type double
patenting as being unpatentable over claim 14 of U.S. Patent No. 7,801,304 in view of
Yanagimachi et al. {U.S. 3,938,595} (hereinafter “Yanagimachi”}).

Regarding claim 24, *a method of controlling a remote fransmitter station to
communicate program material to a subscriber station and controlling said subscriber
station to process or output a unit of programming” corresponds to “a method of
controlling a remote ftransmitter station to communicate program material to a
subscriber station and controlling said subscriber station to process or output digital

programming” in claim 14 cf the above U.S. Patent.
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“Receiving a control signal which operates at the remote transmitter station to
confrol the communication of a unit of programming and one or more first instruct
signals and communicaiing said control signal to said remote transmitter station”
corresponds to “receiving at said remote transmitter station a first control signal which
cperates at the remote transmitter station o contrel communication of said digital

]

programming and one or more first instruct signals” in claim 14 of the above U.S.
Patent.

“Receiving at said remote transmitter station one or meore second instruct signals
which cperate at the subscriber station to identify or decrypt said unit of programming or
said one or more first instruct signals, said remote transmitter station transferring said
cne or meore second instruct signals to said transmitter” corresponds o “receiving at
said remote transmitier station said one or more digital second instruct signals which
operate at the subscriber station to decrypt said digital programming” in claim 14 of the
above U.S. Patent.

“Transmitiing from said remote transmitter station an information transmission
comprising said unit of pregramming, said one or more first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being
transmitted in accordance with said control signal” corresponds to “transmitting from
said remote transmitter station to said subscriber station an information transmission
comprising said digital programming, said one or more first instruct signals and said cne

or mere digital second instruct signals, said one or mere first instruct signals being

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1040



Application/Control Number: 08/449,413 Page 12
Art Unit: 2467

transmitted in accordance with said first control signal” in claim 14 of the above U.S.
Patent.

Claim 24 of the instant application further claims “receiving a code or datum
identifying a unit of programming tc be fransmitted by the remote transmitter station,
said remote transmitter station transferring sald unit of programming to a transmitter”
which is not claimed in claim 14 of the above U.S. Patent.

However, Yanagimachi teaches a similar method of controlling transmission and
cutput of programming at a receiver station, where program cenirol codes identifying
particular programming included in the transmission are utilized by a transmitter station
102 and receiver station 103 for fransmission/reception and programming output as
spoken of on column 15, lines 2-32 as well as cclumn 16, lines 22-40.

At the time of the invention, it would have been cbvicus to somecne of ordinary
skill in the art, to apply the control code transmission of Yanagimachi to the method of
claim 14 of the above U.S. Patent in order to provide selective output of programming in
accerdance with selection input previded frem a subscriber as spoken of on column 16,
lines 25-40 of Yanagimachi

Claim Rejections - 35 USC § 112

7. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and distincily
claiming the subject maiter which the applicant regards as his invention.

8. Claims 31 and 32 are rejected under 35 U.S.C. 112, secend paragraph, as being
indefinite for failing to particularly point out and distinctly claim the subject matter which

applicant regards as the inventien.
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9. Claim 31 recites the limitation "said at least one contrel signal” in line 6. There is
insufficient antecedent basis for this limitation in the claim.
Claim 32 is also rejected as being dependent on claim 31 and centaining the
same deficiency.
Claim Rejections - 35 USC § 102
10.  The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Cffice action:

A person shall be entitled 1o a patent unless —

{b) the invention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

{e) the invention was described in (1} an application for patent, published under section 122(b}), by
another filed in the United States betore the invention by the applicant tor patent or (2} a pateni
granied on an application for patent by anocther filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
251{a) shall have the sffects for purposes of this subsection of an application filed in the United States

only if the international application designated the United States and was published under Article 21(2)
of such freaty in the English language.

11.  Claims 22, 40-42, and 55 are rejected under 35 U.S.C. 102(e} as being
anticipated by Davidson {Re. 31,735). Davidson teaches all of the limitations of the
specified claims with the reascning that fellows.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” is anticipated by the decryption method spoken of
on column 24, lines 36-50.

“Receiving encrypted programming, said encrypted programming having an

|»

encrypted control signal” is anticipated by the conveying of a composite ielevision signal

te a subscriber including a videc pertion, an aural porticn, and an encrypticn codes
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signal {control signal) comprising a sequence of encryption codes as spoken of on
column 24, lines 30-35.

“Detecting said control signal; passing said control signal to a decryptor at said
subscriber station; decrypting said control signal” is anticipated by the encryption codes
signal detector means for separating the encryption codes signal {decrypting the control
signal) from the television signal as spoken of on column 24, lines 39-41.

“Decrypting said encrypted programming to form decrypted programming based
on said control signal” is anticipated by the inverse encryption means that uses the
separated encryption codes signal to return the detected audic signal to the pre-
encryption digitized condition (decrypted programming) as spoken of on column 24,
lines 44-46.

Lastly, “presenting said decrypted programming to a viewer or listener” is
anticipated by returning of the audio signal to original analeg format whereby pregram
audio may be processed and presented in a conventional manner as spoken of on
column 24, lines 47-50.

Regarding claim 40, “a method of processing signals at a receiver station™ is
anticipated by the decryption method spcken of en column 24, lines 30-50.

“Receiving at least one information transmission” and “detecting a plurality of
signals in said at least one informaticn transmission, a first signal of said plurality of
signals including downloadable code” is anticipated by the conveying of a composite

television signal to a subscriber including a video pertion, an aural portion, and an
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encryption cedes signal (first signal} comprising a sequence of encryption codes as
spoken of on column 24, lines 30-35.

“Passing said downloadable code to a processor; controlling a decryptor to
decrypt in a specific fashicn on the basis of said downloadable code; decrypling at least
cne second signal of sald plurality of signals In said specific fashion” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal te return the detected audio signal {second signal) to the pre-encrypticn
digitized condition {decrypted programming) as spoken of on column 24, lines 44-48.

Lastly, “passing said at least one second signal to one of said processor and an
output device” is anticipated by refurning of the audio signal to original analog format
whereby program audio may be processed and presented {to an output device} in a
conventional manner as spoken of on column 24, lines 47-5C.

Regarding claim 41, "a method of controlling a receiver station to detect digital
data and contrel a decryptor based on a varying pattern ¢f timing or location™ is
anticipated by the encryption/decryption method spoken of en column 25 line 45 —
column 28, line 9.

“Receiving programming and delivering said programming to a transmitter” is
anticipated by the subscription television transmitter that generates television signals
{programming)} having video and audic portions as spoken of on column 25, lines 45-50.

“Receiving digital data comprising at least an instruct signal and communicating
said digital data to a signal embedder, said instruct signal operative at said receiver

station to control said decryptor; controlling said signal embedder to embed said digital
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data in an information transmission in a varying pattem of timing or location;
communicating said information transmission tc said transmitter; and transmitting said
programming and said information transmissicn including said digital data” is anticipated
by the encryption code signal generating means that generates a continucus sequence
of encryption codes {digital data instruct signal) as well as the means for combining
(signal embedder) that combines the encryption codes signal, the digitized and
encrypted audio program signal, and a video program signal with carrier signals for
transmission to a receiver as spoken of on celumn 25, lines 50-53 as well as column 26,
lines 1-9.

Regarding claim 42, “a method of processing signals at a receiver station” is
anticipated by the decryption method spcken of en column 24, lines 30-50.

“Receiving at least one information fransmission; detecting a plurality of signals
on said at least one information transmission” is anticipated by the conveying of a
composite televisicn signal (infermation transmission) to a subscriber including a video
portion, an aural portien, and an encrypticn codes signal comprising a sequence of
encryption coedes as spoken of on column 24, lines 30-35.

“Decrypting at least one of said plurality of signals, said at least one decrypted
signal including at least one instruct signal which is effective to instruct” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal to return the detected audio signal to the pre-encryption digitized condition

(decrypted signal} as spoken of on column 24, lines 44-48,
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Lastly, “passing the at least one decrypted instruct signal to a controllable device;
and controlling said conirollable device on the basis of decrypted information included in
said at least one decrypted instruct signal” is anticipated by returning of the audio signal
te original analog format whereby program audio may be processed and presented {tc a
controllable device) in a conventional manner as spoken of on column 24, lines 47-50.

Regarding claim 55, “a methed of processing signals at a receiver station” is
anticipated by the decryption method speken of on column 24, lines 30-50.

“Receiving one or more information transmissions at said receiver station;
detecting a plurality of signals on said cne or more information transmissicons, at least a
first of one of said plurality of signals including a conirol signal” is anticipated by the
conveying of a composite television signal (information transmission) to a subscriber
including a videc portion, an aural portion, and an encryplion codes signal {control
signal) comprising a sequence of encryption codes as speken of on column 24, lines
30-35.

“Controlling a decryptor in response to said control signal; decrypiing or enabling
communication of at least a second of said plurality of signals on the basis of said step
of controlling said decryptor” is anticipated by the inverse encryption means {decryptor)
that uses the separated encryption codes signal {control signal) to return the detected
audio signal to the pre-encryption digitized condition (decrypted signal) as spcken cf on
column 24, lines 44-486.

Lastly, "passing said decrypted cr enabled at least said second of said plurality of

signals to a controllable device; and controlling said controllable device on the basis of
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said passed decrypted or enabled at least said second of said plurality of signals™is
anticipated by returning of the audio signal to original analeg format whereby program
audic may be processed and presented (to a controllable device) in a conventional

manner as spoken of on column 24, lines 47-5C.

12.  Claim 24 is rejected under 35 U.5.C. 102(b) as being anticipated by Yanagimachi
et al. {U.8. 3,836,595} (hereinafter “Yanagimachi®}. Yanagimachiteaches all of the
limitaticns of the specified claims with the reasoning that follows.

Regarding claim 24, “a methed of controlling a remote transmitter station io
communicate pregram material 1o a subscriber station and controlling said subscriber
station to process or output a unit of programming” is anticipated by the programming
transmission method performed by the transmitter 102 of Figure 14 as spoken of on
column 14, line 51 —cclumn 15, line 36.

“Receiving a control signal which operates at the remote fransmitter station to
control the communication of a unit of programming and cne or mere first instruct
signals and communicating said control sighal to said remote transmitter station” is
anticipated by the signal code allocaticn control device 104 of Figure 14 that receives
data {conirol signal) supplied from the signal generating device 101 that is used o
determine signal transmission timings as spoken of on column 14, lines 51-88.

“Receiving a code or datum identifying a unit of pregramming to be fransmitted
by the remote transmitter station, said remote transmitter station transferring said unit of

programming to a transmitter” is anticipated by the signal code allocation control device
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104 that produces and supplies program material control codes identifying particular
programming to an cuiput terminal 114 {transmitter) as shown in Figure 14 and spoken
of on cclumn 15, lines 11-32.

“Receiving at said remote fransmitter station one or more second instruct signals
which operate at the subscriber station to identify or decrypt said unit ¢f programming or
said one or more first instruct signals, said remote fransmitter station transferring said
cne or more second instruct signals to said transmitter” is anticipated by the signal code
allecation control device 104 that produces and supplies item control codes (instruct
signals) identifying particular programming to an output terminal 114 (transmitter) as
shown in Figure 14 and spcken of on column 15, lines 11-32.

Lastly, “transmitting from said remote transmitter station an information
transmission comprising said unit of programming, said one or more first instruct
signals, and said cne or more second instruct signals, said one or more first instruct
signals being transmitted in accordance with said control signal” is anticipated by the
transmission of the combined signal from output terminal 114 ({transmitter) tc a
transmission path 115, where the combined signal includes video and audio
programming as well as varicus contrel cedes (instruct signals) as spceken of on column

15, lings 25-32.

13.  Claims 31 and 54 are rejected under 35 U.S.C. 102(e) as being anticipated by
Ostermann et al. (U.S. 4,484,025) {hereinafter “Ostermann”}. Ostermann teaches all of

the limitations of the specified claims with the reasoning that follows.
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Regarding claim 31, “a method of controlling at least one of a plurality of receiver
stations” is anticipated by the enciphering/deciphering method performed by the
terminals 1 and 2 of Figure 1.

“Receiving downloadable code which is effective at said at least one of said
plurality of receiver stations to implement a new technigue of decrypting and delivering
the downloadable code to at least one transmitter” is anticipated by the transmission of
a cipher algorithm {downlcadable code) frem cipher program sterage 18 to program
memory 22 of a programmable cipher computer 12 (transmitter) that indicates a
particular enciphering/deciphering technique as spoken of on column 2, lines 38-41.

“Receiving said at least one control signal which at said at least one of said
plurality of receiver stations operates toc execute the downloadable code; and causing
said at least one control signal tc be communicated to said at least one transmitter at a
specific time, thereby to iransmit at least cne information transmission including the
downloadable code and said at least one control signal” is anticipated by the
transmission of a bit sequence (control signal) from cipher equipment 16 te cipher
computer 12 (transmitter} indicating a particular stored cipher program (downloadable
code) to be used as spoken of on column 3, lines 10-19.

Regarding claim 54, “a methed of providing an enabling signal to a receiver
station frem a remote data scurce, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed fo get

informaticn necessary for enabling a programming signal” is anticipated by the
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enciphering/deciphering method performed by the terminals 1 and 2 {receiver station
and remote data source) of Figure 1.

“Storing at the remote data source one or more control signals for enabling a
decrypter to decrypt a video” is anticipated by the cipher equipment 16 {remote data
source) that contains cipher program storage 18 for storing a cipher algorithm as
spoken of on column 2, lines 38-41.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” is anticipated by the cipher algorithm request
(communication) transmitted from the terminal 1 to the terminal 2 {remocte data source)
requesting a cipher algorithm {enabling information) as spoken of on column 3, lines 4-
9.

“Communicating, from the remote data source to the receiver station in response
te said communication from the receiver station, a contrel signal” is anticipated by the
transmission of a cipher algerithm {control signal) from cipher program storage 18 to
program memory 22 of a programmable cipher cemputer 12 that indicates a particular
enciphering/deciphering technigue as spoken of on column 2, lines 38-41.

“Whereby the receiver station inputs said control signal te a decryptor, and
wherein said decryptor decrypts said programming signal” is anticipated by a receiver
terminal that contains means for deciphering {decryptor) received ciphered data text in
accordance with a cipher algorithm and a cipher key as spoken of on column 4, lines
52-54, as well as column 2, lines 16-24, which states that terminals 1 and 2 each

contain transmitters and receivers as shown in Figure 1.
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Claim Rejections - 35 USC § 103
14.  The following is a quotation of 35 U.S.C. 103(a} which forms the basis for all

cbviousness rejections set ferth In this Cffice action:

{a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been cbvious at the time the
inventicn was made o a person having ordinary skill in the art o which said subject matier pertains.
Patentability shall not be negatived by the manner in which the invention was made.

15.  This application currently names joint inventors. In considering patentability of
the claims under 35 U.5.C. 103{a}, the examiner presumes that the subject matter of
the varicus claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.58 to point out the inventor and invention dates of each claim that was
not commenly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103{c) and potential 35 U.S.C. 102{e), (f) or {g)
prior art under 35 U.S.C. 103(a).
18.  Claims 32-36, 38, and 39 are rejected under 35 U.S.C. 103(a} as being
unpatentable over Ostermann et al. (U.S. 4,484,025) (hereinafter “Ostermann”} in view
of Davidson (Re. 31,735).

Regarding claim 32, Ostermann teaches the method of claim 31 as described
above. Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption iechnigues
to television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been cbvicus fo someone of ordinary

skill in the art, given these references, to apply the enciphering/deciphering metheds of
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Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envirecnment as spoken of on column 2,
lines 31-36 of Davidson.

Regarding claim 33, Osfermann teaches the transmission of a cipher algerithm
{instruct signal) from cipher program sterage 18 to program memory 22 of a
programmable cipher computer 12 (tfransmitter) that indicates a particular
enciphering/deciphering technigue as spoken of on celumn 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text In accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption technigues
tc television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been cbvicus to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television environment as spoken of on celumn 2,
lines 31-36 of Davidson.

Regarding claim 34, Ostermann teaches the transmission of a cipher algorithm

(signal) from cipher program storage 18 tc program memory 22 of a programmable
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cipher computer 12 that indicates a particular enciphering/deciphering
(encryption/decryption) technigue as spoken of on column 2, lines 38-41.

Ostermann also teaches the transmission of a bit seguence {signal} from cipher
equipment 16 to cipher computer 12 indicating a particular stored cipher program o be
used {change in encryption/decryption technique) as spoken of on celumn 3, lines 10-
18.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text {signal) in accordance with a cipher algorithm and a cipher
key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which
states that terminals 1 and 2 each contain fransmitters and receivers as shown in Figure
1.

Ostermann does not explicitly teach passing a decrypted signal io a controllable
device and controlling the controllable device on the basis ¢of the passed decrypted
signal.

However, Davidson teaches returning of an audio signal {decrypted signal} to
criginal analog format whereby pregram audio may be processed and presented (to a
controllable device) in a conventional manner as spoken of on column 24, lines 47-50.

At the time of the invention, it would have been obvicus to someone of ordinary
skill in the art, given these references, to apply the post-decryption precessing and
presentation as taught in Davidson to the system of Ostermann in order to allow the

receiving station to make appropriate use of the recovered decrypted signal.
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Regarding claim 35, Ostermann further teaches where the cipher algorithm
(instruct signal} is fransferred that matches informaticn provided in a received bit
sequence as spoken of on column 3, lines 10-20.

Regarding claim 36, Osfermann further teaches where the cipher algorithm
(instruct signal) is transferred that matches informaticn provided in a received bit
sequence that indicates which cipher program is to be used at a particular time
(schedule) as spoken of on column 3, lines 10-20.

Regarding claim 38, Ostermann further teaches where the cipher algorithm
(instruct signal) is transferred that matches information previded in a received bit
sequence (identifier) as spoken of on column 3, lines 10-20.

Regarding claim 39, Ostermann further teaches where the cipher algorithm
(instruct signal} is fransferred that matches informaticn provided in a received bit
sequence (identifier) as spoken of on column 3, lines 10-20, as well as column 3, lines
43-61, which states that the bit sequence centains identification codes of the transmitter
and addressed receiver (indicates transmission channel).

Allowable Subject Matter
17.  Claims 23, 25-30, and 43-53 are allowable over the prior art of record.
18.  Claim 37 is objected t¢ as being dependent upen a rejected base claim, but
would be allowable if rewritten in independent form including all of the limitatiens of the
base claim and any intervening claims.
18.  The following is a statement cf reasons for the indication of allowable subject

maitter:
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Regarding claim 23, the pricr art of record does not teach or suggest the claimed

method of receiving pregramming having a first encrypted digital control signal portion

and an encrypted digital information portion, where the first encrypted digital control

signal portion is detected and passed to g first decryptor at the subscriber station for
decryption processing, and then passing the encrypted digital informaticn porticn and

the decrypted control signal portion tc a second decrypter at the subscriber station,

where the encrypted digital infermation portion is decrypted based on the decrypted

confrol signal portion at the second decryptor, and the resulting programming is then

presented.

Regarding claims 25-30, these claims are further limiling to claim 23 and are thus
alsc allocwable over the pricr art of recerd.

Regarding claim 37, Ostermann in view of Davidson teaches the method of claim
36 as described above. Ostermann, Davidson, as well as the other prior art of record

do not teach "wherein said schedule specifies a transmission time and a transmission

channel, sald method further comprising the steps of receiving and storing said
schedule at said transmitier station” in combination with the other limitations of claim 36.
Regarding claim 43, the pricr art of record dees not teach or suggest the claimed

method of receiving a transmission comprising encrypted materials, decrypting a first

portion of the encrypted materials under first processor centrol, inputting the first portion
of the encrypted materials to a decryptor, and decrypting a second portion of the

encrypted materials under secend precessor centrol based on the step of decrypting the

first portion of the encrypted malerials.
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Regarding claims 44-53, these claims are further limiting to ¢laim 43 and are thus

alsec allowable over the prior art of record.
Response to Argumentis
20.  Applicant's arguments with respect to new claims 22, 24, 31-36, 38-42, 54, and
55 have been considered but are moot in view cof the new ground(s) of rejection
provided above.
Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MICHAEL J. MCORE, JR., whose telephone number is
(571)272-3168. The examiner can normally be reached on Monday-Friday (7:30am -
4:00pmj).

If attempts fo reach the examiner by telephone are unsuccessful, the examiner's
supervisor, William Kerzuch can be reached at (571) 272-7589. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300.
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Infermation regarding the status of an application may be obtained from the
Patent Application Information Relrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available threugh Private PAIR only.
For more informaticn about the PAIR system, see http://pair-direct.uspto.gov. Sheuld
you have questions cn access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 8668-217-9197 {toll-free). If you would like assistance from a
USPTO Customer Service Representative or access tc the automated information
system, call 800-786-9198 (IN USA OR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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Docket Noo PMC-003-247

INTHE UNITED STATES PATENT AND TRADEMARK OFFICE

In ro Patent Applicadion of:
John C. Harvey et of.

Application No.: 057449413 Conlirmation No: 1756
Filed: May 24, 1993 Art Uniy; 2467

Forr SIGNAL PROCESSING APPARATUS AND Examince: Moore, Jr., Michaei |
METHODS

Mail Stop Petition
Commissioner lor Patenls
PO, Box 1430

Alexandria, VA 22313-1450

PETITION UNDER I7CFR § 1,182

Pursuant 1o 37 C.F R, § 1182, the assignee of this application, Personalized Media
Communications, LLOC FMC™ or “Applicant™), herchy petitions the United States Patens and
Trademark Office (“PTO” or “Patens Office™) for relicf not etherwise provided for under the
PTO reles. Specificalty, Applicant horeby petitions the Dircctor, under 37 CF.R S 1182 o
withdraw the recorded terminal disclaimer before the above-reicrenced patent application issucs

a% a patent,

L. Standard for Reqguesting Withdrawal of a Terminal Disciaimer

The Manual of Patent Examining Procedure (“MPEP™) § 1490 provides that i1 timely
requested, & recorded terminal disclaimer miay be withdrawn before the application in which it is
filed issucs as a patent.” The MPEP further notes that beeause a torminal disclaimoer does not
take offeet uniil afior a paient is granied and the public has noi thus relied upon the erminal
disclatmer, reliel from the entry of a terminal disclainier, winch 1s no longer appropriate or
proper, is properly availabic through a potition.

The filing and recordation of an unnecessary torminal disclaimer kas been characiorived

as an "unhappy circwmstancc” in fu re Jearoft, 392 F.2d 633, 137 USPQ 363 (COPA 1968).
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Further, MPEP § 1490 states that “there is no statutory prohibition against nullifying or
otherwise canceling the offect of a recorded wrminal disclaimer whick was erroncously fied
hefore the patent issucs.” The PTO has held that the proper time-—and indecd the only time——a
icrminal disclaimer may be withdrawn is prior to the issusnce ol a patent, Decision Denving
FPetition, in re Reissue Application of Lee et of, Reissue Application No. 09/933,918, March 21,
2005 (“Lee Decision™.! As demonstrated below, the Tenminal Disclaimer filed in this

apphication is no longer appropriate aad should he withdrawn,

II. Factual Background

‘The Tormeinal Disclaimer in the above-referenced application was filed March 19, 2001
as part of a Potition under 37 CFR. § 1181 requesting that the Commussion of Palonis withdraw
the Janwary 1§, 2001 holding of abandonment.

By way of background, the Office issued 2o Initial Notiee of Non-Responsiveness on

Junc 8, 2000 {June ‘00 Communication] in the instant application. The Examiner alfeged that

Applicants’ Scpiomber 4, 1998 response ("September "98 rosponse™) to the March 4, 1998 Non-

Final Office Actzon (March "898 Action} was not fully respousive, specifically. by contending that

Applicants deliberately omitied identification of support for the Scction 112 rejections.
se, demonsirating that

Applicants filed a Reguest for roconsideration on Junc 29, 2000 inre

the Ofice’s Jung 00 Conmmunieation was untimely as the PT(Q had already considered the
September ‘98 Respounse m full. In addition, Applicants demonstrated that the Seplember “98
Responsc was a compicte response Lo the March 98 Action and was 2 bona §ide attlompt Lo
advanee the application 10 a posilive final action.  The Olfice, nonctheless, issued a Natice of
abandonment on January 18, 2001,

In response to the January 18, 2001 Notice of Abandonment, Applicants filed a petition
under 37 C.FR, § 1181 oa Marck 19, 2001 requesting that the Commission of Patenis withdraw

the holding of abandonment of the instant apphcation including for the reasons previously stated

in the fune 29, 2080 response. Applicanis petittoned the Commission of Patents under 37 PR,

raveat |
twhat is bere controlling s

‘petitioner know, or should have ki

terming! disclabmer vis reissue bee
: Lew Decision furt

reguest ssuanee of the ¢
that petitioner seeks 0 correct an issued paten

. not & pending application as here.
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§ 1137, in the alternative, for revivai of an abandoned application. At the samc time, Applicant

also submited the Torminagl D

CEFR.§132Hcyand di

imor (“March "0 Terminal BHaclaimer™) pursuant 10 37

laimod, in esseatial torns, the erminal part of the statutory term of any
patent granied on the shove-relorenced application cquivalent io the alleged perod of
absndonment. Applicant noted thst in the event that the March "07 Petition was granted, this
apphication would be considered nover 1 have been abandoned and accordingly, the (erminal

part of the term of this patent disclazmed would be no period at all.

On April 18, 2002, the PTO mailed a Petition Decision (April *02 Pention Decision
vacating the Notice of Abandonment and withdrawing the holding of abandenment, On the
same date, PTO mailed a Suspension of Action Netice. As a resuly, the prosccution of the

[t 18, 2002 pendimg action in “RECR” group

apphication was held in sbeyance beginning on Ay
“A" application (U.S. Patent Application Scrial No. 08/449.263).

On July 6, 2011, the PTO mailed g [inal Office action in which claims cortain pending
claims ol the prosent application woere rejected on the ground of nonsiatutory obvicusness-type
doubic patenting as being unpatentable over claims of [1LS. Patent No. 7,801, 304, 1.5, Patent
No. 7.805. 749 and 1.8, Paient No. 7,801,304 in view of Yanagimachi. The Office has glven no

cffcet 1o the March "0 Torminal Disclaimer, The Examiner in the Office aciion states that a

timely filed termingl disclaimoer may be used to overcome the deubls aling rejection,

III.  Basis for Request for Withdrawal

As discussed above, the March 01 Terminal Disclaimer was {iled o disclaim part of the
werm of the patent that issucs [rom this apphoation cguivalont (o the poried of its shandenmenl,
Because, the Apri) *02 Petition Decision vacated the Notice of Abandonment and withdrew the
holding of abandonment, there was no period of abandonment for the March "1 Tormenal
Disclaimer to disclaim as a resylt, For this reasen along, the March 01 Terminal Esclaimer
shouid simply not be given ctfect.

As noted above, the MLPEP. § 1490 acknowledges that undes appropriate circumslance,
consisiont with the orderly adminisiration of the examination process, the nuliification of

recorded torminal disclaimer 1s appropriaie. This is such g circumstance. The withdrawal of

this iormingal dis

imer s consistent with the erdeely sdministration of this prosecution. This s

nol a civcumslance i which the propriciy of a prior double palenting rejection is being reopencd.
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As discussed above, the March "01 Terminal Disclaimer was not filed in response 1o a doubic
patonting rejection. Rather, the Examinor in the rocemt final Office Action has made a now
douhlc patent rejection in response o claims newly added to this application. The Examiner has
givenr no eltoet 1o the March *01 Terminal Disclaimer, The most orderly manner in which o
proceed is w0 nuiiily the Mareh “01 Torminal Bisclaimer. Applicant should have the opportunity
to smend the claims as proposed to sveid this new double patenting rejection,

tn additien to this reason, Applicants carnestly requests thal the terminal disclaimer be
withdrawn becausc it has becn ten years since its initial {iling and the claims as they existed

when the terminal disclaimer was filed are substantially difforent from the claims of the insiant

application today. In the cowrse of prosccuting ihis applicatior and its co-pending applications,

the Apphoants and the Examiner agreed that subject maller not [ound o be aliowable during

prosecuiion of so called “DECR” group “A" application {U.5N. Patent Application Serial No.

08,449,263 ) may be furiher proseculed in the instant apphicaton. As a resull, Applicanis have
added clairas 1o the instant application, via a Supplomental Amendment, corresponding to
subject matier previousty pursucd in the so called "DECR™ group "A” application (U5, Patent
Application Scrial No. 08/449,2633. Applicants have also cancelled the fone claim contained in

the instant applicatton when the torminal disclaimer was filed. In Applicant’s view, a simple

15 a3 they exisied a1 the Gme of the Termiral Disclaimer and the claims a5
they exist now aftor the incorporation of the so called "DECR” group "A” application (115,
Patent Apphication Scrial No. 38/449.263) claims will demonstrate the merits of s current
reguest.

For aif these reasons, Applicant rospectelly roquests withdrawal of the March 01

Terminal Disclaimer,
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Pleasc charge any shortage in fees duc in connceiier with the filing of this
commuynication 10 Deposit Account No, 50-4494, and please credit any execss 008 0 such

doposit account.

Dated: Sepiember 12, 2011 Respectiully submitled,

By /[Thomas . Scoit, Jr/
Thomas . Scotl, i
Registration No. 27,836
GOODWIN PROCTER LLP
9 Neow York Avenue, NW
Washingion, DC 2000}
{202y 346-4000
Attorney for Applicanis

A
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Afexandria, VA 22313-1450

WWwW.USPLO.gOoYV

GOCDWIN PROCTER LLP
901 NEW YORK AVENUE, N.W.
WASHINGTON DC 20001 MAILED
SEP 22201
In re Application of OFFICE OF PETITIONS
HARVEY et al. :
Application No. 08/449.413 : DECISION ON PETITION

Filed: 05/24/1995
Attorney Docket No. 5634.174

This is a decision on the petition under 37 CFR 1.182 filed September 12, 2011,

Applicants request that the Office withdraw the previously filed terminal disclaimer submitted on
March 19, 2001.

As the examiner has concurred, the requested relief can be favorably considered. Accordingly, the
petition is granted.

The Office acknowledges the $400.00 petition fee.

This matter is being referred to Technology Center Art Unit 2400 for correction of PALM and file
records consistent with this decision.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-3211.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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Docket No.: PMC-003-C247
(PATENT)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application oft
John C. Harvey and James W. Cuddihy

Application No.: 08/449,413 Confirmaticn No.: 1756
Filed: May 24, 1995 Art Unit: 2400

For:  SIGNAL PROCESSING APPARATUS AND Examiner: William Korzuch
METHODS

INFORMATION DISCLOSURE STATEMENT (IDS}

Commissicner for Patents
P.Q. Box 1450
Alexandria, VA 22313-1450

Dear Sir:

Prosecution of this application has recently been continued after being suspended since
2005. This application was held in abeyance from examination by the Office pending final action in
a corresponding so-called “A’” application, U.S. Patent Application Serial No. 08/449,263 (issued as
U.S. Patent 7,801,304 on September 21, 2010) as explained in the Supplemental Amendment filed
April 5, 2011 in this application and in the Comments on Statement of Reasons for Allowance filed
March 10, 2010, in the 08/449 263 application. During the suspension applicant filed no additional
Information Disclosure Statements in this application, However, additionzl Information Disclosure
Statement were filed in Application Serial No. 08/449.263 and Applicants other copending A"
applicaticns. This Information Disclosure Statement cites the references of record in Application
Serial No. 08/449,263 and Applicants other *A” applicaticn, but are not yet of record in this

application.

This application is a continuation of Application Serial No. 08/113,329 (issued as U.S.
Patent 7,856,650 on Decernber 21, 2010), which is a continuation of Application Serial No.
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Application No.: (8/449.413 2 Docket No.: PMC-C247

08/056,501 (which issued as U.S. Patent 5,335,277 on August 2, 1994), which is a continuation of
Application Serial No, 07/849,226 (which issued as U.S, Patent 5,233,654 on August 3, 1993} with
is a continuation of Application Sertal No. §7/096.096 (which issued as U.S. Patent 4,965,825 on
October 23, 1990), which is a continuation-in-part of Applicaticn Serial Ne. 06/829,531 (which
issued as U.S. Patent 7,704,725 on November 3, [987), which in turn is a continuation of
Application Serial No. 36/317,510 (which issued as U.S. Patent 4,694,490 on September 15, 1987).
Numercus of Applicants” copending applications having the above priority claim {including this
application) share a specification with application 07/096,096 and each of its descendent
applications. Of these copending applications, Application Serfal No. 08/480,060 issued as U.S.
Patent 5.887.243 on March 23, 1999. On or subsequent to June §, 2010, 53 of these co-pending
patents have issued, including applications 08/113,329 and 08/449,263 discussed above. Another
three applications have been allowed and the issue fee has been paid. Of note applications
008/470,571 {issued as U.S. Patent 7,734,251 on June 8, 2010 and 08/487,526 (issued as U.S.
Patent 7,747,217 on June 29, 2010} each issued as patent after appeal to the Beard of Patent
Appeals and Interferences (“Board”). The decisicn in the *251 Application was 1ssued on March
23, 2009, in Appeal 2007-1837 and a decision on rehearing was issued on June 24, 2009. The
decisicn in the 526 Application was issued January 13, 2009, in Appeal 2007-2115.

Each of the seven patents issued prior te June §, 2010 have been subject te cne or mere
reexaminaticn proceedings. These reexamination proceedings are summarized below and in the
chart attached as Appendix A. U.S. Patent 4,694,490 underwent reexamination in Reexamination
Control No. 90/006,800. The Examiner’s rejections were appealed to the Board in Appeal 2008-
0334. The Board issued a decision on June 30, 2008. A decisicn on rehearing was issued on
December 18, 2008. Reexamination Certificate No. 4,694,490 CI issued by the Board on June 23,
2009.

U.S. Patent 4,704,725 underwent reexamination in a merged proceeding of
Reexamination Control Nos. 90/006,697 and 90/006,841. The Examiner’s rejections were appealed
to the Board in Appeal 2007-4044. The Board issued a decision on June 30, 2008. A decision on

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1066



Application No.: (8/449.413 3 Docket No.: PMC-C247

rehearing was issued by the Board on Decemnber 18, 2008. Reexamination Certificate No,

4,704,725 C1 issued on June 16, 2009,

U.S. Patent 4,965,825 underwent reexamination in Reexamination Control No.
90/006,536. The Examiner’s rejections were appealed to the Board in Appeal 2008-4228. The
Board issued a decision on December 19, 2008. A decision on rehearing was issued by the Board
on May 22, 2009. Reexamination Certificate No. 4,965,825 C1 issued on November 10, 2009.
Reexamination Certificate No. 4,965825 C2 issued on October 20, 2010 as result of a second
reexaminaticn in Reexamination Control No. 90/010,709. A third reexamination proceeding.

Reexamination Control No, 90/01 1,274 remains pending regarding the *825 Patent.

U.S. Patent 5,109,414 underwent reexamination in Reexamination Control No.
90/006,838. The Examiner’s rejections were appealed to the Board in Appeal 2008-4864. The
Board issued a decision on January 7, 2009. Reexamination Certificate 5,109,414 C| 1ssued on
August 4, 2009. Reexamination Certificate 5,109,414 C2 issued on June 7, 2010, as a result of a
second reexamination in Reexamination Centrol No, 90/011,016. A third reexamination request for
reexamination assigned Reexamination Control No. 90/01 1,744 was granted on September 2, 2011

and is currently pending.

U.S. Patent 5,233,654 underwent reexamination in a merged proceeding of
Reexamination Control Nos. 90/006,606, 90/006,703 and 90/006,839. Reexamination Certificate
5,233,654 CI issued February 17, 2009, as result of this proceeding,.

U.S. Patent 5,335,277 is undergoing reexamination in a merged proceeding of
Reexamination Control Nos. 90/006,563 and 90/006,698. The Examiner’s rejections were appealed
to the Board in Appeal 2009-6825. The Board issued a decision on January 19, 2010. A decision
on rehearing was issued on September 27, 2010. An appeal of the Board’s decision is pending

before the U.S. Court of Appeals for the Federal Circuit (“Federal Circuit”).

U.S. Patent 5,887,243 underwent reexamination in Reexamination Control Ne,

90/006,688. The Examiner’s rejections were appealed to the Board in Appeal 2008-4816. The
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Application No.: (8/449.413 4 Docket No.: PMC-C247

Board issue da decision on March 5, 2009, A decision on rehearing was issued on June 1, 2009,

Reexamination Certificate 5,887,243 C1 issued on October 13, 2009,

Applicants’ issued patent have been asserted in several proceedings. U.S. Patents
4,965,825, 5,109,414 and 5,335,277 were asserted in the U.S. District Court, Eastern District of
Virginia in Personalized Mass Media Corp. v. The Weather Channel, Ine. et al., Doc. No.
2:95¢cv242 (“Virginia Action”™). The case was settled prior to any substantive decision by the Court
although one procedural decision was published at 899 F.Supp. 239 (E.D. Va. 1995). The
procedural decision can be found in the Related Proceedings Appendices filed in each of the appeals
to the Beard listed above, for example, with the Appeal Brief filed February 22, 2007, in
Reexamination Control No, 90/006,838.

U.S. Patent 5,335,277 was invelved in the matter of Certain Digital Satellite System
(DDS) Receivers and Componenis Thereof before the United States International Trade Commissicn
{“Commission™), Investigaticn No. 337-TA-392 (“ITC Investigation™). The Administrative Law
Judge (“ALJ") issued an “Initial Determination Granting Motion for Summary Determination of
Invalidity of Claim 35 of the *277 Patent” on May 16, 1997. This determination was appealed to
the Federal Circuit, which affirmed the Commission decisicn in a decision decided January 7, 1999.
The ALJ 1ssued “Initial and Recommended Determinations™ on October 31, 1997, The Commission
adopted certain of the ALJ’s findings and took ne position cn certain other issues in a “Notice of
Final Cemmissicn Determination Of No Violation Of Section 337 Of The Tariff Act Of 1930,”
dated December 4, 1997. The determination was appealed to the Federal Circuit, which affirmed-
in-part, reversed-in-part, vacated-in-part, and remanded in & decision decided November 24, 1998,
and published at 161 F.3d 696, 48 U.5.P.Q.2d 1180. On remand, the complainant moved to
terminate the investigation. The Commissicn issued a “Netice of Commission Decision To
Terminate The Investigation And To Vacate Portions Of The Initizl Determination™ on May 13,
1999. ). The ITC and Federal Circuit decisions can be found in the Related Proceedings
Appendices filed in each of the appeals to the Board listed above, for example, with the Appeal
Brief filed February 22, 2007, in Reexamination Control Ne. 90/006,838.
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Application No.: (8/449.413 5 Docket No.: PMC-C247

U.S. Patents 4,965,825, 5,109,414 and 5,335,277 were asserted in the U.S. District
Court, Northern District of Califomia in Personalized Media Communications, 1.L.C v, Thomson
Consumer Electronics et al., Doc No. C-96 20957 SW (EAI). The case was stayed during the
Cemmissien preceeding and was thereafter voluntarily dismissed by the plaintiffs. The Ceurt

issued no substantive decisions.

U.S. Patents 4,694,490, 4,965,825, 5,109,414, 5233,654, 5335,277 and 5,887,243 are
asserted in the U.S. District Court, District of Delaware in Pegasus Development Corp. v. IIRECTV
Ine., Doc. No. CA 00- 1020 (“Delaware Action™). Special Master Robert L. Harmon issued a
“Report And Recommendation Of Special Master Regarding Claim Construction.” On March 29,
2003, Special Master Harmon issued a letter clarifying his report, The Court has taken no further
action in this case as it has been stayed pending resolution of the reexamination proceedings. The
Harmon Report can be found in the Related Proceedings Appendices filed in each of the appeals te
the Board listed above, for example, with the Appeal Brief filed February 22, 2007, in
Reexamination Control Ne. 90/006,838. Materials that are not prior art, but reflect the parties
arguments related to the patents, can be found in the Information Disclosure Statement filed in the

reexamination proceedings on October 28, 2003,

Each of the patents issued prior to June 8, 2010 were asserted in the U.S. District Court,
Northern District of Georgia in the case styled Personalized Media Communications, LLC v.
Scientific-Atlanta, Inc. et al., Doc. No. 1:02-CV-824 (CAP) (*Atlanta Action”). The Court issued
an order construing the claims at issue that adopts with minor modifications the Special Master’s
Report and Recommendation construing the claim terms disputed in that litigation. The court has
dismissed this case. The defendants have appealed the dismissal. A third-party has appealed a
licensing issued unrelated to patentability or infringement The Markman Decisions can be found in
the Related Proceedings Appendices filed in each of the appeals to the Board listed above, for
example, with the Appeal Brief filed February 22, 2007, in Reexamination Control No. 90/006,838.
Materials that are not prior art, but reflect the parties arguments related to the patents, can be found
in the Information Disclosure Statement filed in the reexamination proceedings cn October 28,

2005.
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Application No.: (8/449.413 6 Docket No.: PMC-C247

U.S. Patents 4,694 490, 4 965,825, 5,109,414, 5233654, 5335,277 and 5,887,243 are
also asserted in the U.S, District Court, Eastern District of Texas, in Persondlized Mediu
Communications, I.1.C. v. Motorola, Inc. ¢f al., Doc. No, 2:08-CV-00070 ("“Texas Action”). The

Ceurt has not yet issued any substantive ruling is this litigaticn.

Prior art cited in the above proceeding prior to the suspension of this application have
previcusly been included in previously filed Information Disclosure Statements. This Information
Disclosure Statement includes the materials cited in the copending applications and reexamination
proceedings after the suspension of this applicaticn. In additien. materials recently cited in the

Texas Action are including in this Information Disclosure Statement,

Pursuant to 37 CFR 1.56, 1.97 and 1.98, the attention of the Patent and Trademark
Office 15 hereby directed to the references listed on the attached PTCQ/SB/08. The U.S. materials
listed from pages [-21 (ending with RE 34,034}, the foreign materials listed from pages 22-29
{ending with JP 61267474} and the other documents listed from pages 25-62 (ending with the
memo to Bernie Kotten)are cited in applicants’ related patents, either during the original
prosecution or during the reexamination proceedings. The U.S. materials listed on page 21 (starting
with U.S. Patent No. 3,982,062), the fereign materials listed on pages 24-25 (starting with JP 50-
091215) and the other documents listed on pages 62-70 (starting with “A Proposal to Construct a
Broadband Cable Communications System for Saint Paul) have been recently cited in the Texas
Action. It is respectfully requested that the information be expressly considered during the
prosecution of this application, and that the references be made of record therein and appear among
the “References Cited” on any patent to issue therefrom, This Information Disclosure Statement is

filed before the mailing date of a Final Office Action or Notice of Allowance.

In accordance with 37 CFR 1.98{a}2)(ii), Applicant has not submitted copies of U.S.
patents and U.S. patent applications. Applicant submits herewith copies of foreign patents and non-
patent literature in accordance with 37 CER 1.98(a){2). A concise explanation of relevance of the
items listed on form PTO/SB/0S is given for foreign language references based the assertions made

in prior prosecution and litigation. Applicant has not fully reviewed all the statements made by
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Application No.: (8/449.413 7 Docket No.: PMC-C247

third parties when asserting art against related patents and, thus, provides these summaries for the
convenience of the Examiner’s searches, Applicant will fully address the content of any reference

should it be applied in a rejection.

In accordance with 37 CFR 1.97{g), the filing of this Information Disclosure Statement
shall not be construed to mean that a search has been made or that no other material information as
defined in 37 CEFR 1.56(a) exists. In accordance with 37 CER 1.97(h), the filing of this Information
Disclosure Statement shall not be construed to be an admission that any patent, publication or other

informaticon referred to therein is “prior art” for this invention unless specifically designated as such.

It is submitted that the Information Disclosure Statement is in compliance with 37 CFR

1.98 and the Examiner is respectfully requested to consider the listed references.

Please charge cur Credit Card in the amount of $180.00 covering the fee set forth in 37
CFR 1,17(p). The Director is hereby authorized to charge any deficiency in the fees filed, asserted
to be filed or which should have been filed herewith {or with any paper hereafter filed in this
applicaticn by this firm) to our Deposit Account Ne. 50-4494, under Order No. PMC-003C247.

Dated: September 26, 2011 Respectfully submitted,

By /Thomas J. Scett, Jr./
Thomas J. Scott, Ir.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washington, DC 20001
(202) 346-4000
Attorney for Applicant
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Docket No.: PMC-003C247

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of;

John C. Harvey et al.

Application No.: 08/449,413 Confirmaticn No.: 1756

Filed: May 24, 1995 Art Unit: 2467

For; SIGNAL PROCESSING APPARATUS AND Examiner; Moore Jr., Michael J,
METHODS

AMENDMENT AND REQUEST FOR RECONSIDERATION
UNDER 37 C.F.R. §1.111

MS Amendment
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Dear Sir;
In response to the non-final Office Action mailed July 6, 2011, {*Non-Final Office
Action” or “the Action”} from the Patent and Trademark Office (“‘the Office™) allowing claims

23, 25-30, and 43-53; rejecting claims 22, 24, 31-36, 38-42, 54 and 55; and objecting to claim

37, please amend the above-identified U.S. patent applicaticn as follows:

Amendment to the Claims are reflected in the listing of the claims that begins on page 2
of this paper.

Remarks begin on page [1.
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AMENDMENT TO THE CLAIMS

[ - 21. (Cancelled)

22, (Previously Presented) A method for controlling the decryption of encrypted

programming at a subscriber station, said method comprising the steps of:

receiving encrypted programming, said encrypted programming having an encrypted

control signal;
detecting said centrol signal;
passing said control signal to a decryptor at said subscriber station;
decrypting said control signal;

decrypting said encrypted pregramming to form decrypted pregramming based on said

control signal; and
presenting said decrypted programming to a viewer or listener.

23. {Previously Presented) A method for centrolling the decryption of programming

at a subscriber station, said method comprising the steps of:

receiving programming, said pregramming having a first encrypted digital control signal

porticn and an encrypted digital information portion;
detecting said first encrypted digital control signal portion of said programming;

passing said first encrypted digital control signal pertion of said programming to a first

decryptor at said subscriber station;

decrypting said first encrypted digital contrel signal portion of said programming using

said first decryptor at said subscriber station;

passing said encrypted digital information pertion of said programming and the decrypted

control signal portion te a second decryptor at said subscriber station;
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decrypting said encrypted digital information pertion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24.  (Previously Presented) A method of contrelling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station tc

process or cutput a unit of programming, said method comprising the steps of:

receiving a control signal which operates at the remote transmitter station to control the
communication of a unit of pregramming and one or more first instruct signals and

communicating said control signal tc said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote transmitter station transferring said unit of programming

to a transmitter;

receiving at said remote transmitter station one or more second instruct signals which
operate at the subscriber station to identify or decrypt said unit of programming or said one or
more first instruct signals, said remote transmitter station transferring said one or moere second

instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission comprising
said unit of programming, said one cr more first instruct signals, and said cne or more second
instruct signals, said one or more first instruct signals being transmitted in accordance with said

control signal.

25. (Previously Presented) The method of claim 23, wherein said programming

further includes encrypted videc.

20. {Previously Presented) The methed of claim 23, wherein said subscriber station

stores information that evidences precessing said programming.

27.  (Previously Presented) The method of claim 23, wherein said programming is

received at said subscriber station in one channel of a multichannel signal and a second control
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signal portion used to decrypt said programming is included in said multichannel signal outside

said one channel.

28. (Previously Presented) The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second contrel signal portion

used to decrypt the first contrel signal portion.

29, (Previously Presented) The methed of claim 23, wherein the subscriber station
detects, in a transmission channel for transmitting the programming, a second control signal
porticn used to decrypt the first contrel signal portion, and wherein the second control signal
porticn is encrypted, and wherein the second control signal portion is decrypted in order to

enable decryption of the first control signal portion.

30.  (Previously Presented) The method of claim 23, wherein said programming

includes computer data,

31. (Currently Amended) A method of controlling at least one of a plurality of

receiver stations, said method comprising the steps of:

receiving downloadable code which is effective at said at least one of said plurality of
receiver stations to implement a new technique of decrypting and delivering the downloadable

code to at least one transmitter;

receiving satd at least one contrel signal which at said at least one of said plurality of

receiver stations operates to execute the downloadable code; and

causing said at least one contrel signal to be communicated to said at least one transmitter

at a specific time,

thereby to transmit at least one information transmission including the downloadable

code and said at least one control signal.

32, (Previously Presented) The method of ¢claim 31, wherein a television program is

displayed at a receiver station and said downloadable code and said at least one control signal
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program said receiver station to decrypt said television program in accordance with said new

technigque.

33.  (Previously Presented) A method of communicating television program material

to one or more receiver stations, said methed comprising the steps of:

receiving a television program at a transmitter station and delivering said television

program 1o a transmitter;

receiving and storing one or more instruct signals at said transmitter station, said one or
more instruct signals at said cne or more receiver stations operative to implement a new

technique of decrypting;
transferring said one or more instruct signals te said transmitter; and

transmitting said television program and said one or more instruct signals from said

transmitter station to said one or more receiver stations.

34, (Currently Amended} A method of processing signals at a receiver station

comprising the steps of:
receiving at least one information transmission;
detecting a plurality of signals e in said at least one information transmission;
changing a decryption technique in response to at least a first of said plurality of signals;

decrypting a second of said plurality of signals en the basis of said changed decryption

technigue;
passing said decrypted second of said plurality of signals to a controllable device; and

controlling said centrollable device on the basis of said passed decrypted second of said

plurality of signals.

35. (Previously Presented) The methed of claim 33, wherein said step of transferring

is performed based on comparison.
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36.  (Previously Presented) The method of claim 33, wherein said step of transferring

is performed in accordance with a schedule,

37. (Previously Presented) The method of claim 36, wherein said schedule specifies a
transmission time and a transmission channel, said method further comprising the steps of

receiving and storing said schedule at said transmitter station.

38. (Previously Presented) The methed of claim 33, wherein said one or more instruct
signals operate at said one or moere receiver stations based on an identifier, said method further

comprising the step of transmitting said identifier.

39. {Previously Presented) The method of claim 38, wherein an information
transmission including said television program is received at said one or more receiver stations,
wherein said television program is outputted at said one or more receiver stations, and wherein
said identifier identifies at least one of (i} said television program and (ii} a channel including

said television program.

43.  (Currently Amended) A method of processing signals at a receiver station

comprising the steps of:

receiving at least one information transmission;

locating
Hirst signal efsaid-ploralinefsisnals including dewnleadable code;

=

passing said dewnleadable code to a processor;,

centrolling a decrypter to decrypt in a specific fashion on the basis of sald éewnloadable

code;

decrypting a portion of said at least one information transmission atleast onesecond

5 in said specific fashion; and

passing said decrypted portion of said at least one infermation transmission atHeast-ene
secendsigaal to one of said processer and an output device.
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41.  (Previously Presented} A method of contrelling a receiver station to detect digital
data and control a decryptor based on a varying pattern of timing or location, said method of

controlling comprising the steps of:
receiving programming and delivering said programming to a transmitter;

receiving digital data comprising at least an instruct signal and communicating said
digital data to a signal embedder, said instruct signal operative at said receiver station te control

said decryptor;

controlling said signal embedder to embed said digital data in an information

transmission in a varying pattern of timing or lecation;
communicating said information transmission to said transmitter; and

transmitting said programming and said information transmission including said digital

data.

42, (Previously Presented) A method of processing signals at a receiver station

comprising the steps of:
receiving at least one information transmission;
detecting a plurality of signals on said at least one information transmission;

decrypting at least one of said plurality of signals, said at least one decrypted signal

including at least one instruct signal which is effective to instruct;
passing the at least one decrypted instruct signal to a contrellable device; and

controlling said controllable device on the basis of decrypted information included in said

at least one decrypted instruct signal.

43, (Previously Presented) A method for decrypter activation in a network

comprising:

receiving a transmission comprising encrypted materials;
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decrypting under first processor control a first pertion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under second processor control a second portion of said encrypted materials

based cn said step of decrypting said first portion of said encrypted materials.

a4, (Previously Presented) The methed of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the frequency domain.

45, {Previously Presented) The method of claim 44 wherein said transmission is a

cable system broadcast.

45, {Previously Presented} The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the time domain,

47.  (Previously Presented) The methed of claim 43 wherein said transmission in said

step of receiving a transmission is generated at a local data scurce.

48, (Previously Presented) The methed of claim 47 wherein said local data source

comprises a VCR.

49, (Previously Presented) The method of claim 47 wherein said local data source

comprises a laser disk.

50.  (Previously Presented) The method of claim 43 wherein said encrypted materials

comprise a portion of a televisicn program,

51 (Previously Presented) The method of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for decryption are received from different

SOUrces.

52. (Previously Presented) The method of claim 51, further comprising the step of
contacting a remote transmitter station to receive one of said transmission and said signal

necessary for decryption,
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53.  (Previously Presented) The method of claim 51, wherein a signal necessary for

decryption is communicated by telephone,

54, (Previously Presented) A method of providing an enabling signal to & receiver
station from a remete data scurce, said enabling signal for use in decrypting at the receiver
station a pregramming signal, said receiver station being programmed to get informaticn

necessary for enabling a programming signal, said method comprising the steps of:

storing at the remote data scurce one or more contrel signals for enabling a decryptor to

decrypt a video;

receiving at the remote data source from the receiver station & communication o get

specific enabling information;

communicating, from the remote data scurce to the receiver station in response to said

communication from the receiver station, a control signal,

whereby the receiver station inputs said control signal to a decryptor, and wherein said

decryptor decrypts said pregramming signal.

55. (Previously Presented) A method of processing signals at a receiver station

comprising the steps of:
receiving one or more information transmissions at said receiver station;

detecting a plurality of signals on said one or more information transmissions, at least a

first of one of said plurality of signals including a control signal;
controlling a decryptor in response to said contrel signal;

decrypting or enabling communication of at least a second of said plurality of signals on

the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals to a

controllable device; and
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controlling said centrollable device en the basis of said passed decrypted or enabled at

least said second of said plurality of signals,

56. {(New) A method of processing signals at a receiver station comprising the steps

receiving at least one information transmission;

identifying a plurality of signals in said at least one information transmission;

selecting a first signal of said plurality of signals including downloadable code:

passing said downloadable code to a processor:

controlling a decrypter to decrypt in a specific fashion on the basis of said downloadable

decrypting at least one second signal of said plurality of signals in said specific fashion;

and

passing said at least one second signal to one of said processor and an output device,
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REMARKS

L Status of claims

Applicants add new claim 56. Claims 22-56 are pending in this application. The Office
identified claims 23, 25-30, and 43-53 as allowable over the prior art. The Office rejected claims
22,24, 31-36, 38-42, 54 and 55 and objected to claim 37. Applicants respectfully request
reconsideraticn of the rejected claims and objected te claim in view of the following remarks.

Applicants amend claims 31, 34, and 40. The amendments are made in respense to the
Non-Final Office Action. Applicants submit that this Amendment and Request for
Reconsideration Under 37 C.F.R. §1.111 places this applicaticn in condition for allowance by
amending the claims in manners that are believed to render all pending claims allowable over the
cited art. Applicants earnestly solicit a favorable reconsideration and prompt allowance of the
claims,
1L Claim Objection

The Nen-Final Office Action cbjected to claim 34 for incerrectly using “on™ in line 4 of
the claim. Applicants amend the claim, in accordance with the Examiner’s suggestion, such that
“on” is replaced with “in.” The claim is corrected and suitable for allowance.

III.  Double Patenting

A nonstatutery obviousness double patenting rejection requires that the rejected claim
would have been obvicus over the cited claim in the commenly owned issued patent. MPEP §
804 B.2.

Al Claims 22, 34, 54, and 55

Claims 22, 34, 54, and 55 are provisionally rejected on the ground of nonstatutory
obviousness-type double patenting as allegedly being unpatentable cver claims 1, 22, and 23 of

U.S. Patent No. 7,801,304, This is the patent that issued from Applicants” DECR 81 group “A”

Il
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applicatien, U.S. Patent Application Serial Ne. 08/449,263. If the Office maintains the rejection,
Applicants acknowledge that z timely filed terminal disclaimer in compliance with 37 C.F.R.
1.321(c) or 1.321(d) may be necessary to overcome the nonstatutory double patenting rejection.
However, Applicants request that the requirement for filing the terminal disclaimer be held in
abeyance, pending an indication of allowable subject matter from the Office in the present
applicatien. [f filed, the terminal disclaimer will disclaim, in essential terms, the terminal part of
the statutory term of any patent granted on the above-referenced application, extending beyond
the earliest expiration date of the DECR 81 group “*A” patent, U.S. Patent No. 7,801.304.

B. Claim 22

Claim 22 is rejected on the ground of nonstatutory cbviousness-type double patenting as
allegedly being unpatentable over claim 26 of U.S. Patent No. 7,805.749. This is the patent that
1ssued from the VIEW 81 group “A” application, U.S. Patent Application Serial No. 08/485,283.
Applicants respectfully traverse the rejection for the following reasons.

Claim 22 claims “a method for controlling the decryption of encrypted programming at &

subscriber station.” It discloses “receiving encrypted programming, said encrypted programming

having an encrypted control signal; detecting said control signal; passing said control signal to a

decryptor at said subscriber station; decrypting said control signal; decrypting said encrypted

programming to form decrypted programming based on said centrol signal; and presenting said

decrypted programming to a viewer or listener.”

Claim 26 of the VIEW 81 group “A” patent claims “a method for promoting and
delivering at least one of a product and a service for use with an interactive television viewing
apparatus.” It discloses, in part: “recelving a television program in a first programming signal...;
receiving said user input at said input device...; processing said user input; passing an encryption

code recetved in said first programming signal to a processor in response to said step of

12
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processing said user input; receiving encrypted information of said at least one of a preduct and a

service in a second programming signal; decrypting said encrypted information with said
encryption cede; and delivering said at least one of a product and a service to said user.”

Claim 22 of the instant application covers receiving encrypted programming with an
encrypted control signal. The control signal is decrypted and then used to decrypt the
programming. These limitations are not centemplated by claim 26 of the VIEW 81 group “A”
patent.

Claim 26 only covers receiving a television program and an encryption code in & first
programming signal. It is not claimed that the televisicn program or encryption code is
encrypted, Moreover, encrypted information is received only in a second programming signal,
by itself. The encryption code is used to decrypt the encrypted information, but the encryption
code does not have to be decrypted first, These limitations do not teach or suggest the
limitatiens of the instant application’s claim 22. A completely different, non-obvious invention
is contemplated by claim 22.

For at least these reasons, it is submitted that 22 is not rendered unpatentable cn the
ground of nonstatutory cbviousness-type double patenting over claim 26 of the VIEW 81 group
“A” patent. Applicants therefore respectfully request that the Examiner recensider and withdraw

this rejection.

C. Claim 24

Claim 24 is rejected on the ground of nonstatutory cbviousness-type double patenting as
being unpatentable over claim 14 of U.S. Patent No. 7,801,304, the DECR £1 group “A” patent,
in view of Yanagimachi et al. (U.S. Patent Ne. 3,936,595) (“Yanagimachi™). Applicants

respectfully traverse the rejection for the following reascns.
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Claim 24 of the instant application covers controlling the communication of a unit of
programming, It discloses “receiving at said remote transmitter station one or more second
instruct signals which operate at the subscriber staticn to identify or decrypt said unit of
programming or said one or more first instruct signals” These limitations are not contemnplated
by claim 14 of the DECR 81 group “A” patent.

The Nen-Final (ffice Action points te “receiving at said remote transmitter station said
one or more digital second instruct signals which operate at the subscriber station to decrypt said
digital programming” in claim [4 of the DECR 81 group “A” patent as teaching the
aforementioned limitations of claim 24. But, claim 14 fails to address second instructs signals
which operate at the subscriber station to decrypt as well as identify the unit of programming.
Claim 14 is also silent as to identifying or decrypting first instruct signals. Claim 14 fails to
teach or suggest the aforementioned limitations of the instant application’s claim 24,

Claim 24 further claims “receiving a code or datum identifying a unit of programming to
be transmitted by the remote transmitter station...” This limitations is not contemplated by
Yanagimachi.

Yanagimachi is directed to “"a programmed informatien transmission system wherein a
number of different program materials and contrel signals for controlling the progress and
combinations of the transmitted program matertals are simultaneously transmitted and in which
programmed information is constructed from a series of the transmitted pregram materials at a
receiver end on the basis of the transmitted control signals,” Col. 1, 11. 8-16. An allocaticn
control device produces control cedes that are added to video and audio signals at the transmitter
station, Col. 14, 1. 62 — Col. 15, 1. 28. But the control codes are not used to identify a unit of

programming to be transmitted, rather the contrel codes are used at a receiver statien “to control
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a manner of sequentially connecting program materials to construct at least one significant
program...” Col. 7, 1l. 24-26; See Col. 16,11, 22-43. Yanagimachi fails to teach this limitation
of claim 24.

For at least these reasons, it is submitted that 24 is not rendered unpatentable on the
ground of nonstatutory cbviousness-type double patenting over claim 14 of the DECR 81 group
“A” patent in view of Yanagimachi. A completely different, ncn-obvicus invention is
contemplated by claim 24. Applicants therefore respectfully request that the Examiner
reconsider and withdraw this rejection.

IV,  The Claims Particularly Point Out and Distinctly Claim the Subject Matter Which
Applicants Regard as the Invention, Pursuant to 35 U.S.C. §112, Second Paragraph

The Nen-Final Office Action rejected claims 31and 32 under 35 U.S.C, §112, second
paragraph, as being indefinite for failing to particularly point cut and distinctly claim the subject
matter which Applicants regard as the invention. The Examiner identified the limitation “said at
least one control signal” on line 6 of ¢claim 31 as having an insufficient antecedent basis. The
Action rejected claim 31 for containing the insufficiency and claim 32 for containing the same
insufficiency as depending on claim 31. Applicants amend claim 31 so that it now recites “at
least one control signal.” No new matter has been added. With this correction, Applicants

believe the application is allowable. All the claims now particularly point out and distinctly

claim the subject matter which Applicants regard as the inventicn.

V. The Prior Art Does not Anticipate Claims 22, 24, 31, 40-42, and 54-56
The Office action rejected claims 22, 40-42, and 55 under 35 U.S.C. 102(e) as allegedly
being anticipated by Davidson {Re. 31,735); claim 24 under 35 U.S.C. 102(b) as allegedly being

anticipated by Yanagimachi; and claims 31 and 54 under 35 U.S.C. 102(e) as allegedly being
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anticipated by Ostermann et al. (U.S. Patent No. 4,484,023) (“Ostermann”™). Applicants

respectfully traverse the rejections for the following reasons,

“A claim is anticipated only if each and every element as set forth in the claim is found,
either expressly or inherently described, in a single prior art reference,” Verdegaal Bros. v.
Union Oif Co. of California, 814 F2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987).
Applicants respectfully submit that cited art does not teach all the limitations of claims 22, 24,

31, 40-42, 54-36.

A. Description of Prior Art

I. Davidson

Davidson 1s directed to a “method and system for enceding and decoding of standard
television signals...” Col. 3, 11. 26-28. “[V]idec scrambling is effected by inversion of the video
signals of some horizontal scan lines on a pseude-random bias to produce a picture having some
video signals inverted and others not inverted which is unpleasant to view and virtually
unintelligible.” Col. 3, 1l. 29-34. Davidseon discloses converting analog audio signals to coded
digital audic signals. Col. 3, 1l. 34-36. A plurality of unique pulse-coded control signals
consisting of 32- bit binary pulse trains are transmitted separately to... provide the information

needed to unscramble the scrambled audic and video signals,” Col. 3, 11 36-41,

Claim 65 claims a receiver in a subscription television system having means for
conveying television signals include a video pertion, an aural portion, and an “‘encryption codes
signal” coemprising a sequence of “encryption cedes.” Col. 24, 11, 30-35. The aural portion is a
digitized audio signal “encrypted” in accordance with the “encryption codes signal.” Cel. 24,11

35-39. The receiver has means to detect and separate the “encryption codes” signal from the
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television signals; to separate the digitized and “encrypted” audio signal from television signals;
to return the detected audio signal to the “pre-encryption” digitized condition; and to return the
audio signal to the original analog format. Col. 24, 11. 40-50. However, there is no mention of
“encryption” anywhere in the description of the patent. Only scrambling and unscrambling is

disclosed.

Claim 72 claims a “television transmitter for generating television signals having a
program videc portion and program aural portien...” Col. 25, ll. 46-48. The transmitter has
means to generate & continuous sequence of “encryption codes”; to convey the pregram video
and program aural portions and the “encryption codes signal” from the transmitter to authorized
subscribers; to sample and digitize the program audic signal; to digitally “encrypt™ each digitized
program audic sample in response to the “encryption codes signal”; and to combine the
“encryption codes” signal, the digitized and “encrypted” audic program signal, and a video
program signal, with the carrier signals. Cel. 25, 1. 52 — col. 26, 1. 9. As mentioned above, there
is no menticn of “encryption” anywhere in the description of the patent. Only scrambling and

unscrambling is disclesed.

2. Yanagimachi

Yanagimachi is directed to “"a programmed information transmission system wherein a
number of different program materials and contrel signals for controlling the progress and
combinations of the transmitted program materials are simultanecusly transmitted and in which
pregrammed information is constructed from a series of the transmitted program materials at a

receiver end on the basis of the transmitted control signals,” Col. 1, 1. 8-16,
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A transmitter station receives video and audio signals from a video and audio signal
generating device. Col. 14,1, 51 —Col. 15,1. 5. An allocation control device at the transmitter
station produces control codes for effecting the channel allocation and transmission of the video
and audio signals. Col. 14, 1. 62 —Col. 15, 1. 2. The audio and video signals are processed and
the time divisicn multiplexed. Col. 15, 1l. 6-10. Program material control codes and video
identification numbers supplied by the allocation centrol device are added to the videe signals.
Col. 15, 11. 11-16. Audio start and end signals are added to the audio signals. Cel. 15, 11. [6-18.
An item control code is inserted in the code frames of a transmission signal that is then combined
with the video and audio signals. Col. 15, 1. 19-28. The combined information transmission

signal is stored in memory and then transmitted to a receiver station, Col, 15, 11, 28-32,

The receiver station receives the information transmission containing video signals, audio
signals, and & contrel code, Col, 16, 11. 23-25, A user makes a selection at an input terminal that
is compared to the control code. Col. 16, 1l. 25-30. The video and audio signals are separately
processed based on the comparison. Col. 16, 1. 30-36; Col. 16, 11. 37-43. The desired video
signal is fed tc a frame video buffer memory and stored therein before being read out tc a video
output terminal. Cel. 16, 11. 31-36. The desired audio signal is converted into an analog audio

signal and supplied to an audio output terminal. Col. 16, 1. 37-43.

3. Ostermann
Ostermann is directed to a “system for enciphering and deciphering data for transmission
between a transmitter and a receiver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, Il. 7-10. Ostermann discleses a receiver station

transmitting a cipher algorithm “from the cipher program storage 18 over z data transmission
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channel 28 te the program memory 22 of the programmable cipher computer [27 at the
transmitter station, Col. 2, 11, 38-41. “The cipher algorithm transmitted from the cipher program
storage 18 of cipher equipment [6 via channel 20 is stored in program memory 22 and used to

encipher the clear input data previded by input device 24 te transmitter 10.”

Ostermann also discloses another embodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28§ for sterage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col. 2, 11 39-62. The cipher equipment 12 at the transmitter staticn receives a bit sequence from
cipher computer 16 at the receiver station that enables the cipher program te be transferred from

long-term memory 28 to program memory 22, Col. 3,11, 10-19.

B. Claims 22, 40-42. 55, and 56 are not anticipated by Davidson

Claims 22, 40-42, and 55 claim material relating to the encryption and decryption of
signals. As menticned in Applicants” Supplemental Amendment filed April 5. 2311, the Beard
of Patent Appeals and Interferences decided in Ex parte Perscnalized Media Communications,
LLC (Appeal 2008-4228, Ex parte Reexamination Caontrol 90/006,536} at pages 53-54, that
encryption requires a digital signal. Here, each of the claims involves the use of digital signals
either through reference to ““digital” signals or through reference to “decryption™ and

“encryption.”

The Board also said that “Encryption and decryption are not broad enough to read on
scrambling and unscrambling.” Althcugh Davidson’s claims 65 and 72 claim means for
“encrypting” and “decrypting” a digitized audio signal, the patent’s descripticn merely describes

scrambling and unscrambling analog videe signals and digitizing analog audie signals. The
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scope of the limitations set forth in Davidson is limited te scrambling and unscrambling.
Therefore, claims 22, 40-42, and 55 of the instant application de not read on claims 65 and 72 of

the instant application.

Regardless, claims 22, 40-42, and 55 are not anticipated by Davidson for at least the

follewing reasons:

1. Claim 22

Claim 22, recites in part;

receiving encrypted programming, said encrypted programming
having an encrypted control signal;

detecting said control signal;
passing said contrel signal to a decryptor at said subscriber staticn;
decrypting said control signal;

These limitations are not taught by Davidson.

The Non-Final Office Action points to Davidson’s ¢laim 65, column 24, lines 30-50, tc
show that the invention discloses all the limitations of claim 22. But, claim 22 claims receiving
encrypted programming having an encrypted control signal. Davidson only teaches conveying a
composite television signal including a video portion, an aural portion, and an encryption coedes
signal. The encryption cedes signal is not encrypted itself. Moreover, claim 65°s means to
detect and separate the encryption codes signal from the television signals dees not teach the
detecting of the encrypted control signal, passing it to a decrypter, and the decrypting of the

control signal. Davidson fails to teach all the limitations of claim 22,

2. Claim 40

20
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Claim 40, as amended, recites in part *locating a signal including cede.” This limitation

is not taught by Davidson.

Claim 40 has been amended so that it now recites “lecating” instead of “detecting.” The
Non-Final Office Action points tc Davidson’s claim 65, column 24, lines 40-43, to show
“detecting.” Claim 65 discloses an encryption cedes signal detector means for detecting and
separating the encryption codes signal and an aural detecter means for detecting and separating

it

the aural portion. But Davidson fails to teach “locating.

Davidson’s receiver receives sets of signals at receiving antenna 36. Col. 8, 1. 57-68.
The sets of signals are then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Col. 9, 1l. [-11. The receiver does not perform any “locating™ of
the signals in the transmission. The RF splitter is able to split the signals because the received
transmission is composed of the uniform set of signals. Therefore, Davidson fails to teach this

limitation of claim 40.

3. Claim 41
Claim 41, recites in part:

receiving programming and delivering said programming to a
transmitter;

receiving digital data comprising at least an instruct signal and
coemmunicating said digital data to a signal embedder, said instruct signal

operative at said receiver station to control said decryptor;

centrolling said signal embedder to embed said digital data in an
information transmission in a varying pattermn of timing or location;

These limitations are not taught by Davidson.

21
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The Non-Final Office Action points to Davidson’s ¢laim 72, column 25, line 45 — ¢olumn
20, line 9, to show that the invention discloses all the limitations of claim 41, Davidson’s claim
only sets forth means for generating television signals and encrypticn codes. The audic signal is
then digitized at the transmitter station. Davidsen’s claim is silent regarding delivering
programming and communicating infermation to a transmitter. Moereover, claim 72 fails to teach
embedding digital data in an infermation transmission in a varying pattern of timing or location.
It only claims means for “combining the encryption codes signal, the digitized and encrypted
audio program signal, a videc program signal, with the carrier signals whereby... [they each] can
be individually separated at a receiver.” Col. 26, ll. 4-9. Claim 72 is silent as to how digital data
is embedded in an information transmission, Davidson fails te teach all the limitations of claim

4l.

4, Claim 42
Claim 42, recites in part:

decrypting at least one of said plurality of signals, said at least one
decrypted signal including at least one instruct signal which is effective to
instruct;

passing the at least one decrypted instruct signal to a controllable
device; and

centrolling said controllable device on the basis of decrypted
informaticn included in said at least one decrypted instruct signal.

These limitations are not taught by Davidson.

The Non-Final Office Action points to Davidson’s claim 63, column 24, lines 30-50, to
show that the invention discloses all the limitations of ¢laim 42. Claim 65 teaches means for

decrypting a digitized audic signal but fails to teach decrypting a signal that includes at least one
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instruct signal which is effective to instruct. Moreover, claim 65 is silent as to passing a
decrypted instruct signal to a controllable device and controlling the controllable device on the
basis of the of information included in the decrypted instruct signal. Davidson fails to teach all

the limitations of claim 42,

5. Claim 55

Claim 55 recites, in part: *controlling said controllable device on the basis of said passed
decrypted or enabled at least said second of said plurality of signals.” This limitation is not by

Davidson.

The Non-Final Office Action points to Davidsen’s claim 63, column 24, lines 30-30, te
show that the invention discloses all the limitations of claim 55, Claim 63 teaches means for the
decryption and analog conversion of an encrypted digital zudio signal, but fails to teach
controlling a controllable device on the basis of that decrypted analog audio signal. The “analog
conversion means connected to the inverse encryption means to return the audic signal to the
original analog format whereby program audio may be processed and presented in a
conventicnal manner.” Cel. 24, 1. 47-50. In Davidson, the program audic is an element to be
processed, it is not operable in the controlling of a contrellable device. Davidson fails to teach

all the limitations of claim 53,

6. Claim 56
New claim 56 is modeled on claim 40 in its pre-amended form. As such, Applicants
offer analysis as to why it is not anticipated by Davidson,

Claim 56 recites, in part:

receiving at least one information transmission;

identifying a plurality of signals in said at least one information
transmission;

selecting a first signal of said plurality of signals including
downloadable code;

23
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These limitations are not taught by Davidson.

Davidson’s receiver receives sets of signals at receiving antenna 36, Col, 8, 1, 57-68.
The sets of signals are then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Col. 9, 1. [-11. The receiver does not perform any “selecting” of a
first signal in a transmissicn that includes dewnleadable code. Davidson’s receiver continuously
splits the received sets of signals and processes each according to its type. No “selecting” occurs
because all signals are received and then processed. Davidson fails to teach “selecting” as set

forth in claim 56.

C. Claim 24 is not Anticipated by Yanagimachi

Claim 24, as amended, recites. in part:

receiving at said remote transmitter station one or moere second
instruct signals which cperate at the subscriber station to identify or
decrypt said unit of programming or said one or more first instruct signals,
said remote transmitter station transferring said one or more secend
instruct signals to said transmitter; and

These limitations are not taught by Yanagimachi.

The Non-Final Office Action points te the allocation control device, as described in
column 15, lines 11-32, as teaching this limitation. The cited section discloses the allocation
contrel device adding program material control codes and video identification numbers to the
video signals, and audio start and end signals to the audio signals, but the cited section is silent as
to instruct signals which operate to decrypt a unit of programming at & subscriber station. In
fact, Yanagimachi fails to address encryption or decryption. Therefore, Yanagimachi fails to

describe each and every limitation as set forth in claim 24,
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D. Claims 31 and 54 are net Anticipated by Ostermann
1. Claim 31

Claim 31, as amended, recites, in part:

receiving at least one control signal which at said at least one of
said plurality of receiver stations operates to execute the downlcadable
code; and

causing said at least one centrol signal to be communicated te said
at least one transmitter at a specific time,

thereby to transmit at least one information transmission including
the downloadable code and said at least one control signal.

These limitations are not taught by Ostermann.

Ostermann discloses the cipher equipment 12 at the transmitter station receiving a bit
sequence from the cipher computer 16 at the receiver station, but the bit sequence does not
operate to execute the cipher algorithm at the receiver station. Moreover, Ostermann fails to
teach the communication of the bit sequence, or any control signal, to a transmitter at the
transmitter station at a specific time. When the transmitter station transmits, it only transmits the
cipher algerithm. No contrel signal 1s transmitted with downloadable code. Ostermann fails to

describe each and every limitation as set forth in claim 31.

2. Claim 54
Claim 31, recites, in part: “stering at the remote data source one or mare control signals
for enabling a decryptor to decrypt a video.” Ostermann dees not address the decryption of

video.

The Nen-Final Office Action points te cipher equipment [6 that contains cipher program

storage 18 for storing a cipher algorithm, as described in column 2, lines 38-41, as teaching this
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limitation. However, Ostermann does not specifically address the decryption of videe. It is
directed to the transmission of a cipher program to allow encryption or encryption of “data.”

Therefore, Ostermann fails to describe this limitation as set forth in ¢claim 54.

V1.  Claims 32-36, 38, and 39 Are Not Obvious

The Office action rejected claims 32-36, 38, and 39 under 35 U.S.C, 103(a) as allegedly
being unpatentable over the combination of Ostermann in view of Davidsen. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidsen, alone and in

combination, fail to teach each of the claim’s limitations.

The test that must be met for a reference or a combination of references to establish
obviousness has not been satisfied in the instant matter. The MPEP states the proper test for
obviousness includes making the following factual inquiries: (A} Determining the scope and
contents of the prior art; (B) Ascertaining the differences between the prior art and the claims in
issue; (C) Resolving the level of erdinary skill in the pertinent art; and (D) Evaluating evidence
of secondary considerations. MPEP § 2141. The Office has erred substantively as to the factual
findings. For the reasons stated below, Applicants respectfully request that the Examiner

reconsider and withdraw the rejections.

A, Claim 32

Claim 32 claims the method of ¢laim 31, “wherein a television program is displayed at a
receiver station and said downloadable code and said at least one control signal program said
receiver station to decrypt said television program in accordance with said new technique.”
Claim 32 is net is not rendered unpatentable by Ostermann for the same reasons as argued above

in regard to claim 31.
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The Non-Final Office Action points te Davidson’s claim 65 as teaching the application of
encryption/decryption techniques to television signals, Assuming, ¢rguendo, that Davidsen
teaches more than just scrambling/unscrambling, it does not cure Ostermann’s deficiencies. The
combination of Davidsen and Ostermann fails te teach receiving a control signal which operates
to execute downloadable code, causing the contrel signal to be communicated to a transmitter at
a specific time to transmit an information transmissien including the downloadable code and the
control signal. Applicants respectfully submit that even if the teachings of Ostermann were
modified with the teachings of Davidson as suggested in the Non-Final Office Action, the

modified compesition still fails to satisfy every element recited in claim 32.

B. Claim 33
Claim 33 recites, in part: “receiving a television program at a transmitter station and
delivering said television program to a transmitter.” This [imitation is not taught by Ostermann

or Davidson.

Ostermann teaches the transfer of a cipher algorithm from = receiver station to a
transmitter station, where the cipher algerithm is used to implement decrypting at the receiver
station. The Non-Final Office Action points to Davidson’s claim 65, column 24, lines 30-50 to
apply Ostermann’s teachings to television signals, Clzim 65 teaches conveying composite
televisions signals, but the claim only discloses means for generating television signals and
encryption cedes, There is no teaching of receiving a television program at a transmitter station
and delivering it te a transmitter. Even if semeone of ordinary skill in the art were to apply the
teachings of Ostermann and Davidson, the inventions fail to teach or suggest every limitation of

claim 33.
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C. Claim 34

Claim 34 recites, in part:

passing said decrypted second of said plurality of signals toa
controllable device; and

controlling said controllable device on the basis of said passed
decrypted secend of said plurality of signals.”

These limitations are not taught by Ostermann or Davidson.

The Neon-Final Office Action points to Davidson’s claim 65, column 24, lines 30-50, tc
show that the invention discloses the passing and controlling limitations of claim 34. Claim 65
teaches means for the decryption and analog conversion of an encrypted digital audio signal, but
fails to teach passing the decrypted analog audio signal to a controllable device and controlling
the contrellable device on the basis of that decrypted analog audio signal. The “analog
conversion means connected to the inverse encryption means connected to the inverse encryption
means to return the audio signal to the original analog format whereby program audio may be
processed and presented in a conventional manner.” Col. 24, II. 47-50. In Davidson, the
pregram audic is an element to be processed, it is not operable in the contrelling of a controllable

device. Davidson and Ostermann fail to teach zll the limitations of claim 34.

D. Claim 35

Claim 35 depends from independent claim 33. Claim 33 claims the method of claim 33,
“wherein said step of transferring is performed based on comparison.” Claim 35 further limits
claim 33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as

argued above in regard to ¢laim 33.

E. Claim 36
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Claim 36 depends from independent claim 33. Claim 306 claims the method of claim 33,
“wherein said step of transferring in accordance with a schedule.” Claim 36 further Iimits claim
33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as argued

above in regard to claim 33.

Morecver, the Non-Final Office Action peints to Ostermann as teaching “which cipher
program s to be used at a particular time (schedule} as spoken of on celumn 3. lines 10-20.”
However, the cited section describes the transfer of a cipher program from long-term memory tc
program memery at the transmitter station upon the reception of a bit sequence from the receiver
station. Cel. 3, II. 10-20. There is no teaching or suggestion in Ostermann of performing this
step in accordance with & schedule, Ostermann and Davidson, alone and in combination, fail to

teach each of the claim 36°s limitations.

F. Claim 38

Claim 38 depends from independent claim 33. Claim 38 claims the method of claim 33,
“wherein said one or more instruct signals operate at said one or more receiver stations based on
an identifier, said methed further comprising the step of transmitting said identifier.” Claim 3§
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argued above in regard to claim 33,

G. Claim 39

Claim 39 depends from independent claim 33. Claim 39 claims the method of claim 38,
wherein an informaticn transmission including said television pregram is received at said one or
more receiver stations, wherein said television program is outputted at said one or more receiver

stations, and wherein said identifier identifies at least one of (i) said television program and (1i} a
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channel including said televisien program.” Claim 39 further limits claim 33 and is not rendered
unpatentable by Ostermann and Davidson for the same reasons as argued above in regard to

claim 33.

Moreover, the Non-Final Office Acticn points to Ostermann, column 3, lines 49-61, as
teaching *“*said identifier identifies at least one of (1) said television program and (ii) a channel
including said television program. Hewever, the cited section discloses a bit sequence
“containing identification codes of both the transmitter 10 and the addressed recetver 14.” Col.
3,11. 39-01. It does not teach the identification of a television program, or anything transmitted
to the receiver station. This limitation as set forth by claim 39 is not taught by Ostermann or

Davidson,
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VII. Conclusion

Applicants respectfully submit that all claims are allowable over the cited art for the
reascns set forth above. Applicants request reconsideration of this application in view of the
amendment and arguments set forth above, In the event Applicants have overlooked the need for
an extension of time, payment of fee, or additional payment of fee, Applicants hereby petition
therefore and autherize that any charges be made to Deposit Account No, 50-4494,

Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: October 6, 2011 Respectfully submitted,

By: /Thomas J. Scott, Jr./
Thomas J. Scett, J1.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washington, DC 20001
(202) 346-4000

Attorney for Applicants
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2467

DETAILED ACTION
Information Disclosure Statement

1. The information disclosure statements (IDS) submitted cn 11/10/11 and 9/26/11
were filed after the mailing date of the Non-Final Cffice Acticn on 7/6/11. The
submissions are in compliance with the provisions of 37 CFR 1.97. Accordingly, the
information disclosure statements are being considered by the examiner. [t is noted
that for each foreign patent document and NPL document listed on the respective PTC-
1449 forms filed in the instant application withcut publication date information, that a "nc
date" annotation has been assigned by the Examiner as the date information for these
documents was not readily attainable.

Claim Objections

The current amendment made by Applicant tc claim 34 tc cbviate the claim

chjection presented in the previous Office Action is proper and has been entered. This
cbjection has been withdrawn.

Double Pateniing
2. The nonstatutory double patenting rejection is based on a judicially created
dectrine grounded in public pelicy (a pelicy reflected in the statute) so as te prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
chviousness-type double patenting rejection is appropriate where the conflicting claims
are net identical, but at least one examined application claim is not patentably distinct

from the reference claim{s} because the examined application claim is either anticipated
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Application/Control Number: 08/449,413 Page 3
Art Unit: 2467

by, or would have been obvicus over, the reference claim{s). See, e.g., in re Berg, 140
F.3d 1428, 46 USPQ2d 1226 {Fed. Cir. 1998}; In re Goodman, 11 F.3d 1048, 29
USPQ2d 2010 (Fed. Cir. 1893)}; In re Longi, 758 F.2d 887, 225 USPQ 845 {Fed. Cir.
1985); In re Van Ornum, 686 F.2d 837, 214 USPQ 761 (CCPA 1982}; In re Vogel, 422
F.2d 438, 164 USPQ 618 (CCPA 1970}; and n re Thorington, 418 F.2d 528, 163 USPQ
644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321{c) or 1.321{(d)
may be used to cvercome an actual or provisional rejection based on a nonsiatutory
double patenting ground provided the conflicting application or patent either is shown to
be commenly owned with this application, or claims an invention made as a result of
activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

3. Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory
cbviousness-type double patenting as being unpatentable cver claims 1, 22, and 23 of
U.5. Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinet from each other because of the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” comrespends to “a method for controlling the

decryption of programming at a subscriber station” in claim 1 of the above U.S. Patent.
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“Receiving encrypted programming, said encrypted programming having an
encrypted control signal” corresponds to “receiving programming, said programming
having a first encrypted digital centrol signal portion™ in claim 1 of the above U.S.
Patent.

“Detecting said control signal” corresponds to “detecting said first encrypted
digital control signal portion of said programming” in claim 1 of the above U.S. Patent.

“Passing sald control signal to a decryptor at said subscriber station”
corresponds to "passing said first encrypted digital control signal portion of said
programming to a decryptor at said subscriber station” in claim 1 of the above U.S.
Patent.

“Decrypting said control signal” corresponds to “decrypting said first encrypted
digital contrel signal portien™ in claim 1 of the above U.S. Patent.

“Decrypting said encrypted programming to form decrypted programming based
on said control signal” corresponds to “decrypting said encrypted digital information
portion of said programming ... based on the decrypied control signal portion” in claim 1
of the above U.S. Patent.

Lasily, “presenting said decrypted programming to & viewer or listener”
corresponds to "presenting said pregramming” in claim 1 of the above U.S. Patent.

Claim 22 of the instant application does not explicitly claim “passing said
encrypted digital information portion of said programming to said decryptor”. Therefore,

claim 22 merely broadens the scope of claim 1 of the above U.S. Patent.
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It has been held that the cmission of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. SeeInre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The cmission of a reference element whose function is not needed would be
obvious to cne skilled in the art.

Regarding claim 34, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving at least one information transmission” and "detecting a plurality of
signals on said at least one information transmission” corresponds to "receiving a
plurality of signals including digital programming and inputting at least some of said
plurality of signals to said digital detector" as well as "detecting said encrypted digital
data in said atf least some of said plurality of signals” in claim 23 of the gbove U.S.
Patent.

“Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds to “controlling said decryptor to alter iis decryption pattern or
technigue on the basis of information included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a second of said plurality of signals on the basis of said
changed decryption technique; passing said decrypted second of said plurality of
signals o a conirollable device; and controlling said contrellable device on the basis of
said passed decrypted second of said plurality of signals” corresponds o “decrypliing at

least a portion of said digital pregramming using a selected decryption pattern or
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technique based on said step of detecting in order to provide a decrypted output of
programming to a viewer or listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim “said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for
decrypting said encrypted digital data, and a controller operatively connected to said
digital detector or said decryptor for controlling said decryptor”. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the omission of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. SeeInre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed would be
obvious to one skilled in the art.

Regarding claim 54, “a method of providing an enabling signal to a receiver
statien from a remote data source, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed o get
information necessary for enabling a programming signal" corresponds to "a method of
providing digital enabling information to & receiver stalion from & first remote source,
said digital enabling information for use at the receiver station in decrypting a mass

medium program presentation” in claim 22 of the above U.S. Patent.
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“Storing at the remote data source one or more control signals for enabling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” corresponds to “receiving at said first remote
source a query from said receiver station” in claim 22 of the above U.S. Patent.

“Communicating, from the remote data source to the receiver station In response
to said communication from the receiver station, a control signal” corresponds te
“transmitting said digital enabling information which is effective to enable decryption
from said first remote scurce to said receiver siation in response fo said step of
receiving said query, said receiver station storing at least some of said transmitted
enabling information” in claim 22 of the above U.S. Patent.

Lastly, “whereby the receiver station inputs said control signal to a decryptor, and

|s)

wherein said decryptor decrypis said programming signal” corresponds to “to said
receiver station an encrypted digital mass medium presentation signal which is
decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the above U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “to present said mass medium programming presentation”.
Therefore, claim 54 merely broadens the scope of claim 22 of the above U.S. Patent.

It has been held that the omission of an element and its function is an cbvious

expedient if the remaining elements perform the same function as before. SeeInre
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Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The omission of a reference element whose function is not needed would be
obvious to cne skilled in the art.

Regarding claim 55, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving one or more information transmissions at said receiver station;
detecting a plurality of signals on said one or more informaticn transmissicns, at least a
first of one of said plurality of signals including a control signal” corresponds to
“receiving a plurality of signals including digital programming and inputting at least some
of said plurality of signals to said digital detector” as well as “detecting said encrypted
digital data in said at least some of said plurality of signals” in claim 23 of the above
U.S. Patent.

“Controlling a decryptor in response to said control signal”® corresponds to
“controlling said decryptor to alter its decryption pattern or technigue on the basis of
information included in said detected encrypted digital data” in claim 23 of the above
U.S. Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of controlliing said decryptor” corresponds 1o
“decrypting at least a portion of said digital programming using a selected decryption
pattern or technique based on said step of detecting” in claim 23 of the above U.S.

Patent.
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Lastly, “passing said decrypted or enabled at least said second of said plurality of
signals to a controllable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said secend of said pluralily of signals”
corresponds to “to provide a decrypted output of programming to a viewer or listener” in
claim 23 of the above U.S. Patent.

Claim 55 of the instant application does not claim “detecting ... in accordance
with a varying pattern of timing or location”. Therefore, claim 55 merely broadens the
scope of claim 23 of the above U.S. Patent.

It has been held that the emission of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. Seeinre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed would be

chvious to cne skilled in the art.

4, Claim 24 is rejected con the ground of nenstatutery cbvicusness-type double
patenting as being unpatentable over claim 14 of U.S. Patent No. 7,801,304 in view of
Yanagimachi et al. (U.S. 3,836,595) {hereinafter “Yanagimachi™}.

Regarding claim 24, “a method of controlling a remote transmitter station to
communicate program material o a subscriber station and controlling said subscriber
station to process or output a unit of programming” corresponds to “a method of

confrolling a remote transmitter station to communicate program material o a
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subscriber station and controlling said subscriber station to proecess or output digital
programming” in claim 14 of the above U.S. Patent.

“Receiving a control signal which operates at the remote transmitter station to
confrol the communication of a unit of programming and one or more first instruct
signals and communicaling said control signal to said remote transmitter station”
corresponds to “receiving at said remote transmitter station a first control signal which
cperates at the remote transmitter station to control communication of said digital

programming and one or more first instruct signals” in claim 14 of the above U.S.
Patent.

“Receiving at said remote transmitter station one or more second instruct signals
which operate at the subscriber station to identify or decrypt said unit of programming cr
said one or more first instruct signals, said remote transmitter station transferring said
one or more second instruct signals to said transmitter” corresponds to “receiving at
said remote transmitier station said one or more digital second instruct signals which
operate at the subscriber station to decrypt said digital programming” in claim 14 of the
above U.S. Patent.

“Transmitiing from said remote transmitter station an information transmission
comprising said unit of programming, said one or morg first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being
transmitted in accordance with said control signal” corresponds to “transmitting from
said remote transmitter station to said subscriber station an information transmission

comprising said digital programming, said one or more first instruct signals and said ons
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or mere digital second instruct signals, said one or more first instruct signals being
transmitted in accordance with said first conirol signal” in claim 14 of the above U.S.
Patent.

Claim 24 of the instant application further claims “receiving a code or datum
identifying a unit of programming tc be transmitted by the remote transmitter station,
said remote transmitter station transferring said unit of programming to a transmitter”
which is not claimed in claim 14 of the above U.S. Patent.

However, Yanagimachi teaches a similar method of controlling transmission and

output of programming at a receiver station, where program control codes identifying

particular programming included in the transmission are utilized by a transmitter station

102 and receiver station 103 for transmission/reception and programming cutput as
spoken of on column 15, lines 2-32 as well as column 16, lines 22-40.

At the time of the invention, it weuld have been cbvicus to somecne of crdinary
skill in the art, to apply the control code transmission of Yanagimachi to the method of
claim 14 of the above U.S. Patent in crder to provide selective cutput of programming in
accordance with selection input provided from a subscriber as spoken of on celumn 18,
lines 25-40 of Yanagimachi.

Claim Rejeclions - 35USC § 112

Current amendments made to claims 31 and 32 tc obviate the claim rejections
under 35 U.S.C. § 112, 2™ paragraph presented in the pravious Office Action are proper
and have been entered. These particular rejectiocns have been withdrawn.

Claim Rejections - 35 USC § 102
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5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Cffice actien:

A person shall be entitled to a patent unless -

{b} the invention was patented or described in a printed publication in this or a foreign couniry or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

{e) the invention was described in {1} an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2} a patent
granied on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States
cnly if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.

6. Claims 22, 40-42, 55, and 56 are rejected under 35 U.5.C. 102{e) as being
anticipated by Davidson {Re. 31,735). Davidson teaches all of the limitations of the
specified claims with the reascning that follows.

Regarding claim 22, “a method for controlling the decryptien of encrypted
programming at a subscriber station” is anticipated by the decryption method spoken of
on column 24, lines 30-50.

“Receiving encrypted programming, said encrypted programming having an
encrypted control signal” is anticipated by the conveying of a compaosite television signal
tc a subscriber including a videc pertion, an aural portion, and an encrypticn codes
signal {control signal) comprising a sequence of encryption codes as spoken of on
column 24, lines 30-35.

“Detecting said control signal; passing said control signal to a decryptor at said
subscriber station; decrypting said control signal” is anticipated by the encryption codes
signal detector means for separating the encryption codes signal {(decrypting the control

signal) from the television signal as spoken of on column 24, lines 39-41.
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“Decrypting said encrypted programming to form decrypted programming based
on said control signal” is anticipated by the inverse encryption means that uses the
separated encryption codes signal to refurn the detected audic signal to the pre-
encryption digitized conditicn (decrypted programming)} as spoken of on column 24,
lines 44-48.

Lastly, “presenting said decrypted programming to a viewer or listener” is
anticipated by returning of the audio signal to original analeg format whereby pregram
audio may be processed and presenied in a conventicnal manner as spoken of on
column 24, lines 47-50.

Regarding claim 40, “a method of processing signals at a receiver station® is
anticipated by the decryption method spcken of en column 24, lines 30-50.

“Receiving at least one information fransmission” and “locating a signal including
code" is anticipated by the conveying of a composite television signal (information
transmission) to & subscriber including a video porticn, an aural portion, and an
encryption codes signal (signal including code) comprising a seguence of encrypticn
codes as spoken of on column 24, lines 30-35, as well as an encryption codes signal
detecter that detects {locates) and separates the encryption cedes signal (signal
including code) from the television signals as spoken of on column 24, lines 40-41.

“Passing said code to a processar; controlling a decryptor to decrypt in a specific
fashion on the basis cof said code; decrypting a porticn of said at least one information
transmission in said specific fashion” is anticipated by the inverse encryption means

(decryptor processor) that uses the separated encrypticn codes signal 1o return the
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detected audio signal (portion of infermation transmission) to the pre-encryption
digitized condition {decrypted portion} as spoken of on column 24, lines 44-46.

Lasily, “passing said decrypted portion of said at least one information
transmission to one of said processer and an output device” is anticipated by returning
of the audio signal to original analog fermat whereby program audio may be processed
and presented (to an cutput device) in a conventional manner as spoken of on column
24, lines 47-50.

Regarding claim 41, “a method of controlling a receiver station o detect digital
data and contrel a decryptor based on a varying pattern of timing or location” is
anticipated by the encryption/decryption method spoken of on column 25 line 45 —
column 28, line 9.

“Receiving programming and delivering said programming to a transmitter” is
anticipated by the subscription television transmitter that generates television signals
(programming} having video and audic portions as spoken of on column 25, lines 45-50.

“Receiving digital data comprising at least an instruct signal and communicating
said digital data o a signal embedder, said insiruct signal operative at said receiver
staticn to centrol said decrypter; controlling said signal embedder to embed said digital
data in an information transmission in a varying pattern of timing or location;
communicating said information transmission to said transmitter; and transmitting said
programming and said information transmissicon including said digital data” is anticipated
by the encryption code signal generating means that generates a continucus sequence

of encryption codes {digital data instruct signal} as well as the means for combining
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(signal embedder} that combines the encryption codes signal, the digitized and
encrypted audio program signal, and & video program signal with carrier signals for
transmission to a receiver as spoken of on column 25, lines 50-53 as well as column 26,
lines 1-9.

Regarding claim 42, “a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Recelving at least one information transmission; detecting a plurality of signals
on said at least one information transmission” is anticipated by the conveying of a
composite television signal (information transmission) to a subscriber including a video
portion, an aural porticn, and an encryption codes signal comprising a sequence of
encryption cedes as spoken of on celumn 24, lines 30-35.

“Decrypting at least one of said plurality of signals, said at least one decrypted
signal including at least one instruct signal which is effective to instruct” is anticipated by
the inverse encryption means {decryplor processor) that uses the separated encryption
codes signal to return the detected audio signal to the pre-encryption digitized condition
(decrypted signal} as spoken of on column 24, lines 44-46.

Lasily, “passing the at least one decrypted instruct signal to a controllable device;
and controlling said controllable device on the basis of decrypted information included in
said at least one decrypted instruct signal” is anticipated by returning of the audio signal
to criginal analog format whereby program audio may be processed and presented {to a

controllable device) in a conventional manner as spoken of on column 24, lines 47-50.
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Regarding claim 55, "a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving one or more information transmissions at said receiver station;
detecting a plurality of signals on said one or more informaticn transmissions, at least a
first of cne of said plurality of signals including a control signal” is anticipated by the
conveying of a composite television signal (information transmission) 1o a subscriber
including a videc portion, an aural portion, and an encryplien cedes signal {control
signal) comprising a sequence of encrypticn codes as spoken of on column 24, lines
30-35.

“Controlling a decryptor in response to said control signal; decrypling or enabling
communication of at least a second of said plurality of signals on the basis of said step
of controlling said decryptor” is anticipated by the inverse encryption means (decryptor)
that uses the separated encryption cedes signal {control signal) to return the detected
audio signal to the pre-encryplion digitized condition (decrypted signal) as spoken of on
column 24, lines 44-46.

Lastly, "passing said decrypted or enabled at least said second of said plurality of
signals to a centrollable device; and controlling said controllable device on the basis of
said passed decrypied or enabled at least said second of said plurality of signals™is
anticipated by returning of the audio signal to original analeg format whereby program
audio may be processed and presenied (to a controllable device) in a conventional

manner as spoken of on column 24, lines 47-50.
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Regarding claim 56, "a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving at least one information transmission; identifying a plurality of signals
in said at least cne information transmission; selecting a first signal of said plurality of
signals including downloadable code” is anticipated by the conveying of a composite
television signal {information transmission) to a subscriber including a video portion, an
aural portion, and an encryption cedes signal {signal including cede) comprising &
sequence of encryption codes as spoken of on column 24, lines 30-35, as well as an
encryplion codes signal detector that detects and separates (identification of and
selection of) the encryption codes signal (signal including cede) from the televisicn
signals as spoken of on column 24, lines 40-41,

“Passing said downloadable code to a processor; controlling a decryptor to
decrypt in a specific fashion cn the basis of said dewnloadable code; decrypting at least
one second signal of said plurality of signals in said specific fashion” is anticipated by
the inverse encryption means {decryptcr processor) that uses the separated encryption
codes signal to return the detected audio signal {second signal) to the pre-encryption
digitized condition {decrypted pregramming) as spoken of on cclumn 24, lines 44-46.

Lastly, “passing said at least one second signal to pne of said processor and an

output device” is anticipated by returning of the audio signal to original analog format
whereby program audio may be processed and presented {to an output device}in a

conventional manner as spoken of on column 24, lines 47-50.
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7. Claim 24 is rejected under 35 U.S.C. 102({b} as being anticipated by Yanagimachi
et al. {U.S. 3,936,585) (hereinafter “Yanagimachi”). Yanagimachiteaches all of the
limitations of the specified claims with the reasoning that follows.

Regarding claim 24, “a methed of controlling a remote transmitter station o
communicate pregram material 1o a subscriber station and centrolling said subscriber
station to process or output a unit of programming"” is anticipated by the programming
transmission method performed by the transmitter 102 of Figure 14 as spoken of on
column 14, Iine 51 — celumn 15, line 36.

“Receiving a control signal which operates at the remote transmitter station to
control the communication of a unit of programming and cne or mere first instruct
signals and communicating said control signal to said remote transmitter station” is
anticipated by the signal code allocaticn control device 104 of Figure 14 that receives
data {conirol signal) supplied from the signal generating device 101 that is used to
determine signal transmission timings as spoken of on column 14, lines 51-68.

“Receiving a code or datum identifying a unit of programming to be fransmitted
by the remote transmitter station, said remote transmitter station transferring said unit of
programming to a transmitter” is anticipated by the signal code allocation contro! device
104 that produces and supplies program material control codes identifying particular
programming to an cutput terminal 114 {transmitter) as shown in Figure 14 and spoken

of on column 15, lines 11-32.
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“Receiving at said remote fransmitter station one or more second instruct signals
which operale at the subscriber station te identify or decrypt said unit of pregramming
or said one or more first instruct signals, said remote transmitter station transferring
said one or more second instruct signals to said transmitter” is anticipated by the signal
code allocation control device 104 that produces and supplies item contrcl codes
(instruct signals) identifying particular programming to an cutput ferminal 114
(transmitter) as shown in Figure 14 and spoken cf on column 15, lines 11-32.

Lastly, “fransmitting from said remote transmitter station an information
transmission comprising said unit of programming, said one or more first instruct
signals, and said one or more second instruct signals, said one or more first instruct
signals being transmitted In accordance with said conirol signal” is anticipated by the
transmission of the cembined signal from cutput ferminal 114 (transmitter} tc a
transmission path 115, where the combined signal includes video and audic
programming as well as varicus control codes {instruct signals) as spoken of on column

15, lines 25-32.

8. Claims 31 and 54 are rejected under 35 U.S.C. 102(e) as being anticipated by
Ostermann et al. (U.S. 4,484,025) (hereinafter “Ostermann”). Ostermann teaches all of
the limitations of the specified claims with the reasoning that fellows.

Regarding claim 31, “a method of controlling at least one of a plurality of receiver
stations” is anticipated by the enciphering/deciphering method performed by the

terminals 1 and 2 of Figure 1.
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“Receiving downloadable code which is effective at said at least one of said
plurality of receiver stations to implement a new technique of decrypting and delivering
the downloadable code to at least one fransmitter” is anticipated by the transmission of
a cipher algorithm {downlcadable code) from cipher program sterage 18 o program
memory 22 of a programmable cipher computer 12 (transmitter) that indicates a
particular enciphering/deciphering technique as spceken of en column 2, lines 38-41.

“Recelving at least one control signal which at said at least one of said plurality of
receiver stations operates to execute the downloadable code; and causing said at least
cne control signal to be communicated to said at least one transmitter at & specific time,
thereby 1o transmit at least one information fransmission including the downloadable
code and said at least one control signal” is anticipated by the transmissicn of a bit
sequence {control signal) from cipher equipment 16 o cipher computer 12 (fransmitier)
indicating a particular stored cipher pregram {downlcadable code} to be used as spoken
of on celumn 3, lines 10-19.

Regarding claim 54, “a methed of providing an enakling signal to a receiver
staticn from a remote data source, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver staticn being programmed to get
information necessary for enabling a programming signal” is anticipated by the
enciphering/deciphering method performed by the terminals 1 and 2 {receiver station
and remote data source) of Figure 1.

“Storing at the remote data source one or more control signals for enabling a

decryptor to decrypt a video” is anticipated by the cipher equipment 16 {remote data
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source) that contains cipher program storage 18 for storing a cipher algerithm as
spoken of on column 2, lines 38-41.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” is anticipated by the cipher algorithm request
{communication) transmitted from the terminal 1 to the terminal 2 {remote data source)
requesting a cipher algorithm {enabling information) as spoken of on celumn 3, lines 4-
9.

“Communicating, from the remote data source to the receiver station in response
te said communication from the receiver station, a control signal” is anticipated by the
transmission of a cipher algerithm {(control signal) from cipher program storage 18 to
program memory 22 of a programmable cipher computer 12 that indicates a particular
enciphering/deciphering technigue as spoken of on column 2, lines 38-41.

“Whereby the receiver station inputs said control signal to a decryptor, and

|s)

wherein said decryptor decrypis said programming signal” is anticipated by a receiver
terminal that contains means for deciphering (decrypter) received ciphered data text in
accordance with a cipher algorithm and a cipher key as spoken of on column 4, lines
52-54, as well as column 2, lines 18-24, which states that terminals 1 and 2 each
contain transmitters and receivers as shown in Figure 1.

Ciaim Rejections - 35 USC § 103
S. The following is a quotation of 35 U.S.C. 103(a} which forms the basis for all

chviousness rejections set forth in this Office action:

{a} A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences betwsen the subject matter sought to be patented and
the pricr art are such that the subjsct matier as a whole would have been cbvious at the time the
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inventicn was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

10.  This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103{a}, the examiner presumes that the subject matter of
the varicus claims was commonly owned at the time any inventicns covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
not commenly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103(c} and potential 35 U.S.C. 102(e), (I} or {g}
prior art under 35 U.S.C. 103(a).

11.  Claims 32-36, 38, and 39 are rejected under 35 U.S.C. 103(a} as being
unpatentable over Ostermann et al. (U.S. 4,484,025) (hereinafter “Ostermann”} in view
of Davidson (Re. 31,735).

Regarding claim 32, Ostermann teaches the method of claim 31 as described
above. Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption lechnigues
to television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been cbvicus to someone of ordinary
sKill in the art, given these references, to apply the enciphering/deciphering metheds of
Ostermann 1o television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envirenment as spoken of on celumn 2,

lines 31-36 of Davidson.
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Regarding claim 33, Ostermann teaches the transmission of a cipher algerithm
(instruct signal) from cipher program storage 18 to program memory 22 of a
programmable cipher computer 12 (fransmitter) that indicates a particular
enciphering/deciphering technigue as spoken of on column 2, lines 38-41.

COstermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption techniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been cbvicus to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envirenment as spoken of on column 2,
lines 31-36 of Davidson.

Regarding claim 34, Ostermann teaches the transmission of a cipher algorithm
(signal) from cipher program storage 18 to program memory 22 of g programmable
cipher computer 12 that indicates a particular enciphering/deciphering
(encryption/decryption) technigue as spoken of on column 2, lines 38-41.

Ostermann also teaches the transmission of a kit sequence (signal) from cipher

equipment 16 to cipher computer 12 indicating a particular stored cipher program o be
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used (change in encryption/decryption technique) as spoken of on celumn 3, lines 10-
18.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text (signal) in accordance with a cipher algorithm and a cipher
key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which
states that terminals 1 and 2 each contain transmitters and receivers as shown in Figure
1.

Ostermann does not explicitly teach passing a decrypted signal fo a conirollable
device and controlling the controllable device on the basis of the passed decrypted
signal.

However, Davidson teaches returning of an audio signal {decrypted signal) to
criginal analog format whereby program audio may be processed and presented {to a
controllable device) in a conventional manner as spoken of on column 24, lines 47-50.

At the time of the inventicn, it would have been cbvicus to someone of erdinary
skill in the art, given these references, to apply the post-decryption precessing and
presentation as taught in Davidson to the system of Ostermann in order to allow the
receiving station to make appropriate use of the recovered decrypted signal.

Regarding claim 35, Ostermann further teaches where the cipher algorithm
{instruct signal) is transferred that matches information provided in a received bit
sequence as spoken of on column 3, lines 10-20.

Regarding claim 36, Ostermann further teaches where the cipher algorithm

(instruct signal} is fransferred that matches informaticn provided in a received bit
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sequence that indicates which cipher program is to be used at a particular time
(schedule) as spoken of on column 3, lines 10-2C.

Regarding claim 38, Ostermann further teaches where the cipher algorithm
(instruct signal} is transferred that matches informaticn previded in a received bit
sequence (identifier) as spoken of on column 3, lines 10-20.

Regarding claim 39, Ostermann further teaches where the cipher algorithm
(instruct signal) is transferred that matches information preovided in a received bit
sequence (identifier} as spcken of on column 3, lines 10-20, as well as column 3, lines
48-61, which states that the bit sequence contains identification codes of the transmitter
and addressed receiver (indicates transmission channel).

Allowable Subject Matter
12.  Claims 23, 25-30, and 43-53 are allowable over the prior art of record.
13.  {laim 37 is objected t¢ as being dependent upen a rejected base claim, but
would be allowable if rewritten in independent form including all of the limitations of the
base claim and any intervening claims.
14.  The following is a statement of reasons for the indication of allowable subject
matter:

Regarding claims 23, 25-30, 37, and 43-33, these claims are allowable for the
reasons indicated in the previcus Office Action.

Response to Arguments
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15, Applicant’'s arguments with respect to the obvicusness-type double patenting
rejection of claim 22 in view of claim 26 of U.S. 7,805,749 have been fully considered
and are persuasive. This particular rejection has been withdrawn.

16.  Applicant’s other arguments filed 10/6/11 have been fully considered but they are
not persuasive.

Regarding claim 24, Applicant argues that claim 14 of U.S. Patent 7,801,304
does not teach “receiving at said remote transmitter station cne or more secend instruct
signals which operate at the subscriber station 1o identify gr decrypt said unit of
programming ot said one or more first instruct signals”.

Claim 14 of the above U.S. Patent 7,801,304 recites "receiving at said remote
transmitter station said one or more digital secend instruct signals which operate at the
subscriber station to decrypt said digital programming”.

Due tc the above alternative language claimed in claim 24, and since the above
recited limitation of claim 14 feaches one of the claimed alternalives, namely "decrypt
said digital programming”, it is maintained that claim 14 teaches the above recited
limitation of claim 24.

Regarding claim 24, Applicant further argues that Yanagimachi does not teach
"receiving a cede or datum identifying a unit of programming tc be transmitied by the
remote transmitter station”. Applicant further argues that the contral codes of
Yanagimachi are not used to identify a unit of programming 1o be transmitted, but rather
are used at a receiver station "to control a manner of sequentially connecting program

materials to construct at least one significant program...”.
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However, as provided in the previous Office Action, Yanagimachiteaches where
program control codes identifying particular programming included in the transmission
are utilized by a transmitter station 102 and receiver station 103 for
transmission/recepticn and programming cufput as spoken of on column 15, lines 2-32
as well as column 18, lines 22-40. Specifically, on column 18, lines 22-40, it is stated
that "the centrol code fransmitted with the video and audio signals is decoded by a
transmission control code decoder 119 and the decoded cenirol cede is collated with &
code set by the student through a selection input and answer input terminal 126. When

these codes coincide with each other, the desired videc signal of one television frame

period is gated out by a video frame gate 1227

According to the above teachings of Yanagimachi, the received control codes do
identify units of programming that are transmitted by the transmitter 102, as the control
codes are used at the receiver to identify particular units of programming to be extracted
for cutput to a user.

Therefore, the obviousness-type double patenting rejection of claim 24 in view of
claim 14 of the above U.S. Patent and Yanagimachi is maintained.

Regarding claims 22, 40-42, and 55, Applicant asserts that these claims are
related to the encryption and decryption of signals. Applicant also asserts that the
Board of Patent Appeals and Interferences decided in Ex parte Personalized Media
Communications, LLC {Appeal 2008-4228, Ex parte Reexamination Control 90/006,536)
at pages 53-54, that encryption requires a digital signal and that encrypticn and

decryption are not broad enough to read on scrambling and unscrambling. Applicant
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argues that although claims 65 and 72 of Davidson claim means for encrypting and
decrypting a digitized audic signal, the description of Davidson merely describes
scrambling and unscrambling analog videc signals and digitizing analog audio signals.
However, claim 65 recites “the aural portion comprising a periodically sampled
and digitized audio signal encrypted in accordance with the encryption codes signal”.
Further, claim 72 recites "means responsive to the encryption code signal for digitally

encrypling each digitized program audio sample from the digitizing means".

Further, Figure 8b of the description of Davidson shows a digitized aural signal
consisting of 11 bits. Further, Figures 5, 8, and 10 show digital logic circuitry of the
disclosed system of Davidson used for digital signal precessing. It is maintained that
Davidson teaches the encryption and decrypticn of digital signals.

Further, this particular argument regarding the terms “encryption” and
“decryption” and how these terms are tc be construed in light of Applicant’s specification
was raised in the memorandum opinicn and order in the United States District Court for
the Eastern District of Texas Marshall Division {submitted to the record by Applicant via
IDS). On pages 53-54 of the memerandum opinion and order, the court rejects
Applicant’s attempt to limit the encrypt/decrypt terms to digital data. It is recited in the

memorandum opinion and order that:

“PMC’s propesal fails to cite intrinsic evidence that mandates a narrow reading of
"encrypt” and "decrypt” to exclude scrambling and descrambling cf analog

transmissions. In its proposal, PMC purports to rely on intrinsic evidence that merely
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recites examples of decryption or encryption of digital signals. These citations do not
limit the scope of the encrypt/decrypt terms to digital signals. Furthermore, as shown
above, PMC's position is belied by the fact that the patents-in-suit also disclose
decrypting analog signals. "25 Patent at 173:41-47 {".._.the decryptors, 107, 224, and
231, may be conventional descramblers, well known in the art, that descramble analeg
television transmissions and are actuated by receiving digital key information.”) As such,
the court agrees with Defendants that nothing in the intrinsic record reflects a clear
intent ¢n the part of the patentee to limit the scope of the encrypt/decrypt terms to digital

signals”,

Based upon the above memorandum opinion and order, the terms “encrypt” and
“decrypt” should be construed to include "scrambling” and "descrambling”, so even if the
claimed "encryption” and "decrypticn” of Davidson is interpreted as including
“scrambling” and "descrambling”, it is mainiained that Davidson is applicable to
Applicant’s claims 22, 40-42, and 55.

Regarding claim 22, Applicant argues that Davidson does not teach “receiving
encrypted programming, said encrypted programming having en encrypted contrel
signal; detecting said conirol signal; passing said control signal to a decryptor at said
subscriber station; decrypting said contral signal”.

However, as provided in the previous Office Action, Davidson teaches the

conveying of a composite television signal to a subscriber including a video portion, an
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aural portion, and an encryption codes signal {control signal) comprising a sequence of
encryption cedes as spoken of on column 24, lines 30-35.

Davidson alsc teaches the encryption codes signal detector means for
separating the encryption cedes signal (decrypting the control signal} from the television
signal as spoken of on celumn 24, lines 38-41. It is maintained that the separation of
the encryption codes signal frem the encrypted programming signal may be considered
a decryption of a control signal.

Regarding amended claim 40, Applicant argues that Davidson does not teach
“locating & signal including code”.

However, as provided in the previous Office Action and clarified above, Davidson
teaches the conveying of a composite television signal {informaticn transmission) tc a
subscriber including a video porticn, an aural portion, and an encryption codes signal
{(signal including code) comprising a sequence of encryption codes as spoken of on
column 24, lines 30-35, as well as an encryption codes signal detector that delects
{locates) and separates the encryption codes signal {signal including code) from the
television signals as spoken of on column 24, lines 40-41.

Further, the terms detecting, finding, or locating are considered synonymous in
meaning {referring to Roget's Cellege Thesaurus in Dictionary Form, Copyright (¢)
1985).

Regarding claim 41, Applicant argues that Davidson is silent regarding delivering

programming and communicating informaticen to a transmitter.
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However, as provided in the previous Office Action, Davidson teaches the
subscription television transmitter that generates television signals {programming}
having video and audic portions for subsequent transmission as spoken of on column
25, lines 45-50.

Applicant alsc argues that Davidson fails to teach embedding digital data in an
information transmissicn in a varying pattern of timing or [ccation.

However, as provided in the previous Office Action, Davidson teaches the
encryption cede signal generating means that generates a continucus sequence of
encryption codes (digital data instruct signal) as well as the means for combining (signal
embedder) that combines the encryption codes signal, the digitized and encrypted audic
program signal, and a video program signal with carrier signals for transmission to a
receiver as spoken of on column 25, lines 50-53 as well as column 26, lines 1-8.

Since the above claim language does not indicate what specific type of varying
timing pattern or varying location pattern is being claimed, it is maintained that the
combinaticn of the above encryption cedes signal, the digitized and encrypted audic
program signal, and a video program signal with carrier signals for transmissicn would
include an embedding of the encryption cedes signal within the pregramming in some
varying pattern or fashien.

Regarding claim 42, Applicant argues that Davidson dees not teach decrypting a
signal that includes at least one instruct signal which is effective o instruct.

However, as provided in the previous Office Action, Davidson teaches the

inverse encryption means (decryptor processor) that uses the separated encryption
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codes signal to return the detected audio signal to the pre-encryption digitized condition
(decrypted signal) as spoken of on column 24, lines 44-46.

Applicant further argues that Davidson is silent regarding passing a decrypted
instruct signal to a controllable device and controlling the controllable device on the
basis of the information included in the decrypted instruct signal.

However, as provided in the previous Office Action, Davidson teaches returning
of the audio signal to original analog fermat whereby program audio may be processed
and presented (to a controllable device) in a conventional manner as spoken of on
column 24, lines 47-50. The controllable device being a device suitable for
cutput/presentation of an audio signal.

Regarding claim 55, Applicant argues that Davidson does not teach “conirolling
said controllable device on the basis of said passed decrypted or enabled at least said
secend of said plurality of signals”.

However, as provided in the previous Office Aclion, Davidson teaches returning
of the audio signal to original analog fermat whereby program audio may be processed
and presented (to a controllable device) in a conventional manner as spoken of on
column 24, lines 47-50. The contrellable device being a device suitable for
cutput/presentation of an audio signal. The audio signal is operable in the controlling of
this type of device by causing output of the respective audio signal.

Regarding new claim 56, Applicant argues that Davidson does not teach any

selecting of a first signal in a transmission that includes downloadable code.
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However, as provided above, Davidson teaches an encryption cedes signal
detector that detects and separates (identification of and selection of) the encryption
codes signal {signal including code) frem the television signals as spoken of on column
24, lines 40-41.

It is maintained that the separation of the encryption codes signal from the
television signals (plurality of signals) may be considered a selection of a signal.

Regarding amended claim 24, Applicant argues that Yanagimachifails to teach
“receiving at said remote fransmitter station one er more second insiruct signals which
cperate at the subscriber station to identify or decrypt said unit of pregramming ot said
cne or more first instruct signals, said remote transmitter stalion transferring said cne or
more second instruct signals to said transmitter”.

However, as provided in the previous Office Action, Yanagimachiteaches the
signal code allocaticn control device 104 that produces and supplies item contrel codes
(instruct signals) identifying particular programming o an cutput terminal 114
(transmitter) as shown in Figure 14 and spoken of en column 15, lines 11-32.

Due to the above alternative language, and since Yanagimachi teaches one of
the claimed alternatives, namely identifying a unit of programming, it is maintained that
Yanagimachi teaches the above limitation in question.

Regarding amended claims 31 and 32, Applicant argues that Ostermann fails to
teach “receiving at least one control signal which at said at least one of said plurality of
receiver stations operates t¢c execute the downloadable code: and causing said at least

cne control signal to be communicated toc said at least one transmitter at a specific time,
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thereby to transmit at least one information transmissicn including the downloadable
code and said at least one control signal”.

However, as provided in the previous Cffice Aclion, Osfermann teaches the
transmission of a bit sequence (control signal) from cipher equipment 16 te cipher
computer 12 {transmitter} indicating a particular stered cipher program {downloadable
code} to be used as spoken of on celumn 3, lines 10-19. The specific time of the bit
sequence fransmission is the time at which the particular cipher algorithm Is selected.
Furthermore, the type of encryption is selected via transmission of the bit sequence
which causes the correspending cipher program (downloadable code) to be transferred
(downloaded).

Regarding claim 54, Applicant argues that Ostermann does not address the
decryption of video.

However, the language “for enabling a decryptor to decrypt & video” is an
intended use clause that does not necessarily limit the scope of a claim. See MPEP
21086, I, C.

Furthermore, Ostermann is directed to the transmission of a cipher program to
allow encryption or decryption of "data”, where this data in a general sense could
include audio, video, or other known types of data.

Regarding claim 33, Applicant argues that neither Davidson nor Ostermann
teach "receiving a television program at a transmitter station and delivering said

television program to a transmitter”.
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However, as provided in the previous Office Action, Ostermann teaches the
transmission of a cipher algerithm {instruct signal) from cipher program storage 18 te
program memory 22 of a programmable cipher cemputer 12 (transmitter) that indicates
a particular enciphering/deciphering technique as spoken of on column 2, lines 38-41.

COstermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption techniques
to television signals {that are transmitted and received) as spoken of on column 24,
lines 30-50.

At the time of the inventicn, it would have been cbvicus to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering metheds of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envircnment as spoken of on celumn 2,
lines 31-36 of Davidson.

Regarding claim 34, Applicant argues that neither Davidson nor Ostermann
teach “passing said decrypted second of said plurality of signals to & controllable
device; and controlling said ¢ontrellable device on the basis of said passed decrypted

secend of said plurality of signals”.
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However, as provided in the previous Office Action, Davidson teaches returning
of the audio signal to original analog format whereby program audio may be processed
and presented (to a centrollable device) in a conventional manner as spoken of on
column 24, lines 47-50. The contrellable device being a device suitable for
cutput/presentation of an audio signal. The audio signal is cperable in the conirolling of
this type of device by causing output of the respective audio signal.

Regarding claim 36, Applicant argues that Csfermann does not teach “wherein
said step of transferring is performed in accordance with a schedule”.

However, as provided in the previous Office Action, Ostermann teaches where
the cipher algorithm (instruct signal) is transferred that matches information provided in
a received bit sequence that indicates which cipher pregram is tc be used at a particular
time {schedule} as spoken of on column 3, lines 10-20. [n other words, the fransferring
of a particular cipher algorithm is performed in accerdance with a particular order or
schedule depending on a received bit sequence indicaling which cipher program is to
be used at a particular time.

Regarding claim 38, Applicant argues that Cstermann does not teach “said
identifier identifies at least one of (i} said television program and (i) a channel including
said television program. Applicant further argues that Csfermann does not teach the
identification of a television program, or anything transmitted to the receiver station.

However, as provided in the previous Office Action, Osfermann teaches where
the cipher algorithm {instruct signal) is transferred that matches information provided in

a received bit sequence (identifier} as spoken of on column 3, lines 10-20, as well as
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column 3, lines 49-61, which states that the bit sequence contains identification codes

of the transmitter and addressed receiver {indicates fransmissicn channel). It is

maintained that the above identification codes would indicate a particular channel that a
transmission is utilizing beiween a transmitier and an addressed receiver.

Conclusion
17.  THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of fime
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MCNTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final acticn and the advisery action is not
mailed until after the end of the THREE-MONTH shertened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136{a) will be calculated frem the mailing date of
the advisory action. In no event, however, will the statutory pericd for reply expire later
than SIX MONTHS from the mailing date of this final action.

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MICHAEL J. MCORE, JR., whese telephone number is
(571)272-3168. The examiner can normally be reached on Monday-Friday (7:30am -
4:00pm).

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, William Korzuch can be reached on (5§71) 272-7589. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300.
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Infermation regarding the status of an application may be obtained from the
Patent Application Information Relrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available threugh Private PAIR only.
For more informaticn about the PAIR system, see http://pair-direct.uspto.gov. Sheuld
you have questions cn access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 8668-217-9197 {toll-free). If you would like assistance from a
USPTO Customer Service Representative or access o the automated information
system, call 800-786-9198 (IN USA OR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Applicaticn oft

John C. Harvey et al.

Application No.: 08/449.413 Confirmaticn No.: 1756

Filed: May 24, 1995 Art Unit: 2467

For: SIGNAL PROCESSING APPARATUS AND Examiner: Moore Ir., Michael J.
METHODS

AMENDMENT AFTER FINAL REJECTION AND REQUEST FOR
RECONSIDERATION

MS AF
Cemmissicner for Patents
P.G. Box 1450
Alexandria, VA 22313-1450
Dear Sir:
In response to the Final Office Action dated December 30, 2011, please amend the
above-identified application as follows.

Amendments to the claims begin on page 2.

Remarks begin on page [1.
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AMENDMENT TO THE CLAIMS

Claims 22-56 are the only pending claims.
I - 21. {Cancelled)

22. (Currently Amended} A method for controlling the decryption of encrypted

programming at a subscriber station, said method comprising the steps of:

receiving encrypted digital pregramming, said encrypted digital prograrmming having an

encrypted digital control signal;
detecting said control signal;

passing said centrol signal to a decryptor that decrypts encrypted digital data at said

subscriber station;
decrypting said control signal;

decrypting said encrypted digital programming to form decrypted programming based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23, (Previously Presented) A method for controlling the decryption of programming

at a subscriber station, said method comprising the steps of:

receiving programming, said pregramming having a first encrypted digital control signal

porticn and an encrypted digital information portion;
detecting said first encrypted digital control signal porticn of said programming;

passing said first encrypted digital contrel signal portion of said programming to a first

decryptor at said subscriber station;

decrypting said first encrypted digital contrel signal portion of said programming using

said first decryptor at said subscriber station:
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passing said encrypted digital information portion of said programming and the decrypted

control signal portion to a second decryptor at said subscriber station;

decrypting said encrypted digital information pertion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24, (Currently Amended) A method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output a unit of programming, said method comprising the steps of:

receiving a control signal which eperates at the remote transmitter station te control the
communication of a unit of pregramming and one or more first instruct signals and

communicating said control signal to said remote transmitter station;

receiving a code or datum identifying & unit of programming to be transmitted by the
remote transmitter station, said remote transmitter station transferring said unit of programming

to a transmitter;

receiving at said remote transmitter station one or more second instruct signals which
operate at the subscriber station to identify ef and decrypt said unit of programming cr said one
or more first instruct signals, said remote transmitter station transferring said one or more second

instruct signals to said transmitter; and

transmitting from said remote transmitter station an information transmission comprising
said unit of programming, said one or more first instruct signals, and said one or more second
instruct signals, said one or more first instruct signhals being transmitted in accordance with said

contrel signal.

25. (Previously Presented) The methed of claim 23, wherein said programming

further includes encrypted video.

20. {Previously Presented) The method of claim 23, wherein said subscriber station

stores information that evidences processing said programming,
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27.  (Previously Presented) The method of claim 23, wherein said programming is
received at said subscriber station in one channel of a multichannel signal and a second control
signal portion used to decrypt said programming is included in said multichannel signal outside

said one channel.

28. {Previously Presented) The methed of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal portion

used to decrypt the first control signal portion.

29. {Previously Presented) The methed of claim 23, wherein the subscriber station
detects, in a transmission channel for transmitting the programming, a second control signal
portion used to decrypt the first contrel signal portion, and wherein the second control signal
portion is encrypted, and wherein the second contrel signal portion is decrypted in order to

enable decryption of the first control signal portion,

30. {Previously Presented) The methed of claim 23, wherein said programming

includes computer data.

31. (Previously Presented) A method of contrelling at least one of a plurality of

receiver stations, said method comprising the steps of:

receiving downloadable code which is effective at said at least one of szid plurality of
receiver stations to implement a new technique of decrypting and delivering the downloadable

code to at least one transmitter;

receiving at least one contrel signal which at said at least one of said plurality of receiver

stations operates tc execute the downloadable code; and

causing said at least one control signal to be communicated to said at least one transmitter

at a specific time,

thereby teo transmit at least one information transmission including the downloadable

code and said at least one contrel signal.
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32.  (Previously Presented) The method of claim 31, wherein a television program is
displayed at a receiver station and said downloadable code and said at least one contrel signal
program said receiver station to decrypt said television program in accordance with said new

technique.

33. {Previously Presented) A method of communicating television program material

to one or more receiver stations, said methed comprising the steps of:

receiving a television program at a transmitter station and delivering said television

program to a transmitter;

receiving and storing cone or more instruct signals at said transmitter station, said one or
more instruct signals at said one or more receiver stations operative to implement a new

technique of decrypting;
transferring said one or more instruct signals to said transmitter; and

transmitting said television program and said one or more instruct signals from said

transmitter station to said one or more receiver stations.

34, (Previously Presented) A method of processing signals at a receiver station

comprising the steps of:
receiving at least one information transmission;
detecting a plurality of signals in said at least one information transmission:
changing a decryption technique in response to at least a first of said plurality of signals;

decrypting a second of said plurality of signals on the basis of said changed decryption

technique;
passing said decrypted second of said plurality of signals to a controllable device; and

centrolling said controllable device on the basis of said passed decrypted second of said

plurality of signals.
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35.  (Previously Presented) The method of claim 33, wherein said step of transferring

is performed based on comparison,

36.  (Previously Presented) The method of claim 33, wherein said step of transferring

is perfermed in accordance with a schedule.

37. (Previously Presented) The methed of claim 36, wherein said schedule specifies a
transmission time and a transmission channel, said method further comprising the steps of

receiving and storing said schedule at said transmitter station.

38. (Previously Presented) The methed of claim 33, wherein said one or mere instruct
signals operate at said one or mere receiver stations based on an identifier, said method further

comprising the step of transmitting said identifier.

39, (Currently Amended) The methed of claim 38, wherein an information
transmission including said television program is received at said one or more receiver stations,
wherein said television program is outputted at said one or more receiver stations, and wherein
said identifier identifies atdeast-ene-of (1) said television program and (i1) a channel including

said television program.

44, (Currently Amended} A method of processing signals at a receiver station
comprising the steps of:

recelving at least one encrypted digital information transmission;

locating code;

passing said code to a processor;

controlling a decryptor that decrypts encrypted digital data to decrypt in a specific

fashion on the basis of said code;

decrypting a pertion of said at least one information transmission in said specific fashion;

and
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passing said decrypted portion of said at least one encrypted digital information

transmission to one of said processer and an output device,

41.  (Currently Amended) A method of controlling & receiver station to detect digital

data and control a decryptor that decrypts encrypted digital data based on a varying pattern of

timing or locaticn, said method of controlling comprising the steps of:
receiving programming and delivering said programming to a transmitter;

receiving digital data comprising at least an instruct signal and communicating said
digital data to a signal embedder, said instruct signal operative at said receiver station to control

said decryptor;

controlling said signal embedder tc embed said digital data in an encrypted digital

infermation transmission in a varying pattern of timing or location;
communicating said encrypted digital information transmission to said transmitter; and

transmitting said programming and said encrypted digital information transmission

including said digital data.

42, (Currently Amended} A method of processing signals at a receiver station

comprising the steps of:
receiving at least one encrypted digital information transmission;

detecting a plurality of signals on said at least one encrypted digital information

transmission;

decrypting at least one of said plurality of signals, said at least one decrypted signal

including at least one instruct signal which is effective to instruct;
passing the at least one decrypted instruct signal to a contrellable device; and

centrolling said controllable device on the basis of decrypted infermation included in said

at least one decrypted instruct signal.
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43, (Previously Presented) A method for decrypter activation in a network

comprising;
receiving a transmission comprising encrypted materials;

decrypting under first processor control a first pertion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under second processor contrel a second portion of said encrypted materials

based on said step of decrypting said first portion of said encrypted materials.

44, {Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the frequency domain.

45, (Previously Presented) The method of claim 44 wherein said transmission is a

cable system broadcast.

44, {Previously Presented) The methed of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the time domain.

47. (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is generated at a local data scurce.

48.  (Previously Presented) The methed of claim 47 wherein said local data source

comprises a VCR.

49, (Previously Presented) The method of claim 47 wherein said local data source

comprises a laser disk,

50. (Previously Presented) The method of claim 43 wherein said encrypted materials

comprise a portion of a television program.
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51. {Previously Presented) The method of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for decryption are received from different

SCUrces.

52.  (Previously Presented) The methed of claim 51, further comprising the step of
contacting a remote transmitter station to receive one of said transmission and said signal

necessary for decryption.

53. (Previously Presented) The methed of claim 51, wherein a signal necessary for

decryption is communicated by telephone.

54.  (Previously Presented) A method of providing an enabling signal tc a receiver
station from a remote data scurce, said enabling signal for use in decrypting at the receiver
station a programming signal, said receiver station being programmed to get information

necessary for enabling a programming signal, said method comprising the steps of?

storing at the remote data source one or more contrel signals for enabling a decryptor te

decrypt a video;

receiving at the remote data source from the receiver station a communication to get

specific enabling information;

communicating, from the remote data source to the receiver station in response to said

communication from the receiver station, a control signal,

whereby the receiver station inputs said control signal to a decryptor, and wherein said

decryptor decrypts said programming signal,

55. (Currently Amended) A method of processing signals at a receiver station

comprising the steps of:
receiving one or more encrypted digital information transmissions at said receiver station;

detecting a plurality of signals on said one or more encrypted digital information

transmissions, at least a first of one of said plurality of signals including a control signal,
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controlling a decryptor that decrypts encrypted digital data in response to said control

signal;

decrypting or enabling communication of at least a second of said plurality of signals on

the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals to a

contrellable device; and

controlling said controllable device on the basis of said passed decrypted or enabled at

least said second of said plurality of signals.

56. (Currently Amended) A method of processing signals at a receiver station

comprising the steps of:

receiving at least one encrypted digital information transmission;

identifying a plurality of signals in said at least one encrypted digital information

transmission;
selecting a first signal of said plurality of signals including downloadable code;
passing said downlcadable code to a processor;

centrolling a decryptor that decrypts encrypted digital data to decrypt in a specific

fashion on the basis of said downloadable code;

decrypting at least one second signal of said plurality of signals in said specific fashion;

and

passing said at least one second signal to one of said processor and an output device.

10
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REMARKS

I STATUS OF CLAIMS

Claims 22-56 are pending in this application. By this Amendment, claims 22, 24, 39 —
42,55, and 56 are amended. Recensideration is respectfully requested in view of the above
amendments and the following remarks. An amendment submitted after a final office action in
an application must comply with 37 C.F.R. § 1.116, which states that:

{I) An amendmeni may be made canceling cluims or complying with any reguirement of

Jorm expressly set forth in a previous (ffice action;

(2) An amendment presenting refected claims in better form for consideration on appeal

may be admitted; or

(3) Ar amendment (ouching the merits of the application or patent under

reexamination may be admitted upon a showing of good and sufficient reasons
why the amendment is necessary and was not earlier presented.

37CFR.§ L.11G(b).

Applicants submit that this Amendment After Final Rejection and Request for
Reconsideration places this application in condition for allowance by amending claims in
manners that are believed to render all pending claims allowable over the cited art and/or at least
place this application in better form for consideration on appeal under 37 C.FR. § 1.116(b)2).
This Amendment is necessary because it at least clarifies and/or narrows the issues for
consideration by the Board and was not earlier presented because Applicants believed that the
prior response(s) placed this application in cendition for allowance, for at least the reasons
discussed in those respenses. Moreover, pursuant to 37 C.F.R. § 1.116(b)(3), this Amendment is
necessary to address the Office Action’s new rejections that were not previously presented
during the presecution of this application. Accordingly, entry of the present Amendment, as an
earnest attempt to advance prosecution and/or to reduce the number of issues, is requested under
37CFR.§ L.116.

1
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Applicants earnestly solicit a favorable reconsideration and prempt allowance of the
claims. Where the Office does not find that the claims are in condition for allowance, Applicants
respectfully request that the Office withdraw the finality of the Office Action for the reascns set
forth below.

II. DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 are rejected on the ground of nenstatutory obvicusness-type
double patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No,
7,801,304, This is the patent that issued from Applicants’ DECR 81 group “A” application, U.S.
Patent Application Serial No. (8/449,263. Claim 24 is rejected on the ground of nenstatutory
obviousness-type double patenting as being unpatentable cver claim 14 of the DECR 81 group
“A" patent, in view of Yanagimachi et al. (U.S. Patent No. 3,936,595} (*Yanagimachi™).
Applicants maintain the arguments they asserted previously in regard to traversing the claim 24
rejection. If the Office maintains the rejections, Applicants acknowledge that a timely filed
terminal disclaimer in compliance with 37 C.E.R. 1.321(c} or 1.321(d} may be necessary to
overcome the nonstatutory double patenting rejection, However, Applicants request that the
requirement for filing the terminal disclaimer be held in abeyance, pending an indication of
allowable subject matter from the Office in the present application, If filed, the terminal
disclaimer will disclaim, in essential terms, the terminal part of the statutory term of any patent
granted cn the above-referenced application, extending beyond the earliest expiration date of the
DECR 81 group A" patent, U.S. Patent No. 7,801,304.

III. SUMMARY OF PRIOR ART REJECTIONS

Many of the pending claims are rejected under 35 U.5.C. §§102 or 103 over references
including Davidson (Re. 31,735), Yanagimachi et al. (U.S. Patent No. 3,936,595)

{*“Yanagimachi™), and Ostermann et al. (U.S. Patent No. 4,484.025) (*Ostermann”). The Office
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Action rejected claims 22, 40-42, 55, and 56 under 35 U.S.C. 102(e) as allegedly being
anticipated by Davidson; claim 24 under 35 U.S.C. 102(b) as allegedly being anticipated by
Yanagimachi; claims 31 and 54 under 35 U.S.C. [02(e) as allegedly being anticipated by
Ostermann; and claims 32-36, 38, and 39 under 35 U.5.C. 103(a) as allegedly being unpatentable

over the combination of Ostermann in view of Davidson.

IV. SUMMARY OF APPLIED PRIOR ART

A. Davidson

Davidson is the reissued patent of U.S. Patent No. 4,215,366 that issued on July 29, 1980,
The reissued patent added new claims 65-74. The application for reissue was filed on July 26,

1982, well after the November 3, 1981 priority date of the instant application.

Davidson is directed to a “method and system for enceding and deceding of standard
television signals...” Col. 3, 11. 26-28. “[V]idec scrambling is effected by inversion of the video
signals of some horizontal scan lines on a pseude-random bias to produce a picture having some
video signals inverted and others not inverted which is unpleasant tc view and virtually
unintelligible.” Col. 3, 1l. 29-34. Davidscn discloses converting analog audic signals to coded
digital audic signals. Col. 3, Il. 34-36. A plurality of unique pulse-coded control signals
consisting of 32- bit binary pulse trains are transmitted separately to... provide the information

needed to unscramble the scrambled audio and video signals,” Col. 3, 1L, 36-41,

Claim 65, added to the patent via reissue, claims a receiver in a subscription television
system having means for conveying televisicn signals include a video portion, an aural portion,
and an “encryption cedes signal” comprising a sequence of “encryption codes.” Col. 24, 11, 30-
35. The aural portion is a digitized audio signal “encrypted” in accordance with the “encryption

codes signal.” Col. 24, 1I. 35-39. The receiver has means to detect and separate the “‘encryption
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codes” signal frem the television signals; to separate the digitized and “encrypted” audio signal
from television signals; to return the detected audio signal to the “pre-encryption” digitized
condition; and te return the audio signal te the original analeg format. Col. 24, I1. 40-50.
However, there is no mention of “encryption” anywhere in the disclosure of the patent. Only
scrambling and unscrambling is disclosed. The term “encryption,” as used in claim 65, was not

added until sometime after the reissue filing date of July 26, 1982.

Claim 72, also added to the patent via reissue, claims a “television transmitter for
generating television signals having a program video portion and program aurzl portion...” Col.
25, 1l. 46-48. The transmitter has means to generate a continuous sequence of “encrypticn
codes™; to convey the program video and program aural portions and the “encryption codes
signal” from the transmitter to authorized subscribers; to sample and digitize the program audio
signal; to digitally “encrypt” each digitized program audic sample in response to the “encrypticn
codes signal”; and te combine the “encryption codes” signal, the digitized and “encrypted” audio
program signal, and a video program signal, with the carrier signals, Col. 25,1, 52 — col. 26,1. 9.
As mentioned above, there is no mention of “encryption” anywhere in the disclosure of the
patent. Only scrambling and unscrambling is disclosed. The term “encryption.” as used in claim

72, was not added until sometime after the reissue filing date of July 26, [982.

The eriginal Davidson *366 patent discloses videc scrambling. The reliance cn the
reissue patent cannot change this fact. The use of the term “encryption” as added by the reissue
claims does not change the fact that the fundamental videe signal of Davidson is an analog
television signal. The video signal of Davidson is not encrypted as encryption is a digital

process. For this reason, the Davidson reissue patent is limited in its use as a prior art reference,
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B,  Yanagimachi

Yanagimachi is directed to *a programmed information transmission system wherein a
number of different program materials and control signals for controlling the progress and
combinations of the transmitted program materials are simultaneously transmitted and in which
programmed information is constructed from a series of the transmitted program materials at a

receiver end on the basis of the transmitted contrel signals.” Col. 1, 11. 8-16.

A transmitter station receives videc and audio signals frem a video and audio signal
generating device. Col. 14,1. 51 — Col. 15, 1. 5. An allocation contrel device at the transmitter
station produces control codes for effecting the channel allocation and transmission of the video
and audio signals. Cel. 14, 1. 62 - Col. 15, 1. 2. The audio and video signals are processed and
the time division multiplexed. Col. 15, 1l. 6-10. Program material control codes and video
identification numbers supplied by the allocation control device are added to the video signals.
Col, 15,11, 11-16, Audio start znd end signals are added to the audio signals. Col. 15,11, 16-18,
An item control code is inserted in the code frames of a transmission signal that is then combined
with the video and zudio signals. Col. 15, 11. [9-28. The combined information transmission

signal is stored in memory and then transmitted to a receiver station. Col. 15, 11. 28-32.

The receiver station receives the information transmission containing videc signals, audio
signals, and a control code. Col. 16, 1l. 23-25. A user makes a selection at an input terminal that
is compared to the contrel cede. Col. 16, 11. 25-30. The video and audio signals are separately
processed based on the comparison. Cel. 16, 11. 30-36; Col. 16, 1l. 37-43. The desired video
signal is fed to a frame video buffer memory and stored therein befeore being read out to a video
output terminal. Cel. 16, 11. 31-36. The desired audio signal is converted into an analog audio

signal and supplied to an audio output terminal. Col. 16, II. 37-43.
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€, Ostermann

Ostermann is directed to a “system for enciphering and deciphering data for transmission
between a transmitter and a receiver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, 1l. 7-10. Ostermann discloses a receiver station
transmitting a cipher algorithm “from the cipher program storage 18 over a data transmission
channel 20 te the program memory 22 of the programmable cipher computer 127 at the
transmitter station. Col. 2, 1. 38-41. “The cipher algerithm transmitted from the cipher program
storage 18 of cipher equipment [6 via channel 20 is stored in program memory 22 and uvsed to

encipher the clear input data previded by input device 24 te transmitter 10.”

Ostermann also discloses another embodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28 for sterage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col, 2,11 59-62. The cipher equipment 12 at the transmitter station receives a bit sequence from
cipher computer 16 at the receiver station that enables the cipher program to be transferred from

long-term memory 28 to program memory 22, Col. 3,11, 10-19.

V., RESPONSE TO PRIOR ART REJECTIONS

A, Rejection of claims 22, 40-42, and S5 under 35 U.S.C. §102(e)

Claims 22, 40-42, 55, and 56 are rejected under 35 U.S.C. $102{e) over Davidson. This

rejection is respectfully traversed.

Claims 22, 40-42, 55, and 56 claim material relating to the encrypticn and decryption of
signals, Applicants have consistently asserted that the Board of Patent Appeals and Interferences
decided in Ex parte Personalized Media Communications, LLC {Appeal 2008-4228, Ex parte
Reexamination Control 90/006,536) at pages 53-34, that encryption and decryption require a
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digital signal. The Board considered the very same specification that is part of this application in
finding that encryption and decryption are limited to digital applications. The Board also held

that “encryption and decrypticn are not broad encugh to read on scrambling and unscrambling.”

In the Office Action, the Examiner noted that the United States District Court for the
Eastern District of Texas Marshall Division recently found that encryption and decryption were
terms net [imited te digital data. However, this ruling is not final and Applicants are seeking its
reconsideration. The Examiner erred by 1gnoring the decision of the Board, the contrelling

administrative tribunal for examiners, in faver of 2 non-final, non-binding authority.

For the sake of advancing prosecution, Applicants propese to amend independent claims
22, 40-42, 55, and 56 to clarify that the information transmission received is an encrypted digital
information transmission. Davidson does not teach the encryption of an entire digital signal
transmission, These proposed amendments are fully supported by the specification, Applicants
request entry of these amendments as they place this applicatien in condition for allowance or at
least place this application in better form for consideration on appeal under 37 CF.R. §

1.116(b)2).

These proposed amendments in no way affect Applicants’ position that encryption and
decryption require a digital signal. Applicants propose the claim amendments as an earnest
attempt tc advance the prosecution of the application. Therefore, the claims 22, 40-42, 55, and

56 are not anticipated by Davidsen and are in allowable form.

Even assuming, arguendo, that Davidson teaches an encrypted digital information
transmission, claims 22, 41, 42, 55, and 56 are not anticipated by Davidson for at least the

following reasons:
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L. Claim 22

Claim 22, amended as proposed, recites in part:

receiving encrypted digital programming, said encrypted digital
programming having an encrypted control signal;

detecting said control signal;

passing said control signal to a decryptor that decrypts encrypted
digital data at said subscriber station;

decrypting said control sighal;

These limitations are not taught by Davidson.

The Office Action points to Davidson’s claim 63, column 24, lines 30-30, to show that
the invention discloses all the limitations of claim 22. But, claim 22 claims receiving encrypted
digital programming having an encrypted digital control signal. Applicants maintain that
Davidson only teaches conveying a composite television signal including a video portion, an
aural portion, and an encryption codes signal. There is no suggestion in claim 65 or anywhere
else in Davidson that the encryption codes signal is an encrypted digital signal. This is
evidenced by the lack of z decryptor, as claimed here, that decrypts the encrypted digital centrol
signal. Claim 65 only claims a ““signal detector means” for separating the encryption codes
signal from the television signal, but claims a “inverse encryption means” for decrypting the
encrypted audio signal. If the encryption cedes signal was in fact encrypted, “inverse encryption
means” would be necessary to decrypt it. Therefere, Davidson fails to teach all the limitations of

claim 22.

2. (Claima]

Claim 41, amended as proposed, recites in part:
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receiving programming and delivering said programming to a
transmitter;

receiving digital data comprising at least an instruct signal and
communicating said digital data to a signal embedder, said instruct signal
operative at said receiver station to control said decryptor;

controlling said signal embedder to embed said digital data in an
encrypted digital information transmission in a varying pattern of timing
or location;

These limitations are not taught by Davidson.

The Office Action points to Davidson’s claim 72, column 23, line 45 — column 26, line 9,
to show that the invention discloses all the limitations of ¢laim 41. Davidson’s claim cnly sets
ferth means for generating television signals and encryption codes. The audio signal is then
digitized at the transmitter station. Davidson’s claim is silent regarding delivering programming
and communicating information to a transmitter. Moreover, as asserted by Applicants
previcusly, claim 72 fails to teach embedding digital data in an information transmission in a
varying pattern of timing or location. It only claims means for “‘combining the encryption codes
signal, the digitized and encrypted audio program signal, a video program signal, with the carrier
signals whereby. .. [they each] can be individually separated at a receiver,” Cel, 26, 11, 4-9, The
Examiner argues that Davidson embeds an encryption codes signal within programming *in
some varying pattern or fashion,” but does not suggest where Davidson teaches that, Claim 72 is
silent as embedding digital data in an encrypted digital information transmission. Davidson fails

to teach all the limitations of claim 4.

3. Claim 42

Claim 42, amended as proposed, recites in part:
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detecting a plurality of signals on said at least ene encrypted digital
information transmission;

decrypting at least one of said plurality of signals, said at least one
decrypted signal including at least one instruct signal which is effective to

instruct;

passing the at least one decrypted instruct signal to a controllable
device; and

controlling said controllable device on the basis of decrypted
informatien included in said at least one decrypted instruct signal.

These limitations are not taught by Davidson.

The Office Action points to Davidson’s claim 65, column 24, lines 30-30, to show that
the invention discloses all the limitations of claim 42. Claim 65 teaches means for decrypting a
digitized audio signal but fails to teach decrypting a signal that includes at least one instruct
signal which is effective to instruct. The Examiner argues that the decrypted audio signal acts as
an instruct signal that is passed to a controllable device and controls it by cutputting/presenting

the audio signal. But the limitation claims “at least one decrypted signal including at least one

instruct signal.” thereby disqualifying a decrypted signal acting as an instruct signal. Moreover,
Davidson does not teach a plurality of signals on an encrypted digital information. Therefore,

Davidson fails to teach all the limitations of claim 42.

4. Claim 55

Claim 55, amended as proposed, recites in part:

centrolling said controllable device on the basis of said passed
decrypted or enabled at least said second of said plurality of signals.

These limitations are not taught by Davidson.

The Office Action points to Davidson’s claim 63, column 24, lines 30-30, to show that

the invention discloses all the limitations of claim 55. Claim 65 teaches means for the
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decryption and analog conversion of an encrypted digital audic signal, but fails to teach
controlling a controllable device on the basis of that decrypted analog audio signal. The “analog
conversion means connected to the inverse encryption means to return the audic signal to the
original analog format whereby program audio may be processed and presented in &
conventicnal manner.” Cel. 24, 1. 47-50. Applicants maintain, as asserted previously, that in
Davidson, the program audio is an element te be processed, it is not operable in the contrelling

of a controllable device. Davidson fails to teach all the limitations of claim 55.

5. Claim 56

Claim 56, amended as proposed, recites in part;

receiving at least one encrypted digital information transmission;

identifying a plurality of signals in said at least one information
transmission;

selecting a first signal of said plurality of signals including
downloadable code;

These limitations are net taught by Davidson.

Davidson’s receiver receives sets of signals at receiving antenna 36, Col. 8, Il. 57-68.
The sets of signals are then split by RF splitter 114 so that the video, aural, and centrol signals
can be separately processed. Cel. 9,11. 1-11. Applicants maintain, as asserted previously. that
the receiver does not perform any “selecting” of a first signal in a transmission that includes
downloadable cede. Davidsen’s receiver continuously splits the received sets of signals and
processes each according to its type. No “selecting” cccurs because all signals are received and

then processed. Davidson fails to teach “selecting” as set forth in claim 56.
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B. Rejection of claim 24 under 35 U,5.C. §102(e}

Claim 24 is rejected under 35 U.S.C. §102{e) over Yanagimachi. This rejection is

respectfully traversed.

Claim 24, amended as proposed, recites, in part:

receiving at said remote transmitter station one or more second
instruct signals which cperate at the subscriber station te identify and
decrypt said unit of programming or said one or mere first instruct signals,
said remote transmitter station transferring said one or more second
instruct signals to said transmitter; and

Applicants propose to amend this claim to use the conjunction “and” between identify
and decrypt. In Applicant’s Amendment filed on October 6, 2011, Applicants argued that
Yanagimachi does not teach decrypting, The Final Office Action did not address this point,
Instead, it asserted that Yanagimachi teaches the above limitation because Yanagimachi teaches
identifying & unit of programming, which satisfies one of the alternatives claimed by the

unamended claim that uses the disjunction “or.”

The proposed amendment makes the decrypting of programming inclusive, Yanagimachi
fails te address encryption or decryption. Therefore, Yanagimachi fails to describe each and
every limitaticn as set forth in claim 24. Applicants request entry of this amendment as it places
this application in condition for allowance or at least place this application in better form for

consideration on appeal under 37 C.F.R. § 1.116{b}2).

C. Rejection of claims 31 and 54 under 35 U.S.C. §102(¢)

Claims 31 and 54 have been rejected under 35 U.S.C. §102(e) over Ostermann. This
rejection is respectfully traversed.
1. Claim 31
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Claim 31 recites, in part:

receiving at least one control signal which at said at least one of
said plurality of recetver stations operates to execute the downloadable
code; and

causing said at least one control signal to be communicated to said
at least one transmitter at a specific time,

thereby to transmit at least one information transmission including
the dewnloadable code and said at least one control signal.

These limitations are not taught by Ostermann.

Applicants maintain the same arguments that they asserted in their previous Amendment.
Ostermann discloses the cipher equipment 12 at the transmitter station receiving a bit sequence
from the cipher computer 16 at the receiver station, but the bit sequence does not operate to
execute the cipher algorithm at the receiver station. Moreover, Ostermann fails to teach the
communication of the bit sequence, or any control signal, to a transmitter at the transmitter
station at a specific time. When the transmitter station transmits, it only transmits the cipher
algorithm. Ostermann fails to teach transmitting a transmission that includes a control signal and
downloadable code. Ostermann does not describe each and every limitation as set forth in claim

31.

2. Claim 54

Claim 54, recites, in part; “storing at the remote data source one or more control signals
for enabling a decryptor to decrypt a video.” Ostermann dees not address the decryption of

video,

Applicants maintain the same arguments that they asserted in their previous Amendment.

The Office Action points to cipher equipment [6 that contains cipher program storage 18 for
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storing a cipher algorithm, as described in column 2, lines 38-41, as teaching this limitation.
However, Ostermann does not specifically address the decryption of video. It is directed to the
transmission of a cipher program to allow encryption or encryption of ““data.” Without asserting
any support, the Examiner argued that data ““in a general sense” includes video. But there is no
suggestion in Ostermann it applies to anything beyond cipher programs. Therefore, Ostermann

fails to describe this limitation as set forth in claim 54.

D. Rejection of claims 32-36, 38, and 39 under 35 U.S.C. §103(a)

The Office Action rejected claims 32-36, 38, and 39 under 35 U.S.C. 103(a) as allegedly
being unpatentable over the combination of Ostermann in view of Davidsen. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidson, alone and in

combination, fail tc teach each of the claim’s limitations.

1. Claim 32

Claim 32 claims the methed of claim 31, “wherein a television program is displayed at a
receiver station and said downloadable code and said at least one contrel signal program said
receiver station to decrypt said television program in accordance with said new technique.”
Claim 32 is not rendered unpatentable by Ostermann for the same reasons as argued above in

regard to claim 31.

The Office Action points to Davidson’s claim 65 as teaching the application of
encryption/decryption techniques to television signals. However, it would not have been cbvious
to combine the teachings of the references, Davidson is directed to the transmission and
reception of standard television signals, which at the time of invention were analog television

signals, As evidenced by Davidson only scrambling the analog video signal while embedding an
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encrypted digital audic signal, the encryption of a whole television signal was not obvious,
There is no suggestion in Davidson that encryption could be applied to signals as complex as
entire television signals. In fact, Davidson teaches away from encrypting/decrypting television
signals by fecusing on the processing of the video and sudio signal components while leaving
the television signal itself unaffected. Therefore, it would net have been obvicus to combine

Davidson and Ostermann.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,
Davidson does not cure Ostermann’s deficiencies. The combination of Davidson and Ostermann
fails to teach receiving a control signal which operates to execute downloadable code, causing
the control signal to be communicated to a transmitter at a specific time to transmit an
information transmission including the downloadable code and the control signal. Applicants
respectfully submit that even if the teachings of Ostermann were medified with the teachings of
Davidson as suggested in the Non-Final Office Action, the modified compesition still fails to

satisfy every element recited in claim 32,

2, Claim 33
Claim 33 recites, in part: “receiving a television program at a transmitter station and
delivering said television program to a transmitter,” This limitation is not taught by Ostermann

or Davidson.

Ostermann teaches the transfer of a cipher algorithm from a receiver station to a
transmitter station, where the cipher algorithm is used to implement decrypting at the receiver
station. The Office Action points to Davidson’s claim 63, column 24, lines 30-30 to apply

Ostermann’s teachings to television signals. However, as argued above, it would not have been
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obvious to combine the teachings of the references. Davidson is directed to the transmission and
reception of standard television signals, which at the time of invention were analog television
signals. As evidenced by Davidson only scrambling the analog video signal while embedding an
encrypted digital audio signal, the encryption of a whole television signal was not obvious.
Davidson surely understood encryption and decryption, but did not apply it to television signals
because that innovation was not obvicus. In fact, Davidsen teaches away from
encrypting/decrypting television signals by focusing on the processing of the video and audio
signal components while leaving the television signal itself unaffected. Therefore, it would not

have been obvious to combine Davidscen and Osterman.

Assuming, argiendo, that it would be obvious to combine Davidson and Ostermann,
claim 65 teaches conveying composite television signals, but the claim only discloses means for
generating television signals and encryption codes. There is no teaching of receiving a television
program at a transmitter station and delivering it to a transmitter. Even if someone of ordinary
skill in the art were to apply the teachings of Ostermann and Davidson, the inventions fail to

teach or suggest every limitation of claim 33.

3. Claim 34
Claim 34 recites, in part:

passing said decrypted second of said plurality of signals to a
controllable device; and

centrolling said controllable device on the basis of said passed
decrypted second of said plurality of signals.”

These limitations are not taught by Ostermann or Davidson.
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The Office Action points to Davidson’s claim 65, column 24, lines 30-30, to show that
the invention discloses the passing and controlling limitations of claim 34, Claim 05 teaches
means for the decryption and analog conversion of an encrypted digital audio signal, but fails to
teach passing the decrypted analog audio signal to a controllable device and contrelling the
contrellable device on the basis of that decrypted analog audio signal. The “analog conversion
means cennected to the inverse encryption means connected to the inverse encryption means to
return the audio signal te the original analog format whereby program audio may be processed
and presented in a conventional manner.” Col. 24, II. 47-50. As asserted previously by
Applicants, in Davidson, the pregram audic is an element to be processed, it is not operable in
the controlling of a controllable device, Davidson and Ostermann fail to teach all the limitations

of claim 34.

4. Claim 35

Claim 35 depends from independent claim 33. Claim 33 claims the method of claim 33,
“wherein said step of transferring is performed based on comparison.” Claim 35 further limits
claim 33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as

argued above in regard to claim 33.

5. Claim 36

Claim 36 depends from independent claim 33. Claim 306 claims the method of claim 33,
“wherein said step of transferring in accordance with a schedule.” Claim 36 further limits claim
33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as argued

above in regard to claim 33.

27

LIBW/IBI3160.3

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1169



Assuming, arguendo, that it would be obvious to combine Davidsen and Ostermann, the
Office Action peints to Ostermann as teaching “which cipher program is tc be used at a
particular time (schedule) as spoken of on column 3, lines 10-20.” The Examiner argues that the
transferring “is performed in accerdance with a particular order or schedule depending on a
received bit sequence indicating which cipher program is to be used at a particular time.” But
Ostermann does not teach anything other than the automatic transferring of the cipher program at
the time the bit sequence is received. The bit sequence dees not include any “scheduling™
information. It’s true that Ostermann’s system will transfer the cipher programs at the time of bit
sequence receipt and in the order of bit sequence receipt, but this does not mean that the transfers
are made in accordance with a schedule, There is no teaching or suggestion in Ostermann of
performing this step in accordance with a schedule. Ostermann and Davidson, alone and in

combination, fail to teach each of the claim 36’s limitations,

6. Claim 38

Claim 38 depends from independent claim 33. Claim 38 claims the method of claim 33,
“wherein said one or more instruct signals operate at said one or more receiver stations based on
an identifier, said methed further comprising the step of transmitting said identifier.” Claim 38
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argued above in regard to claim 33.

7. Claim 39

Claim 39 depends from independent claim 33, Claim 39, amended as proposed, claims
the method of claim 38, “wherein an information transmission including said television program
is received at said one or more receiver stations, wherein said television program is outputted at

said one or more receiver stations, and wherein said identifier identifies (1) said television
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program and (ii) a channel including said television program.” Claim 39 further limits claim 33
and is not rendered unpatentable by Ostermann and Davidson for the same reasons as argued

above in regard to claim 33.

Assuming, argtiendo, that it would be obvious to comnbine Davidsen and Ostermann, the
Cffice Acticn points to Ostermann, column 3, lines 49-61, as teaching “said identifier identifies
{1) said television program and {ii) a channel including said television program. The cited
section discloses a bit sequence “containing identification codes of both the transmitter 10 and
the addressed receiver 14.” Col. 3, 1. 59-61. The Examiner argues that the identification codey
would “indicate a particular channel that a transmission is utilizing between a transmitter and an
addressed receiver,” However, Ostermann does not teach the identification of a television
program, or anything transmitted to the receiver station. This limitation as set forth by the
proposed amendment to claim 39 is not taught by Ostermann or Davidson. Applicants request
entry of this amendment as it places this application in condition for allowance or at least place
this application in better form for consideraticn on appeal under 37 C.E.R. § 1.116(b)}2).
Applicants further request entry of this amendment under 37 C.F.R. § 1.116(b)(3) as it responds

to the Examiner’s new reason for rejection and could not have been earlier presented.

V1. CLAIMS 23, 25-30, AND 45-53 ARE ALLOWABLE

The Office Action identified claims 23, 25-30, and 45-30 as allowable over the pricr art
of record. This Amendment does not affect claims 23, 25-30, and 45-30. Applicants

respectfully submit claims 23, 25-30, and 45-30 as previously presented.

The Office Action alsc identified claim 37 as cobjected to as being dependent upon a

rejected base claim, but weould be otherwise allowable if rewritten in independent form including
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all of the limitations of the base claim and any intervening claims. Applicants respectfully assert

that the claim does not need to be rewritten,

Claim 37 depends from claim 36, which depends from independent claim 33. As argued
above, claims 33 is allowable over Davidson, Ostermann, and the prior art of record. As
identified by the examiner, the limitations of claim 37 are alse allowable over the prior art of
record. Applicants respectfully submit that claim 37 is allowable in its current dependent claim

form.

V1. CONCLUSION

Applicants respectfully submit that all claims are allowable over the cited art for the
reascns set forth above. Applicants request reconsideration of this application in view of the
amendment and arguments set forth abeve. In the event Applicants have overlooked the need for
an extension of time, payment of fee, or additional payment of fee, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Account No. 50-4494.
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: February 29, 2012

LIBW/IBI3160.3

Respectfully submitted,

By: /Thomas J. Scott, Ir./
Themas J. Scott, Ir.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washingten, DC 20001
Attorney for Applicant
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. . Application No. Applicant{s})
Advisory Action 08/449,413 HARVEY ET AL,
Before the Filing of an Appeal Brief Examiner Art Unit
MICHAEL J. MOORE, JR. 2467

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 29 February 2012 FAILS TC PLACE THIS APPLICATION IN CONDITICN FOR ALLOWANCE.

NO NOTICE OF APPEAL FILED

1. The reply was filed after a final rejection. No Notice of Appeal has been filed. To avoid abandonment of this application, applicant must timely file
one of the fcllowing replies: {1) an amendment, afiidavit, or other evidence, which places the application in condition for allowance;

(2} a Notice of Appeal {with appeal feg} in compliance with 37 CFR 41.31; or {3) a Requast for Continued Examination (RCE}) in compliance with
37 GFR 1.114 if this is a wiility or plant application. Note that RCEs are not pemitted in design applications. The reply must be filed within one of
the following time periods:
a) [ The period for reply expires months from the mailing date of the final rejection.
o)) E The paricd for reply expires on' (1) the mailing date of this Advisory Action; or {2) the date set forth in the final rejection, whichever is later.
In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
<) D A prior Advisory Action was mailed more than 3 months after the mailing date of the final rejection in response to a first after-iinal reply filed
within 2 menths of the mailing date of the final rejection. The current pericd for reply expires menths from the mailing date of
the pricr Advisory Action or SIX MONTHS from the mailing date of the final rejection, whichever is eariier
Examiner Note: If box 1 is checked, check either box {a), {b) or (¢). ONLY CHECK BOX (b} WHEN THIS ADVISORY ACTICN IS THE
FIRST RESPONSE TO APPLICANT'S FIRST AFTER-FINAL REPLY WHICH WAS FILED WITHIN TWO MONTHS OF THE FINAL
REJECTION. ONLY CHECK BCX (c} IN THE LIMITED SITUATION SET FORTH UNDER BOX (c}. See MPEP 708.07(1).

Exiensions of time may be cbiained under 37 CFR 1.136({a). The daie on which the petition under 37 CFR 1.136(a) and the approgriate

extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The

appropriate extensicon fee under 37 CFR 1.17(a) is calculated from: (1) the expiration daie of the shoriened staiutory period for reply originally
set in the final Cffice action; or (2) as set forth in {b) or {c) above, if checked. Any reply received by the Office later than three months after the

mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b}.

NOTICE OF APPEAL

2. [] The Motice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within twe months of the date of filing the
Notice of Appeal (37 CFR 41.37(a)}, or any exiension thereof {37 CFR 41.37{e)}. to avoid dismissal of the appeal. Since a Notice of
Appeal has been filed. any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. @ The propesed amendments filed afier a final rejection, but prior 1o the date of liling a brief. will not be entered because
a) K They raise new issues that would require further consideration and/or search {see NOTE below};

b} D They raise the issue of new matier (see NOTE below};

c) = They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; andior

d} O They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: See Continuation Sheet. {See 37 CFR 1.116 and 41.33{a)).

4. |:| The amendments are nol in compliance with 37 CFR 1.121. See allached Notice of Non-Compliant Amendment (PTOL-324).

5. |:| Applicant’s reply has overcome the following rejection{s}:

6. Newly proposed or amended claimis) would be allowable if submitted in a separate, timely filed amendment canceling the non-
allowable claimis).

7. E For purposes of appeal, the proposed amendmeni(s): (a) I will not be entered, or (b) [ will be eniered, and an explanation of how the
new or amended claims would be rejecied is provided below or appended.

AFFIDAVIT CR OTHER EVIDENCE

8. [ The affidavil or cther evidence filed afier {inal action, bui before or on the date of filing a Notice of Appeal will not be enlered because
applicant failed te provide a showing of goed and sufficient reasons why the affidavit or other evidence is necessary and was not earlier
presented. See 37 CFR 1.116(e).

9. [J The afiidavit or other evidence filed after the date of filing the Notice of Appeal, but prior to the date of filing a brief, will not be entered
because the affidavit or other evidence failed to overcome all rejections under appeal andfor appellant fails to provide a showing of good
and sufficient reasons why il is necessary and was not eatlier presenied. See 37 CFR 41.33(d){1).

10. [] The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

BEQUEST FOR RECONSIDERATION/OTHER

11. [{ The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

See Continuation Sheet.

12. [ Mote the attached Information Disclosure Staternent{s). (PTO/SBI08) Paper Mo(s).

13. [ Other: .

BTATUS GF CLAIMS

14. The status of the claim(s) is {or will be) as follows:

Claim{s} allowed: 23,25-30 and 43-53.
Claim{s}) objected to: 37.
Claim{s} rejecied: 22,24,31-36,38-42 and 54-56.

Claim(s) withdrawn rom consideration:

Michael J. Mcore, Jr ./
Primary Examiner, Art Unit 2467

U.S. Patent and Trademark Office
PTOL-303 {Rev. 03-2010) Advisory Aclion Before the Filing of an Appeal Briet Part of Paper Ne. 20120306
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Confinuation Sheet (PTOL-303} Application No. 08/449,413

Continuation of 3. NOTE: Amendments made by Applicant to claims 22, 24, 39-42, 55, and 56 raise new issues that would require further
congideration and/or search.

Continuation of 11. does NOT place the application in condition for allowance because: Applicants arguments regarding claim rejections
under obvicushess-type double patenting, 35 U.S.C. 102 and 35 U.S.C. 103 will be addressed upen Applicant filing one of the above
replies indicated in section 1 of this communication.
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DC NOT ENTER: MM

3/6/712

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Applicaticn oft

John C. Harvey et al.

Application No.: 08/449.413 Confirmaticn No.: 1756

Filed: May 24, 1995 Art Unit: 2467

For: SIGNAL PROCESSING APPARATUS AND Examiner: Moore Ir., Michael J.
METHODS

AMENDMENT AFTER FINAL REJECTION AND REQUEST FOR
RECONSIDERATION

MS AF
Cemmissicner for Patents
P.G. Box 1450
Alexandria, VA 22313-1450
Dear Sir:
In response to the Final Office Action dated December 30, 2011, please amend the
above-identified application as follows.

Amendments to the claims begin on page 2.

Remarks begin on page [1.

LIBW/IBI3160.3

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1177



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of;

John C. Harvey et ¢l.

Application No.: 08/449,413 Confirmaticn No.: 1756

Filed: May 24, 1995 Art Unit: 2467

For; SIGNAL PROCESSING APPARATUS AND Examiner; Moore Jr., Michael J,
METHODS

SUBMISSION UNDER 37 C.E.R. § 1.12%(a)

MS AF

Commissicner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450
Dear Sir:

Applicants request that the finality of the final Office Action mailed December 30, 2011,
be withdrawn in view of this timely filed first submission under 37 C.F.R. § [.129%&). The fee
set forth in 37 C.F.R. § 1.17(r) is submitted herewith. Applicants respectfully request that the
amendments be entered and the arguments considered as set forth in the Amendment After Final
Rejection filed February 29, 2012, The present application has an effective pendency of at least
two years as of June 2, 1995, taking into account any reference of record to any earlier filed
applicatien under 35 US.C. §§ 120, 121, and 365(c). This submissicn is being filed prior to the
filing of an appeal brief and prior to abandonment of the applicatien.

This submission is filed prier te the 3-month expiration date for reply set forth in the

December 30, 2011 Final Rejection and therefore does not require a request for an extension of

time or a payment of extension fees. In the event Applicants have overlooked the need for an

LIBW/IBIT73520
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extension of time, payment of fee, or additional payment of fee, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Acccunt No. 50-4494,

Dated: March 13, 2012

LIBW/IBIT73520

Respectfully submitted,

By /Thomas J. Scott. Jr./
Thomas J, Scott, Jr,
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenue, NW
Washingten, DC 20001
(202) 346-4000
Attorney for Applicant
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Unrren Stares PATENT AND TRADEMARK OFEICE

UNITED STATES DEPARTMENT OF COMMERCE
United $tates Patent aml Trademark Office
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W ISP, Aot
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Please find below and/or attached an Office communication concerning this application or proceeding,
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

AAlpha-Kpelewama@ poodwinproeter.com
patentde @ goodwinprocter.com
finckeon @ goodwinprocter.com
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Application No. Applicant{s)

08/449,413 HARVEY ET AL.
Office Action Summary Examiner A Uit
MIGHAEL J. MOORE, JR. 2467

-- The MAILING DATE of this communicalion appears on the cover sheet with lhe correspondence address --
Period for Reply

A SHORTENED STATUTCRY PERIOD FOR REPLY 1S SET TO EXPIRE 3 MONTH(S) OR THIRTY (30} DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

- Extensions ol ime may be available under the prowisions ol 37 CFR 1 136(a). In no event. however. may a reply be imely filed

aher SIX (€) MONTHS from the mading date of this communication,
- IING period for reply is specified above. the maximum stalutery period will apply and will expire 81X {8) MONTHS from the mailing date of this communication.
- Failure to reply within the set or exiended period lor reply will. by staiule. cause the application 1o become ABANDONED {35 U.5.C. § 133)

Any reply received by the Ollice later than three months after the mailing date of 1his commumication, even if umely filed. may reduce any

earned patent term adjusiment. See 37 CFR 1 704(b)

Status

1) Responsive to communication{s) filed on 13 March 2012,
2a)] This action is FINAL. 20y This action is non-final.
(] An election was made by the applicant in response to a resiriction reguirement set forth during the interview on
_____the restriction requirement and election have been incorporated into this action.
4)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parie Quayfe, 1835 C.D. 11, 453 0.G. 213.

Disposition of Claims

5K Claim(s) 22-56 isfare pending in the application.
5a) Of the above claim(s) is/are withdrawn frem consideration.
8 Claim(s) 23.25-30 and 43-53 is/are allowed.
7 Claim(s) 22.24,31-36.38,40-42 and 54-56 is/are rejected.
8 Claim(s) 37 and 39 is/are objected to.
9] Claim{sy _____ are subject to restriction and/cr election requirement.

Application Papers

10)0 The specification is objected 1o by the Examiner.
11)J The drawing(s) filed on is/are: a)[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s} is objected to. See 37 CFR 1.121(d).
12)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 118

13)[J Acknowlsggment is made of a ¢laim for foreign priority under 35 U.S.C. § 119{a)-{d) or {f}.
aJAar b Some " ¢} None of:
1.0 Certified copies of the priority documents have been received.
2.0 Certified copies of the priority documents have been received in Application No. _____
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) D Netice of Referenices Cited (PTO-892) 4) D Interview Summary (PTG-413)
2) [] Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(syiail Date. _____
3) [] Information Disclosure Statement(s) (PTO/SBI08) 5) [ Notice of Informal Patent Application
Paper No{syMail Date 8} D Cther: __
U Fatent and Tragemark Ofice
PTOL-328 (Rev. 03-11) Office Action Summary Part of Paper No./Mail Date 20128521
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2467

DETAILED ACTION
Continued Examination Under 37 CFR 1.129
1. An amendment and request for reconsideration pursuant to 37 CFR 1.128 was
filed in this applicaticn after final rejection. Since this application is eligible for continued
examinaticn under 37 CFR 1.128, and the fee set forth in 37 CFR 1.17(e) has been
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37
CFR 1.129. Applicant's submission filed on 2/29/12 has been entered.
Double Patenting
2. The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public pclicy {a pclicy reflected in the statute) sc as o prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
chvicusness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined application claim Is elther anticipated
by, or weuld have been obvicus over, the reference claim(s). See, e.g., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 {Fed. Cir. 1898}; In re Goodman, 11 F.3d 1048, 29
USPQ2d 2010 {Fed. Cir. 1893); In re Longi, 758 F.2d 887, 225 USPQ 845 {Fed. Cir.
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982}; In re Vogel, 422
F.2d 438, 164 USPQ 619 {CCPA 1970}; and In re Thorington, 418 F.2d 528, 163 USPQ

844 (CCPA 1969).
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Application/Control Number: 08/449,413 Page 3
Art Unit: 2467

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d)
may be used to cvercome an actual or provisicnal rejection based on a nonstatutery
deuble patenting ground provided the conflicting application or patent either is shown to
be commonly owned with this application, cr claims an invention made as a result of
activities undertaken within the scope ¢f a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

3. Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory
chvicusness-type double patenting as being unpatentable cver ¢laims 1, 22, and 23 of
{U.8. Patent No. 7,801,304. Although the conflicting ¢claims are not identical, they are
not patentably distinct from each other because of the following correspondences.

Regarding claim 22, "a method for conirolling the decryption of encrypted
programming at a subscriber station” corresponds fo *a method for conirolling the
decryption of programming at a subscriber station” in claim 1 of the above U.S. Patent.

“Receiving encrypted digital programming, said encrypted digital programming
having an encrypted digital control signal” corresponds te “receiving pregramming, said
programming having a first encrypted digital centrol signal pertion™ in ¢laim 1 of the
above U.S. Patent.

|n

“Detecting said control signal” corresponds to “detecting said first encrypted

digital contre! signal porticn of said programming” in claim 1 of the above U.S. Patent.
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Application/Control Number: 08/449,413 Page 4
Art Unit: 2467

“Passing said control signal to a decryptor that decrypts encrypted digital data at
said subscriber station” corresponds to "passing said first encrypted digital control
signal porticn of said programming o a decryptor at said subscriber station” in claim 1
cof the above U.S. Patent.

“Decrypting said control signal” corresponds to “decrypting said first encrypted
digital contrel signal porticn™ in claim 1 of the above U.S. Patent.

“Decrypting said encrypted digital pregramming to form decrypted programming
based on said control signal” corresponds to “decrypting said encrypted digital
information portion of said programming ... based on the decrypted control signal
portion” in claim 1 of the above U.S. Patent.

Lasily, “presenting said decrypted programming to a viewer or listener”
corresponds to "presenting said programming"” in claim 1 of the above U.S. Patent.

Claim 22 of the instant application does not explicitly claim "passing said
encrypted digital information portion of said programming to said decryptor”. Therefore,
claim 22 merely broadens the scepe of claim 1 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. See Inre
Karlscn, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed would be
cbvicus to one skilled in the art.

Regarding claim 34, “a method of processing signals at a receiver station™

corresponds to the same in claim 23 of the above U.S. Patent.
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Application/Control Number: 08/449,413 Page &
Art Unit: 2467

“Receiving at least one information iransmission” and "detecting a plurality of
signals on said at least one information transmission” corresponds to "receiving a
plurality of signals Including digital programming and inputting at least some of said
plurality of signals 1o said digital detector" as well as "detecting said encrypted digital
data in said at least some of said plurality of signals” in claim 23 of the above U.S.
Patent.

“Changing a decryption technique In response to at least & first of said plurality of
signals” corresponds o “controlling said decryptor to alter its decryption pattern or
technigue on the basis of information included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a second of said plurality of signals on the basis of said
changed decryption technigue; passing said decrypted second of said plurality of
signals to a controllable device; and controlling said controllable device on the basis of
said passed decrypted second of said plurality of signals” corresponds to “decrypling at
least a portion of said digital pregramming using a selected decryption pattern or
technique based on said step of detecting in order to provide a decrypted output of
programming o a viewer cr listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim “said receiver station
having & receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for

decrypting said encrypted digital data, and a controller operatively connected to said
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Application/Control Number: 08/449,413 Page 6
Art Unit: 2467

digital detector or said decryptor for controlling said decryptor”. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. Seelnre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 {Bd. App.
1869). The omission of a reference element whose function is not needed would be
cbvicus to cne skilled in the art.

Regarding claim 54, “a method of providing an enabling signal to a receiver
staticn from a remote data source, said enabling signal fer use in decrypting at the
receiver station a programming signal, said receiver station being programmed 1o get
informaticn necessary for enabling a programming signal” correspends to "a method of
providing digital enabling informaticn o a receiver stalion from & first remole source,
said digital enabling information for use at the receiver station in decrypting a mass
medium program presentation” in claim 22 of the above U.S. Patent.

“Storing at the remote data scurce one or more control signals for enabling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” carresponds to “receiving at said first remote
source a query from said receiver station” in claim 22 of the above U.S. Patent.

“Communicating, from the remote data scurce to the receiver station in response

to said communication from the receiver station, a contro!l signal” corresponds to
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Application/Control Number: 08/449,413 Page 7
Art Unit: 2467

“transmitiing said digital enabling information which is effective to enable decryption
from said first remote scurce to said receiver siation in response to said step of
receiving said query, said receiver station storing at least some of said transmitted
enabling information” in claim 22 of the above U.S. Patent.

Lasily, “whereby the receiver station inputs said control signal to a decryptor, and

|»

wherein said decryptor decrypts said programming signal” corresponds to “to said
receiver station an encrypted digital mass medium presentation signal which is
decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the above U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “to present said mass medium programming presentation”.
Therefore, claim 54 merely broadens the scope of claim 22 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. Seelnre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The omission of a reference element whose function is not needed would be
cbvicus to cne skilled in the art.

Regarding claim 55, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving one or more encrypted digital information transmissions at said
receiver station; detecting a plurality of signals cn said one or more encrypted digital

information transmissions, at least a first of one of said plurality of signals including a
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Application/Control Number: 08/449,413 Page 8
Art Unit: 2467

control signal” corresponds to “receiving a plurality of signals including digital
programming and inputting at least some of said plurality of signals to said digital
detecter” as well as "detecting said encrypted digital data in said at least some of said
plurality of signals” in claim 23 of the above U.S. Patent.

“Controlling a decryptor that decrypts encrypted digital data in respense to said
control signal” corresponds to "controlling said decryplor to alter its decryption pattern or
technique on the basis of information included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of controlling said decryptor” corresponds to
“decrypting at least a portion of said digital pregramming using a selected decryption
pattern or technique based on said step of detecting” in claim 23 of the above U.S.
Patent.

Lastly, “passing said decrypted or enabled at least said second of said plurality of
signals to a centrollable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”
corresponds to “to provide a decrypted cutput of programming to a viewer or listener” in
claim 23 of the above U.S. Patent.

Claim 55 of the instant application does not claim “detecting ... in accordance
with a varying pattern of timing or location”. Therefore, claim 55 merely broadens the

scepe of claim 23 of the above U.S. Patent.
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Application/Control Number: 08/449,413 Page @
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It has been held that the cmission of an element and its function is an cbvious
expedient if the remaining elements perform the same function as before. Seelnre
Karlscn, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1963}. The omission of a reference element whose function is not needed would be

cbvicus to cne skilled in the art.

4. Claim 24 is rejected on the ground of nenstatutory obviousness-type deuble
patenting as being unpatentable over claim 14 of U.S. Patent No. 7,801,304 in view of
Yanagimachi et al. {U.S. 3,936,595) (hereinafter “Yanagimachi”).

Regarding claim 24, “a method of conirolling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber
siation to process or output a unit of programming” corresponds to “a method of
controlling a remote transmitter station to communicate program material o a
subscriber station and controlling said subscriber station fo process or cutput digital
programming” in claim 14 of the above U.S. Patent.

“Receiving a control signal which operates at the remote transmitter station to
control the communication of a unit of programming and one or more first instruct
signals and communicating said control signal o said remote fransmitter station”
corresponds to “receiving at said remote transmitter station & first control signal which
cperates at the remote transmitter station to control communication of said digital
programming and one or moere first instruct signals” in claim 14 of the above U.S.

Patent.
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“Receiving at said remote transmitter station one or more second instruct signals
which operate at the subscriber station to identify and decrypt said unit of pregramming
or said one cor more first instruct signals, said remote transmitter station transferring said
one or more second instruct signals to said transmitier” corresponds to “receiving at
said remote transmitter station said cne cr more digital second instruct signals which
operate at the subscriber station to decrypt (identified) said digital programming” in
claim 14 of the above U.S. Patent.

“Transmitting from said remote transmitter station an information transmission
comprising said unit of pregramming, said one or more first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being
transmitted in accordance with said conirol signal” corresponds to “transmitting from
said remote transmitter siation to said subscriber staticn an information transmission
comprising said digital programming, said one or more first instruct signals and said one
or more digital second instruct signals, said one or more first instruct signals being
transmitted in accordance with said first control signal” in claim 14 of the above U.S.
Patent.

Claim 24 of the instant application further claims “receiving & code or datum
identifying a unit of programming to be transmitted by the remote fransmitier station,
said remote transmitter station transferring said unit of programming to a transmitter”
which is not claimed in claim 14 of the above U.S. Patent.

However, Yanagimachi teaches a similar method of controlling transmission and

cutput of programming at a receiver station, where program control codes identifying
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particular programming included in the transmission are utilized by a transmitter station

102 and receiver station 103 for fransmission/reception and programming cutput as
spoken of on column 15, lines 2-32 as well as cclumn 16, lines 22-40.

At the time of the invention, it weuld have been obvicus to socmeone of ordinary
skill in the art, to apply the confrol code transmission of Yanagimachi to the method of
claim 14 of the above U.S. Patent in order to provide selective output of programming in
accerdance with selection input provided frem a subscriber as spoken of on column 16,
lines 25-40 of Yanagimachi.

Cilaim Rejections - 35 USC § 102
1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that
form the basis for the rejections under this section made in this Cffice action:

A person shall be entitled to a patent unless —

{b} the invention was patented or desciibed in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

{e) the invention was described in (1) an application for patent, published under section 122(b}, by
another filed in the United States betore the invention by the applicant for patent or (2) a paient
granted on an application for patent by another filed in the Uniied States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the infernational application designated the United Siates and was published under Article 21{2}
of such ireaty in the English language.

2. Claims 40-42, 55, and 56 are rejected under 35 U.S.C. 102(e) as being
anticipated by Davidson {Re. 31,735). Davidson teaches all of the limitations of the
specified claims with the reasoning that follows.

Regarding claim 40, “a method of processing signals at a receiver station” is

anticipated by the decryption method spoken of on column 24, lines 30-50.
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“Receiving at least one encrypted digital information transmission™ and *locating
code” is anticipated by the conveying of a compesite television signal (encrypted digital
informaticn transmissicn) to a subscriber including a video portien, an aural portien, and
an encryplion codes signal (signal including code) comprising a sequence of encryption
codes as spoken of on column 24, lines 30-35, as well as an encryption cedes signal
detecter that detects (locates) and separates the encryption codes signal {signal
including code) from the television signals as spoken of on column 24, lines 40-41.

“Passing said code o a processor; controlling a decryptor that decrypts
encrypted digital data to decrypt in & specific fashion on the basis of said code;
decrypting a portion of said at least one information transmission in said specific
fashion” is anticipated by the inverse encryption means {decryptor processor) that uses
the separated encryption codes signal to return the detected audio signal {portion of
informaticn transmissicn) to the pre-encryption digitized condition {decrypted portion) as
spoken of on column 24, lines 44-46.

Lasily, “passing said decrypted portion of said at least one encrypted digital
information transmissicn to one of said processor and an output device” is anticipated
by returning of the audio signal to original analeg format (decrypted porticn} whereby
program audio may be processed and presented (to an output device) in a conventicnal
manner as spoken of on column 24, lines 47-5C.

Regarding claim 41, “a method of controlling a receiver station to detect digital

data and contrel a decryptor that decrypts encrypted digital data based on a varying
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pattern of timing or location" is anticipated by the encryption/decryption method spoken
of on celumn 25 line 45 — column 26, ling 9.

“Receiving programming and delivering said programming to a transmitter” is
anticipated by the subscription television transmitter that generates television signals
{programming} having video and audic porticns as speken of on column 25, lines 45-50.

“Receiving digital data comprising at least an instruct signal and communicating
said digital data to a signal embedder, said instruct signal operative at said receiver
station to control said decrypter; controlling said signal embedder to embed said digital
data in an encrypted digital information transmission in a varying pattern of timing or
location; communicating said encrypted digital information transmission to said
transmitter; and transmitting said proegramming and said encrypted digital information
transmission including said digital data” is anticipated by the encryption code signal
generating means that generates a continuous sequence of encryption codes (digital
data instruct signal) as well as the means for combining {signal embedder) that
combines the encryption codes signal, the digitized and encrypted audic program
signal, and a video program signal with carrier signals for transmission to a receiver as
spoken of on column 25, lines 50-53 as well as cclumn 26, lines 1-9.

Regarding claim 42, “a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving at least one encrypted digital information transmission; detecting a
plurality of signals on said at least one encrypted digital information fransmission” Is

anticipated by the conveying of a composite television signal {informaticn transmission)
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tc a subscriber including a videc pertion, an aural portion, and an encryption codes
signal comprising a sequence of encryption codes as spoken of on column 24, lines 30-
35.

“Decrypting at least one of said plurality of signals, said at least one decrypted
signal including at least one instruct signal which is effective t¢ instruct” is anticipated by
the inverse encryption means {decryptor processcr) that uses the separated encryption
codes signal te return the detected audio signal to the pre-encryption digitized condition
(decrypted signal) as spoken of on column 24, lings 44-46.

Lastly, “passing the at least one decrypted instruct signal to a controllable device;
and controlling said conirollable device on the basis of decrypted informaticn included in
said at least one decrypted instruct signal” is anticipated by returning of the audio signal
tc original analog format whereby program audic may be processed and presented {to a
controllable device) in a conventional manner as spcken of on column 24, lines 47-50.

Regarding claim 55, “a method of processing signals at a receiver station” is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving one or more encrypted digital information transmissions at said
receiver station; detecting a plurality of signals on said one or more encrypted digital
information transmissicns, at least a first of one of said plurality of signals including a
control signal" is anticipated by the conveying of a composite television signal
(information transmission) io a subscriber including a video portion, an aural portion,
and an encryption codes signal {control signal) comprising a sequence cf encrypticn

codes as spoken of on column 24, lines 30-35.

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1194



Application/Control Number: 08/449,413 Page 15
Art Unit: 2467

“Controlling a decryptor that decrypts encrypted digital data in response o said
control signal; decrypting or enabling communication of at least a second of said
plurality of signals on the basis of said step of controlling said decryptor” is anticipated
by the inverse encryplion means (decryptor) that uses the separated encryption codes
signal {control signal} to return the detected audio signal to the pre-encryption digitized
condition (decrypted signal) as spoken of on column 24, lines 44-46.

Lastly, "passing said decrypted or enabled at least said second of said plurality of
signals to a controllable device; and controlling said controllable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals"Is
anticipated by returning of the audio signal to eriginal analeg format whereby program
audio may be processed and presented (tc a controllable device) in a conventional
manner as spoken of on column 24, lines 47-50.

Regarding claim 56, "a method of processing signals at a receiver station™ is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving at least one encrypted digital infermatien transmission; identifying a
plurality of signals in said at least one encrypted digital information transmission;
selecting a first signal of said plurality of signals including downloadable code” is
anticipated by the conveying of a composite television signal {infermatien transmission}
to a subscriber including a videc portion, an aural portion, and an encryption codes
signal (signal including code} comprising a sequence of encryption codes as spoken of

on column 24, lines 30-35, as well as an encryplion codes signal detector that detects
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and separates (identification of and selecticn of} the encryption codes signal (signal
including code) from the television signals as spoken of on column 24, lines 40-41.

“Passing said downloadable code to a processor; controlling a decryptor that
decrypts encrypted digital data tc decrypt in a specific fashion on the basis of said
downloadable ccde; decrypting at least one second signal of said plurality of signals in
sald specific fashion” is anticipated by the inverse encryption means {decryptor
processor) that uses the separated encryption codes signal to return the detected audic
signal {second signal} to the pre-encryption digitized condition (decrypted pregramming)
as spoken of on column 24, lines 44-48.

Lastly, “passing said at least one second signal to one of said processor and an
output device” is anticipated by returning of the audio signal to original analog format
whereby program audio may be processed and presented {io an cutput device) in a

conventional manner as spoken of on column 24, lines 47-50.

3. Claims 31 and 54 are rejected under 35 U.8.C. 102(e) as being anticipated by
Ostermann et al. {U.S. 4,484,025) {hereinafter “Ostermann”). Ostermann teaches all of
the limitations cf the specified claims with the reasoning that follows.

Regarding claim 31, “a method of controlling at least one of a plurality of receiver
stations” is anticipated by the enciphering/deciphering method performed by the
terminals 1 and 2 of Figure 1.

“Receiving downloadable code which is effective at said at least one of said

plurality of receiver stations to implement a new technique of decrypting and delivering
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the downloadable code to at least one transmitter” is anticipated by the transmission of
a cipher algorithm (downlcadable code) from cipher program sterage 18 te proegram
memory 22 of a programmable cipher computer 12 {transmitter) that indicates a
particular enciphering/deciphering technigue as spcken of on column 2, lines 38-41.

“Receiving at least one control signal which at said at least one of said plurality of
receiver stations operates to execute the downloadable code; and causing said at least
cne control signal to be communicated to said at least one transmitter at a specific time,
thereby 1o transmit at least one information tfransmissicn including the downloadable
code and said at least one control signal” is anticipated by the transmission of a bit
sequence {control signal} from cipher equipment 16 to cipher computer 12 (transmitter)
indicating a particular stored cipher pregram {downlcadable code) to be used as spoken
of on column 3, lines 10-19.

Regarding claim 54, "a method of providing an enakling signal to a receiver
station from a remote data source, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver station being programmed tc get
information necessary for enabling a programming signal” is anticipated by the
enciphering/deciphering method performed by the terminals 1 and 2 (receiver station
and remote data source) of Figure 1.

“Storing at the remcte data scurce one or more control signals for enabling a
decryptor to decrypt a video” is anticipated by the cipher equipment 16 (remote data
source) that contains cipher program storage 18 for storing a cipher algerithm as

spoken of on column 2, lines 38-41.
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“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” is anticipated by the cipher algorithm request
{cemmunication) transmitted from the terminal 1 to the terminal 2 {remote data source)
requesting a cipher algorithm {enabling information} as spoken of on column 3, lines 4-
8.

“Communicating, from the remote data source to the receiver station in response
te said communication from the receiver station, a contrel signal” is anticipated by the
transmission of a cipher algerithm {control signal} from ¢ipher program storage 18 o
program memory 22 of a programmable cipher computer 12 that indicates & particular
enciphering/deciphering technique as spoken of on column 2, lines 38-41.

“Whereby the receiver station inputs said control signal tc a decryptor, and
wherein said decryptor decrypis said programming signal” is anticipated by a receiver
terminal that contains means for deciphering {decryptor) received ciphered data text in
accerdance with a cipher algorithm and a cipher key as spoken of on celumn 4, lines
52-b4, as well as column 2, lines 16-24, which states that terminals 1 and 2 each
contain transmitters and receivers as shown in Figure 1.

Claim Rejections - 35 USC § 103
4. The following is a quotation of 35 U.S.C. 103(a} which forms the basis for all
cbvicusness rejections set forth in this Office action:

{a) A patent may not he obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been cbvious at the time the
invention was made to a person having ordinary skill in the art 1o which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.
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5. This application currently names joint inventors. [n considering patentability of
the claims under 35 U.S.C. 103(a}, the examiner presumes that the subject matier of
the varicus claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.586 to point out the inventor and invention dates of each claim that was
not commenly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103{c) and potential 35 U.S.C. 102{e}, (f) or (g}
pricr art under 35 U.5.C. 103(a).

8. Claims 32-36 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Ostermann et al. (U.S. 4,484,025) (hereinafter “Ostermann”) in view of Davidson
(Re. 31,735).

Regarding claim 32, Ostermann teaches the method of claim 31 as described
above. Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption technigues
tc television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been cbvious to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envircnment as spoken of on column 2,
lines 31-36 of Davidsaon.

Regarding claim 33, Osiermann teaches the transmission of a cipher algerithm

(instruct signal} from cipher program stcrage 18 tc program memory 22 of a
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programmable cipher computer 12 (transmitter} that indicates a particular
enciphering/deciphering technigue as spoken of en column 2, lines 38-41.

COstermann alsc teaches a receiver terminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 18-24, which states that
terminals 1 and 2 each contain fransmiiters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption technigues
te television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been cbvious to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envirenment as spoken of on celumn 2,
lines 31-36 of Davidson.

Regarding claim 34, Ostermann teaches the transmission of a cipher algerithm
(signal) from cipher program storage 18 te program memory 22 of a programmable
cipher computer 12 that indicates a particular enciphering/deciphering
(encryption/decryption) technique as spoken of on column 2, lines 38-41.

Ostermann alsc teaches the transmission of a bit sequence (signal) frem cipher
equipment 16 to cipher computer 12 indicating a particular stored cipher program to be
used {change in encryption/decryption technique) as spoken of on column 3, lines 10-

19.
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Ostermann alsc teaches a receiver terminal that contains means for deciphering
received ciphered data text (signal} in accordance with a cipher algorithm and a cipher
key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which
states that ferminals 1 and 2 each coniain transmitters and receivers as shown in Figure
1.

Ostermann does not explicitly teach passing a decrypted signal to a conirollable
device and controlling the contrellable device on the basis of the passed decrypted
signal.

However, Davigson teaches returning of an audio signal (decrypted signal) to
criginal analog format whereby program audio may be processed and presented (to a
controllable device) in a coenventional manner as spoken of on column 24, lines 47-50.

At the time of the invention, it would have been cbvious to someone of ordinary
skill in the art, given these references, to apply the post-decryption precessing and
presentation as taught in Davidson to the system of Ostermann in order to allow the
receiving station to make appropriate use of the recevered decrypted signal.

Regarding claim 35, Ostermann further teaches where the cipher algorithm
(instruct signal) is transferred that matches information preovided in a received bit
sequence as spoken of on column 3, lines 10-20.

Regarding claim 36, Ostermann further leaches where the cipher algorithm
(instruct signal) is transferred that matches informaticn previded in a received bit
sequence that indicates which cipher program is to be used at a particular time

(schedule) as spoken of on column 3, lines 10-20.
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Regarding claim 38, Ostermann further teaches where the cipher algorithm
(instruct signal} is transferred that matches information provided in a received bit
sequence {identifier) as spoken of cn column 3, lines 10-20.

Allowable Subject Matter
7. Claims 22-30 and 43-53 are allowable cver the prior art of record.
8. Claims 37 and 39 are objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form including all of the
limitations of the base claim and any intervening claims.
9. The following is a statement of reasons for the indication of allowable subject
matter:

Regarding claims 23, 25-30, 37, and 43-53, these claims are allowable for the
reasons indicated in the previous Office Action.

Response to Arguments
10.  Applicant’s arguments with respect to amended claim 22 have been fully
considered and are persuasive. The pricr art rejection ¢f this ¢laim has been
withdrawn. Specifically, after further consideration of amended claim 22, Examiner
agrees with Applicant’s argument that Davidson does not teach that the encryption
codes signal is an encrypied digital signal itself that is decrypted by a decryptor.
Accordingly, the prior art rejection has been withdrawn.
11.  Applicant's arguments with respect to amended claim 24 have been fully
considered and are persuasive. The prior art rejection of this claim has been

withdrawn. Specifically, after further consideration of amended claim 24, Examiner
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agrees that the present amendment replacing the word "or" with "and”™ makes the
decrypting of programming inclusive. Yanagimachi does nct teach "receiving at said
remote transmitter station one cr mere second instruct signals which operate at the
subscriber station to identify and decrypt said unit of pregramming or said one or more
first instruct signals” in combination with the other limitations of amended claim 24.
Accordingly, the prior art rejection has been withdrawn.

12.  Applicant’s arguments with respect to amended claim 39 have been fully
considered and are persuasive. The pricr art rejection of this claim has been
withdrawn. Specifically, due to Applicant’'s present amendment removing the “at least
one of” language from the [ast two lines of the claim, the claim now requires “said
identifier identifies (i} said television pregram and {ii} a channel including said televisicn
program” which is not taught by the prior art of record. Accordingly, the prior art
rejection has been withdrawn.

13.  Applicant’s other arguments filed 2/29/12 have been fully considered but they are
not persuasive.

Regarding amended claim 24, Applicant argues that claim 14 of U.S. Patent
7,801,304 does not teach “receiving at said remote fransmitter station one or mere
secend instruct signals which operate at the subscriber station to identify and decrypt
said unit of programming ot said one or mare first instruct signals™.

Claim 14 of the above U.S. Patent 7,801,304 recites "receiving at said remote
transmitter station said one or meore digital secend instruct signals which operate at the

subscriber station to decrypt said digital programming”.
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While Applicant’s present amendment now makes the decryption of programming
inclusive, it is maintained that the above decryplien of digital programming recited in
claim 14 would implicitly include an identification of the encrypted programming that is
tc be decrypted such that the identified encrypted pregramming may be decrypted.

Regarding claim 24, Applicant further argues that Yanagimachi does not teach
"receiving a code or datum identifying a unit of programming tc be transmitted by the
remote transmitter station”. Applicant further argues that the control codes of
Yanagimachi are not used to identify a unit of programming to be transmitted, but rather
are used at a receiver station "to control a manner of sequentially connecting program
materials to construct at least one significant program...”.

However, as provided in the previous Office Action, Yanagimachi teaches where
program control codes identifying particular programming included in the fransmission
are utilized by a transmitter station 102 and receiver station 103 for
transmission/reception and programming cufput as spoken of on column 15, lings 2-32
as well as column 18, lines 22-40. Specifically, on column 18, lines 22-40, 1t is stated
that "the centrol code fransmitted with the video and audic signals is decoded by a
transmission centrol code deceder 119 and the decoded centrel code is collated with a
code set by the student through a selection input and answer input terminal 126. When

these codes coincide with each cther, the desired videc signal of one television frame

period is gated out by a video frame gate 122",
Accerding to the above teachings of Yanagimachi, the received control codes do

identify units of programming that are transmitted by the transmitter 102, as the control
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codes are used at the receiver to identify particular units of programming to be extracted
for output to a user.

Therefore, the obviocusness-type double patenting rejecticn of claim 24 in view of

claim 14 of the above U.S. Patent and Yanagimachiis maintained.

Regarding amended claims 22, 40-42, 55, and 56, Applicant argues that there is
no mention of “encryption” anywhere in the disclosure of Davidson. Applicant further
argues that Davidson does not teach the encryption of an entire digital signal
transmission. Applicant further argues that Davidson is limited in its use as a prior art
reference due to the term "encryption” being added in the reissue application.

However, referring to MPEP 1401 regarding reissuing of patents:

Further, referring to MPEP 1480 for Office treatment of a reissue:
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Based upon the above sections, it is maintained that the added term "encryption”
in the reissue has the benefit of the parent patent filing date of July 29, 1980 as well as
the parent patent continuing priority date of Cctober 19, 1877 and qualifies as prior art.

Further, as provided in the previcus Final Office Agtion, ¢laim 65 of Davidson
recites “the aural portion comprising a periodically sampled and digitized audio signal

encrypted in accordance with the encryption codes signal”. Further, claim 72 recites

"means responsive to the encryption code signal for digitally encrypting each digitized

program audio sample from the digitizing means".
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Further claim 65 recites “inverse encryption means responsive to the separated

encryption codes signal to return the detected audio signal tc the pre-gncrypfion

digitized condition”.

Further, Figure 1 of Davidson shows a transmitter 12 and a receiver 14 that
make use of A/D converter 31 for transmissicn and D/A converter 58 for reception which
implies digital signal processing takes place. Further, Figure 8b of the description of
Davidson shows a digitized aural signal consisting of 11 bits. Further, Figures 5, 8, and
10 show digital logic circuitry of the disclosed system of Davidson used for digital signal
processing. It is maintained that Davidson teaches the encryption and decryption of a

digital information transmission as claimed by Applicant.

Regarding amended claim 41, Applicant argues that Davidson is silent regarding
delivering programming and communicating information to a transmitter.

However, as provided in the previous Cffice Action, Davidson teaches the
subscription television transmitter 12 in Figure 1 that generates television signals
{programming} having video and audic portions for subsequent transmissicn (teffrom a
transmitter 20, 30} as spoken of on column 25, lines 45-50.

Applicant alsc argues that Davidson fails 1o teach embedding digital data in an
information transmissicn in a varying pattern of timing or locaticn.

However, as provided in the previous Office Action, Davidson teaches the
encryption code signal generating means that generates a continucus sequence of
encryption cedes (digital data instruct signal} as well as the means for combining (signal

embedder) that combines the encryption codes signal, the digitized and encrypied audio
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program signal, and a video program signal with carrier signals for transmission to a
receiver as spoken of on column 25, lines 50-53 as well as column 26, lines 1-9.

Since the above claim language does net indicate what specific type of varying
timing pattern or varying location pattern is being claimed, it is maintained that the
combinaticn of the above encryption cedes signal, the digitized and encrypted audic
program signal, and a video program signal with carrier signals for transmissicn would
include an embedding of the encrypticn codes signal within the programming in some
varying location pattern or fashion such that the meaning of the data is preserved and
can be recovered at the receiver.

Regarding amended claim 42, Applicant argues that Davidson does not teach
decrypting a signal that includes at least one instruct signal which is effective to instruct.
However, as provided in the previous Office Action, Davidson teaches the

inverse encryption means {decrypter processor) that uses the separated encryption
codes signal to return the detected audio signal te the pre-encryption digitized condition
(decrypted signal) as spoken of on column 24, lines 44-46.

Applicant further argues that Davidson does not teach a plurality of signals on an
encrypted digital information.

However, claim 42 recites “receiving at least one encrypted digital information
transmission; detecting a plurality of signals on said at least one encrypted digital
information transmission”.

Claim 65 of Davidson teaches the transmission/reception of composite television

signals each having digitally encrypted audio signals embedded therein.
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Regarding amended claim 55, Applicant argues that Davidson does not teach
“controlling said controllable device on the basis of said passed decrypted or enabled at
least said second of said plurality of signals”.

However, as provided in the previous Cffice Action, Davidson teaches returning
of the audic signal to original analog fermat whereby program audic may be processed
and presented (to a controllable device) in a cenventional manner as spoken of on
column 24, lines 47-50. The contrcllable device being a device suitable for
cutput/presentation of an audio signal. The audio signal is operable in the controlling of
this type of device by causing output of the respective audio signal. It is maintained that
an audic signal is operable in the centrolling of the output of audio at an output device,
as this output device would enly provide output upon detection of an input audio signal.

Regarding amended claim 56, Applicant argues that Davidson does not teach
any selecting of a first signal in a transmission that includes downloadable code.
Applicant further argues that in Davidson all signals are received and then processed.

However, as provided above, Davidson teaches an encryption cedes signal
detector that detects and separates (identification of and selection of) the encryption
codes signal {signal including code) from the television signals as spoken of on column
24, lings 40-41.

It is maintained that the separation of the encryption codes signal from the
television signals (plurality of signals) may be considered a selecticn of a signal, as the
encryption cedes signal pertion is detected and separated (selecting one from multiple

signals) from the composite signal.
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Regarding claims 31 and 32, Applicant argues that Ostermann fails tc teach
“receiving at least one control signal which at said at least one of said plurality of
receiver stations operates to execute the downloadable code: and causing said at least
cne control signal to be communicated o said at least one transmitter at a specific time,
thereby to transmit at least one information transmission including the downloadable
code and said at least one control signal”.

However, as provided in the previous Office Action, Osfermann teaches the
transmission of a bit sequence (control signal} from cipher equipment 16 to ¢ipher
computer 12 (transmitter} indicating a particular stered cipher program (dewnloadable
code) to be used as spoken of on gelumn 3, lines 10-19. The specific time of the bit
sequence transmission is the time at which the particular cipher algorithm is selected.
Furthermore, the type of encryplicn is selected via transmission of the bit sequence
which causes the correspending cipher program (downloadable code) to be transferred
(downloaded).

Regarding claim 32, Applicant further argues that it would not have been cbvicus
tc combine the teachings of Davidson and Cstermann. Applicant further argues that
Davidson teaches away frem encryption/decryption of television signals by fecusing on
the precessing of the video and audio signal components while leaving the television
signal itself unaffected.

However, the videc and audic signal components of Davidson are a part of the

television signal, so the encryption/decryption processing of a video and/or audio
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component of the television signal would affect the state of the composite television
signal.

Furthermore, as provided in the previous Office Aclion, Davidson teaches the
application of encryption/decryplicn techniques 1o television signals as spoken of on
column 24, lines 30-50.

At the time of the inventicn, it would have been cbvious to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering metheds of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envircnment as spoken of on celumn 2,
lines 31-36 of Davidson.

Regarding claim 54, Applicant argues that Ostermann does not address the
decryption of video.

However, the language “for enabling a decryptor to decrypt & video” is an

intended use clause that does not necessarily limit the scope of a claim. See MPEP

2108, 11, C.

Furthermore, Ostermann is directed to the transmission of a cipher program to
allow encrypticn or decryption of "data”, where this data in a general sense could
include audio, video, or cther known types of data.

Regarding claim 33, Applicant argues that neither Davidson nor Ostermann
teach "receiving a television program at a transmitter station and delivering said
television program to a transmitter”. Applicant further argues that Davidson teaches

away from encryption/decryption of television signals by focusing on the processing of

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1211



Application/Control Number: 08/449,413 Page 32
Art Unit: 2467

the video and audio signal components while leaving the television signal itself
unaffected.

However, the video and audic signal componenis of Davidson are a part of the
television signal, so the encrypticn/decryption processing of a video and/or audio
component of the television signal would affect the state of the composite television
signal.

Furthermore, as provided in the previous Office Acticn, Ostermann teaches the
transmission of a cipher algerithm {instruct signal) from cipher program storage 18 t¢
program memory 22 of a programmable cipher computer 12 (transmitter) that indicates
a particular enciphering/deciphering technique as spoken of on column 2, lines 38-41.

COstermann alsc teaches a receiver terminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 18-24, which states that
terminals 1 and 2 each contain fransmiiters and receivers as shown in Figure 1.

Ostermann does not explicitly ieach decryption of television programming.

However, Davidson teaches the application of encryption/decryption technigues
to television signals {that are transmitted and received) as spoken of on column 24,
lines 30-50.

Davidson also teaches the subscriplion television fransmitter 12 in Figure 1 that
generates television signals (programming) having video and audic portions for
subsequent transmission {to/from a transmitter 20, 30) as spoken of on column 25, lines

45-50.
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At the time of the invention, it would have been cbvious to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envircnment as spoken of on celumn 2,
lines 31-36 of Davidson.

Regarding claim 34, Applicant argues that neither Davidson nor Ostermann
teach “passing said decrypted second of said plurality of signals to a controllable
device; and controlling said ¢centrellable device on the basis of said passed decrypted
second of said plurality of signals”.

However, as provided in the previous Office Acticn, Davidson teaches returning
of the audic signal tc original analog format whereby program audio may be processed
and presented (to a controllable device} in & conventional manner as spoken of on
column 24, lines 47-50. The controllable device being a device suitable for
cutput/presentation of an audio signal. The audio signal is operable in the centrolling of
this type of device by causing output of the respective audio signal. [t is maintained that
an audic signal is operable in the controlling of the output of audio at an output device,
as this output device would enly provide cutput upon detection of an input audio signal.

Regarding claim 36, Applicant argues that Ostermann does not teach “wherein
said step of transferring is performed in accordance with a schedule”.

However, as provided in the previous Office Action, Ostermann teaches where
the cipher algorithm {instruct signal) is transferred that matches information provided in

a received bit sequence that indicates which cipher program is tc be used at a particular
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time {schedule) as spoken of on column 3, lines 10-20. In cther words, the transferring
of a particular cipher algorithm is performed in accordance with a particular order or
schedule (sequence of algorithms transferred in a time order in relation t¢ each other)
depending con a received bit sequence indicating which cipher pregram is tc be used at
a particular time.

Conclusion

Any inquiry cencerning this communication or earlier communications from the
examiner should be directed to MICHAEL J. MOORE, JR. whose telephone number is
(671)272-3168. The examiner can nermally be reached on Menday-Friday {7:30am -
4:00pm).

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, William Korzuch can be reached at (571) 272-7589. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.
Information regarding the status of an application may be obiained from the Patent
Application Information Retrieval (PAIR) system.

Status information for published applicaticns may be obtained from either Private
PAIR or Public PAIR. Status infermation for unpublished applications is available
through Private PAIR only.

For more information about the PAIR system, see http//pair-direct.uspto.gov.
Should you have guestions on access to the Private PAIR system, contact the
Electrenic Business Center (EBC) at 866-217-9187 (toll-free). If you would like

assistance from a USPTO Customer Service Representative or access to the
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automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-
1000.

Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

I re Patent Application of:
John C. Harvey er al.

Application No.: 08/44%,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHODS

Confirmation No.: 1756
Art Unit: 2467

Examiner: Moorg Jr., Michacl J.

AMENDMENT AND REQUEST FOR RECONSIDERATION

MS Amendment
Commissioncr for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir;

[n response to the Non-Final Office Action dated Junc 8, 2012, please amend the above-

identificd application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 11

TIRW/IRHG1 1.2
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AMENDMENT TO THE CLAIMS

Claims 22-36 are the only pending clainy.
[ - 21. {Cancelled)

22, (Previously Prescented) A method for controlling the decryption of encrypted

programming at & subscriber station, said mcthod comprising the steps of:

receiving encrypted digital programming, said encrypted digital programming having an

cnerypted digital control signal;
detecting said control signal;

passing said control signal to a decryptor that decrypts encrypted digital data at said

subscriber station;
decrypting said control signal,

decrypting said encrypted digital programming to form decrypted programming based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23, (Previously Presented) A method for controlling the decryption of programming

at & subscriber station, said method comprising the steps of:

receiving programming, said programming having a first enerypted digital contrel signal

pertion and an encrypted digital information portion;
detecting said first cnerypted digital control signal portion of said programming;

passing said first enerypted digital control signal portion of said programming to a first

decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said programming and the deerypted

control signal portion to a sccond decryptor at said subscriber station;

decrypting said enerypted digital information portion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24 (Previously Presented) A method of controlling a retmote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output a unit of programming, said method comprising the steps of:

receiving a control signal which operates at the remote transmitter station to control the
communication of a unit of programming and onc or morc first instruct signals and

communicating said control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote transmitter station transferring said unit of programming

to a transmitter;

receiving at said remote transmitter station one or more sccond Instruct signals which
opcrate at the subscriber station to identify and decrypt said unit of programming or said onc or
more first instruct signals, said remote transmitter station transferring said one or more sceond

instruct signals to said transmitter; and

transmitting from said remotc transmitter station an information transmission comprising
said unit of programming, said onc or more first instruct signals, and said ene or more sccond
instruct signals, said onc or more first instruet signals being transmitted in accordance with said

control signal.

25, (Previously Presented) The method of claim 23, wherein said programming

further includes encrypted video.

26. (Previously Presented) The methed of ¢laim 23, wherein said subscriber station

storgs information that ¢videnees processing said programming,
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27.  (Previously Presented) The method of claim 23, whercin said programming is
reccived at said subscriber station in one channel of a multichannel signal and a sccond control
signal portion used to deerypt said programming is included in said multichanncl signal outside

said one channel.

28, (Previously Presented) The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal pottion

uscd to decrypt the first control signal portion.

29, (Previously Presented) The method of claim 23, wherein the subscriber station
detects, in a transmission channel for transmitting the programming, a sccond control signal
pertion uscd to decrypt the first control signal portion, and wherein the second control signal
pertion is encrypted, and wherein the sccond control signal portion is decrypted in order to

cnable decryption of the first control signal portion.

30.  (Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31.  (Previously Presented) A method of contrelling at least one of a plurality of

recciver stations, said method comprising the steps of:

reeciving downloadable code which is effective at said at least onc of said plurality of
receiver stations to implement a new technique of deerypting and delivering the downloadable

code to at lcast onc transmitter,

receiving at least one control signal which at said at least one of said plurality of receiver

stations operates to execute the downleadable code; and

causing said at least one control signal to be communicated to said at least one transmitter

at a speeific time,

thereby to transmit at Icast one information transmission including the downloadable

codc and said at Icast onc control signal.
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32. (Currently Amended) The method of claim 31, whercin a digital television
program is displaycd at a rceciver station and said downloadable code and said at lcast onc
control signal program said recciver station to decrypt said digital television program in

accordance with said new technique.

33 (Currently Amended) A method of communicating digital television program

material to one or more receiver stations, said method comprising the steps of:

receiving a digital television program at a transmitter station and delivering said digital

television program to 4 transmitter;

receiving and storing one or more instruct signals at said transmitter station, said onc or
meore instruct signals at said one or more recciver stations operative to implement a new

technique of decrypting;
transferring satd one or more instruct signals to said transmitter; and

transmitting said digital television program and said onc or more instruct signals from

said transmitter station to said one or more receiver stations.

34.  (Previously Presented) A method of processing signals at a receiver station

comprising the steps of’
receiving at least one information transmission;
detecting a plurality of signals in said at least onc information transmission;
changing a decryption technique in responsc to at lcast a first of said plurality of signals;

decrypting a sccond of said plurality of signals on the basis of said changed decryption

technique;
passing said decrypted sccond of said plurality of signals to a controllable device; and

controlling said controllable device on the basis of said passed decrypted sccond of said

plurality of signals,
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35.  (Previously Presented) The method of claim 33, wherein said step of transferring

is performed based on comparison,

36. (Previously Presented) The method of claim 33, wherein said step of transferring

is performed in accordance with & schedule.

37 (Previously Presented) The method of claim 36, wherein said schedule specifics a
transmission time and & transmission channel, said method further comprising the steps of

reeciving and storing said schedule at said transmitter station.

38. (Previously Presented) The method of claim 33, wherein said onc or more instruct
signals operate at said onc or more receiver stations based on an identifier, said method further

comprising the step of transmitting said identifier.

39. (Currently Amended) The method of claim 38, wherein an information
transmission including said digital television program is received at said onc or more receiver
stations, wherein said digital television program is outputted at said one or more receiver
stations, and whercin said identificr identifics (i} said digital television program and (ii} a

channel including said digital tclevision program.

40.  (Previously Presented) A method of processing signals at a recciver station
comprising the steps of:

receiving at least one enerypted digital information transmission;

locating code;

passing said code to a processor;

controlling a decryptor that decrypts cnerypted digital data to decrypt in a specific

fashion on the basis of said code;

decrypting a portion of said at [cast one information transmission in said specific fashion;

and
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passing said decrypted portion of said at Icast onc enecrypted digital information

transmission to one of said processor and an cutput device,

41. (Previously Presented) A method of controlling a receiver station to deteet digital
data and control a decryptor that decrypts encrypted digital data based on a varying pattern of

timing or location, said method of controlling comprising the steps of:
receiving programming and delivering said programming to & transmitter;

receiving digital data comprising at lcast an instruct signal and communicating said
digital data to a signal cmbedder, said instruct signal opcrative at said receiver station to control

sald decryptor;

controlling said signal cmbedder to embed said digital data in an cnerypted digital

information transmission in & varying pattern of timing or location,
communicating said encrypted digital information transmission to said transmitter; and

transmitting said programming and said encrypted digital information transmission

including said digital data.

42.  (Previously Presented) A mcthed of processing signals at a receiver station

comprising the steps of
receiving at least one enerypted digital information transmission;

detecting a plurality of signals on said at lcast one encrypted digital information

transmission;

decrypting at least one of said plurality of signals, said at least one decrypted signal

including at least onc instruct signal which is effective to instruct;
passing the at least one decrypted instruct signal to a controllable device; and

controlling said controllable device on the basis of decrypted information included in said

at Icast onc decrypted instruct signal,
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43.  (Previously Presented) A method for decryptor activation in a network

comprising:
receiving a fransmission comprising encrypted materials;

decrypting under first processor control a first portion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under sccond processor control a second portion of said encrypted materials

bascd on said step of decrypting said first portion of said cnerypted matenials.

44, (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the frequency domain,

45. (Previously Presented) The method of claim 44 wherein said transmission is a

cable system broadcast.

46. (Previously Presented) The method of claim 43 wherein said transmission in said

step of recelving a transmission is a multichannel signal separated in the time domain.

47.  (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is gencrated at a local data source,

48. (Previously Presented} The method of claim 47 wherein said local data source

comprises a VCR.

49, (Prcviously Presented) The method of claim 47 wherein said local data source

comprises a laser disk.

50. (Previously Presented) The method of claim 43 wherein said cnerypted materials

comprise a pertion of a television program.
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51, (Previously Presented) The mothod of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for deeryption are reccived from difforent

SOUrCes.

52 (Previously Presented) The method of claim 51, further comprising the step of
contacting a remoete transmitter station to receive one of said transmission and said signal

necessary for decryption.

33, (Previously Presented) The method of claim 51, wherein a signal necessary for

decryption is communicated by tclephone.

54.  (Currently Amended) A mcthod of providing an cnabling signal to a receiver
station from a remote data source, said cnabling signal for use in decrypting at the receiver
station a digital programming signal, said receiver station being programmed to get information

necessary for enabling @ said digital programming signal, said method comprising the steps of

storing at the remote data source onc or more control signals for cnabling a decryptor to

decrypt said digital programing signal including & video;

receiving at the remote data source from the receiver station a communication to get

speeific enabling information;

communigating, from the remotc data source to the recciver station in responsc to said

communication from the receiver station, a control signal,

whereby the receiver station inputs sald control signal to a decryptor, and wherein said

decryptor decrypts said digital programming signal including a video.

55 (Previously Presented) A method of processing signals at a receiver station

comprising the steps of:
receiving one or more encrypted digital information transmissions at said receiver station;

detecting a plurality of signals on said one or more encrypted digital information

transmissions, at Icast a first of onc of said plurality of signals including a control signal;
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controlling a decryptor that decrypts cnerypted digital data in responsc to said control

signal;

decrypting or enabling communication of at least a sccond of said plurality of signals on

the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals to a

controllable device; and

controlling said controllable device on the basis of said passcd decrypted or cnabled at

lcast said sccond of said plurality of signals.

56.  (Previously Presented) A method of processing signals at a receiver station

comprising the steps of:

receiving at least one enerypted digital information transmission;

identifying a plurality of signals in said at lcast onc encrypted digital information

transmission;
sclecting a first signal of said plurality of signals including downleadable code;
passing said downloadable code to a processer;

controlling a decryptor that decrypts enerypted digital data to decrypt in a specific

fashion on the basis of said downloadablc code;

decrypting at lcast one sccond signal of said plurality of signals in said specific fashion;

and

passing said at lcast onc sccond signal to one of said processor and an output device.
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REMARKS

L STATUS OF CLAIMS

Claims 22-56 are pending in this application. Claims 23, 25-30 and 43-53 are allowed.
Claims 37 and 39 arc allowable over the prior art, but objected to as dependent on non-allowable
claims. Claims 22 and 24 arc allowable over the prior art, but subjcct to a nonstatutory
obviousness-type double patenting rejection. The remaining claims are rgjected under 35 US.C.
$§ 102 and 103 and/or nonstatutory obviousness-type double patenting. By this Amendment,
claims 32, 33, 39, and 54 arc amended. Reconsideration is respectfully requested in view of the
above amendments and the following remarks. Applicants carnestly solicit a favorable
reconsideration and prompt allowance of the claims.

IL. DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 arc r¢jected on the ground of nonstatutory obviousness-type
double patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7,801,304, This is the patent that issued from Applicants’ DECR &1 group “A” application, U.S.
Patent Application Serial No. 08/449,263. Claim 24 is rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claim 14 of the DECR &1 group
“A” patent, in view of Yanagimachi et al. (U.S. Patent No. 3,936,595) (*“Yanagimachi™).
Applicants maintain the arguments they asscrted previously in regard to traversing the claim 24
rejection. [f the Office maintains the rejections, Applicants acknowledge that & timely filed
terminal disclaimer in compliance with 37 C.F.R. 1.321(c) or 1.321(d) may be nccessary to
overcome the nonstatutory double patenting rejections. However, Applicants request that the
requirement for filing the terminal disclaimer be held in abeyance, pending an indication of

allowable subject matter from the Office in the present application. If filed, the terminal
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disclaimer will disclaim, in cssential terms, the terminal part of the statutory term of any patent
granted on the above-referenced application, extending beyond the carliest expiration date of the
DECR &1 group “A” patent, LS. Patent No. 7,801,304.

III. SUMMARY OF PRIOR ART REJECTIONS

Many of the pending claims are rejected under 35 U.S.C. §8§102 or 103 over references
including Davidson (Re. 31,735) and Ostermann ct al. {(U.S. Patent No. 4,484,025}
{*“Ostcrmann”). The Office Action rejected claims 40-42, 55, and 56 under 35 U.S.C. 102(c) as
allegedly being anticipated by Davidson; claims 31 and 54 under 35 U.S.C. 102(c} as allegedly
being anticipated by Ostermann; and claims 32-36, 38, and 39 under 35 U.S.C. 103(z) as
allegedly being unpatentable over the combination of Ostermann in view of Davidson,

IV. SUMMARY OF APPLIED PRIOR ART

A, Davidson

Davidson is the reissued patent of U.S. Patent No. 4,215,366 that issued on July 29, 1980.

The reissued patent added new claims 65-74. The application for reissuc was filed on July 26,

1982, well after the November 3, 1981 priority date of the instant application.

Davidson is dirceted to a “method and system for encoding and deceding of standard
television signals...” Col. 3, Il. 26-28. “[V]ideo scrambling is cffected by inversion of the video
signals of some horizontal scan lincs on a pscudo-random bias to produce a picture having some
video signals inverted and others not inverted which is unpleasant to view and virtually
unintelligible.” Col. 3, 1I. 29-34. Davidson discloscs converting analeg audio signals to coded
digital audio signals. Col. 3, 1. 34-36. “A plurality of unique pulse-coded control signals
consisting of 32- bit binary pulsc trains are transmitted scparately to... provide the information

needed to unscramble the scrambled audio and video signals.” Col. 3, IL. 36-41.
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Claim 65, added to the patent via reissue, claims a receiver in a subscription television
system having means for conveying television signals include a video portion, an aural portion,
and an “‘encryption codes signal” comprising a scquence of “encryption codes.” Col. 24, [1. 30-
35. The aural pertion is & digitized audio signal “encrypted” in accordance with the “cneryption
codes signal.” Col. 24, II. 35-39. The recciver has means to detect and separate the “encryption
codes™ signal from the television signals; to separate the digitized and “encrypted” audio signal
from television signals; to return the detected audio signal to the “pre-encryption” digitized
condition; and to return the sudio signal to the original anzlog format. Col. 24, [ 40-50.
However, there is no mention of “cneryption” anywhere in the disclosure of the patent, Only
scrambling and unscrambling is disclosed. The term “cneryption,” as used in claim 65, was not

added until sometime after the reissue filing date of July 26, 1982,

Claim 72, alse added to the patent via reissue, claims a “television transmitter for
generating television signals having a program video portion and program aural portion...” Col.
25,11, 46-48. The transmitter has means to gencrate a continuous sequence of “encryption
codes™, to convey the program video and program aural portions and the “encryption codes
signal” from the transmitter to authorized subscribers; to sample and digitize the pregram audio
signal; to digitally “encrypt” cach digitized program audio sample in response to the “encryption
codes signal”; and to combine the “encryption codes” signal, the digitized and “cnerypted” audio
program signal, and a vidco program signal, with the carrier signals, Col, 25, 1. 52 — ¢ol. 26, 1. 9.
As mentioned above, there is no mention of “encryption” anywhere in the disclosure of the
patent. Only scrambling and unscrambling is discloscd. The term “encryption,” as used in claim

72, was not added until sometime after the reissue filing date of July 26, 1982,
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The original Davidson 366 patent discloscs video serambling. The reliance on the
reissuc patent cannot change this fact. The usc of the term “eneryption” as added by the reissue
claims does not change the fact that the fundamental video signal of Davidson is an analog
television signal. The video signal of Davidsen is not cnerypted as encryption is a digital

process. For this reason, the Davidson reissuc patent is limited in its usc as a prior art reference.

B. Ostermann

Ostermann 1s directed to & “system for enciphering and deciphering data for transmission
between a transmitter and a receiver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, 11, 7-10. Ostermann discloses a receiver station
transmitting a cipher algorithm “from the cipher program storage 18 over a data transmission
channel 20 to the program memory 22 of the programmable cipher computer 127 at the
transmitter station, Cel, 2, 11 38-41, “The cipher algerithm transmitted from the cipher program
storage 18 of cipher equipment 16 via channel 20 is stored in program memory 22 and used to

cncipher the clear input data provided by input device 24 to transmitter 107

Ostermant also discloscs another embodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28 for storage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col. 2, 11. 59-62. The cipher cquipment 12 at the transmitter station receives a bit sequence from
cipher computer 16 at the receiver station that enables the cipher program to be transferred from

long-term memory 28 to program memory 22, Col. 3, [1. 10-19.
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V. RESPONSE TO PRIOR ART REJECTIONS

A, Rejection of claims 40-42, 55 and 56 under 35 U.S.C. §102(¢)
Claims 40-42, 55, and 56 arc rgjected under 35 U.S.C. §102(¢) over Davidson, This

rejection is respectfully traversed.

Claims 40-42, 55, and 56 claim material rclating to the eneryption and decryption of
signals. Applicants have consistently asserted that the Board of Patent Appeals and Interfercnces
deeided in Ex partc Personalized Media Communications, LLC {Appcal 2008-4228, Ex partc
Recxamination Control 90/006,536) at pages 53-54, that encryption and decryption require a
digital signal. The Board considered the very same specification that is part of this application in
finding that encryption and decryption are limited to digital applications. The Board alse held

that “cneryption and decryption arc not broad cnough to read on scrambling and unscrambling.”

[n the Office Action, the Examiner asserted that Davidson, a reissued patent, has the
benefit of its parent’s filing date of July 29, 1980, and therefore so does the term “encryption”
disclosed in its reissue claims. Action at 25-26. Applicants do not dispute that a reissucd patent
is cntitled to the filing date of its parent in accordance with 35 U.S.C. § 252. Howcever,
Applicants note that “cncryption” is not disclosed anywhere in the specification of Davidson,
only in the claims added via reissuc. Davidson describes scrambling video signals and
converting analog audio signals to coded digital audio signals, but does not teach or suggest

“cneryption” as claimed in the instant application and understood by the Board.

Regardless, the Examiner etred by not considering all the words in claims 40-42, 55, and
56. Inre Wilson, 424 F.2d 1382, 1385 (CCPA 1970) (“All words in a claim must be considered

in judging the patentability of that claim against the prior art.””). The claims recite receiving a

TIRW/IRHG1 1.2

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1231



“cnerypted digital information transmission,” but the Examiner did not fully consider this

limitation.

The Examiner points to the A/D converter 31 and the D/A converter 58 disclosed in
Davidson to show that digital signal processing takes place. Action at 27. Howcever, Davidson
only discloses that these analog/digital converters affect audio signals that arc combined with

video signals and control signals into a standard, i.e. not digital and not encrypted, television

signal. Col. 5, I1. 36-42; Col. 24, 11. 30-35; Col. 25, 1. 46-48.

The information transmission taught by Davidson is an analog television signal.
Regardless of whether the television signal includes & component comprising a digital signal, the
television signal remains analog. Therefore, Davidson does not disclose an “encrypted digital
information transmission.” Claims 40-42, 55, and 56 arc not anticipated by Davidson and arc in

allowable form.

Even assuming, argiendo, that Davidson teaches an “encrypted digital information
transmission,” claims 42, 55, and 56 are not anticipated by Davidson for at least the additional

following reasons:

L. Claim 42
Claim 42 recites in part:

decrypting at least one of said plurality of signals, said at least onc
decrypted signal including at least once instruct signal which is cffective to
instruct;

passing the at lcast one decrypted instruct signal to a controllable
device; and

controlling said controllable device on the basis of decrypted
information included in said at lcast onc decrypted instruct signal.

16
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These limitations arc not taught by Davidson.

The Office Action points to Davidson’s claim 63, column 24, lincs 30-50, to show that
the invention discloscs all the limitations of claim 42, Action at 13-14. Morcover, the Examiner
asserts that the separated encryption codes signal that’s cffective to return the encrypted digital

audio signal to a decrypted form teaches “said at lcast onc decrypted signal including at least

one instruet signal which is effective to instruct.” Action at 28. The Examiner misunderstands

Applicants previous arguments regarding this limitation.

Davidson’s claim 65 teaches means for deerypting a digitized audio signal but fails to

tcach deerypting a signal that includes at lcast onc instruct signal which is cffective to instruct,

Claim 42 recites “at least one decrypted signal including at least one instruct signal,” thereby

disqualifying the decrypted audio signal and the encryption codes signal from acting as an
instruct signal as claimed. No additional instruct signal is included as part of the audio signal.
Further, Davidson docs not teach or suggest that eneryption of the audio signal affects the audio
signal such that when it is decrypted, it includes an instruct signal. Thercfore, Davidson fails to

tcach all the limitations of claim 42.
2. Claim 55
Claim 53 rccites in part:

controlling said controllable device on the basis of said passed
deerypted or cnabled at Icast said sccond of said plurality of signals,

These limitations arc not taught by Davidson.

The Office Action points to Davidson’s claim 63, column 24, lincs 30-50, to show that

the invention discloses all the limitations of claim 55. Claim 65 teaches means for the
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decryption and analog conversion of an encrypted digital audio signal, but fails to tcach
contrelling a contrellable device on the basis of that decrypted analog audio signal. The “analog
conversion means connected to the inverse encryption means to return the audio signal to the
original analog format whereby program audio may be processed and presented in a
conventional manner.” Col. 24, 11. 47-50. Applicants maintain, as asserted previously, that in
Davidson, the program audio is an element to be processed, it is not operable in the controlling

of a controllable device. Davidson fails to teach all the limitations of ¢laim 55,

3. Claim 56
Claim 56 recites in part:

receiving at least one encrypted digital information transmission;

identifying a plurality of signals in said at least onc information
transmission;

sclecting a first signal of said plurality of signals including
downloadable code;

These limitations are not taught by Davidson.

Davidson’s receiver receives scts of signals at receiving antenna 36. Col. &, I1. 57-68.
The scts of signals arc then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Col. 9, 11 [-11. Applicants maintain, as asserted previously, that
the receiver docs not perform any “sclecting” of a first signal in a transmission that includes
dewnloadable code. Davidson’s receiver continuously splits the received sets of signals and
processes cach according to its type. No “sclecting”™ occurs becausc all signals are received and

then processed. Davidson fails to teach “selecting” as sct forth in claim 56.
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B. Rejection of ¢laims 31 and 54 under 35 U.S.C. §102{(e)

Claims 31 and 54 have been rejected under 35 U.S.CL §102(¢) over Ostermann, This
rejection is respectfully traversed.
L. Claim 31
Claim 31 rccites, in part:
receiving at least one control signal which at said at least one of
said plurality of receiver stations operatcs to exccutc the downloadable
code; and

causing said at least one control signal to be communicated to said
at lcast one transmitter at a specific time,

thereby to transmit at lcast one information transmission including
the downloadable code and said at Icast one control signal,

These limitations are not taught by Ostermann.

Applicants maintain the same arguments that they asscrted in their previous
Amendments. Ostermann discloses the cipher cquipment 12 at the transmitter station receiving a
bit sequence from the cipher computer 16 at the receiver station, but the bit sequence does not
operate to exccute the cipher algorithm at the receiver station. The bit sequence only identifics
“which cipher program from long-term memory 28 is to be used.” Col. 3,11, 18-19. The cipher
program is only exccuted upon entry of clear data text. To be clear, & bit sequence may be
received that identifics a cipher program, but the cipher program is not executed upon
identification. Therefore, Ostermann docs not teach the limitation “receiving at least onc control
signal which at said at Icast onc of said plurality of recciver stations operates to execute the

downloadable code.”
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Morcover, Ostermann fails to teach transmitting an information transmission that

includes a control signal and downloadable code. The cipher algorithm and bit sequence are

described as being transmitted separately, never together. See col. 2, 11 38-41; col. 3, 11, 15-19.

Thercfore, Ostermann docs not deseribe cach and cvery limitation as set forth in claim 31.

2. Claim 54
Claim 54 as amended, recites, in part “whereby the receiver station inputs said control

signal to a decryptor, and wherein said decryptor decrypts said digital programming signal

including a video.” Ostermann does not addres the decryption of video.

The Examiner has asserted that Ostermann “is directed to the transmission of a cipher

program to allow encryption or decryption of *data’, where this data in a general sense could

include audio, video, or other known types of data.” Action at 31. Yet, there is no suggestion in

Ostermann that encryption/decryption applics to anything but text. “In particular, [Ostermann]

relates to & system wherein clear data texts are enciphered at the transmitter end of the system

and deciphered at the recciver end.” Col. 1, 11 T1-13. “Data™ as usced in Ostermann is limited to

text. Therefore, Ostermann docs not disclose all the limitations recited in claim 54 and docs not

anticipate.

According to MPEP 2112, if the Examincr is making an argument that Ostermann
discloses the claimed liritation inherently, he must provide support for his conclusion. “In
relying upon the theory of inherency, the cxaminer must provide a basis in fact and/or technical
reasoning to reasonably support the determination that the allegedly inherent characteristic
necessarily flows from the teachings of the applicd prior art.” Ex parte Levy, 17 USPQ2d 1461,
1464 (Bd. Pat. App. & Inter. 1990) (emphasis in eriginal). The Examiner has not done so here.

20
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There is no support for his conclusion that that ““data in a gencral sensc could include video.”

Thercfore, the Examiner has failed to cstablish a prima facie case of anticipation.

C. Rejection of ¢claims 32-36. and 38 under 35 U.S.C. §103(a)

The Office Action rgjected claims 32-36, and 38 under 35 U.S.C. 103(a) as allcgedly
being unpatentable over the combination of Ostermann in view of Davidson. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidson, alone and in

combination, fail to tecach cach of the claim’s limitations.

L. Claim 32
Claim 32 claims the method of claim 31, “wherein a digital television program is
displayed at a receiver station and said downloadable code and said at least one control signal
program said receiver station to decrypt said digital television program in accordance with said
new technique.” Claim 32 is not rendered unpatentable by Ostermann for the same rcasons as

argucd above in regard to claim 31.

The Office Action points to Davidson’s claim 65 as teaching the application of
encryption/decryption techniques to television signals. However, as Applicants have argued
previously, it would not have been obvious to combine the teachings of the references. Davidson
is directed to the transmission and reception of standard television signals, which at the time of
invention were analog television signals. To emphasize this digital/analog distinction,
Applicants have amended the claim to recite “a digital television program.” As cvidenced by
Davidson only scrambling the analog video signal while embedding an encrypted digital audio
signal, the encryption of a whole television signal was not obvious. There is no suggestion in

Davidson that encryption could be applied to signals as complex as entire television signals. In
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fact, Davidson teaches away from cnerypting/deerypting television signals by focusing on the
processing of the video and audie signal compenents while lcaving the television signal itself

unaffected. Therefore, it would not have been obvious to combine Davidson and Ostermann.

Assuming, arguendo, that it would be ebvious to combine Davidson and Ostermann,
Davidson docs not cure Ostermann’s deficiencies. The combination of Davidson and Ostermann
fails to teach displaying & digital television program at a receiver station where the receiver
deerypts the digital television program. Applicants respectfully submit that cven if the teachings
of Ostermann were modified with the teachings of Davidson as suggested in the Non-Final

Office Action, the modificd composition still fails to satisfy cvery clement recited in ¢laim 32,

2. Claim 33
Claim 33 recites, in part: “receiving a digital television program at & transmitter station
and delivering said television program to a transmitter, . and transmitting said digital television
program and said onc or more instruct signals from said transmitter station to said one or more

receiver stations,” These limitations arc not taught by Ostermann or Davidson.

Ostermann teaches the transfer of  cipher algorithm from a recciver station to &
transmitter station, where the cipher algorithm is used to implement decrypting at the recciver
station. The Office Action points to Davidson’s claim 65, column 24, lines 30-50 to apply
Ostermann’s teachings to television signals. However, as argucd above, it would not have been
obvious to combine the teachings of the references. Davidson is directed to the transmission and
reception of standard television signals, which at the time of invention were analog television
signals. To emphasize this digital/analog distinction, Applicants have amended the claim to
recite “a digital television program.” As evidenced by Davidson only scrambling the analog
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TIRW/IRHG1 1.2

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1238



videco signal whilc embedding an cnerypted digital audio signal, the encryption of a whole
television signal was not obvious. Davidson surely understood encryption and decryption, but
did not apply it to television signals because that innovation was not obvious. In fact, Davidson
tcaches away from encrypting/decrypting television signals by focusing en the processing of the
video and audio signal components while leaving the television signal itself unaffected.

Therefore, it would not have been obvious to combine Davidson and Ostermann.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,
claim 65 teaches conveying composite analog television signals, not digital television signals.
Even if someone of ordinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to teach or suggest cvery limitation of claim 33.

3. Clatm 34
Claim 34 recites, in part:

passing said decrypted second of said plurality of signals to a
controllable device; and

controlling said controllablc device on the basis of said passcd
decrypted sccond of said plurality of signals.”

These limitations are not taught by Ostermann or Davidson.

The Office Action points to Davidson’s claim 65, column 24, lincs 30-30, to show that
the invention discloses the passing and controlling limitations of claim 34. Claim 65 tcaches
means for the decryption and analog conversion of an enerypted digital audio signal, but fails to
teach passing the decrypted analog audie signal to a controllable deviee and controlling the
contrellable device on the basis of that decrypted analog audio signal. The “analog conversion

means connected to the inverse encryption means connected to the inverse encryption means to
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return the audio signal to the original analog format whereby program audio may be processed
and presented in a conventional manner.” Col. 24, [ 47-50. As asscrted previously by
Applicants, in Davidson, the program audie is an clement to be processed, it is not operable in
the controlling of a contrellable device. Davidson and Ostermann fail to teach all the limitations

of claim 34.

4, Claim 35
Claim 35 depends from independent claim 33. Claim 35 claims the method of claim 33,
“wherein said step of transferring is performed based on comparison.” Claim 35 further limits
claim 33 and is not rendered unpatentable by Ostermann and Davidsen for the same rcasons as

arguecd above in regard to claim 33.

5. Claim 36
Claim 36 depends from independent claim 33, Claim 36 claims the method of claim 33,
“wherein said step of transferring in accordance with a schedule.”™ Claim 36 further limits claim
33 and is not rendered unpatentable by Ostermann and Davidson for the same reasons as argued

above in regard to claim 33,

Assuming, argirendo, that it would be obvious to combine Davidson and Ostermann, the
Officc Action points to Ostermann as teaching “which cipher program is to be used at a
patticular time (schedule) as spoken of on column 3, lines 10-20.” The Examiner argucs that the
transferring *is performed in accordance with a particular order or schedule (sequence of
algorithms transferred in a time order in relation to each other) depending on a received bit
sequence indicating which cipher program is to be used at & particular time.” Action at 34, But,

as Applicants have argued previously, Ostermann does not teach anything other than the
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automatic transferring of the cipher program at the time the bit sequence is reccived. The bit
sequenee does not include any “scheduling” information. [It’s true that Ostermann’s system will
transfer the cipher programs at the time of bit sequence receipt and in the order of bit sequence

receipt, but this dees not mean that the transfers are made in accordance with a schedule. There

is no teaching or suggestion in Ostermann of performing this step in accordance with a schedule.

Ostermann and Davidson, alone and in combination, fail to tcach cach of the claim 36°s

limitations.,

6. Claim 38
Claim 38 depends from independent claim 33, Claim 38 claims the method of claim 33,
“wherein said onc or morc instruct signals operate at said onc or more receiver stations based on
an identificr, said method further comprising the step of transmitting sald identificr.” Claim 38
further limits ¢laim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argucd above in regard to claim 33,

VI  CLAIMS 22-30, 37, 39, AND 43-53 ARE ALLOWABLE

The Office Action identificd claims 22-30 and 43-33 as allowable over the prior art of
record. This Amendment docs not affect claims 22-30 and 43-33. Applicants respectfully

submit claims 22-30 and 43-33 arc allowsable as previously presented.

The Office Action also identified claims 37 and 39 as objected to as being dependent
upon rejected base claims, but would be otherwisc allowable if rewritten in independent form
including all of the limitations of the basc claims and any intervening claims. Applicants

respectfully assert that these claims do not need to be rewritten as independent claims.
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Claim 37 depends from claim 36, which depends from independent claim 33, As argued
above, claims 33 is allowable over Davidson, Ostermann, and the prior art of record. As
identified by the examiner, the limitations of claim 37 are also allowablc over the prior art of
record. Applicants respectfully submit that claim 37 is allowable in its current dependent claim

form.

Similarly, claim 39 depends from claim 38, which depends from independent claim 33.
Claim 39 has been amended only to maintain consistency with claim 33. As argucd above,
claims 33 is allowable over Davidson, Ostermann, and the prior art of record. As identified by
the cxaminer, the limitations of claim 39 arc also allowablc over the prior art of record.

Applicants respectfully submit that claim 39 is allowable in its current dependent claim form.

V1. CONCLUSION

Applicants respectfully submit that all claims arc allowable over the cited art for the
reasons sct forth above. Applicants request reconsideration of this application in view of the
amendment and arguments sct forth above, In the event Applicants have overlooked the need for
an cxtension of time, payment of fee, or additional payment of fee, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Account No. 50-4494,

26

TIRW/IRHG1 1.2

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1242



Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated:

TIRW/IRHG1 1.2

Respectfully submitted,

By:

Thomas J. Scott, Jr.
Registration No.: 27,836

GOODWIN PROCTER LLP

901 New York Avenug, NW

Washington, DC 20001

Attorney for Applicant
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2467

DETAILED ACTION
Double Patenting

1. The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public pelicy (a pelicy reflected in the statute) so as to prevent the
unjustified or Improper timewise extension of the “right to exclude”™ granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
cbviousness-type double patenting rejection is apprepriate where the conflicting claims
are not identical, but at least one examined applicaticn claim is not patentably distinct
from the reference claim{s) because the examined application claim is either anticipated
by, or would have been gbvicus over, the reference claim{s). See, e.q., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 {Fed. Cir. 1998}; In re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 {Fed. Cir.
1985); in re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); in re Vogel, 422
F.2d 438, 164 USPQ 619 {CCPA 1970); and In re Thorington, 418 F.2d 528, 183 USPQ
644 (CCPA 1869).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321{c) or 1.321{d)
may be used to cvercome an actual or provisicnal rejection based on a nonstalutery
double patenting ground provided the conflicting application or patent either is shown to
be commenly owned with this application, or claims an invention made as a result of

activities undertaken within the scope of a joint research agreement.
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Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 GFR 3.73(bl.

2. Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory
cbviousness-type double patenting as being unpatentable cver claims 1, 22, and 23 of
U.S. Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinct from each other because of the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” corresponds to “a methed for controlling the
decryption of programming at a subscriber station” in claim 1 of the above U.S. Patent.

“Receiving encryplted digital programming, said encrypted digital programming
having an encrypted digital control signal” corresponds fo “receiving programming, said
programming having a first encrypted digital control signal pertion" in claim 1 of the
above U.S. Patent.

“Detecting said control signal” corresponds to “detecting said first encrypted
digital contrel signal portion of said programming” in claim 1 of the above U.S. Patent.

“Passing said control signal to a decryptor that decrypts encrypted digital data at
said subscriber station” corresponds to "passing said first encrypied digital conirol
signal porticn of said programming to a decryptor at said subscriber station” in claim 1
cf the above U.S. Patent.

“Decrypting said control signal” corresponds to “decrypting said first encrypted

digital contrel signal portien™ in claim 1 of the above U.S. Patent.
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“Decrypting said encrypted digital pregramming to form decrypted programming
based on said control signal” corresponds {o “decrypting said encrypted digital
information portion of said programming ... based on the decrypted control signal
portion” in claim 1 of the above U.S5. Patent.

Lasily, “presenting said decrypted programming to a viewer or listener”
corresponds to "presenting said pregramming” in claim 1 of the above U.S. Patent.

Claim 22 of the instant application does not explicitly claim “passing said
encrypted digital information portion of said programming to said decryptor”. Therefore,
claim 22 merely broadens the scope of claim 1 of the above U.S. Patent.

It has been held that the cmission of an element and its function is an obvious
expedient if the remaining elements perform the same functicn as befcre. See Inre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App-
1869). The omission of a reference element whose function is net needed would be
cbvious to one skilled in the art.

Regarding claim 34, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving at least one information transmission” and "detecting a plurality of
signals on said at least one information transmission” corresponds 10 "receiving a
plurality of signals including digital programming and inputting at least some cf said
plurality of signals 1o said digital detector” as well as "detecting said encrypted digital
data in said at least some of said plurality of signals" in claim 23 cf the above U.S.

Patent.
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“Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds fo “controlling said decryptor o alter its decryption pattern or
technique on the basis of information included in said detected encrypted digital data™ in
claim 23 of the above U.S. Patent.

Lasily, “decrypting a second of said plurality of signals on the basis of said
changed decryption technigue; passing said decrypted second of said plurality of
signals to a centrollable device; and controlling said centrellable device on the basis of
said passed decrypted second of said plurality of signals” corresponds to “decrypting at
least a portion of said digital pregramming using a selected decryption pattern or
technique based on said step of detecting in order to provide a decrypted output of
programming to a viewer or listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicilly claim “said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for
decrypting said encrypted digital data, and a controller operatively connected to said
digital detector or said decryptor for controlling said decryptor”. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the emission of an element and its function is an obvious
expedient if the remaining elements perform the same functicn as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The cmission of a reference element whose function is net needed would be

cbvious to cne skilled in the art.
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Regarding claim 54, “a method of providing an enakling signal to a receiver
station from a remote data source, said enabling signal for use in decrypting at the
receiver station a programming signal, said receiver staticn being programmed to get
informaticn necessary for enabling a programming signal” corresponds 1o "a method of
providing digital enabling informaticn to a receiver station frem a first remote source,
said digital enabling information fer use at the receiver station in decrypting a mass
medium program presentation” in claim 22 of the abeve U.S. Patent.

“Storing at the remote data source one or more control signals for enabling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” corresponds {o ‘receiving at said first remote
source a query from said receiver station” in claim 22 of the above U.S. Patent.

“Communicating, from the remote data source to the receiver station in response
to said communication from the receiver station, a control signal” corresponds o
“transmitting said digital enabling information which is effective to enable decryption
from said first remote scurce to said receiver station in response to said step of
receiving said query, said receiver siation storing at least some of said transmitted
enabling information” in claim 22 of the above U.S. Patent.

Lastly, “whereby the receiver station inputs said centrol signal to a decryptor, and
wherein said decryptor decrypis said programming signal” corresponds to “to said

receiver station an encrypted digital mass medium presentation signal which is
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decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the above U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “to present said mass medium programming presentation”.
Therefore, claim 54 merely broadens the scope of claim 22 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same functicn as before. See Inre
Karlscn, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is net needed would be
cbvious to one skilled in the art.

Regarding claim 55, “a method of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving one or more encrypted digital information transmissions at said
receiver station; detecling a plurality of signals on said one or more encrypted digital
information transmissicns, at least a first of cne of said plurality of signals including a

|u

control signal” corresponds to “receiving a plurality of signals including digital
programming and inputting at least some of said plurality of signals to said digital
detector” as well as “detecting said encrypted digital data in said at least some of said
plurality of signals” in claim 23 of the above U.S. Patent.

“Controlling a decryptor that decrypts encrypted digital data in response to said

control signal” corresponds to "centrolling said decryptor to alter its decryption pattern or
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technigue on the basis of information included in said detected encrypted digital data™ in
claim 23 of the above U.S. Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of conirolling said decryptor” corresponds fo
“decrypting at least a portion of said digital pregramming using a selected decryption
pattern or technique based on said step of detecting” in claim 23 of the above U.5.
Patent.

Lasily, “passing said decrypted or enabled at least said second of said plurality of
signals to a controllable device; and controlling said contrellable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”
corresponds to “to provide a decrypted cutput of programming to a viewer or listener” in
claim 23 of the above U.S. Patent.

Claim 55 of the instant application does not claim “detecting ... in accordance
with a varying pattemn of timing or location”. Therefore, claim 55 merely broadens the
scope of claim 23 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same functicn as before. See Inre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed would be

cbvious to cne skilled in the art.
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3. Claim 24 is rejected on the ground of nenstatutery obviousness-type double
patenting as being unpatentable over claim 14 of U.S. Patent No. 7,801,304 in view of
Yanagimachi et al. {(U.S. 3,936,595} {herenafter “Yanagimachi”}.

Regarding claim 24, “a method of controlling a remote transmitter station to
communicate program material to a subscriber station and controlling said subscriber
station to process or output a unit of programming” corresponds to “a method of
controlling a remocte fransmitler station te communicate program material to a
subscriber station and controlling said subscriber station to process or output digital
programming” in claim 14 cf the above U.S. Patent.

“Receiving a control signal which operates at the remote transmitter station to
control the communication of a unit of programming and one or more first instruct
signals and communicaling said control signal o said remote transmitter station”
corresponds to “receiving at said remote transmitter station a first control signal which
cperates at the remote fransmitter siation o control communication of said digital
programming and one or more first instruct signals” in claim 14 of the above U.S.
Patent.

“Receiving at said remote transmitter station one or more second instruct signals
which operate at the subscriber station to identify and decrypt said unit of pregramming
or said ane or more first instruct signals, said remcte transmitter station transferring said
one or more second instruct signals to said transmitter” corresponds to “receiving at

said remote transmitter station said one or more digital second instruct signals which
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operate at the subscriber station to decrypt (identified) said digital programming” in
claim 14 of the above U.S. Patent.

“Transmitiing from said remocte transmitter station an information transmission
comprising said unit of programming, said one or more first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being
transmitted in accordance with said control signal” corresponds to “transmitting from
said remote transmitter staticn to said subscriber station an infermation transmission
comprising said digital programming, said one or more first instruct signals and said one
or more digital second instruct signals, said one or more first instruct signals being
transmitted in accordance with said first conirol signal® in claim 14 of the above U.G.
Patent.

Claim 24 of the instant application further claims “receiving a code or datum
identifying a unit of programming tc be transmitted by the remote transmitter station,
said remote transmitter station transferring said unit of programming to a transmitter”
which is not claimed in claim 14 of the above U.S. Patent.

However, Yanagimachi teaches a similar method of controlling transmission and

cutput of programming at a receiver station, where program coentrol codes identifying

particular programming included in the transmission are utilized by a transmitter station
102 and receiver station 103 for transmission/reception and programming cutput as
spoken of on column 15, lines 2-32 as well as celumn 16, lines 22-40.

At the time of the invention, it would have been cbvicus to somecne of ordinary

skill in the art, to apply the confrol code transmission of Yanagimachi to the method of
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claim 14 of the above U.S. Patent in crder to provide selective output of programming in
accerdance with selection input provided from a subscriber as spoken of on column 186,
lines 25-40 of Yanagimachi.

Claim Rejections - 35 USC § 102
4, The following is a quotaticn of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this secticn made in this Office actien:

A person shall be entitled to a patent unless —

{e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2} a patent
granted on an application for patent by ancther filed in the United States before the invention by the
applicant for patent, except that an infernational application filed under the treaty defined in section
351{a) shall have the effects for purposes of this subsection of an application filed in the United Siates
only if the international application designated the United States and was published under Article 21{2}
of such treaty in the English language.

5. Claims 40-42, 55, and 56 are rejected under 35 U.5.C. 102(g) as being
anticipated by Davidson {Re. 31,735). Davidson teaches all of the limitations cf the
specified claims with the reasoning that follows.

Regarding claim 40, "a method of processing signals at a receiver station™ is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Receiving at least one encrypted digital information transmission” and “locating
code” is anticipated by the conveying of a composite television signal (encrypted digital
information transmission) to a subscriber including a video peortien, an aural portion, and
an encryption codes signal (signal including code) comprising a sequence of encryption
codes as spoken of on column 24, lines 30-35, as well as an encryption codes signal
detector that detects {locates) and separates the encryption cedes signal (signal

including code) from the television signals as spoken of on column 24, lines 40-41,

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1255



Application/Control Number: 08/449,413 Page 12
Art Unit: 2467

“Passing said code to a processor; controlling a decryptor that decrypts
encrypted digital data to decrypt in a specific fashion on the basis of said code;
decrypting a portion of said at least one information transmission in said specific
fashion” is anticipated by the inverse encryption means {(decryptor processor) that uses
the separated encryption codes signal to return the detected audio signal (portion of
information transmissicn) to the pre-encrypticn digitized condition (decrypted portion) as
spoken of on column 24, lines 44-46.

Lastly, “passing said decrypted porticn of said at least one encrypted digital
information transmission to one of said processor and an output device” is anticipated
by returning of the audio signal to original analcg format (decrypted portion) whereby
program audio may be processed and presented (to an output device) in a conventicnal
manner as spoken of on column 24, lines 47-50.

Regarding claim 41, “a method of controlling a receiver station to detect digital
data and contrel a decryptor that decrypts encrypted digital data based cn a varying
pattern of timing or location" is anticipated by the encryption/decryption methed spoken
of on column 25 line 45 — column 28, line 9.

“Receiving programming and delivering said programming to a transmitter” is
anticipated by the subscription television transmitter that generates television signals
(programming) having video and audic portions as spoken of on column 25, lines 45-50.

“Receiving digital data comprising at least an instruct signal and communicating
said digital data tc a signal embedder, said insiruct signal operative at said receiver

station to control said decryptor; controlling said signal embedder to embed said digital
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data in an encrypted digital information transmission in a varying pattern of timing or
location; communicating said encrypted digital infermation transmissicn to said
transmitter; and transmitting said programming and said encrypted digital information
transmission including said digital data” is anticipated by the encryption code signal
generating means that generates a continuous sequence of encryption codes (digital
data instruct signal) as well as the means for combining (signal embedder) that
combines the encryplicn codes signal, the digitized and encrypted audio program
signal, and a video program signal with carrier signals for transmission to a receiver as
spoken of on column 25, lines 50-53 as well as column 26, lines 1-9.

Regarding claim 42, “a method of processing signals at a receiver station” is
anticipated by the decryption method spcken of en column 24, lines 30-50.

“Receiving at least one encrypted digital information transmission; detecting a
plurality of signals on said at least one encrypted digital information fransmission” s
anticipated by the conveying of a composite televisicn signal {infoermation Iransmission)
tc a subscriber including a videc pertion, an aural porticn, and an encrypticn codes
signal comprising a sequence of encryption codes as spoken of on coelumn 24, lines 30-
35.

“Decrypting at least one of said plurality of signals, said at least one decrypted
signal including at least one instruct signal which is effective to instruet” is anticipated by
the inverse encryption means {decryptor processor) that uses the separated encryption
codes signal to return the detected audio signal te the pre-encryption digitized condition

(decrypted signal) as spoken of on column 24, lines 44-46.
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Lastly, “passing the at least one decrypted instruct signal to a controllable device;
and controlling said conirollable device on the basis of decrypted information included in
said at least one decrypted instruct signal” is anticipated by returning of the audio signal
te original analog format whereby program audio may be processed and presented {tc a
controllable device) in a conventional manner as spoken of on column 24, lines 47-50.

Regarding claim 55, “a method of processing signals at a receiver station” is
anticipated by the decryption method speken of on column 24, lines 30-50.

“Receiving one or more encrypted digital information transmissions at said
receiver station; detecting & plurality of signals cn said one or more encrypted digital
information transmissions, at least a first of one of said plurality of signals including a
control signal” is anticipated by the conveying of a composite television signal
(information transmission} 1o a subscriber including a video portion, an aural portion,
and an encryption codes signal {control signal) comprising a sequence of encryption
codes as spoken of on column 24, lines 30-35.

“Controlling a decryptor that decrypts encrypted digital data in response 1o said
control signal; decrypting or enabling communication of at least a second of said
plurality of signals on the basis of said step of controlling said decryptor” is anticipated
by the inverse encryplicn means (decryptor) that uses the separated encryplicn codes
signal {control signal) to return the detected audio signal to the pre-encryption digitized

condition (decrypted signal) as spoken of on column 24, lines 44-46.

Lastly, "passing said decrypted cr enabled at least said second of said plurality of

signals to a controllable device; and controlling said controllable device on the basis of
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said passed decrypted or enabled at least said second of said plurality of signals”™ is
anticipated by returning of the audio signal to original analeg format whereby program
audic may be processed and presented (to a controllable device) in a conventional
manner as spoken of on column 24, lines 47-5C.

Regarding claim 56, “a method of processing signals at a receiver station™ is
anticipated by the decryption method spoken of on column 24, lines 30-50.

“Recelving at least one encrypted digital information transmission; identifying a
plurality of signals in said at least one encrypted digital information transmission;
selecting a first signal of said plurality of signals including downloadable code” is
anticipated by the conveying of a composite television signal (information transmission)
tc a subscriber including a videc pertion, an aural porticn, and an encrypticn codes
signal {signal including code) comprising a sequence of encryption codes as spoken of
on column 24, lines 30-35, as well as an encryption codes signal detector that detects
and separates (identification of and selection of) the encryplien codes signal (signal
including code) from the television signals as spoken of on column 24, lines 40-41.

“Passing said downloadable code to a processor; controlling & decryptor that
decrypts encrypted digital data to decrypt in a specific fashion on the basis of said
downloadable code; decrypting at least one second signal of said pluralily of signals in
said specific fashion” is anticipated by the inverse encryption means (decryptor
processor) that uses the separated encryption codes signal o return the detected audio
signal {second signal) io the pre-encryption digitized condition {decrypted programming)

as spoken of on column 24, lines 44-46.
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Lastly, “passing said at least one second signal to one of said processor and an
output device” is anticipated by refurning of the audio signal to original analog format
whereby program audio may be processed and presented {to an output device} in a

conventional manner as spoken of on column 24, lines 47-50.

6. Claim 31 is rejected under 35 U.S.C. 102{e) as being anticipated by Ostermann
et al. {U.S. 4,484,025} (hereinafter “Ostermann”). Ostermann teaches all of the
limitaticns of the specified claims with the reasoning that follows.

Regarding claim 31, "a method of controlling at least ene of a plurality of receiver
stations” is anticipated by the enciphering/deciphering method performed by the
terminals 1 and 2 of Figure 1.

“Receiving downloadable code which is effective at said at least one of said
plurality of receiver stations to implement a new technique of decrypting and delivering
the downloadable code to at least one transmitter” is anticipated by the transmission of
a cipher algorithm {downlcadable code) from cipher program stecrage 18 to program
memory 22 of a programmable cipher computer 12 {transmitter} that indicates a
particular enciphering/deciphering technique as spoken of on column 2, lines 38-41.

“Receiving at least one control signal which at said at least one of said plurality of
receiver stations operates to execute the downloadable code; and causing said at least
cne control signal to be communicated te said at least one transmitter at a specific time,
thereby to transmit at least one information transmissicn including the downloadable

code and said at least one control signal” is anticipated by the transmission of a bit
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sequence (control signal} from cipher equipment 18 to cipher computer 12 (transmitter)
indicating & particular stored cipher pregram {downlcadable code) to be used as spoken
cf on celumn 3, lines 10-19.

Claim Rejections - 35 USC § 103
7. The following is a quotation of 35 U.S.C. 103(a} which forms the basis for all

cbviousness rejections set forth in this Office action:

{a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter soughi to be paienied and
the prior art are such that the subject matier as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

8. This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103{a}, the examiner presumes that the subject matter of
the varicus claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
net commenly owned at the time a later invention was made in crder for the examiner to
consider the applicability of 35 U.5.C. 103(c} and potential 35 U.5.C. 102(e), (f} or {9}
prior art under 35 U.S.C. 103(a).
9. Claims 32-36, 38, and 54 are rejected under 35 U.S5.C. 103(a} as being
unpatentable over Ostermann et al. (U.S. 4,484,025) (hereinafter “"Ostermann”} in view
of Davidson (Re. 31,735).

Regarding claim 32, Ostermann teaches the method of claim 31 as described

above. Ostermann does not explicitly teach decryption of television programming.
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However, Davidson teaches the application of encryption/decryption technigues
tc television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been cbvicus to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television environment as spoken of on celumn 2,
lines 31-36 of Davidson.

Regarding claim 33, Osfermann teaches the transmission of a cipher algerithm
(instruct signal) from cipher program storage 18 to program memery 22 of a
programmable cipher computer 12 (fransmitter) that indicates a particular
enciphering/deciphering technigue as spoken of on column 2, lines 38-41.

COstermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 18-24, which states that
terminals 1 and 2 each contain transmitters and receivers as shown in Figure 1.

COstermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption technigues
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been cbvicus to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of

Ostermann to television program signals in order to effectively enable high security and
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deterring of unauthorized viewers in a television envirenment as spoken of on celumn 2,
lines 31-36 of Davidson.

Regarding claim 34, Ostermann teaches the transmission of a cipher algorithm
(signal) from cipher program storage 18 to program memory 22 of a programmable
cipher computer 12 that indicates a particular enciphering/deciphering
(encryplicn/decryption) technigue as spoken of on column 2, lines 38-41.

Ostermann also teaches the transmission of a bit sequence (signal) from cipher
equipment 16 to cipher computer 12 indicating a particular stored cipher program o be
used (change in encryption/decryption technique) as spoken of on column 3, lines 10-
18.

Cstermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text (signal} in accordance with a cipher algerithm and a cipher
key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which
states that lerminals 1 and 2 each contain transmitters and receivers as shown in Figure
1.

Ostermann does not explicitly teach passing a decrypted signal to a conirollable
device and controlling the controllable device on the basis ¢of the passed decrypted
signal.

However, Davidson teaches returning of an audio signal {decrypted signal) to
criginal analog format whereby pregram audio may be processed and presented (to a

controllable device) in a conventional manner as spoken of on column 24, lines 47-50.
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At the time of the invention, it would have been cbvicus to someone cof ordinary
skill in the art, given these references, to apply the post-decryplion processing and
presentaticn as taught in Davidson to the system of Ostermann in order to allow the
receiving station to make appropriate use of the recevered decrypted signal.

Regarding claim 35, Ostermann further teaches where the cipher algorithm
(instruct signal) is transferred that matches informaticn previded in a received bit
sequence as spoken cf on column 3, lines 10-20.

Regarding claim 36, Ostermann further teaches where the cipher algorithm
(instruct signal) is transferred that matches infermation previded in a received bit
sequence that indicates which cipher program is to be used at a particular time
(schedule) as spoken of on column 3, lines 10-20.

Regarding claim 38, Osfermann further teaches where the cipher algorithm
(instruct signal) is transferred that matches information provided in a received bit
sequence (identifier) as spoken of on column 3, lines 10-20.

Regarding claim 54, Ostermann teaches the enciphering/deciphering method
performed by the terminals 1 and 2 {receiver station and remocte data source) of Figure
1.

Ostermann also teaches the cipher equipment 16 (remote data source) that
contains cipher program storage 18 for storing a cipher algorithm as spoken of on

column 2, lines 38-41.
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Ostermann also teaches the ¢ipher algorithm request {communication)
transmitted from the terminal 1 to the terminal 2 (remote data source) requesting a
cipher algorithm {(enabling information} as spcken of en column 3, lines 4-8.

Ostermann also teaches the transmission of a cipher algerithm (control signal)
from cipher program storage 18 tc program memery 22 of a programmable cipher
computer 12 that indicates a particular enciphering/deciphering technique as spoken of
on column 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
(decryptor) received ciphered data text in accordance with a cipher algorithm and a
cipher key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24,
which states that terminals 1 and 2 each contain transmitters and receivers as shown in
Figure 1.

Ostermann does not explicitly teach the decryption of a digital programming
signal including a video.

However, Davidson teaches the application of encryption/decryption technigues
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been cbvicus to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envircnment as spoken of on ¢celumn 2,
lines 31-36 of Davidson.

Aliowable Subject Matter
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10.  Claims 22-30 and 43-53 are allowable over the prior art of record.

11.  Claims 37 and 39 are objected tc as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form including all of the
limitaticns of the base claim and any intervening claims.

12.  The following is a statement of reasons for the indication of allowable subject
matter:

Regarding claims 23, 25-30, 37, and 43-53, these claims are allowable for the
reasons indicated in the previcus Office Action.

Response to Arguments
13.  Applicant's arguments filed 9/10/12 have been fully considered but they are not
persuasive.

Regarding claims 40-42, 55, and 56, Applicant argues that “encryption” is not
disclosed anywhere in the specification of Davidson, but only in the claims added via
reissue. Applicant further argues that Davidson describes scrambling video signals and
converting analog audio signals te coded digital audio signals, but does not teach or
suggest "encryption” as claimed in the instant application and understood by the Board.

However, as provided in the previous Office Actien, claim 65 of Davidson recites

“the aural portion comprising a periodically sampled and digitized audio signal

encrypted in accordance with the encrypticn codes signal”. Further, claim 72 recites

"means responsive to the encryption code signal for digitally encrypting each digitized

program audio sample from the digitizing means".
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Further claim 65 recites “inverse encryption means responsive to the separated

encryption codes signal to return the detected audio signal tc the pre-gncrypfion

digitized condition”.

Further, Figure 1 of Davidson shows a fransmitter 12 and a receiver 14 that
make use of A/D converter 31 for transmission and D/A converter 58 for reception which
implies digital signal processing takes place. Further, Figure 8b of the description of
Davidson shows a digitized aural signal consisting of 11 bits. Further, Figures 5, 8, and
10 show digital logic circuitry of the disclosed system of Davidson used for digital signal
processing.

Further, since the claims added via reissue must not infroduce any new matter
into the application, the specification of Davidson must contain support for the added
claims.

It is maintained that the specification of Davidson teaches the encryption and

decryption of a digital information transmission as described above, as the above audic

signals constitutes "an encrypted digital infermation transmission”.

Regarding claim 42, Applicant argues that Davidson does not teach “said at least
ane decrypted signal including at least one instruct signal which is effective o instruct”.
However, as provided in the previous Office Acticn, Davidson teaches the

inverse encryption means {decryptor processor) that uses the separated encryption
codes signal to return the detected audio signal to the pre-encryption digitized condition

(decrypted signal} as spoken of on column 24, lines 44-48,
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It is maintained that the decrypted audio signal may be considered an instruct
signal effective to instruct, as this signal is operable in the instructing of an audic output
device to present audio to a user as spoken of on column 24, lines 47-50.

Further, the above claim language is rather broad in the sense that the language
dees not Indicate what the instruct signal is compesed of and/or what/whom the instruct
signal is instructing.

Regarding claim 55, Applicant argues that Davidson fails to teach controlling a
controllable device on the basis of a decrypted analog audic signal. Applicant further
argues that in Davidson, the program audio is an element to be processed, and is not
cperable in the conirolling of a controllable device. Examiner respectfully disagrees.

As provided in the previous Office Action, Davidson teaches returning of the
audio signal to original analog format whereby program audic may be processed and
presented {to a controllable device) in a conventional manner as spoken of on column
24, lings 47-50. The controllable device being a device suitable for output/presentation
of an audio signal. The audic signal is operable in the contrelling of this type of device
by causing output of the respeclive audio signal. It is maintained that an audic signal is
cperable in the centrolling of the output of audio at an output device, as this output
device would only provide cutput upon detection of an input audio signal {e.g. a speaker
would only output sound if an audic signal is present to be outputted). Further, the
claim language is rather broad in that it does not indicate what the "controllable device"

is or what is being controlled.
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Regarding claim 56, Applicant argues that the receiver of Davidson does not
perform any “selecting” of a first signal in a fransmission that includes downloadable
code.

However, as provided in the previous Office Actien, Davidson teaches an
encryption codes signal detector that detects and separates (identification of and
selection of) the encryption codes signal (signal including code) from the television
signals as spoken of on column 24, lines 40-41.

It is maintained that the separaticn of the encryplicn codes signal from the
television signals (plurality of signals) may be considered a selection of a signal, as the
encryption codes signal portion is detected and separated (selecting one from multiple
signals) from the composite signal. As noted by Applicant, Davidson’s receiver
continuously splits the received sets of signals and processes each according to ils
type. The encryption codes signal detector means detects and separates (identification
of and selection of} the encryption codes signal from the composite television signal
while the aural detecter means detects and separates (identification of and selection of}
the digital encrypted audio signal from the composiie television signal as spoken of on
column 24, lines 40-44. 1t is maintained that the above process constitutes a
“selection”, as a particular type of processor is only processing its corresponding type of
informaticn signal.

Regarding claim 31, Applicant argues that Osfermann does not teach “receiving
at least one contrel signal which at said at least one of said plurality of receiver stations

cperates to execule the downloadable code”.
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However, as provided in the previous Office Acticn, Ostermann teaches the
transmission of a bit sequence (control signal} from cipher equipment 16 tc cipher
computer 12 ({transmitter} indicating a particular stered cipher program {downloadable
code} to be used as spoken of on celumn 3, lines 10-19. The specific time of the bit
sequence transmission is the time at which the particular cipher algerithm is selected.
Furthermore, the type of encryption is selected via transmission of the bit sequence
which causes the correspending cipher pregram (downloadable code) to be transferred
{downloaded}).

It Is maintained that the bit sequence operates to execute the cipher program, as
the bit sequence indicates which stored cipher program is tc be used and causes the
transferring (downloading) and subsequent use {execution) of the cerresponding cipher
program.

Applicant further argues that Ostermann fails to teach transmitting an information
transmission that includes a control signal and downloadable code, and that the cipher
algorithm and bit sequence of Ostermann are transmitted separately, never together.

However, what is claimed is “thereby to transmit af least one information
transmission including the downloadable code and said at least one conirol signal”. The

above language indicates that there could be one or multiple transmissiens of

information, where the information includes downloadable code and at least one control
signal.
As provided in the previous Office Action, Ostermann teaches the transmission of

a bit sequence (control signal) from cipher equipment 16 to cipher computer 12
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(transmitier) indicating a particular stored cipher program {downlcadable ccde} to be
used, and the subseguent transfer {transmission} of the corresponding cipher program
as spoken cf on column 3, lines 10-19.

Regarding amended claim 54, Applicant argues that Ostermann does not
address the decryption of video.

While Ostermann is directed to the transmission of a cipher program to allow
encryption or decryption of "data”, where this data in a general sense could include
audio, video, or other known types of data, this argument is considered moot as the
teachings of Davidson are considered to supplement Ostermann as described above.

Regarding claim 32, Applicant argues that that it would not have been obvious to
combine the teachings of Davidson and Ostermann. Applicant further argues that
Davidson teaches away from encryption/decryption of television signals by focusing on
the processing of the video and audio signal components while leaving the television
signal itself unaffected.

However, the videc and audio signal components of Davidson are a part of the
television signal, so the encryplien/decryption processing of a video and/or audio

component of the television signal would affect the state of the composite television

signal {which includes audio, videc, and/or gontrel components).
Furthermore, as provided in the previous Cffice Action, Davidson teaches the
application of encryption/decrypticn techniques o television signals containing digital

informaticn as spoken of on column 24, lines 30-50.
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It s maintained that at the time of the inventicn, it would have been obvious to
someone of ordinary skill in the art, given these references, to apply the
enciphering/deciphering methods of Ostermann to television program signals in order to
effectively enable high security and deterring of unauthorized viewers in a television
environment as spoken of on column 2, lines 31-38 of Davidson.

Regarding claim 33, Applicant argues that neither Davidson nor Ostermann
teach "receiving a television program at a transmitter station and delivering said
television program to a transmitter”. Applicant further argues that Davidsor teaches
away from encryption/decryption of television signals by focusing on the processing of
the video and audic signal components while leaving the television signal itself
unaffected.

However, the videc and audio signal componenis of Davidson are a part of the
television signal, so the encrypticn/decryption processing of a video and/or audic

component of the television signal would affect the state of the composite television

signal {which includes audio, videc, and/or control components).

Furthermore, as provided in the previous Cffice Acticn, Osfermann teaches the
transmission of a cipher algerithm {instruct signal) from cipher program storage 18 to
program memory 22 of a programmable cipher computer 12 (transmitier) that indicates
a parlicular enciphering/deciphering technique as spoken of on column 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering

received ciphered data text in accordance with a cipher algorithm and a cipher key as
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spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that
terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decrypticn technigues
to television signals {that are transmitted and received) as spoken of on column 24,
lines 30-50.

Davidson alse teaches the subscriptien television transmitter 12 in Figure 1 that
generates television signals (programming) having videc and audic portions for
subsequent transmission {to/from & transmitter 20, 30} as speken of en column 25, lines
45-50.

It s maintained that at the time of the inventicn, it would have been obvious to
someone of ordinary skill in the art, given these references, to apply the
enciphering/deciphering methods of Ostermann to television program signals in order to
effectively enable high security and deterring of unauthorized viewers in a television
environment as spoken of on column 2, lines 31-38 of Davidson.

Regarding claim 34, Applicant argues that neither Davidson nor Ostermann
teach “passing said decrypted second of said plurality of signals to a controllable
device; and controlling said contrellable device on the basis of said passed decrypled
second of said plurality of signals”.

However, as provided in the previous Office Acticn, Davidson teaches returning
cf the audio signal to original analog fermat whereby program audio may be processed

and presented (to a controllable devicej in & conventional manner as spoken of on
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column 24, Iines 47-50. The controllable device being a device suitable for
cutput/presentation of an audio signal. The audio signal is cperable in the cenirolling of
this type of device by causing output of the respective audio signal. It is maintained that
an audic signal is operable in the contrelling of the cutput of audio at an output device,
as this output device would enly provide output upon detection of an input audio signal
(e.g. a speaker would only output sound if an audio signal is present to be outputted).
Further, the claim language s rather bread in that it dees not indicate what the
"controllable device” is or what is being controlled.

Regarding claim 36, Applicant argues that Gstermann does not teach “wherein
said step of transferring is performed in accordance with a schedule”.

However, as provided in the previous Office Action, Ostermann teaches where
the cipher algorithm (instruct signal) is transferred that matches information provided in
a received bit sequence that indicates which cipher program is tc be used at a particular
time {schedule} as spoken of on column 3, lines 10-20. [n other words, the fransferring
of a particular ¢ipher algorithm is performed in accerdance with a particular order or
schedule (sequence of algorithms transferred in a time order in relation to each other)
depending on a received bit sequence indicating which cipher program Is tc be used at
a particular time.

It is maintained that Ostermann teaches the above limitation in question.

Conclusion
1. Applicant's amendment necessitated the new ground(s) of rejection presented in

this Cffice action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP
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§ 706.07(a). Applicant is reminded of the extension of time pelicy as set ferth in 37
CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MOCNTHS from the mailing date of this action. [n the event a first reply is filed within
TWO MCNTHS of the mailing date of this final acticn and the advisery action is not
mailed until after the end of the THREE-MONTH shertened statutory period, then the
shortened statutory period will expire en the date the advisery action is mailed, and any
extension fee pursuant to 37 CFR 1.136{a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory peried for reply expire later
than SIX MONTHS from the date of this final action.

Any inquiry concerning this communication or earlier communications frem the
examiner should be directed to MICHAEL J. MCORE, JR., whose felephone number is
(571)272-3168. The examiner can normally be reached cn Monday-Friday (7:30am -
4:00pm).

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, William Korzuch can be reached at {571) 272-7589. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300.
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Infermation regarding the status of an application may be cbtained from the
Patent Application Information Relrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available threugh Private PAIR cnly.
For more informaticn about the PAIR system, see http://pair-direct.uspto.gov. Sheuld
you have questions cn access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 {toll-free). If you would like assistance from a
USPTO Customer Service Representative or access o the automated information
system, call 800-786-9198 (IN USA OR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

I re Patent Application of:
John C. Harvey er al.

Application No.: 08/44%,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHODS

Confirmation No.: 1756
Art Unit: 2467

Examiner: Moorg Jr., Michacl J.

AMENDMENT AND REQUEST FOR RECONSIDERATION

MS AF

Commissioncr for Patents
P.0O. Box 1450

Alexandria, VA 22313-1450

Dear Sir;

[n response to the Final Office Action dated November 2, 2012, please amend the above-

identificd application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 11

TIRW/IR49126.1
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AMENDMENT TO THE CLAIMS

Claims 22-36 are the only pending clainy.
[ - 21. {Cancelled)

22, (Previously Prescented) A method for controlling the decryption of encrypted

programming at & subscriber station, said mcthod comprising the steps of:

receiving encrypted digital programming, said encrypted digital programming having an

cnerypted digital control signal;
detecting said control signal;

passing said control signal to a decryptor that decrypts encrypted digital data at said

subscriber station;
decrypting said control signal,

decrypting said encrypted digital programming to form decrypted programming based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23, (Previously Presented) A method for controlling the decryption of programming

at & subscriber station, said method comprising the steps of:

receiving programming, said programming having a first enerypted digital contrel signal

pertion and an encrypted digital information portion;
detecting said first cnerypted digital control signal portion of said programming;

passing said first enerypted digital control signal portion of said programming to a first

decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said programming and the deerypted

control signal portion to a sccond decryptor at said subscriber station;

decrypting said enerypted digital information portion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24 (Previously Presented) A method of controlling a retmote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output a unit of programming, said method comprising the steps of:

receiving a control signal which operates at the remote transmitter station to control the
communication of a unit of programming and onc or morc first instruct signals and

communicating said control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote transmitter station transferring said unit of programming

to a transmitter;

receiving at said remote transmitter station one or more sccond Instruct signals which
opcrate at the subscriber station to identify and decrypt said unit of programming or said onc or
more first instruct signals, said remote transmitter station transferring said one or more sceond

instruct signals to said transmitter; and

transmitting from said remotc transmitter station an information transmission comprising
said unit of programming, said onc or more first instruct signals, and said ene or more sccond
instruct signals, said onc or more first instruet signals being transmitted in accordance with said

control signal.

25, (Previously Presented) The method of claim 23, wherein said programming

further includes encrypted video.

26. (Previously Presented) The methed of ¢laim 23, wherein said subscriber station

storgs information that ¢videnees processing said programming,
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27.  (Previously Presented) The method of claim 23, whercin said programming is
reccived at said subscriber station in one channel of a multichannel signal and a sccond control
signal portion used to deerypt said programming is included in said multichanncl signal outside

said one channel.

28, (Previously Presented) The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal pottion

uscd to decrypt the first control signal portion.

29, (Previously Presented) The method of claim 23, wherein the subscriber station
detects, in a transmission channel for transmitting the programming, a sccond control signal
pertion uscd to decrypt the first control signal portion, and wherein the second control signal
pertion is encrypted, and wherein the sccond control signal portion is decrypted in order to

cnable decryption of the first control signal portion.

30.  (Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31.  (Previously Presented) A method of contrelling at least one of a plurality of

recciver stations, said method comprising the steps of:

reeciving downloadable code which is effective at said at least onc of said plurality of
receiver stations to implement a new technique of deerypting and delivering the downloadable

code to at lcast onc transmitter,

receiving at least one control signal which at said at least one of said plurality of receiver

stations operates to execute the downleadable code; and

causing said at least one control signal to be communicated to said at least one transmitter

at a speeific time,

thereby to transmit at Icast one information transmission including the downloadable

codc and said at Icast onc control signal.
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32. (Previously Presented} The method of claim 31, wherein a digital television
program is displaycd at a rceciver station and said downloadable code and said at lcast onc
control signal program said receiver station to decrypt said digital television program in

accordance with said new technique.

33 (Previously Presented) A methed of communicating digital television program

material to one or more receiver stations, said method comprising the steps of:

receiving a digital television program at a transmitter station and delivering said digital

television program to 4 transmitter;

receiving and storing one or more instruct signals at said transmitter station, said onc or
meore instruct signals at said one or more recciver stations operative to implement a new

technique of decrypting;
transferring satd one or more instruct signals to said transmitter; and

transmitting said digital television program and said onc or more instruct signals from

said transmitter station to said one or more receiver stations.

34.  (Previously Presented) A method of processing signals at a receiver station

comprising the steps of’
receiving at least one information transmission;
detecting a plurality of signals in said at least onc information transmission;
changing a decryption technique in responsc to at lcast a first of said plurality of signals;

decrypting a sccond of said plurality of signals on the basis of said changed decryption

technique;
passing said decrypted sccond of said plurality of signals to a controllable device; and

controlling said controllable device on the basis of said passed decrypted sccond of said

plurality of signals,
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35.  (Previously Presented) The method of claim 33, wherein said step of transferring

is performed based on comparison,

36. (Previously Presented) The method of claim 33, wherein said step of transferring

is performed in accordance with & schedule.

37 (Previously Presented) The method of claim 36, wherein said schedule specifics a
transmission time and & transmission channel, said method further comprising the steps of

reeciving and storing said schedule at said transmitter station.

38. (Previously Presented) The method of claim 33, wherein said onc or more instruct
signals operate at said onc or more receiver stations based on an identifier, said method further

comprising the step of transmitting said identifier.

39. (Previously Presented) The method of claim 38, wherein an information
transmission including said digital television program is received at said one or more receiver
stations, wherein said digital television program is outputted at said one or more receiver
stations, and whercin said identificr identifics (i} said digital television program and (ii} a

channel including said digital television program.

40.  (Previously Presented) A method of processing signals at a recciver station
comprising the steps of:

receiving at least one enerypted digital information transmission;

locating code;

passing said code to a processor;

controlling a decryptor that decrypts cnerypted digital data to decrypt in a specific

fashion on the basis of said code;

decrypting a portion of said at [cast one information transmission in said specific fashion;

and
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passing said decrypted portion of said at Icast onc enecrypted digital information

transmission to one of said processor and an cutput device,

41. (Previously Presented) A method of controlling a receiver station to deteet digital
data and control a decryptor that decrypts encrypted digital data based on a varying pattern of

timing or location, said method of controlling comprising the steps of:
receiving programming and delivering said programming to & transmitter;

receiving digital data comprising at lcast an instruct signal and communicating said
digital data to a signal cmbedder, said instruct signal opcrative at said receiver station to control

sald decryptor;

controlling said signal cmbedder to embed said digital data in an cnerypted digital

information transmission in & varying pattern of timing or location,
communicating said encrypted digital information transmission to said transmitter; and

transmitting said programming and said encrypted digital information transmission

including said digital data.

42.  (Currently Amended) A mcthod of proccssing signals at a receiver station

comprising the steps of
receiving at least one enerypted digital information transmission;

detecting a plurality of signals on said at lcast one encrypted digital information

transmission;

decrypting at least one of said plurality of signals, said at least one decrypted signal

ineluding containing at least onc instruct signal which is effective to instruct;
passing the at least one decrypted instruct signal to a controllable device; and

controlling said controllable device on the basis of decrypted information included in said

at Icast onc decrypted instruct signal,
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43.  (Previously Presented) A method for decryptor activation in a network

comprising:
receiving a fransmission comprising encrypted materials;

decrypting under first processor control a first portion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under sccond processor control a second portion of said encrypted materials

bascd on said step of decrypting said first portion of said cnerypted matenials.

44, (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the frequency domain,

45. (Previously Presented) The method of claim 44 wherein said transmission is a

cable system broadcast.

46. (Previously Presented) The method of claim 43 wherein said transmission in said

step of recelving a transmission is a multichannel signal separated in the time domain.

47.  (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is gencrated at a local data source,

48. (Previously Presented} The method of claim 47 wherein said local data source

comprises a VCR.

49, (Prcviously Presented) The method of claim 47 wherein said local data source

comprises a laser disk.

50. (Previously Presented) The method of claim 43 wherein said cnerypted materials

comprise a pertion of a television program.
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51, (Previously Presented) The mothod of claim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for deeryption arc reccived from difforent

SOUrCes.

52 (Previously Presented) The method of claim 51, further comprising the step of
contacting a remoete transmitter station to receive one of said transmission and said signal

necessary for decryption.

33, (Previously Presented) The method of claim 51, wherein a signal necessary for

decryption is communicated by tclephone.

54.  (Currently Amended) A mcthod of providing an cnabling signal to a receiver
station from a remote data source, said cnabling signal for use in decrypting at the receiver
station a digital television programming signal, said receiver station being programmed to get
information necessary for enabling said digital programming signal, said method comprising the

steps oft

storing at the remote data source onc or more control signals for cnabling a decryptor to

decrypt said digital television programming signal inehsdingavides;

receiving at the remote data source from the recciver station & communication to get

specific enabling information;

communicating, from the remote data source to the receiver station in responsc to said

communication from the receiver station, a control signal,

whercby the receiver station inputs said control signal to a decryptor, and wherein said

decryptor decrypts said digital television programming signal inetudinpa-videe.

55 (Previously Presented) A methed of processing signals at a receiver station

comprising the steps of:

receiving one or more cncrypted digital information transmissions at said receiver station;
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detecting a plurality of signals on said onc or more cncrypted digital information

transmissions, at Icast a first of onc of said plurality of signals including a control signal;

controlling a decryptor that decrypts encrypted digital data in responsc to said control

signal;

decrypting or enabling communication of at least a sccond of said plurality of signals on

the basis of said step of controlling said decryptor;

passing said decrypted or cnabled at Icast said sccond of said plurality of signals to a

controllable device; and

controlling said controllable device on the basis of said passed decrypted or cnabled at

lcast said sccond of said plurality of signals.

36. (Previously Presented) A method of processing signals at a receiver station

comprising the steps oft

receiving at least one encrypted digital information transmission;

identifying a plurality of signals in said at least one encrypted digital information

transmission;
sclecting a first signal of said plurality of signals including downloadable code;
passing said downloadable code to a processor;

controlling a decryptor that decrypts encrypted digital data to decrypt in a specific

fashion on the basis of said downloadable code;

decrypting at lcast onc sccond signal of said plurality of signals in said specific fashion;

and

passing said at lcast one sccond signal to one of said processor and an output device.
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REMARKS

L STATUS OF CLAIMS

Claims 22-56 are pending in this application. Claims 23, 25-30 and 43-53 are allowed.
Claims 37 and 39 arc allowable over the prior art, but objected to as dependent on non-allowable
claims. Claims 22 and 24 arc allowable over the prior art, but subjcct to a nonstatutory
obviousness-type double patenting rejection. The remaining claims are rgjected under 35 US.C.
$§ 102 and 103 and/or nonstatutory obviousness-type double patenting. By this Amendment,
claims 42 and 54 arc amended.

Applicants respectfully request reconsideration of the present application in view of the
remarks below. An amendment submitted after a final office action in an application must
comply with 37 C.F.R. § 1.116, which statcs that:

(1Y An amendment may be madce canceling claims or complying with any
requirement of form cxpressly set forth in a previous Office action:

(2y An amendment presenting rejected claims in better form for
consideration on appeal may be admitted; or

(3y An amendment touching the merits of the application or patent
under recxamination may be admitted upon a showing of good and
sufficient reasons why the amendment is necessary and was not
carlicr presented.,

37 CFR.1.116(b).

Applicants submit that this Amendment After Final Rejection places this application in
condition for allowance by amending claims in manners that are believed to render all pending
claims allowable over the cited art and/or at least place this application in better form for
consideration on appeal under 37 C.F.R. § 1.116(2). This Amendment is also necessary to at
lcast clarify and/or narrow the 1ssues for consideration by the Board and was not presented

carlier because Applicants believed that the prior responsc(s) placed this application in condition
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for allowance, for at Icast the rcasons discussed in those responscs. Accordingly, entry of the
present Amendment, as an carnest attempt to advance prosecution and/er to reduce the number
of issucs, 1s requested under 37 CFR. § 1.116.

Applicants carnestly solicit & favorable reconsideration and prempt allowance of the
claims. Where the Office docs not find that the ¢laims arc in condition for allowance, Applicants
respectfully request that the Office withdraw the finality of the effice action for the reasons set
forth below.,

I1. DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 arc rejected on the ground of nonstatutory obviousncss-type
double patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7,801,304, This is the patent that issued from Applicants’ DECR 81 group “A” application, U.5.
Patent Application Serial No. 08/449,263. Claim 24 is rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claim 14 of the DECR &1 group
“A” patent, in view of Yanagimachi et al. (U.S. Patent No. 3,936,595) (*“Yanagimachi™).
Applicants maintain the arguments they asscrted previously in regard to traversing the claim 24
rejection. [f the Office maintains the rejections, Applicants acknowledge that & timely filed
terminal disclaimer in compliance with 37 C.F.R. 1.321(¢) or 1.321(d) may bc nccessary to
overcome the nonstatutory double patenting rejections. However, Applicants request that the
requirement for filing the terminal disclaimer be held in abeyance, pending an indication of
allowable subject matter from the Office in the present application. If filed, the terminal
disclaimer will disclaim, in essential terms, the terminal part of the statutory term of any patent
granted on the above-referenced application, extending beyond the carliest expiration date of the

DECR &1 group “A” patent, U.S. Patent No. 7,801,304.
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II. SUMMARY OF PRIOR ART REJECTIONS

Many of the pending claims arc rejected under 35 U.S.C. §§102 or 103 over references
including Davidson (Re. 31,735) and Ostermann ot al. (U.S. Patent No. 4,484,025)
{“Ostermann”). The Office Action rejected claims 40-42, 55, and 56 under 35 U.S.C. 102(c) as
allegedly being anticipated by Davidson; claim 31 under 35 U.S.C. 102{c} as allegedly being
anticipated by Ostermann; and claims 32-36, 38, and 54 under 35 U.S.C. 103(a} as allegedly
being unpatentable over the combination of Ostermann in view of Davidson.

IV, SUMMARY OF APPLIED PRIOR ART

A, Davidson

Davidson is the reissued patent of LS. Patent No. 4,215,366 that issucd on July 29, 1980.

The reissued patent added new claims 65-74. The application for reissuc was filed on July 26,

1982, well after the November 3, 1981 priority date of the instant application.

Davidson 1s directed to a “methed and system for encoding and decoding of standard
television signals...” Col. 3, II. 26-28. “[V]ideo scrambling is cffected by inversion of the video
signals of some horizontal scan lines on & pscude-random bias to produce a picture having some
video signals inverted and others not inverted which is unplcasant to view and virtually
unintelligible.” Col. 3, [l 29-34. Davidson discloscs converting analog audio signals to coded
digital audio signals. Col. 3, 11, 34-36. “A plurality of unique pulsc-codod control signals
consisting of 32- bit binary pulsc trains arc transmitted scparately to... provide the information

nceded to unscramble the scrambled audio and video signals.” Col. 3, 11. 36-41,

Claim 65, added to the patent via reissue, claims a receiver in & subscription television
systerm having means for conveying television signals include a video portion, an aural portion,

and an “encryption codes signal” comprising a sequence of “cncryption codes.” Col. 24, [1. 30-
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35. The aural portion is a digitized audio signal “cncrypted” in accordance with the “cneryption
codes signal.” Col. 24, [I. 35-39. The receiver has means to detect and separate the “cneryption
codes™ signal from the television signals; to separate the digitized and ““encrypted” audio signal
from television signals; to return the detected audio signal to the “pre-eneryption” digitized
condition; and to return the audio signal to the eriginal analog format. Col. 24, 11. 40-50.
However, there is no mentien of “encryption” anywhere in the disclosure of the patent. Only
scrambling and unscrambling is disclosed. The term “eneryption,” as used in claim 65, was not

added until sometime after the reissue filing date of July 26, 1982.

Claim 72, also added to the patent via reissue, claims a “television transmitter for
gencrating television signals having a program video portion and program autal portion...” Col.
25, 11. 46-48. The transmitter has means to gencrate a continuous scquence of “cncryption
codes™; 1o convey the program video and program aural portions and the “encryption codes
signal” from the transmitter to authorized subscribers; to sample and digitize the program audio
signal; to digitally “encrypt” cach digitized program audio sample in response to the “encryption
codes signal”; and to combine the “cncryption codes” signal, the digitized and “cncrypted” audio
program signal, and & video program signal, with the carrier signals. Cel. 25, 1. 52 — col. 26, 1. 9.
As mentioned above, there 1s no mention of “encryption™ anywhere in the disclosure of the
patent. Only scrambling and unscrambling is disclosed. The term “encryption,” as usced in claim

72, was not added until sometime after the reissuc filing date of July 26, 1982,

The original Davidson *366 patent discloscs video scrambling. The reliance on the
reissuc patent cannot change this fact. The use of the term “eneryption” as added by the reissuc

claims docs not change the fact that the fundamental video signal of Davidson is an analog
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television signal. The video signal of Davidsen s not encrypted as cneryption is a digital

process. For this reason, the Davidson reissue patent is limited in its use as a prior art refercnce.

B. QOstermann

Ostermann is directed to a “system for enciphering and deciphering data for transmission
between a transmitter and a receiver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, 1. 7-10. Ostermann discloses a receiver station
transmitting a cipher algorithm “from the cipher program storage 18 over & data transmission
channel 20 to the program memory 22 of the programmable cipher computer 12” at the
transmitter station. Col. 2, I1. 38-41. “The cipher algorithm transmitted from the cipher program
storage 18 of cipher equipment 16 via channcel 20 is stored in program memory 22 and used to

cncipher the clear input data provided by input device 24 to transmitter 10.7

Ostermann also discloscs another cmbodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28 for storage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col. 2, 1l. 59-62. The cipher cquipment 12 at the transmitter station receives & bit sequence from
cipher computer 16 at the receiver station that enables the cipher program to be transferred from

long-term memeory 28 to program memory 22. Col. 3, [[. 10-19.

V. RESPONSE TO PRIOR ART REJECTIONS

A, Rejection of claims 40-42, 55 and 56 under 35 U.S.C. §102(¢)
Claims 40-42, 55, and 56 arc rejected under 35 U.S.C. §102(¢) over Davidson, This

rejection is respectfully traversed.
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Claims 40-42, 55, and 56 claim matcrial rclating to the encryption and decryption of a

digital information transmission. The Examiner relies on the analog television signal as teaching

the digital information transmission. Action at 11. The Examiner points to the A/D converter 31
and the D/A converter 5§ disclosed in Davidson to show that digital signal processing takes
place. Action at 23. However, Davidson only discloscs that these analog/digital converters

affect audio signals that are combined with video signals and control signals into & standard, ie.

not digital and not encrypted, television signal, Col, 5, 11, 36-42; Col, 24, 11, 30-35; Col. 25, 11

46-48. Davidson fails to tcach an “encrypted digital information transmission.”

Applicants addressed this peint in their Scptember 10, 2012 Response, but the Examiner
did not respond to this argument in the Office Action. As argued previously, the Examiner erred
by not considering all the words in claims 40-42, 55, and 56. 7n re Wilson, 424 F2d 1382, 1385
{CCPA 1970) {“All words in a claim must be considered in judging the patentability of that
claim against the prior art.”). The claims recite receiving a “encrypted digital information

transmission,” but the Examiner did not fully consider the meaning of this limitation.

The information transmission taught by Davidson is only an analog television signal.

Regardless of whether the television signal includes a component comprising a digital signal, the

television signal remains analog. As recited in claims 40-42, 55, and 56, an “encrypted digital
information transmission” requires that the digital information transmission itself be encrypted.
Davidson only tcaches an analog tclevision signal, not a digital information transmission, and the
mete fact that an “encrypted” digital audio signal is added to the analog television signal docs
not change the analog television signal to an encrypted digital television signal, Therefore,
Davidson does not disclose an “encrypted digital information transmission.” Claims 40-42, 55,
and 56 arc not anticipated by Davidson and arg in allowable form,
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Additionally, Applicants have consistently asserted in their previous Responses that the
Board of Patent Appeals and Interferences decided in Ex parte Personalized Media
Communications, LLC (Appeal 2008-4228, Ex partc Reexamination Control 90/006,536) at
pages 53-54, that eneryption and decryption require & digital signal. The Board considered the
very same specification that is part of this application in finding that cneryption and decryption
arc limited to digital applications. The Board alse held that “encryption and decryption are not

broad ¢nough to rcad on scrambling and unscrambling,”

Applicants do not dispute that a reissued patent is entitled to the filing date of its parent in
accordance with 35 U.S.C. § 252, However, Applicants note that “cncryption™ is not disclosced
anywhere in the specification of Davidson, only in the claims added via reissue. Davidson
describes scrambling video signals and converting analog audio signals to coded digital audio
signals, but does not teach or suggest “encryption™ as claimed in the instant application and
understood by the Board. Claims 40-42, 55, and 56 arc not anticipated by Davidson and arc in

allowable form.

Even assuming, argiendo, that Davidson teaches an “encrypted digital information
transmission,” claims 42, 55, and 56 are not anticipated by Davidsen for at least the additional

following reasons:

1. Claim 42

Claim 42, as amended, recites in part:

decrypting at least one of said plurality of signals, said at least onc
decrypted signal containing at least one instruct signal which 1s effective
to instruct;
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passing the at Icast onc decrypted instruct signal to a controllable
device; and

controlling said controllable device on the basis of decrypted
information included in said at least one deerypted instruct signal.

These limitations arc not taught by Davidson.

The claim is amended to cmphasize that the at least one decrypted signal contains at least one
instruct signal; the instruct signal is part of the decrypted signal, but not the decrypted signal
itself. Applicants make this amendment to quell the Examiner’s concern regarding the broadness

of the claim and “what the instruct signal is composed of.” Action at 24.

The Office Action points to Davidson’s claim 635, column 24, lincs 30-50, to show that
the invention discloses all the limitations of claim 42. Action at 13-14. The Examiner also
asserts that the separated encryption codes signal that’s cffective to return the encrypted digital
audio signal to a decrypted form teaches “said at lcast onc decrypted signal including at least one

instruct signal which is effective to instruct.” Action at 23.

In light of the clarifying amcndment, Davidson's claim 65 tcaches means for decrypting a
digitized audio signal but fails to teach decrypting a signal that contains af [east one instruct
signal which is cffective to instruct, Claim 42 recites “at Icast onc decrypted signal containing at

least one instruet signal,” thereby disqualifying the decrypted audio signal and the cneryption

codes signal from acting as an instruct signal as claimed. No additional instruct signal is
contained in the audio signal. The sudio signal is indivisible. Further, Davidson docs not teach
or suggest that encryption of the audio signal affects the audio signal such that when it is
decrypted it then contains an instruct signal. Therefore, Davidson fails to teach all the

limitations of claim 42,
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2. Claim 55

Claim 535 reeites in part:

controlling said controllable device on the basis of said passed
decrypted or enabled at least said second of said plurality of signals.

These limitations are not taught by Davidsen.

The Office Action points to Davidson’s claim 635, column 24, lines 30-50, to show that
the invention discloses all the limitations of claim 55, Claim 65 tcaches means for the
decryption and analog conversion of an encrypted digital audic signal, but fails to teach
contrelling a contrellable device on the basis of that decrypted analog audio signal. The “analog
conversion means connected to the inverse encryption means to return the audie signal to the
original analog format whereby program audio may be proccessed and presented ina
conventional manner.” Col. 24, 11. 47-50. Applicants maintain, as asserted previously, that in
Davidson, the program audio is an ¢lement to be processed, it is not operable in the controlling
of a controllable device. For example, a speaker is not controlled by an audio signal. Rather, it
is an ¢cnablc signal that instructs the speaker to turn on, detect, process, and output the audio
signal. The speaker will output sound if an audio signal is present, but only after an cnable

signal instructs the speaker to perform, Davidson fails to teach all the limitations of ¢laim 55,

3. Claim 56

Claim 56 recites in part:

receiving at least one encrypted digital information transmission;

identifying a plurality of signals in said at least onc information
transmission;

sclecting a first signal of said plurality of signals including
downloadable code;
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These limitations arc not taught by Davidson.

Davidson’s receiver receives scts of signals at receiving antenna 36. Col. &, 11, 57-68.
The scts of signals arc then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Col. 9, 11 [-11. Applicants maintain, as asserted previously, that
the receiver docs not perform any “sclecting” of & first signal in a transmission that includes
dewnloadable cede. Davidson’s receiver continuously splits the received sets of signals and
processes cach according to its type. No “selecting” occurs because all signals are received

and then processed. Davidson fzils to teach “sclecting™ as sct forth in claim 56.

B. Rejection of claim 31 under 35 U.S.C. §102(¢)

Claim 31 has been rejected under 35 ULS.C. §102(c) over Ostermann. This rejection is
respectfully traversed.
L. Claim 31
Claim 31 rccites, in part:
receiving at least one control signal which at said at least one of
said plurality of receiver stations operates to execute the downloadable
codge; and

causing said at least one control signal to be communicated to said
at lcast ong transmitter at a specific time,

thercby to transmit at least onc information transmission including
the downloadable code and said at least once control signal.

These [imitations are not taught by Ostermann.

Applicants maintain the same arguments that they asserted in their previous Responses.
Ostermann discloses the cipher equipment 12 at the transmitter station receiving a bit sequence

from the cipher computer 16 at the receiver station, but the bit sequence docs not operate to
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exccutce the cipher algorithm at the receiver station. The bit sequence only identifics “which
cipher program from long-term memory 28 is to be used.” Col. 3, 11, 18-19. The cipher program
is only exccuted upon entry of clear data text. To be clear, a bit sequence may be received that

identifies a cipher program, but the cipher program is not exccuted upon identification.

The bit sequence docs not “operate to execute” as maintained by the Examiner. Action at
26. Rather, the clear data text “operates to execute” the cipher program, which requires reading
the bit sequence identification information. The bit sequence is & passive clement that is

operated upon to exccute. Therefore, Ostermann does not teach the limitation “receiving at least

ong control signal which at said at lcast onc of said plurality of receiver stations operates to

cxecute the downloadable code.”

Ostermann also fails to tcach transmitting an information transmission that includes a
control signal and downloadable code. The cipher algorithm and bit sequence are described as
being transmitted scparately, never together, See col. 2, 11, 38-41; col. 3, 1L 15-18. The Office

Action asscrts that because claim 31 recites “thercby to transmit at least enc information

transmission including the downloadable code and said at least onc control signal” that the
separate transmissions of the cipher algorithm and bit sequence teaches the limitation. Action at
26-27. But, the Examiner admits that the cipher algorithm and bit sequence arc not transmitted
together. /d. Regardless of whether there is a plurality of transmissions, only onc clement is
transmitted at a time. An information transmission including downloadable code and at lcast onc
control signal is never transmitted. Therefore, Ostermann docs not deseribe cach and every

limitation as sct forth in claim 31,
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C. Rejection of ¢laims 32-36. 38, and 54 under 35 U.S.C, §103(a)

The Office Action rgjected claims 32-36, and 38 under 35 U.S.C. 103(a) as allegedly
being unpatentable over the combination of Ostermann in view of Davidson. Applicants
respectfully traverse the rejections and argue that Ostermann and Davidson, alone and in

combination, fail to tcach cach of the claim’s limitations.

L. Claim 32
Claim 32 claims the method of claim 31, “wherein a digital television program is
displayed at a receiver station and said downloadable code and said at least one control signal
program said recciver station to decrypt said digital television program in accordance with said
new technique.” Claim 32 is not rendered unpatentable by Ostermann for the same rcasons as

argued above in regard to claim 31.

The Office Action points to Davidson’s claim 65 as teaching the application of
encryption/decryption techniques to television signals. Action at 27-28. However, as Applicants
have argued previously, it would not have been obvious to combine the teachings of the
references. Davidson is directed to the transmission and reception of standard television signals,
which at the time of invention were analog television signals. To emphasize this digital/anslog
distinction, Applicants previously amended the claim to recite “a digital tclevision program,”
The Office Action does not address Applicants” amendment and assertions regarding “a digital

television program.”

As evidenced by Davidson only scrambling the anslog video signal while embedding an
encrypted digital audio signal, the encryption of a whole television signal was not obvious.

There is no suggestion in Davidson that encryption could be applied to signals as complex as
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cntire television signals. In fact, Davidson tcaches away from cncrypting/decrypting television
signals by focusing on the processing of the videe and audio signal components while lcaving
the television signal itself unaffected. The Examiner asserts that “the encryption/decryption
processing of a videe and/or sudio compenent of the television signal would affect the state of
the composite television signal.” Action at 27. But, the composite television signal remains

analog. Therefore, it would not have been obvious to combine Davidsen and Ostermann.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,
Davidson does not cure Ostermann’s deficiencies. The combination of Davidson and Ostermann

fails to tcach displaying a digital television program at a reeciver station where the receiver

decrypts the digital television program. Neither Davidson or Ostermann teaches displaying or

decrypting a digital television program. Applicants respectfully submit that even if the teachings

of Ostermann were modificd with the teachings of Davidson as suggested in the Final Office

Action, the modificd composition still fails to satisfy cvery clement recited in claim 32,

2. Claim 33
Claim 33 recites, in part: “receiving a digital television program at & transtnitter station
and delivering said television program to a transmitter, .. and transmitting said digital tclevision
program and said onc or more instruct signals from said transmitter station to said one or more

receiver stations.” These limitations arc not taught by Ostermann or Davidson.

Ostermann teaches the transfer of a cipher algorithm from a receiver station to &
transmitter station, where the cipher algorithm is used to implement decrypting at the receiver
station. The Office Action peints to Davidson’s claim 63, column 24, lines 30-50 to apply

Ostermann’'s teachings to television signals. Action at 28-29. Howcever, as argucd above, it
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would not have been obvious to combinge the teachings of the references. Davidson is directed to
the transmission and reception of standard television signals, which at the time of invention were
analog television signals. To emphasize this digital/analog distinction, Applicants previously
amended the claim to recite “a digital television program.” The Office Action does not address

Applicants’ amendment and asscrtions regarding “a digital television program.”™

As evidenced by Davidson only scrambling the anslog video signal while embedding an
cnerypted digital audio signal, the encryption of a whole television signal was not ¢bvious.
Davidson surely understood encryption and decryption, but did not apply it to television signals
becausc that innovation was not obvious. In fact, Davidson tcaches away from
cncrypting/decrypting television signals by focusing on the processing of the video and audio
signal components while lcaving the television signal itself unaffected. The Examiner asscrts
that “the encryption/decryption processing of a video and/or audio component of the television
signal would affect the state of the composite television signal.” Action at 28. But, the
composite television signal remains analog. Therefore, it would not have been obvious to

combing Davidson and Ostermann.

Assuming, arguendo, that it would be ebvious to combine Davidson and Ostermann,

claim 65 tcaches conveying composite analog television signals, not digital television signals.

Neither Davidson or Ostermann teaches receiving or transmitting a digital television program.

Even if someonc of ordinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to tcach or suggest cvery limitation of elaim 33.

3. Claim 34

Claim 34 recites, in part:
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passing said decrypted second of said plurality of signals to a
controllable device; and

controlling said controllable device on the basis of said passed
decrypted second of said plurality of signals.”

These limitations arc not taught by Ostermann or Davidson.

The Office Action points to Davidson’s claim 635, column 24, lincs 30-50, to show that
the invention discloses the passing and controlling limitations of claim 34. Claim 65 tcaches
means for the decryption and analog conversion of an encrypted digital audie signal, but fails to
tecach passing the decrypted analog audio signal to a controllable device and controlling the
contrellable device on the basis of that decrypted analog audio signal. The “analog conversion
mcans connected to the inverse encryption means connccted to the inverse eneryption means to
return the audio signal to the original analog format whercby program audio may be processed
and presented in a conventional manner,” Col. 24, 11 47-50. As asscrted previously by
Applicants, in Davidson, the program audio is an clement to be processed, it is not operable in
the controlling of a controllable device. For example, a speaker is not controlled by an audio
signal. Rather, it is an enable signal that instructs the speaker to turn on, detect, process, and
output the audio signal. The speaker will output sound if an audio signal is present, but only
after an cnable signal instructs the speaker to perform. Davidson and Ostermann fail to teach all

the limitations of claim 34.

4, Claim 35
Claim 35 depends from independent claim 33, Claim 35 claims the method of claim 33,
“wherein said step of transferring is performed based on comparison.” Claim 35 further limits
claim 33 and is not rendered unpatentable by Ostermann and Davidsen for the same reasons as

argued above in regard to claim 33.
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5. Claim 36
Claim 36 depends from independent claim 33, Claim 36 claims the methed of claim 33,
“wherein said step of transferring in accordance with a schedule.” Claim 36 further limits claim
33 and is not rendered unpatentable by Ostermann and Davidson for the same rcasons as argucd

above in regard to claim 33.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann, the
Office Action points to Ostermann as teaching “which cipher program is to be used at a
particular time (schedule) as spoken of on column 3, lincs 10-20. Action at 30. The Examiner
argues that the transferring “is performed in accordance with a particular order or schedule
{scquence of algorithms transferred in a time order in relation to cach other) depending on a
reccived bit sequence indicating which cipher program is to be used at a particular time.” Jd.
But, as Applicants have argued previously, Ostermann docs not teach anything other than the

automatic transferring of the cipher program at the time the bit sequence is reccived.

The bit sequence dogs not include any “scheduling” information. It’s truc that
Ostermann’s system will transfer the cipher programs at the time of bit sequence receipt and in
the order of bit sequence receipt, but this docs not mean that the transfers are madc in accordance
with a schedule. There is no tcaching or suggestion in Ostermann of performing this step in
accordance with a schedule. Ostermann and Davidson, alone and in combination, fail to tcach

cach of the claim 36°s limitations.

6. Claim 38
Claim 38 depends from independent claim 33. Claim 38 claims the method of claim 33,

“wherein said one or more instruct signals operate at said onc or more receiver stations based on

26

TIRW/IR49126.1

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1303



an identificr, said method further comprising the step of transmitting said identifier.” Claim 38
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argucd above in regard to claim 33.

7. Claim 54
Claim 54 as amended, recites, in part “whercby the receiver station inputs said control
signal to a decryptor, and wherein said decryptor decrypts said digital television programming
signal.” Neither Ostermann or Davidson addresses decrypting a digital television programming

signal.

The Examiner has asserted that Ostermann “is directed to the transmission of & cipher
program to allow cncryption or decryption of *data’, where this data in a general sense could
include audio, video, or other known types of data.” Action at 31. Yet, there is no suggestion in
Ostermann that encryption/decryption applics to anything but text. “In particular, [Ostermann]
relates to & system wherein clear data texts are enciphered at the transmitter end of the system
and deciphered at the reeciver end.” Col. 1, 11 T1-13, “Data” as uscd in Ostermann is limited to

text. Therefore, Ostermann does not teach decrypting a digital television programming signal.

Davidson is dirccted to the transmission and reception of standard television signals,
which at the time of invention were analog television signals. As evidenced by Davidson only
scrambling the analog video signal while cmbedding an encrypted digital audio signal, the
encryption of a digital television programming signal was not obvious. Davidsen surely
understood encryption and decryption, but did not apply it to television programming signals
beeausce that innovation was not abvious. In fact, Davidson teaches away from
encrypting/decrypting television signals by focusing on the processing of the video and audio
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signal components while [caving the television signal itself unaffected. The Examiner asscrts
clsewhere in the Office Action that “the cneryption/decryption processing of a video and/or
audio component of the tclevision signal would affect the state of the composite television

signal.” Action at 28. But, thc composite television signal remains anglog.

Neither Davidson or Ostermann teaches decrypting a digital television programming
signal. Even if someone of ordinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to tcach or suggest cvery limitation of ¢laim 54,

VI, CLAIMS 22-30, 37, 39, AND 43-53 ARE ALLOWABLE

The Office Action identificd claims 22-30 and 43-53 as allowsble over the prior art of
record. This Amendment docs not affect claims 22-30 and 43-33. Applicants respectfully

submit claims 22-30 and 43-53 arc allowable as previously presented.

The Office Action alse identified claims 37 and 39 as objected to as being dependent
upon rejected basce claims, but would be otherwisc allowable if rewritten in independent form
including all of the limitations of the basce claims and any intervening claims. Applicants

respectfully assert that these claims do not need to be rewritten as independent claims.

Claim 37 depends from claim 36, which depends from independent claim 33. As argued
above, claims 33 1s allowable over Davidson, Ostermann, and the prior art of record. As
identified by the cxaminer, the limitations of claim 37 are also allowable over the prior art of
record. Applicants respectfully submit that claim 37 is allowable in its current dependent claim

form.
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Similarly, claim 39 depends from claim 38, which depends from independent claim 33.
Claim 39 has been amended only to maintain consistency with claim 33. As argued above,
claims 33 is allowable over Davidson, Ostermann, and the prior art of record. As identified by
the cxaminer, the limitations of claim 39 arc also allowable over the prior art of record.

Applicants respectfully submit that claim 39 is allowable in its current dependent claim form.

VL. CONCLUSION

Applicants respectfully submit that all claims arc allowable over the cited art for the
reasons sct forth above. Applicants request reconsideration of this application in view of the
amendment and arguments sct forth above. In the event Applicants have overlooked the need for
an cxtension of time, payment of fee, or additional payment of fee, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Account No. 50-4494.

29

TIRW/IR49126.1

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1306



Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: January 2, 2013

TIRW/IR49126.1

Respectfully submitted,

By: /Thomas J. Scott, Jr./
Thomas J. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenug, NW
Washington, DC 20001
Attorney for Applicant
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Application No. Applicant(s)
Advisory Action 08/449,413 HARVEY ET AL.
Before the Filing of an Appeal Brief Examiner Art Unit
MICHAEL J. MOORE, JR. 2467

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address -

THE REPLY FILED 02 January 2013 FAILS TO PLACE THIS APPLICATICON IN CONDITION FOR ALLOWANCE.

NO NOTICE OF APPEAL FILED

i. The reply was iiled after a iinal rejection. No Notice of Appeal has been filed. To aveid abandonment of this application. applicant must fimely lils
one of the following replies: {1) an amendment. aifidavit. or other evidence. which places the application in condition for allowance:

{2) a Notice of Appeal {with appeal fee) in compliance with 37 CFR 41.31: or (3} a Raquast for Confinuad Examination (RCE) in compliance with
37 CFR 1.114 if this is a ulility or plant application. Note that RCEs are not permitied in design applications. The reply must be filed within one of
fhe following fime periods:
a) [ the pericd for reply expires months from the mailing date of the final rejection.
o)) E The period for reply expires on: (1) the mailing date of this Advisory Action: or (2) the date set forth in the final rejection. whichever is later,
In ne event. however_ will the statutory periad for reply expire later than SIX MONTHS from the mailing date of the final rejection.
] D A prior Advisory Action was mailed more than 3 months after the mailing date of the final rejection in response to a first after-final reply filed
within 2 months of the mailing date of the final rejection. The current period for reply expires months frem the mailing date of
the prior Advisory Action or SIX MONTHS from the mailing date of the final rejection. whichever is earlter.
Exarminer Note: If box 1 is checked, check either box {a). {b) or (c). ONLY CHECK BOX (b} WHEN THIS ADVISORY ACTION IS THE
FIRST RESPONSE TO APPLICANT'S FIRST AFTER-FINAL REPLY WHICH WAS FILED WITHIN TWO MONTHS OF THE FINAL
REJECTION. ONLY CHECK BOX (c) IN THE LIMITED SITUATION SET FORTH UNDER BOX {c). See MPEP 708.07(f)

Extensions of time may be obtained under 37 CFR 1.136{a). The date on which the petition under 37 CFR 1.136{a} and the appropriate

extension fee have been filed is the date {for purposes of determining the pericd of extension and the corresponding ameunt of the fee. The

appropriate exiension fee under 37 CFR 1.17(a) is calculaied from: (1) the expiration daie of the shoriened siaiutory period for reply criginally
set in the final Office action; or (2) as set forth in {b) or (c) above, if checked. Any reply received by the Office later than three months after the

mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).

NOTICE OF APPEAL

2. [:| The Motice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of filing the
Motice of Appeal (37 CFR 41.37(a}). or any exiension thereof {37 CFR 41.37(e}). to aveid dismissal of the appeal. Since a Notice of
Appeal has been filed, any reply must be filed within ihe time period sel forth in 37 CFR 41.37(a).

AMENDMENTS

3. [:| The propesed amendments filed afier a final rejection. but prior 1o the date of filing a brief, will not be entered because
aj J They raise new issues that would require further consideration and/or search (see NOTE below);

b} D They raise the issue of new matier (see NOTE below);

e) D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; and/or

d (| They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: . {See 37 CFR 1.116 and 41.33{a)).

4. D The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).

5. [:l Applicant's reply has overcome the following rejection(s):

6. [:l MNewly proposed or amended claim(s)
allowable claim(s).

7. @ For purposes of appeal, the proposed amendmeni(s): (a) [ will not be entered, or (b} B will be eniered, and an explanalion of how the
new or amended claims would be rejected is provided below or appended.

AFFIDAVIT CR OTHER EVIDENCE

8. [ The aflidavil or other evidence liled after final action, bui before o on the daie of filing a Nofice of Appeal will poi be entered because
applicant failed o provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was not earlier
presented. See 37 CFR 1.116(e).

9. [ The alfidavit or other evidence filed after the date of filing the Notice of Appeal, but prior to the date of filing a brief, will not be entered
because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a showing of good
and suificient reasons why it is necessary and was not earlier presenied. See 37 CFR 41.33(d}(1}.

10. [] The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or atiached.

BEQUEST FOR RECONSIDERATION/OTHER

11. [ The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

See Confinuation Sheel.

12. [ Mote the attached Information Disclosure Staternent(s). (PTO/SBI08) Paper Nois).

13. [] Other: .

ETATUS OF CLAIMS

14. The sialus of the claim(s) is (or will be} as follows:

Claim{s} allowed: 23,25-30 and 43-53.

Claim{s}) objected to: 37 and 39.

Claim{s} rejecied: 22,24,31-36,38,40-42 and 54-56.
Claim(s) withdrawn from consideration:

would be allowable if submitted in a separate, timely filed amendment canceling the non-

Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467

U.S. Patent and Trademark Office
PTOL-303 (Rev. 09-2010) Advisery Action Betore the Filing of an Appeal Brief Part of Paper No. 20130131
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Continuation Sheet (PTOL-303) Application No. 08/449,413

Continuation of 11. does NOT place the apglication in condition for allowance because:

Regarding the obviousness-type double patenting rejections of claims 22, 24, 34, 54, and 55, Applicants request that the requirement
for filing a terminal disclaimer be held in abeyance, pending an indication of allowable subject matter from the Office in the present
application, is acknowledged. Accordingly. these particular rejections are maintained for the reasons indicated in the Final Office Action.

Regarding claims 40-42, 55, and 58, Applicants argue that Davidson {Re. 31,735} fails to teach an "encrypted digital information
transmission”. Applicants further argue that the information tranmission taught by Davidson is only an analeg television sighal, and that the
encrypted digital audio signal which is a part of the analeg television signal of Davidsen cannot be considered an "encrypted digital
informaiton transmission”.

Hewever, as provided in the Final Office Action. Examiner maintains that the encrypted digital audio signal of Davidsen may be
reasonably considered as an "encrypted digital information transmission”, as this audio "information” signal is "digital” in nature, "encrypted”
using a digital process, and "transmitted” within the composite television signal. Using this interpretation of the claimed term, it is
maintained that all werds of this claim term have been considered in judging the patentability of the claim against the prior art.

Begarding claim 42, Applicant further argues that Davidson does not teach "sald at least one decrypted sighal containing at least one
instruct signal which is effective to instruct” as amended.

However, as provided in the Final Office Action, Davidson teaches the inverse encryption means {decrypior processor) that uses the
separated encryption codes signal to return the detected audio signal to the pre-encryption digitized condition (decrypted signal) as spoken
of on column 24, lines 44-46.

It is maintained that the decrypted audio signal may be considered as including (or containing) an instruct signal effective to instruct, as
the content of this signal is operable in the instructing of an audio output device to present audio to a user as speken of on column 24, lines
47-50.

Further, the above claim language is rather broad in the sense that the language dees net indicate what the instruct signal is composed
of and/or what/whom the instruct signal is instructing. The above amendment made to claim 42 changing the word "including” fo
"containing” was made according to Applicant to quell Examiner's concern regarding the broadness of the claim and "what the instruct
signal is composed of*. However, since the words “including” and “containing” are synonymous, it does not appear that the meaning of this
limitation has been clarified further. Therefore, this rejection is maintained.

Regarding claim 55, Applicant argues that Davidson fails te teach centrelling a controllable device on the basis of a decrypted analeg
audio signal. Applicant further argues that in Davidson, the program audio is an element o be processed, and is not operable in the
centrelling of a controllable device. Examiner resgectfully disagrees.

As provided in the Final Office Action, Davidson teaches returning of the audio signal fo original analog format whereby program audio
may be processed and presented (to a controllable device) in a conventional manner as speken of on column 24, lines 47-50. The
controllable device being a device suitable for cutput/presentation of an audio signal. The audic signal is operable in the controlling of this
type of device by causing output of the respective audio signal. It is maintained that an audio signal is operable in the controlling of the
output of audio at an output device, as this output device would only provide output upon detection of an input audio sighal (e.g. a speaker
would only output sound if an audio signal is present fo be cutputted). While an additional enable signal may potentially be required to
output an audio signal from a speaker (as asserted by Applicant). the audic signal itself is also cperatle in the controlling operation as an
enable signal alone would not be able to cause signal output without the presence of an actual audio signal to be outputted.

Further. the claim language is rather broad in that it does not indicate what the "controllable device” is or what is being contrelled. Itis
maintained that Davidson teaches the above limitation in question.

Regarding claim 56, Applicant argues that the receiver of Davidson does not perform any “selecting” of a first signal in a transmission
that includes downloadable code.

Hewever, as provided in the Final Office Action, Davidson teaches an encryption codes signal detector that detects and separates
{identification of and selection of) the encryption codes signal {signal including cede) from the television signals as spoken of on column 24,
lines 40-41.

It is maintained that the separation of the encrypticn codes signal from the television signals {plurality of signals} may be considered a
selection of a sighal, as the encryption codes signal portion is detected and separated (selecting one from multiple signals) from the
composite signal. As noted by Applicant, Davidson’s receiver continuously splits the received sets of signals and processes each
according fo ifs type. The encryption codes signal detecior means detects and separates (identification of and selection of} the encryption
cedes signal from the composite television signal while the aural detector means detects and separates (identification of and selection of)
the digital encrypted audio signal from the composite television signal as spoken of on column 24, lines 40-44. It is mainiained that the
above process constituies a “selection”, as a particular type of processor is only processing its corresponding type of information signal.

Regarding claim 31, Applicant argues that Ostermann {U.5. 4,484,025} does not teach “receiving at least one control signal which at
said at least one of sald plurality of receiver stations operates to execuie the downloadable code”.

Hewever, as provided in the Final Office Action, Ostermann teaches the transmission of a bit sequence (control signal) from cipher
equipment 16 to cipher computer 12 {transmitter) indicating a particular stored cipher pregram {downloadable code) io be used as spoken
of on column 3, lines 10-19. The specific time of the tit sequence transmission is the time at which the particular cipher algerithm is
selected. Furthermore, the type of encryption is selected via transmission of the bit sequence which causes the corresponding cipher
program (downloadable code) to be transferred {dewnloaded).

It is maintained that the bit sequence "operates” tc execute the cipher program, as the bit sequence indicates which stored cipher
pregram is to be used and causes the transferring {downloading) and subsequent use {execution) of the corresponding cipher program.

Applicant further argues that Ostermann fails to teach transmitting an information transmission that includes a control signal and
downloadable code, and that the cipher algerithm and bit sequence of Ostermann are fransmitted separately, never together.

However, what is claimed is “thereby to transmit at least one information transmission including the dewnloadable code and said at least
one control signal”. The above language indicates that there could be "one or multiple fransmissions” of information, where the information
includes downloadable code "and” at least ene control signal.
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As provided in the previous Cffice Action, Cstermann teaches the transmission of a bit sequence {control signal) from cipher equipment
16 to cipher computer 12 (fransmitter) indicating a particular stored cipher program {dewnloadable code) to be used, and the subsequent
transfer (transmission) of the corresponding cipher pregram as spoken of on column 3, lines 10-19.

Regarding claim 32, Applicant argues that that it would not have been obvious to combine the teachings of Davidson and Ostermann.
Applicant further argues that Davidson teaches away from enciyption/decryption cf television signals by focusing en the processing cf the
video and audio signal components while leaving the television signal itself unaffected.

However, the video and audio signal components of Davidson are a part of the television signal, s6 the encryption/dectyption
precessing of a video and/or audio compenent of the television signal would affect the state of the compeosite television signal (which
includes audio, video. and/or control components).

Furthermore, as provided in the previcus Office Acticn, Davidson teaches the application of enciyption/decryption techniques to
television signals containing “digital information” as spoken of on column 24, lines 30-S0.

It is maintained that at the time of the invention, it would have been cbvious te someone of erdinary skill in the art, given these
references, to apply the enciphering/deciphering methods of Cstermann to television program signals {containing digital format
cempenents) in arder to effectively enable high security and deterring of unauthorized viewers in a television envirenment as spoken of on
column 2, lines 31-36 of Davidson.

Regarding claim 33, Applicant argues that neither Davidson nor Ostermann teach “receiving a television program at a fransmitter station
and delivering said television program to a fransmitter”. Applicant further argues that Davidsen teaches away from encryption/decryption of
television signals by focusing on the pracessing of the video and audio signal components while leaving the television signal itself
unaffected.

However, the video and audio signal components of Davidson are a part of the television signal, sc the encryption/decryption
precessing of a video and/or audic compenent of the television signal would affect the state of the composite television signal {which
includes audio, video, andior control components).

Furthermore, as provided in the previous Office Action, Ostermann teaches the transmission of a cipher algorithm (instruct signal} frem
cipher program storage 18 to program memery 22 of a programmable cipher computer 12 {transmitter) that indicates a panticular
enciphering/deciphering technique as spoken of on column 2, lines 38-41.

Cstermann also teaches a receiver terminal that contains means for deciphering received ciphered data text in accordance with a cipher
algorithm and a cipher key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that terminals 1 and 2
each contain transmitters and receivers as shown in Figure 1.

OCstermann does not explicitly teach decryption of television programming.

Hewever, Davidsen teaches the application of encryption/decryption technigues to television signals (that are transmitted and received)
as spoken of on column 24, lines 30-50.

Davidson also teaches the subscription television transmitter 12 in Figure 1 that generates television signals (programming} having
video and audio portions for subsequent transmission (to/from a transmitter 20, 30) as speken of on column 25, lines 45-50.

It is maintained that at the time of the invention, it would have been obvious to someone of ordinary skill in the art, given these
references, to apply the enciphering/deciphering methods of Ostermann to television program signals {containing digital format
components) in order to effectively enable high security and deterring of unauthorized viewers in a television environment as spoken of on
celumn 2, lines 31-36 of Davidseon.

Regarding claim 34, Applicant argues that neither Davidson nor Ostermann teach “passing said decrypted second of said plurality of
signals to a controllable device; and controlling said controllable device on the basis of said passed decrypted second of said plurality of
signals”,

Howevet, as provided in the previcus Office Action, Davidson teaches returning of the audio signal to original analog format whereby
pregram audic may be precessed and presented (to a controllable device) in a conventicnal manner as speken of on column 24, lines 47-
50. The controllable device being a device suitable for output/presentation of an audio signal. The audio signal is operable in the controlling
of this type of device by causing output of the respective audio signal. It is maintained that an audio signal is operable in the controlling of
the output of audio at an output device, as this output device would only provide cuiput upon detection of an input audio signal (e.g. a
speaker would only cutput sound if an audio signal is present to be outputied). While an additional enatle signal may potentially be
required to ouiput an audio signal from a speaker {(as asserted by Applicant), the audio signal itself is also operable in the controlling
operation as an enable signal alene would not be able to cause signal output without the presence of an actual audio signal to be
outputted.

Further, the claim language is rather broad in that it does not indicate what the "controllable device” is or what is being controlled.

Regarding claim 36, Applicant argues that Cstermann does not teach “wherein said siep of transferring is performed in accordance with
a schedule”.

However, as provided in the previous Office Action, Ostermann teaches where the cipher algerithm {instruct sighal) is transferred that
matches information provided in a received bit sequence that indicates which cipher program is to be used at a “particular time" (schedule)
as spoken of on column 3, lines 10-20. In other werds, the transferring of a particular cipher algerithm is performed in accordance with a
"particular order or schedule” {sequence cf algerithms transfeired in a time order in relation to each other} depending on a received bit
sequence indicating which cipher pregram is to be used at "a particular fime”.

It is maintained that Ostermann teaches the above limitation in guestion.

Regarding claim 54, Applicant argues that Cstermann or Davidson does not teach decrypting a digital television programming signal.

However, Ostermann is directed to the transmission of a cigher program to allow encryption or decryption of "data”, where this data in a
genetal sense could include audio, video, of othet khown types of data.

Further, the video and audio signal compoenents of Davidson are a part of the television signal, so the encrypticn/decryption processing
of a video and/or audio compenent of the television signal would affect the state of the composite television signal {which includes audio,
video, and/or control componenis).

Furthermore, as provided in the Final Office Action, Davidson teaches the application of enciyption/decryption techniques to television
signals containing digital information as spoken of on column 24, lines 30-50.
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It is maintained that at the time of the invention, it would have been cbvious te someone of erdinary skill in the art, given these
references, to apply the enciphering/deciphering methods of Ostermann fo television program signals in order io effectively enable high
security and deterring of unauthorized viewers in a television environment as speken of on column 2, lines 31-36 of Davidson.

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1312



OK TOENTER: M/
2/1/13

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
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Application No.: 08/44%,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
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Examiner: Moorg Jr., Michacl J.

AMENDMENT AND REQUEST FOR RECONSIDERATION

MS AF

Commissioncr for Patents
P.0O. Box 1450

Alexandria, VA 22313-1450

Dear Sir;

[n response to the Final Office Action dated November 2, 2012, please amend the above-

identificd application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 11
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

I re Patent Application of:
John C. Harvey er al.

Application No.: 08/44%,413
Filed: May 24, 1995

For: SIGNAL PROCESSING APPARATUS AND
METHODS

Confirmation No.: 1756

Art Unit: 2467

Examiner: Moorg Jr., Michacl J.

AMENDMENT AND REQUEST FOR CONSIDERATION

PURSUANT TO 37 C.F.R, § 1.129

MS AF

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

[n response to the Final Office Action dated November 2, 2012, and Advisory Action
dated February 6, 2013, Applicants respectfully request consideration of the pending claims

pursuant to 37 C.F.R. § 1.129(a) in view of the following amendments and remarks. Please

amend the above-identified application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 12,
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AMENDMENT TO THE CLAIMS

Claims 22-36 are the only pending clainy.
[ - 21. {Cancelled)

22, (Previously Prescented) A method for controlling the decryption of encrypted

programming at & subscriber station, said mcthod comprising the steps of:

receiving encrypted digital programming, said encrypted digital programming having an

cnerypted digital control signal;
detecting said control signal;

passing said control signal to a decryptor that decrypts encrypted digital data at said

subscriber station;
decrypting said control signal,

decrypting said encrypted digital programming to form decrypted programming based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23, (Previously Presented) A method for controlling the decryption of programming

at & subscriber station, said method comprising the steps of:

receiving programming, said programming having a first enerypted digital contrel signal

pertion and an encrypted digital information portion;
detecting said first cnerypted digital control signal portion of said programming;

passing said first enerypted digital control signal portion of said programming to a first

decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said programming and the deerypted

control signal portion to a sccond decryptor at said subscriber station;

decrypting said enerypted digital information portion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24 (Previously Presented) A method of controlling a retmote transmitter station to
communicate program material to a subscriber station and controlling said subscriber station to

process or output a unit of programming, said method comprising the steps of:

receiving a control signal which operates at the remote transmitter station to control the
communication of a unit of programming and onc or morc first instruct signals and

communicating said control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote transmitter station transferring said unit of programming

to a transmitter;

receiving at said remote transmitter station one or more sccond Instruct signals which
opcrate at the subscriber station to identify and decrypt said unit of programming or said onc or
more first instruct signals, said remote transmitter station transferring said one or more sceond

instruct signals to said transmitter; and

transmitting from said remotc transmitter station an information transmission comprising
said unit of programming, said onc or more first instruct signals, and said ene or more sccond
instruct signals, said onc or more first instruet signals being transmitted in accordance with said

control signal.

25, (Previously Presented) The method of claim 23, wherein said programming

further includes encrypted video.

26. (Previously Presented) The methed of ¢laim 23, wherein said subscriber station

storgs information that ¢videnees processing said programming,
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27.  (Previously Presented) The method of claim 23, whercin said programming is
reccived at said subscriber station in one channel of a multichannel signal and a sccond control
signal portion used to deerypt said programming is included in said multichanncl signal outside

said one channel.

28, (Previously Presented) The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal pottion

uscd to decrypt the first control signal portion.

29, (Previously Presented) The method of claim 23, wherein the subscriber station
detects, in a transmission channel for transmitting the programming, a sccond control signal
pertion uscd to decrypt the first control signal portion, and wherein the second control signal
pertion is encrypted, and wherein the sccond control signal portion is decrypted in order to

cnable decryption of the first control signal portion.

30.  (Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31.  (Currently Amended) A mcthod of controlling at Icast onc of a plurality of

receiver stations, said method comprising the steps of:

reeciving downloadable code which is effective at said at least onc of said plurality of
receiver stations to implement a new technique of deerypting and delivering the downloadable

code to at lcast onc transmitter,

receiving at least one control signal which at said at least one of said plurality of receiver

stations direetly operates to execute the downloadable code; and

causing said at least one control signal to be communicated to said at least one transmitter

at a speeific time,

thercby to transmit at least one information transmission, wherein cach information

transmission includes treluding the downloadable code and said at lcast onc control signal.
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32. (Previously Presented} The method of claim 31, wherein a digital television
program is displaycd at a rceciver station and said downloadable code and said at lcast onc
control signal program said receiver station to decrypt said digital television program in

accordance with said new technique.

33 (Previously Presented) A methed of communicating digital television program

material to one or more receiver stations, said method comprising the steps of:

receiving a digital television program at a transmitter station and delivering said digital

television program to 4 transmitter;

receiving and storing one or more instruct signals at said transmitter station, said onc or
meore instruct signals at said one or more recciver stations operative to implement a new

technique of decrypting;
transferring satd one or more instruct signals to said transmitter; and

transmitting said digital television program and said onc or more instruct signals from

said transmitter station to said one or more receiver stations.

34.  (Currently Amended) A mcthod of processing signals at a receiver station

comprising the steps of’
receiving at least one information transmission;
detecting a plurality of signals in said at least onc information transmission;
changing a decryption technique in responsc to at lcast a first of said plurality of signals;

decrypting a sccond of said plurality of signals on the basis of said changed decryption

technique, wherein said decrvpted second of said plurality of signals is embedded with

cxecutable instructions;

passing said decrypted second of said plurality of signals to a controllable device; and
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controlling said controllable device on the basis of said cmbedded exccutable instructions

of said passed deerypted sccond of said plurality of signals,

35 (Previously Presented) The method of claim 33, wherein said step of transferring

is performed based en comparison.

36. (Currently) The method of claim 33, wherein said step of transferring is

petformed in accordance with a predetermined schedule.

37. (Previously Presented) The method of ¢laim 36, wherein said schedule specifies a
transmission time and & transmission channel, said method further comprising the steps of

receiving and storing said schedule at said transmitter station.

38. (Previously Presented) The method of claim 33, wherein said onc or more instruct
signals operate at said one or more receiver stations based on an identifier, said method further

comprising the step of transmitting said identificr.

39 (Previously Presented) The method of claim 38, wherein an information
transmission including said digital television program is received at said onc or more receiver
stations, wherein said digital television program is outputted at said onc or morc receiver
stations, and whercin said identificr identifics (i} said digital television program and (ii} a

channel including said digital telcvision program,

40.  (Currently Amended) A mecthod of processing signals at  receiver station

comprising the steps of:

receiving at least one enerypted digital information transmission, wherein the at least onc

ted digital information transmission i1s unaccompanicd by any non-digital information

transmission;
locating code;

passing said codc to a processor;
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controlling a deeryptor that decrypts cnerypted digital data to decrypt in a specific

fashion on the basis of said codc;

decrypting a portion of said at [cast one information transmission in said speceific fashion;

and

passing said decrypted portion of said at lcast one encrypted digital information

transmission to one of said processor and an output device.

41, (Currently Amended) A mcthod of controlling a recciver station to detect digital
data and control a decryptor that decrypts encrypted digital data based on a varying pattern of

timing or location, said method of controlling comprising the steps of:
receiving programming and delivering said programming to a transmitter;

receiving digital data comprising at least an instruct signal and communicating said
digital data to a signal cmbedder, said instruct signal operative at said receiver station to control

said deeryptor;

controlling said signal embedder to embed said digital data in an encrypted digital

information transmission in a varying pattern of timing or location;
communicating said encrypted digital information transmission to said transmitter; e
transmitting said programming; and

transmitting #rd said cnerypted digital information transmission including said digital

data scparatcly from said transmitted programming.

42, (Currently Amended) A mcthod of proccssing signals at a recciver station

comprising the steps of:

receiving at least one encrypted digital information transmission, wherein the at [east one

ted digital information transmission is unaccompanicd by any non-digital information

transmission;
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detecting a plurality of signals on said at [cast one encrypted digital information

transmission;

decrypting at least one of said plurality of signals, said at least one decrypted signal

containing cmbedded with at least one instruct signal which is effective to instruct;
passing the at least one decrypted instruct signal to a controllable device; and

controlling said controllable device on the basis of decrypted information included in said

at Icast on¢ decrypted instruct signal,

43.  (Previously Presented) A method for decryptor activation in a network

comprising:
receiving a transmission comprising cnerypted materials;

decrypting under first processor control a first portion of said encrypted materials in said

transmission;
inputting said first portion of said encrypted materials to a decryptor;

decrypting under sccond processor control a second portion of said enerypred materials

based on said step of docrypting said first portien of said cnerypted matcrials,

44, (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the frequency domain.

45, (Previously Presented} The method of claim 44 wherein said transmission is a

cable system broadcast.

46. (Previously Presented) The method of claim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the time domain.

47. (Previously Presented) The method of claim 43 wherein said transmission in said

step of recelving a transmission is generated at & local data source.
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48. (Previously Presented} The method of claim 47 wherein said local data source

compriscs a VCR,

49. (Previously Presented) The method of claim 47 wherein said local data source

comprises a laser disk.

50, (Previously Presented) The method of claim 43 wherein said cncrypted materials

comprise a portion of a television program.

51, (Previously Presented) The method of ¢laim 43, wherein said transmission in said
step of receiving a transmission and a signal necessary for decryption are reccived from different

S0Urces.

52.  (Previously Presented) The method of claim 51, further comprising the step of
contacting 4 remote transmitter station to receive one of said transmission and said signal

necessary for decryption.

53 (Previously Presented) The methoed of claim 51, wherein a signal necessary for

decryption is communicated by telephone.

54.  (Previously Presented) A method of providing an enabling signal to a receiver
station from a remote data source, said cnabling signal for use in decrypting at the recciver
station a digital television programming signal, said receiver station being programmed to get
information nccessary for enabling said digital programming signal, said method comprising the

steps of:

storing at the remote data source onc or more control signals for cnabling a decryptor to

decrypt said digital television programming signal;

receiving at the remote data source from the receiver station & communication to get

specific cnabling information;

communicating, from the remote data source to the receiver station in responsc to said

communication from the receiver station, a control signal,
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whereby the receiver station inputs sald control signal to a decryptor, and wherein said

decryptor decrypts said digital television programming signal.

35 (Currently Amended) A mcthod of processing signals at a receiver station

comprising the steps of:

receiving one or more encrypted digital information transmissions at said receiver station,

nen-digital information transmission;

detecting a plurality of signals on said onc or more cnerypted digital information

transmissions, at Icast a first of one of said plurality of signals including a control signal;

controlling a decryptor that decrypts cnerypted digital data in responsc to said control

signal;

decrypting or enabling communication of at least a sccond of said plurality of signals on

the basis of said step of controlling said decryptor;

passing said decrypted or enabled at least said second of said plurality of signals to a

controllable device; and

controlling said controllable device enthe-bast-of by processing instructions embedded

in said passcd decrypted or cnabled at lcast said sceond of said plurality of signals.

56.  (Currently Amended) A mcthod of processing signals at a receiver station

comprising the steps of:

receiving at least one enerypted digital information transmission, wherein the at lcast onc

cnerypted digital information fransmission 1s unaccompanicd by any non-digital information

transmission;

identifying a plurality of signals in said at least one encrypted digital information

transmission;
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sclecting, by processing sclection criteria, a first signal of said plurality of signals

including downloadable codc;
passing said downloadable code to a processor;

controlling a decryptor that decrypts enerypted digital data to deerypt in & specific

fashion on the basis of said downloadable code;

decrypting at least one second signal of said plurslity of signals in said specific fashion;

and

passing said at lcast onc sccond signal to one of said processor and an output device.
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REMARKS

L STATUS OF CLAIMS

Claims 22-56 are pending in this application. Claims 23, 25-30 and 43-53 are allowed.
Claims 37 and 39 arc allowable over the prior art, but objected to as dependent on non-allowable
claims. Claims 22 and 24 arc allowable over the prior art, but subjcct to a nonstatutory
obviousness-type double patenting rejection. The remaining claims are rgjected under 35 US.C.
$§ 102 and 103 and/or nonstatutory obviousness-type double patenting.

By this Amendment, claims 31, 34, 36, 40-42, 55, and 56 arc amended. Reconsideration
is respectfully requested in view of Applicants’ arguments asserted in their Amendment And
Request for Reconsideration filed January 2, 2013, the above amendments, and the following
remarks.

Il. DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory obviousness-type
doublc patenting as allegedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7,801,304, This is the patent that issued from Applicants” DECR 81 group “A” application, U.S,
Patent Application Scrial No. 08/449,263. Claim 24 is rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claim 14 of the DECR 81 group
“A” patent, in view of Yanagimachi ct al. (U.S. Patent No. 3,936,595) (“Yanagimachi™).
Applicants maintain the arguments they asserted previously in regard to traversing the claim 24
rejection.

The Advisory Action asserts that the rejections are maintained. Applicants acknowledge
that a timely filed terminal disclaimer in compliance with 37 C.F.R. 1.321(¢) or 1.321(d) may be

necessary to overcome the nonstatutory double patenting rejections. However, Applicants
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request that the requircment for filing the terminal disclaimer be held in abeyance, pending an
indication of allowable subject matter from the Office in the present application. If filed, the
terminal disclaimer will disclaim, in cssential terms, the terminal part of the statutory term of any
patent granted on the sbove-referenced application, extending beyond the carlicst expiration date
of the DECR £1 group “A” patent, U.S. Patent No. 7,801,304,

III. SUMMARY OF PRIOR ART REJECTIONS

Many of the pending claims are rejected under 35 U.S.C. §§102 or 103 over references
including Davidson (Re. 31,735) and Ostermann ct al. (U1.S. Patent No. 4,484,025)
{“Ostermann”). The Office Action rejected claims 40-42, 55, and 56 under 35 U.S.C. 102(c) as
allegedly being anticipated by Davidson; claim 31 under 35 U.S.C. 102(c} as allcgedly being
anticipated by Ostermann; and claims 32-36, 38, and 54 under 35 U.S.C. 103(a) as allegedly
being unpatentalle over the combination of Ostermann in view of Davidson,

IV. SUMMARY OF APPLIED PRIOR ART

A. Davidson
Davidson is the reissued patent of U.S. Patent No. 4,215,366 that issued on July 29, 1980.
The reissued patent added new claims 65-74, The application for reissuc was filed on July 26,

1982, well after the November 3, 1981 priority date of the instant application.

Davidson is dirceted to a “method and system for encoding and decoding of standard
television signals...” Col. 3, . 26-28. “[V]idco scrambling is effected by inversion of the video
signals of somc horizontal scan lincs on a pscudo-random bias to produce a picture having some
video signals inverted and others not inverted which s unpleasant to view and virtually
unintelligible.” Col. 3, [1. 29-34. Davidson discloses converting analog audio signals to coded

digital audio signals. Col. 3, 1. 34-36. “A plurality of unique pulsc-coded control signals
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consisting of 32- bit binary pulsc trains are transmitted scparately to... provide the information

needed to unscramble the scrambled audio and video signals.” Col. 3, 11 36-41.

Claim 65, added to the patent via reissue, claims a receiver in a subscription television
system having means for conveying television signals include a video portion, an aural portion,
and an “encryption codes signal” comprising a scquence of “encryption codes.” Col. 24, [1. 30-
35. The aural pertion is & digitized audio signal “encrypted” in accordance with the “cneryption
codes signal.” Col. 24, II. 35-39. The receiver has means to detect and separate the “cneryption
codes™ signal from the television signals; to separate the digitized and “cncrypted” audio signal
from television signals; to return the detected audio signal to the “pre-encryption” digitized
condition; and to return the sudio signal to the original analog format. Col. 24, [L. 40-50.
However, there is no mention of “encryption” anywhere in the disclosure of the patent. Only
scrambling and unscrambling is disclosed. The term “cneryption,” as used in claim 65, was not

added until sometime after the reissuc filing date of July 26, 1982,

Claim 72, alse added to the patent via reissuce, claims a “television transmitter for
generating television signals having a program video portion and program aural portion...” Col.
25, 11. 46-48. Thc transmitter has means to gencrate a continuous scquence of “encryption
codes™; to convey the program video and program aural portions and the “encryption codes
signal” from the transmitter to authorized subscribers; to sample and digitize the pregram audio
signal; to digitally “encrypt” cach digitized program audio sample in response to the “encryption
codes signal”; and to combine the “encryption codes” signal, the digitized and “encrypted” audio
program signal, and a vidco program signal, with the carrier signals, Col, 25,1, 52 — ¢ol. 26, 1. 9.

As mentioned above, there is no mention of “encryption™ anywhere in the disclosure of the
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patent. Only scrambling and unscrambling is disclosed. The term “cncryption,” as used in claim

72, was not added until sometime after the reissue filing date of July 26, 1982,

The original Davidson *366 patent discloscs video scrambling. The reliance on the
reissuc patent cannot change this fact. The usc of the term “cneryption” as added by the reissue
claims does not change the fact that the fundamental video signal of Davidson is an analog
television signal. The videco signal of Davidsen is not cnerypted as encryption is a digital

process. For this reason, the Davidson reissuc patent s limited in its usc as a prior art reference.

B. Ostermann

Ostermann 1s directed to & “system for enciphering and deciphering data for transmission
between a transmitter and a receiver, where the terms encipher and decipher are synonymous
with encrypt and decrypt respectively.” Col. 1, 11, 7-10. Ostermann discloscs a receiver station
transmitting a cipher algorithm *“from the cipher program storage 18 over a data transmission
channel 20 to the program memory 22 of the programmable cipher computer 127 at the
transmitter station, Cel, 2, 11, 38-41, “The cipher algerithm transmitted from the cipher program
storage 18 of cipher equipment 16 via channel 20 is stored in program memory 22 and used to

cncipher the clear input data provided by input device 24 fo transmitter 10,7

Ostermant also discloscs another embodiment of the invention where “the programmable
cipher computer 12 is provided with long term memory 28 for storage of a plurality of different
cipher programs which can be called up for storage in the program memory 22 as required.”

Col. 2, 11. 539-62. The cipher cquipment 12 at the transmitter station reccives a bit sequence from
cipher computer 16 at the receiver station that enables the cipher program to be transferred from

long-term memory 28 to program memory 22, Col. 3, [1. 10-19.
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V. RESPONSE TO PRIOR ART REJECTIONS

A, Rejection of claims 40-42, 55 and 56 under 35 U.S.C. §102(¢)
Claims 40-42, 55, and 56 arc rgjected under 35 U.S.C. §102(¢) over Davidson, This

rejection is respectfully traversed.

1. Previously Asscrted Arguments

Claims 40-42, 55, and 56 claim matcrial relating to the encryption and decryption of a
digital information transmission. The Examiner relies on the analog television signal as teaching
the digital information transmission, Office Action at 11, The Examiner points to the A/D
converter 31 and the D/A converter 38 disclosed in Davidson to show that digital signal
processing takes place. Office Action at 23. However, Davidsen only discloscs that these
analog/digital converters affeet audio signals that arc combined with video signals and control

signals into a standard, Le. not digital and not ecncrypted, television signal. Col. 5, Il. 36-42; Col.

24, 11. 30-35; Col. 25, 11. 46-48. Davidson fails to tcach an “cncrypted digital information

transmission.”

As previously asserted by Applicants, the information transmission taught by Davidson is
only an analog television signal. Regardless of whether the television signal includes a
component comprising a digital signal, the television signal remains analog, As recited in claims
40-42, 55, and 56, an “cnecrypted digital information transmission” requires that the digital
information transmission itsclf be cnerypted. Davidson only teaches an analog television signal,
not a digital information transmission, and the mere fact that an “encrypted™ digital audio signal
is added to the analog television signal docs not change the analog television signal to an
cnerypted digital television signal. Thercefore, Davidson does not disclosc an “cnerypted digital

information transmission.”
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Additionally, Applicants have consistently asserted in their previous Responses that the
Board of Patent Appeals and Interferences decided in Ex parte Personalized Media
Communications, LLC (Appeal 2008-4228, Ex partc Reexamination Control 90/006,536) at
pages 53-54, that eneryption and decryption require & digital signal. The Board considered the
very same specification that is part of this application in finding that cneryption and decryption
arc limited to digital applications. The Board alse held that “encryption and decryption are not

broad ¢nough to rcad on scrambling and unscrambling,”

Applicants do not dispute that a reissued patent is entitled to the filing date of its parent in
accordance with 35 U.S.C. § 252, However, Applicants note that “cncryption™ is not disclosced
anywhere in the specification of Davidson, only in the claims added via reissue. Davidson
describes scrambling video signals and converting analog audio signals to coded digital audio
signals, but does not teach or suggest “encryption™ as claimed in the instant application and
understood by the Board. Claims 40-42, 55, and 56 arc not anticipated by Davidson and arc in

allowable form.

2. New Argument
The Advisory Action asscrts that Davidson’s encrypted digital audie signal is an
“encrypted digital information transmission” and “transmitted” with the composite television
signal, thereby satisfying the recited [imitation. Advisory Action at 1,9 3. Applicants disagree
that the audio signal is itself an “encrypted digital information transmission” for the reasons
stated above, but for the suke of advancing prosccution, amend claims 40-42, 55, and 56 to
clarify that the enerypted digital information transmission is not part of a composite signal. For

cxample, claim 40 is amended to recite that “the at least one encrypted digital information
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transmission is unaccompanicd by any non-digital information transmission.” Claims 41, 42, 55,

and 56 arc amended to recite similar [imitations.

Davidson only teaches the transmission of an analog signal that compriscs a digital audio

signal. The digital audio signal is never transmitted by itself. Thercfore, Davidsen fails to teach

that “the at [cast one encrypted digital information transmission is unaccompanicd by any non-
digital information transmission.” The transmission is always a composite of analog and digital
components.  Claims 40-42, 55, and 56 arc not anticipated by Davidson and arc in allowable

form.

3. Claim Specific Arguments

Even assuming, arguendo, that Davidson teaches “receiving at least onc enerypted digital
information transmission, wherein the at least onc encrypted digital information transmission is
unaccompanicd by any non-digital information transmissien” claims 42, 55, and 56 arc not

anticipated by Davidson for at [cast the additional following rcasons:

d. Claim 42
Claim 42, as amended, recites in part:
decrypting at least one of said plurality of signals, said at least onc
decrypted signal cmbedded with at least one instruct signal which is

cffective to instruct;

passing the at least one decrypted instruct signal to a controllable
device; and

controlling said controllable device on the basis of decrypted
information included in said at lcast onc decrypted instruct signal,

These limitations are not taught by Davidson.
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The claim is further amended to emphasize that the at [cast one decrypted signal is embedded
with at least one instruct signal; the instruct signal is part of the decrypted signal, but not the
decrypted signal itsclf. Applicants make this amendment in responsc to the Examiner’s concerns
regarding the broadness of the claim and “what the instruct signal is compesed of 7 Office

Action at 24; Advisory Action at 1,9 7.

The Office Action points to Davidson’s claim 63, column 24, lincs 30-50, to show that
the invention discloses all the limitations of ¢laim 42. Office Action at 13-14; See Advisory
Action at 1,9 5 and 6. The Examiner also asserts that the separated encryption codes signal
that’s cffective to return the encrypted digital audio signal to a decrypted form teaches “said at
least one decrypted signal including at least onc instruet signal which is effective to instruet.”

Office Action at 23,

[n light of the clarifying amendment, Davidson’s claim 65 teaches means for decrypting a
digitized audio signal but fails to teach decrypting a signal that is cmbedded with at [cast onc
instruct signal which is effective to instruct. Claim 42 recites “at least one decrypted signal

embedded with at [east one instruct signal,” thereby disqualifying the decrypted audio signal and

the cncryption codes signal from acting as an instruct signal as claimed. Ne additional instruct
signal is cmbedded in the audio signal. The audio signal is indivisible. Further, Davidson docs
not teach or suggest that encryption of the audio signal affects the audio signal such that when it
is decrypted it then is embedded with an instruct signal. Thercfore, Davidson fails to teach all

the limitations of claim 42.

b. Claim 55

Claim 55, as amended, recites in part:
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controlling said controllable device by processing instructions
embedded in said passed decrypted or enabled at lcast said sccond of said
plurality of signals.

These limitations ate not taught by Davidson.

The Office Action points to Davidson’s claim 63, column 24, lincs 30-50, to show that
the invention discloses all the limitations of claim 55. Claim 65 tcachcs means for the
decryption and analog conversion of an encrypted digital audio signal, but fails to teach
controlling a controllable deviee by processing instructions embedded in the decrypted analog
audio signal. The “analog conversion means connected to the inverse encryption means to return
the audio signal to the original analog format whereby program audio may be processed and
presented in a conventional manner.” Col. 24, 11. 47-50. The audio signals lacks cmbedded

instructions, therefore Davidson fails to tcach the limitation.

The Advisory Action maintains that the audio signal itself is operable in the controlling
of output of audio at an output device “as this output device would only provide output upon
detection of an input audio signal (e.g. a speaker would only output sound if an audio signal is
present to be outputted.)” Advisory Action at 1,9 9. Applicants have previously asserted that in
Davidson, the program audio is an element to be processed, it is not operable in the controlling
of'a controllable device. For cxample, & speaker is not controlled by an audio signal. Rather, 1t
is an enable signal that instructs the speaker to turn on, detect, process, and output the audio
signal. The speaker will output seund if an audio signal is present, but only after an cnable

signal instructs the speaker to perform.
Regardless of whether the audio signal itsclf is operable, no instructions are ecmbedded in

the signal. Even though the analog conversion means and the inverse encryption means audio

20
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process the audio signal for its output to a speaker, Davidson is silent as to processing
instructions cmbedded in an audio signal. Therefore, Davidson fails to teach all the limitations

of claim 55.

4, Claim 56
Claim 56, as amended, recites in part:

receiving at least one encrypted digital information transmission;

identifying a plurality of signals in said at least onc information
transmission;

sclecting, by processing sclection criteria, & first signal of said
plurslity of signals including downloadable code;

Thesc limitations arc not taught by Davidson,

Davidson’s receiver receives scts of signals at receiving antenna 36. Col. §, 11, 57-68.
The scts of signals arc then split by RF splitter 114 so that the video, aural, and control signals
can be separately processed. Col. 9, 1L [-11. Davidson’s receiver continuously splits the
received scts of signals and processes cach according to its type. The Advisory Action asscrts
that “the separation of the encryption codces signal from the television signals (plurality of
signals) may be considered a sclection of a signal.” Advisory Action at 2,9 13. Applicants, on
the other hand, maintain that no “sclecting” eccurs becausce all signals are received and then

processed.

[n the interest of furthering prosccution, however, Applicants amend the claim to clarify
that the “sclecting”™ occurs “by processing sclection critgria,” Davidson is silent as to proccssing
selection criteria. The receiver merely splits the video, aural, and control signals apatt.
Therefore, Davidson fails to teach all the limitations of ¢laim 56,
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B. Rejection of ¢claim 31 under 35 U.S.C. §102(e)

Claim 31 has been rejected under 35 ULS.CL §102(c) over Ostermann. This rejection is
respectfully traversed.
L. Claim 31
Amended claim 31 recites, in part:
receiving at least one control signal which at said at least one of
said plurality of receiver stations dircctly operates to exccute the
downloadablc code; and

causing said at least one control signal to be communicated to said
at lcast one transmitter at a specific time,

thereby to transmit at lcast one information transmission , wherein
cach information transmission inc¢ludes the downloadable code and said at
lcast one control signal.

These limitations are not taught by Ostermann.

Ostermann discloscs the cipher cquipment 12 at the transmitter station receiving a bit

sequenee from the cipher computer 16 at the receiver station, but the bit sequence does not

dircetly operate to exccute the ¢ipher algorithm at the receiver station, The bit sequence only

identifies “which cipher program from long-term memory 28 is to be used.” Col. 3, 11. 18-19.
The cipher program is only cxccuted upon cntry of clear data text. To be clear, a bit sequence
may be reccived that identifics a cipher program, but the cipher program is not exccuted upon

identification.

The claim is amended to cmphasize that the control signal directly opcrates to exccute the

downloadable code. In contrast, Ostermann fails fo disclose a direct link between the
identification of the cipher program by the bit sequence and the execution of the cipher program.
[ndeed, it is the clear data text that “directly operates to exccute” the cipher program. The bit
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sequence is a passive clement that only identifics the cipher program. The entry of the clcar data
text directly causcs the execution of the cipher program, not the bit sequence. Therefore,
Ostermann docs not teach the [imitation “receiving at [cast one control signal which at said at
lcast onc of said plurality of receiver stations directly operates to exceute the downleadable

code.”

Claim 31 is also amended to clarify that cach information transmission includes the
downloadable code and said at [cast one control signal. Ostermann fails to tcach this limitation.
The cipher algorithm and bit sequence are described as being transmitted separately, never
together, See col, 2, 11, 38-41; col. 3, 11, 15-19, The Examincr acknowledged that the cipher
algorithm and bit scquenee are not transmitted together. Advisory Action at 2,9 13,
Accordingly, Ostermann is silent as to an information transmission including downloadable code
and at least one control signal. Thercfore, Ostermann does not describe cach and every

limitation as sct forth in claim 31.

C. Rejection of claims 32-36, 38, and 54 under 35 U.S.C. §103(a)
The Office Action rejected claims 32-36, and 38 under 35 U.S.C. 103(a) as allegedly

being unpatentalble over the combination of Ostermann in view of Davidson, Applicants
respectfully traverse the rejections and arguc that Ostermann and Davidson, alone and in

combination, fail to tcach cach of the claim’s limitations.

L. Claim 32
Claim 32 claims the method of claim 31, “wherein 2 digital television program is
displayed at & receiver station and said downloadable code and said at least one control signal

program said receiver station to decrypt said digital television program in accordance with said
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new technique.” Claim 32 is not rendered unpatentable by Ostermann for the same reasons as

argued above in regard to claim 31,

The Office Action points to Davidson's claim 65 as teaching the application of
cncryption/decryption techniques to television signals. Action at 27-28. However, as Applicants
have argued previously, it would not have been obvious to combine the teachings of the
references. Davidson is directed to the transmission and reception of standard television signals,
which at the time of invention were analog television signals. To emphasize this digital/analog

distinction, Applicants previously amended the claim to recite “a digital television program.”

As cvidenced by Davidson only scrambling the analog video signal while embedding an
cncrypted digital audio signal, the encryption of a whole television signal was not obvious.
There is no suggestion in Davidson that encryption could be applicd to signals as complex as
cntire television signals. In fact, Davidsen teaches away from encrypting/decrypting television
signals by focusing on the processing of the video and audio signal components while Ieaving
the television signal itself unaffected. The Examiner asserts that “the encryption/decryption
processing of a video and/or audio component of the television signal would affect the state of
the composite television signal.” Office Action at 27. But, the composite television signal
remains analog. Thercfore, it would not have been obvious to combine Davidson and

Ostermann.

Assuming, arguendo, that it would be ebvious to combine Davidson and Ostermann,

Davidson does not cure Ostermann’s deficiencies. The combination of Davidson and Ostermann

fails to tcach displaying a digital television program at a reeciver station where the recciver

decrypts the digital television program. Neither Davidson or Ostermann teaches displaying or
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decrypting a digital television program. Applicants respectfully submit that even if the teachings

of Ostermann were modificd with the teachings of Davidson as suggested in the Final Office

Action, the modified composition still fails to satisfy cvery clement recited in claim 32,

2. Claim 33
Claim 33 recites, in part: “receiving a digital television program at & transmitter station
and delivering said television program to a transmitter. .. and transmitting said digital tclevision
program and said onc or more instruct signals from said transmitter station to said one or more

receiver stations.” These limitations arc not taught by Ostermann or Davidson.

Ostermann teaches the transfer of a cipher algorithm from a receiver station to
transmitter station, where the cipher algorithm is used to implement decrypting at the receiver
station. The Office Action peints to Davidson’s claim 63, column 24, lines 30-50 to apply
Ostermann’s tcachings to television signals, Action at 28-29, Howgever, as argucd above, it
would not have been obvious to combine the teachings of the refercnces. Davidson is directed to
the transmission and reeeption of standard television signals, which at the time of invention were
analog television signals. To emphasize this digital/analog distinction, Applicants previously

amended the claim to recite “a digital television program.”

As evidenced by Davidson only scrambling the anslog video signal while embedding an
encrypted digital audio signal, the encryption of a whole television signal was not obvious.
Davidson surely understood encryption and decryption, but did not apply it to television signals
becausce that innovation was not obvious. In fact, Davidson teaches away from
cncrypting/decrypting television signals by focusing on the processing of the video and audio

signal components while leaving the television signal itself unaffected. The Examiner asserts
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that “thc cncryption/dccryption processing of a video and/or audio componcent of the television
signal would affect the state of the composite television signal.” Office Action at 28. But, the
composite television signal remains analog. Therefore, it would not have been obvious to

combine Davidson and Ostermann.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann,

claim 65 teaches conveying compoesite analog television signals, not digital television signals.

Neither Davidson or Ostermann teaches receiving or transmitting a digital television program.

Even if someone of ordinary skill in the art were to apply the teachings of Ostermann and

Davidson, the inventions fail to tcach or suggest cvery limitation of ¢laim 33,

3. Claim 34
Amended claim 34 recites, in part:
deerypting a sccond of said plurality of signals on the basis of satd

changed deeryption technique, wherein said decrypted sccond of said
lurality of signals is embedded with exccutable instructions;

passing said decrypted second of said plurality of signals 1o a
controllable device; and

controlling said controllable device on the basis of said cmbedded
cxecutable instructions of said passed deerypted sccond of said plurality of
signals.”

These limitations are not taught by Ostermann or Davidson.

The Office Action points to Davidson’s claim 65, column 24, lincs 30-50, to show that
the invention discloses the passing and controlling limitations of claim 34, Claim 65 tcaches
means for the decryption and analog conversion of an encrypted digital sudio signal, but fails to
tcach passing the decrypted analog audio signal to a controllable deviee and controlling the
controllable device on the basis of exccutable instructions embedded in the decrypted analog
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audio signal. The “analog conversion means connected to the inverse cneryption means
connected to the inverse encryption means to return the audio signal to the eriginal analeg format
whereby program audio may be processced and presented in a conventional manner.” Col. 24, 1l
47-50. The audio signals lacks embedded exccutable instructions, therefore Davidson fails to

tcach the limitation.

The Advisory Action maintains that the audio signal itself is operable in the controlling
of output of audio at an output device ““as this output device would only provide output upon
detection of an input gudio signal (e.g. a speaker would only output sound if an audio signal is
present to be outputted.)” Advisory Actionat 2,9 15, As asscrted previously by Applicants, in
Davidson, the program audio is an clement to be processed, it is not operable in the controlling
of a controllable device. For cxample, a speaker is not controlled by an audio signal. Rather, it
is an enable signal that instructs the speaker to turn on, detect, process, and output the audio
signal. The speaker will output sound if an audio signal is present, but only after an cnable

signal instructs the speaker to perform.

Regardless of whether the audio signal itsclf is operable, no exceutable instructions are
cmbedded in the signal. Even though the analog conversion mcans and the inverse encryption
means audio process the audio signal for its output to a speaker, Davidson is silent as to
contrelling the speaker based on exccutable instructions embedded in an audio signal.
Ostermann is similarly silent as to teaching the limitation. Thercfore, Davidson and Ostermann

fzil to teach all the limitations of ¢laim 34.
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4, Claim 35
Claim 35 depends from independent claim 33, Claim 35 claims the methed of claim 33,
“wherein said step of transferring is performed based on comparison.” Claim 35 further limits
claim 33 and is not rendered unpatentable by Ostermann and Davidsen for the samc rcasons as

argued above in regard to claim 33,

5. Claim 36
Claim 36 depends from independent claim 33, Claim 36 claims the methed of claim 33,
“wherein said step of transferring in accordance with a predetermined schedule.” Claim 36
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argued above in regard to claim 33.

Assuming, arguendo, that it would be obvious to combine Davidson and Ostermann, the
Office Action points to Ostermann as teaching “which cipher program is to be used at a
particular time (schedule) as spoken of on celumn 3, lines 10-20.” Office Action at 30. The
Examiner argues that the transferring “is performed in accordance with a particular order or
schedule (sequence of algorithms transferred in a time order in relation to cach other) depending
on a received bit sequence indicating which cipher program is to be used at a particular time.”
Id. But, as Applicants have argucd previously, Ostermann does not tcach anything other than the

automatic transferring of the cipher program at the time the bit sequence is received.

The bit sequence docs not include any “predetermined scheduling” information, It's true
that Ostermann’s system will transfer the cipher programs at the titme of bit sequence receipt and
in the order of bit sequence receipt, but this does not mean that the transfers are made in

accordance with a predetermined schedule. There s no teaching or suggestion in Ostermann of
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performing this step in accordance with a predetermined schedule. All transferring occurs on the
fly. Ostermann and Davidson, alone and in combination, fail to teach each of the claim 36°s

limitations.

6. Claim 38
Claim 38 depends from independent claim 33. Claim 38 claims the method of claim 33,
“wherein said onc or more instruct signals operate at said onc or more receiver stations based on
an identificr, said methed further comprising the step of transmitting said identificr.” Claim 38
further limits claim 33 and is not rendered unpatentable by Ostermann and Davidson for the

same reasons as argued above in regard to claim 33.

7. Claim 54
Claim 54, recites in part “whereby the receiver station inputs said control signal to a

decryptor, and wherein said decryptor decrypts said digital television programming signal.”

Neither Ostermann or Davidson addresscs decrypting a digital television programming signal.

The Examiner has asserted that Ostermann “is directed to the transmission of & cipher
program to allow cncryption or decryption of *data’, where this data in a general sense could
include audio, video, or other known types of data.” Office Action at 31. Yect, there is no
suggestion in Ostermann that encryption/decryption applics to anything but text. “In particular,
[Ostermann] relates to a system wherein clear data texts arc enciphered at the transmitter end of
the system and deciphered at the recciver end.” Col. 1,11, 11-13, “Data” as uscd in Ostermann is
limited to text. Therefore, Ostermann does not teach decrypting a digital television

programming signal.
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Davidson is directed to the transmission and reception of standard television signals,
which at the time of invention were analog television signals. As cvidenced by Davidson only
scrambling the analog video signal while cmbedding an encrypted digital audio signal, the
encryption of a digital television programming signal was not obvious. Davidsen surely
understood encryption and decryption, but did not apply it to television programming signals
beeausce that innovation was not obvious. In fact, Davidsen teaches away from
cncrypting/decrypting tclevision signals by focusing on the processing of the video and audio
signal components while lcaving the television signal itself unaffected. The Examiner asserts
clsewhere in the Office Action that “the cneryption/decryption processing of a video and/or
audio component of the television signal would affect the state of the composite television
signal.” Office Action at 28. But, the composite television signal remains analog. Therefore, it

would net have been obvious fo combine Davidson and Ostermann.

Assuming, arguendo, that it would be ebvious to combine Davidson and Ostermann,

claim 65 teaches conveying compoesite analog television signals, not digital television signals.

Neither Davidson or Ostermann teaches receiving or transmitting a digital television program.

Even if someonce of ordinary skill in the art were te apply the teachings of Ostermann and

Davidson, the inventions fail to tcach or suggest cvery limitation of ¢laim 54,

VL. CLAIMS 22-30, 37. 39. AND 43-53 ARE ALLOWABLE

The Office Action identificd claims 22-30 and 43-53 as allowable over the prior art of
record. This Amendment does not affect claims 22-30 and 43-53. Applicants respectfully

submit claims 22-30 and 43-53 arc allowablc as previously presented.
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The Office Action alse identificd claims 37 and 39 as objected to as being dependent
upon rejected base claims, but would be otherwisc allowable if rewritten in independent form
including all of the limitations of the base claims and any intervening claims. Applicants

respectfully assert that these claims do not need to be rewritten as independent claims.

Claim 37 depends from claim 36, which depends from independent claim 33. As argued
above, claims 33 is allowable over Davidson, Ostermann, and the prior art of record. As
identificd by the Examiner, the limitations of claim 37 arc also allowable over the prior art of
record. Applicants respectfully submit that claim 37 is allowable in its current dependent ¢laim

form,

Similarly, claim 39 depends from claim 38, which depends from independent claim 33.
As argued above, claims 33 is allowable over Davidson, Ostermann, and the prior art of record.
As identified by the examiner, the limitations of claim 39 arc also allowable over the prior art of
record. Applicants respectfully submit that claim 39 is allowable in its current dependent claim

form.

VI.  CONCLUSION

Applicants respectfully submit that all ¢laims arc allowable over the cited art for the
reasons sct forth above. Applicants request reconsideration of this application in view of the
amendment and arguments sct forth above. In the event Applicants have overlooked the need for
an cxtension of time, payment of fee, or additional payment of fee, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Account No. 50-4494.
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Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: April 2, 2013

TIRW/IR49126.1

Respectfully submitted,

By:

Thomas J. Scott, Jr.
Registration No.: 27,836

GOODWIN PROCTER LLP

901 New York Avenug, NW

Washington, DC 20001

Attorney for Applicant
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DETAILED ACTION
Continued Examination Under 37 CFR 1.129
1. An amendment and request for reconsideration pursuant to 37 CFR 1.128 was
filed in this application after final rejection. Since this application is eligible for continued
examinaticn under 37 CFR 1.129, and the fee set forth in 37 CFR 1.17(e) has been
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37
CFR 1.129. Applicant's submission filed on 4/2/13 has been entered.
Double Patenting
2. The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public pelicy (a pelicy reflected in the statute) so as to prevent the
unjustified or Improper timewise extension of the “right to exclude”™ granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
chviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim{s) because the examined application claim Is either anticipated
by, or would have been obvicus over, the reference claim{s). See, e.q., in re Berg, 140
F.3d 1428, 46 USPQ2d 1226 {Fed. Cir. 1998}; in re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1893); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.
1985); In re Van Ornum, 686 F.2d 837, 214 USPQ 761 (CCPA 1982); in re Voge!, 422
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ

844 (CCPA 1969).
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321{c) or 1.321{(d)
may be used to cvercome an actual or provisicnal rejection based on a nonstatutory
deuble patenting ground provided the conflicting application or patent either is shown to
be commoenly owned with this application, cr claims an invention made as a result of
activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered atterney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

3. Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory
chviousness-type double patenting as being unpatentable cver ¢laims 1, 22, and 23 of
{.8. Patent No. 7,801,304. Although the conflicting claims are not identical, they are
not patentably distinct from each other because the following correspondences.

Regarding claim 22, “a method for controlling the decryption of encrypted
programming at a subscriber station” corresponds fo “a methed for controlling the
decryption of programming at a subscriber station” in claim 1 of the abeve U.S. Patent.

“Receiving encrypted digital programming, said encrypted digital programming
having an encrypted digital control signal” corresponds o “receiving pregramming, said
programming having a first encrypted digital control signal pertion™ in ¢laim 1 of the
above U.S. Patent.

|n

“Detecting said control signal” corresponds to “detecting said first encrypted

digital control signal portion of said programming” in claim 1 of the abeve U.S. Patent.
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“Passing said control signal to a decryptor that decrypts encrypted digital data at
said subscriber station” corresponds to "passing said first encrypted digital control
signal porticn of said programming o a decryptor at said subscriber station” in claim 1
cof the above U.S. Patent.

“Decrypting said control signal” corresponds to “decrypting said first encrypted
digital contrel signal porticn™ in claim 1 of the above U.S. Patent.

“Decrypting said encrypted digital programming to form decrypted programming
based on said control signal” corresponds to “decrypting said encrypted digital
information portion of said programming ... based on the decrypted control signal
portion” in claim 1 of the above U.S. Patent.

Lastly, “presenting said decrypted programming to a viewer or listener”
corresponds to "presenting said pregramming” in claim 1 of the above U.S. Patent.

Claim 22 of the instant application does not explicitly claim “passing said
encrypted digital information portion of said programming to said decryptor”. Therefore,
claim 22 merely broadens the scepe of claim 1 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same function as before. Seelnre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1969). The omission of a reference element whose function is not needed would be
cbvious to one skilled in the art.

Regarding claim 34, “a methed of processing signals at a receiver station”

corresponds to the same in claim 23 of the above U.S. Patent.
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“Receiving at least one information fransmission” and "detecting a plurality of
signals on said at least one information transmission” corresponds to "receiving a
plurality of signals including digital programming and Inputting at least some of said
plurality of signals o said digital detector" as well as "detecting said encrypted digital
data in said at least some of said plurality of signals” in claim 23 of the above U.S.
Patent.

“Changing a decryption technique in response to at least a first of said plurality of
signals” corresponds to “controlling said decryptor to alter its decryption pattern or
technique on the basis of information included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

Lastly, “decrypting a second of said plurality of signals on the basis of said
changed decryption technigue, wherein said decrypted second of said pluralily of
signals is embedded with executable instructicns; passing said decrypted second of
said plurality of signals to a conirollable device; and controlling said controllable device
on the basis of said passed decrypted second of said plurality of signals” corresponds to
“decrypling at least a portion of said digital programming using a selected decryption
pattern or technique based on said step of detecting in order to previde a decrypted
output of programming to a viewer or listener” in claim 23 of the above U.S. Patent.

Claim 34 of the instant application does not explicitly claim “said receiver station
having a receiver, a digital detector operatively connected to said receiver for detecting
encrypted digital data, a decryptor operatively connected to said digital detector for

decrypting said encrypted digital data, and a controller operatively connected to said
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digital detector or said decryptor for contralling said decryptor”. Therefore, claim 34
merely broadens the scope of claim 23 of the above U.S. Patent.

It has been held that the omissicn of an element and its function is an obvious
expedient if the remaining elements perform the same functicn as before. See Inre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The omission of a reference element whose function is not needed would be
cbvious to ene skilled in the art.

Regarding claim 54, “a methed of providing an enabling signal to a receiver
staticn from a remote data source, said enabling signal fer use in decrypting at the
receiver station a programming signal, said receiver station being programmed 1o get
informaticn necessary for enabling a programming signal” corresponds to "a method of
providing digital enabling information to a receiver stalion from & first remole source,
said digital enabling information for use at the receiver station in decrypting a mass
medium program presentation” in claim 22 of the above U.S. Patent.

“Storing at the remote data source one or more control signals for enabling a
decryptor to decrypt a video” corresponds to “storing digital enabling information at said
first remote source” in claim 22 of the above U.S. Patent.

“Receiving at the remote data source from the receiver station a communication
to get specific enabling information” carresponds to “receiving at said first remote
source a query from said receiver station” in claim 22 of the above U.S. Patent.

“Communicating, from the remote data source to the receiver station in response

tc said communication from the recelver station, a control signal” corresponds to
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“transmitting said digital enabling information which is effective to enable decryption
from said first remote source to said receiver siation in response 1o said step of
receiving said query, said receiver station stering at least some of said transmitted
enabling information” in claim 22 of the above U.S. Patent.

Lasily, “whereby the receiver station inputs said control signal to a decryptor, and

|»

wherein said decryptor decrypts said programming signal” correspends to “to said
receiver station an encrypted digital mass medium presentation signal which is
decrypted on the basis of said stored at least some of said digital enabling information”
in claim 22 of the above U.S. Patent.

Claim 54 of the instant application does not claim “transmitting from a second
remote source” as well as “to present said mass medium programming presentation”.
Therefore, claim 54 merely broadens the scope of claim 22 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvicus
expedient if the remaining elements perform the same function as before. SeeInre
Karlsen, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The omission of a reference element whose function is not needed would be
cbvious to cne skilled in the art.

Regarding claim 55, “a methed of processing signals at a receiver station”
corresponds to the same in claim 23 of the above U.S. Patent.

“Receiving one or more encrypted digital information transmissions at said
receiver station, wherein said one or more encrypted digital information transmissions

are unaccempanied by any non-digital infermation transmission; detecting a plurality of
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signals on said cne or more encrypted digital information transmissions, at least a first
of one of said plurality of signals including a control signal” corresponds to “receiving a
plurality of signals including digital programming and Inputting at least some of said
plurality of signals o said digital detector” as well as “detecting said encrypted digital
data in said at least some of said plurality of signals” in claim 23 of the above U.S.
Patent.

“Controlling a decryptor that decrypts encrypted digital data in response to said
confrol signal” corresponds to "cenirolling said decrypter 1o alter ils decryption paitern or
technigue on the basis of infermation included in said detected encrypted digital data” in
claim 23 of the above U.S. Patent.

“Decrypting or enabling communication of at least a second of said plurality of
signals on the basis of said step of conirolling said decryptor” corresponds fo
“decrypling at least a portion of said digital pregramming using a selected decryption
pattern or technigue based on szaid step of detecting” in claim 23 of the above U.S.
Patent.

Lastly, “passing said decrypted or enabled at least said second of said plurality of
signals to a centrollable device; and controlling said contrellable device on the basis of
said passed decrypted or enabled at least said second of said plurality of signals”
corresponds to “to provide a decrypted output of programming to a viewer or listener” in

claim 23 of the above U.S. Patent.
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Claim 55 of the instant application does not claim “detecting ... in accordance
with a varying pattern of timing or location”. Therefore, claim 55 merely broadens the
scope of claim 23 of the above U.S. Patent.

It has been held that the cmissicn of an element and its function is an obvious
expedient if the remaining elements perform the same functicn as before. See Inre
Karlson, 136 USPQ 184 (CCPA). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App.
1869). The omission of a reference element whose function is not needed would be

cbvious to cne skilled in the art.

4. Claim 24 is rejected on the ground of nonstatutery obviousness-type double
patenting as being unpatentable over claim 14 of .S, Patent No. 7,801,304 in view of
Yanagimachi et al. {U.S. 3,936,595) (hereinafter “Yanagimachi”).

Regarding claim 24, *a method of controlling a remote fransmitter station to
communicate program material to a subscriber staticn and controlling said subscriber
station to process or output a unit of pregramming” corresponds to “a method of
confroling a remote transmitter station to communicate program material o a
subscriber station and controlling said subscriber station to proccess or output digital
programming” in claim 14 of the above U.S. Patent.

“Receiving a contral signal which operates at the remote transmitter station to
conirol the communication of a unit of programming and one cor more first instruct
signals and communicaiing said conirol signal fo said remote transmitter station”

corresponds to “receiving at said remote transmitter station a first conirol signal which
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cperates at the remote transmitter station to control communication of said digital
programming and one or more first instruct signals” in claim 14 of the above U.S.
Patent.

“Receiving at said remote transmitter station one or more second instruct signals
which operate at the subscriber station to identify and decrypt said unit of programming
or said cne or more first instruct signals, said remote transmitter statien transferring said
one or more second instruct signals to said transmitter” corresponds to “receiving at
said remote fransmitter station said one or more digital second instruct signals which
operate at the subscriber station to decrypt (identified) said digital programming” in
claim 14 of the above U.S. Patent.

“Transmitting from said remoete transmitter station an information transmission
comprising said unit of programming, said one or more first instruct signals, and said
cne or more second instruct signals, said one or more first instruct signals being

|u

transmitted in accordance with said control signal” corresponds to “transmitting from
said remote transmitter staticn to said subscriber station an information transmission
comprising said digital programming, said one or more first instruct signals and said one
or more digital second instruct signals, said one or mere first instruct signals being
transmitted in accordance with said first confrol signal” in claim 14 of the above U.S.
Patent.

Claim 24 of the instant application further claims “receiving a code or datum

identifying a unit of programming tc be transmitted by the remote transmitter station,
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said remote transmitter station transferring said unit of programming to a transmitter”
which is not claimed in claim 14 of the above U.S. Patent.
However, Yanagimachi teaches a similar method of controlling transmission and

cutput of programming at a receiver station, where program cenirol codes identifying

particular programming included in the transmission are utilized by a transmitter station

102 and receiver station 103 for transmission/reception and programming cutput as
spoken of on column 15, lines 2-32 as well as cclumn 16, lines 22-40.

At the time of the invention, it would have been cbvicus to someone of ordinary
skill in the art, to apply the control code transmission of Yanagimachi to the method of
claim 14 of the above U.S. Patent in order to provide selective output of programming in
accerdance with selection input previded frem a subscriber as spoken of on celumn 16,
lines 25-40 of Yanagimachi.

Claim Rejections - 35 USC § 103
5. The following is a quotation of 35 U.S.C. 103(a} which forms the basis for all

cbviousness rejections set ferth In this Cffice action:

{a) A patent may not be obtained though the invention is not identically disclesed or descriped as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvicus at the time the
invention was made o a person having ordinary skill in the arf to which said subject matier pertains.
Patentability shall not be negatived by the manner in which the invention was made.

8. This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103{a}, the examiner presumes that the subject matter of
the varicus claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the cbligation

under 37 CFR 1.58 to point out the inventor and invention dates of each claim that was
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not commenly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103{c} and potential 35 U.S.C. 102{e}, (f) or {g}
prior art under 35 U.S.C. 103(a).

7. Claims 33, 35, 38, and 54 are rejected under 35 U.S.C. 103{a) as being
unpatentable over Ostermann et al. {(U.S. 4,484,025) (hereinafter “Ostermann”} in view
of Davidson (Re. 31,735).

Regarding claim 33, Ostermann teaches the transmission of a cipher algorithm
(instruct signal) from cipher program sicrage 18 to program memory 22 ¢f a
programmable cipher computer 12 (transmitter) that indicates a particular
enciphering/deciphering technique as spoken of on column 2, lines 38-41.

Cstermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as cclumn 2, lines 16-24, which states that
terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.

Ostermann does not explicitly teach decryption of television programming.

However, Davidson teaches the application of encryption/decryption techniques
to television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been cbvicus to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television envirenment as spoken cf on celumn 2,

lines 31-36 of Davidson.
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Regarding claim 35, Ostermann further teaches where the cipher algorithm
(instruct signal) is fransferred that matches information (comparison) provided in a
received bit sequence as spoken of on column 3, lines 18-20.

Regarding claim 38, Osfermann further teaches where the cipher algorithm
(instruct signal) is transferred that matches infermation provided in a received bit
sequence (identifier) as spcken of on column 3, lines 10-20.

Regarding claim 54, Ostermann teaches the enciphering/deciphering method
perfermed by the terminals 1 and 2 {receiver station and remete data scurce) of Figure
1.

Ostermann also teaches the cipher equipment 16 (remote data source) that
contains cipher program storage 18 for storing a cipher algorithm as spoken of on
column 2, lines 38-41.

Ostermann also teaches the ¢ipher algorithm request (communication)
transmitted from the terminal 1 to the terminal 2 (remote data source) requesting a
cipher algorithm {enabling information} as spoken of en column 3, lines 4-8.

Ostermann also teaches the transmission of a cipher algorithm (conirol signal)
from cipher program storage 18 to program memery 22 of a programmable cipher
computer 12 that indicates a particular enciphering/deciphering technique as spoken of
on column 2, lines 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
{(decryptor) received ciphered data text in accordance with a cipher algorithm and a

cipher key as spoken of on column 4, lines 52-54, as well as column 2, lines 16-24,
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which states that terminals 1 and 2 each contain transmitters and receivers as shown in
Figure 1.

Ostermann does not explicitly teach the decryption of a digital television
programming signal.

However, Davidson teaches the application of encryption/decryption technigues
to television signals as spoken of on column 24, lines 30-50.

At the time of the inventicn, it would have been cbvicus to someone of ordinary
skill in the art, given these references, to apply the enciphering/deciphering methods of
Ostermann to television program signals in order to effectively enable high security and
deterring of unauthorized viewers in a television environment as spoken of on column 2,
lines 31-36 of Davidson.

Aliowable Subject Matter
8. Claims 22-32, 34, 40-53, 55, and 56 are allowable over the prior art of recerd.
S. Claims 36, 37, and 39 are cbjected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form including all of the
limitations of the base claim and any intervening claims.

Response to Arguments
10.  Applicant’s arguments, filed 4/2/13, with respect to amended claims 31, 32, 34,
40-42, 55, and 56 have been fully considered and are persuasive. The prior art
rejections of these claims have accordingly been withdrawn.
11, Applicant's arguments filed 4/2/13 with respect to claims 33, 35, 38, and 54 have

been fully considered but they are not persuasive.
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Regarding claims 33, 35, and 38, Applicant argues that neither Davidson nor
QOstermann teach "recelving a digital television program at a transmitter staticn and
delivering said television pregram tc a transmitter ... and transmitting said digital
television program and said one or more instruct signals from said transmitter station to
said one or more receiver stations. Applicant further argues that Davidson teaches
away from encryption/decryption of television signals by focusing on the processing of
the video and audic signal components while leaving the television signal itself
unaffected.

However, as provided in the previcus Cffice Acticn, the video and audio signal
components of Davidson are a part of the television signal, so the encryption/decryption
processing of a video and/or audio component of the television signal would affect the
state of the composite ielevision signal (which includes audic, video, and/or control
components).

Furthermore, as provided in the previcus Cffice Acticn and reiterated above,
Ostermann teaches the transmission of a cipher algorithm {instruct signal) from cipher
program storage 18 to pregram memory 22 of a programmable cipher computer 12
(transmitter) that indicates a particular enciphering/deciphering technique as spoken cf
on column 2, lings 38-41.

Ostermann also teaches a receiver terminal that contains means for deciphering
received ciphered data text in accordance with a cipher algerithm and a cipher key as
spoken of on column 4, lines 52-54, as well as column 2, lines 16-24, which states that

terminals 1 and 2 each contain fransmitters and receivers as shown in Figure 1.
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Ostermann does not explicitly teach decryption of digital television pregramming.

However, Davidson teaches the application of encryption/decryption technigues
to television signals {that are transmitted and received) as spoken of on column 24,
lines 30-50.

Davidson also teaches the subscription television fransmitter 12 in Figure 1 that
generates television signals (programming) having video and audic portions for
subsequent transmission {to/from a transmitter 20, 30) as spcken of on column 25, lines
45-50.

It 1s maintained that at the time of the invention, it would have been cbvious to
someone of ordinary skill in the art, given these references, to apply the

enciphering/deciphering methods of Ostermann to television program signals

(containing digital fermat components) as taught in Davidsor: in order to effectively

enable high security and deterring of unauthorized viewers in a television environment
as spoken cf on column 2, lines 31-36 of Davidson. [t is also maintained that Davidson
teaches transmission/reception of "digital” television programming as the composite
signal of Davidson includes a digital audio component which may be reasonably
interpreted as digital television programming infermation.

Regarding claim 54, Applicant argues that neither Ostermann nor Davidson
addresses decrypling a digital televisicn programming signal.

However, as provided in the previous Office Action and reiterated above,
Ostermann teaches the enciphering/deciphering method performed by the terminals 1

and 2 (receiver station and remote data scurce} of Figure 1.
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Ostermann also teaches the cipher equipment 18 (remote data source) that
contains cipher program storage 18 for storing a cipher algorithm as spoken of on
column 2, lines 38-41.

COstermann also teaches the cipher algorithm request {communicatien)
transmitted from the terminal 1 to the terminal 2 {remote data source) reguesting a
cipher algorithm (enabling information} as spoken of cn column 3, lines 4-9.

COstermann also teaches the transmission of a cipher algorithm {control signal)
from cipher program storage 18 tc program memoery 22 of g programmable cipher
computer 12 that indicates a particular enciphering/deciphering technique as spoken of
on column 2, lines 38-41.

Cstermann also teaches a receiver terminal that contains means for deciphering
(decryptor) received ciphered data text in accordance with a cipher algorithm and a
cipher key as spoken of on column 4, lines 52-54, as well as celumn 2, lines 16-24,
which states that terminals 1 and 2 each contain transmitters and receivers as shown in
Figure 1.

Ostermann does not explicitly teach the decryplion of a digital television
programming signal.

However, Davigson teaches the application of encryption/decryption lechnigues
to television signals as spoken of on column 24, lines 30-50.

At the time of the invention, it would have been cbvicus to someone of ordinary

skill in the art, given these references, to apply the enciphering/deciphering metheds of

Ostermann 1o felevision program signals {(containing diqital format components) as
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taught in Davidson in order to effectively enable high security and deterring of

unauthorized viewers in a felevision environment as spoken of on column 2, lines 31-36

of Davidson. Itis alsc maintained that Davidson teaches transmission/reception and

decryption of "digital” television programming as the composite signal of Davidson

includes an encrypted digital audio component which may be reasonably interpreted as

digital television programming infermation that is decrypted at the receiver station.
Conclusion
12, Under the final action practice for Office actions
following a submission under 37 CFR 1,129¢a) filed on or after
June 8, 2005, the next Office acticn following timely filing of
a submission under 37 CEFR 1.12%(a) will be equivalent to the
next Office action following a reply to a non-final Office
action. Under existing Office second action final practice,
such an Office action on the merits will be made final, except
where the examiner introduces a new ground of rejection that is
neither necessitated by applicant's amendment of the claims nor
based on information submitted in an information disclosure
statement filed during the period set forth in 37 CFR 1.97(c)

with the fee set forth in 37 CFR 1.17{p). See MPEP % 706.07(a).

In this Office action, there is no new ground of rejection that was not necessitated

by applicant’s amendment of the claims or based on information submitted in an

information disclosure statement filed during the period set forth in 37 CFR 1.97{c) with
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the fee set forth in 37 CFR 1.17(p). Accordingly, THIS ACTION IS MADE FINAL.
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136{a).

A shortened statutory period for reply to this final action is set to expire THREE
MOCNTHS from the mailing date of this action. In the event a first reply is filed within
TWO MCNTHS of the mailing date of this final acticn and the advisery action is not
mailed until after the end of the THREE-MONTH shertened statutory period, then the
shortened statutory period will expire on the date the adviscry action is mailed, and any
extension fee pursuant to 37 CFR 1.136{a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory pericd for reply expire later
than SIX MONTHS from the mailing date of this final action.

Any inquiry concerning this communication or earlier communications frem the
examiner should be directed to MICHAEL J. MCORE, JR. whose telephone number is
(571)272-3168. The examiner can normally be reached cn Monday-Friday (7:30am -
4:00pm).

If attempts o reach the examiner by telephone are unsuccessful, the examiner's
supervisor, William Korzuch, can be reached at (571) 272-7589. The fax phone number

for the organization where this application or preceeding is assigned is 571-273-8300.
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Infermation regarding the status of an application may be obtained from the
Patent Application Information Relrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR cr Public PAIR.
Status information for unpublished applications is available threugh Private PAIR only.
For more informaticn about the PAIR system, see http://pair-direct.uspto.gov. Sheuld
you have questions cn access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 {toll-free). If you would like assistance from a
USPTO Customer Service Representative or access o the automated information
system, call 800-786-9198 (IN USA OR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

I re Patent Application of:

John C. Harvey er al.

Application No.: 08/44%,413 Confirmation No.: 1756

Filed: May 24, 1995 Arxt Unit: 2467

For. SIGNAL PROCESSING APPARATUS AND Examiner: Moorg Ir., Michacl J.
METHODS

AMENDMENT AND REQUEST FOR RECONSIDERATION

MS AF

Commissioncr for Patents
P.0O. Box 1450

Alexandria, VA 22313-1450

Dear Sir;

[n response to the Final Office Action dated May 29, 2013, Applicants respectfully

request consideration of the pending claims in view of the following amendments and remarks.

Plcasc amend the above-identified application as follows.
Amendments to the claims begin on page 2.

Remarks begin on page 11.
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AMENDMENT TO THE CLAIMS

Claims 22-35, 37-53, 53, and 56 are the only pending clains.
[ - 21. {Cancelled)

22, (Previously Prescented) A method for controlling the decryption of encrypted

programming at & subscriber station, said method comprising the steps of:

receiving encrypted digital programming, said encrypted digital programming having an

cnerypted digital control signal;
detecting said control signal;

passing said control signal to a decryptor that decrypts encrypted digital data at said

subscriber station;
decrypting said control signal,

decrypting said encrypted digital programming to form decrypted programmiing based on

said control signal; and
presenting said decrypted programming to a viewer or listener.

23, (Previously Presented) A method for controlling the decryption of programming

at & subscriber station, said method comprising the steps of:

receiving programming, said programming having a first encrypted digital contrel signal

pertion and an encrypted digital information portion;
detecting said first cnerypted digital control signal portion of said programming;

passing said first enerypted digital control signal portion of said programming to a first

decryptor at said subscriber station;

decrypting said first encrypted digital control signal portion of said programming using

said first decryptor at said subscriber station;
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passing said encrypted digital information portion of said programming and the deerypted

control signal portion to a sccond decryptor at said subscriber station;

decrypting said enerypted digital information portion of said programming using said

second decryptor at said subscriber station based on the decrypted control signal portion; and
presenting said programming.

24 (Previously Presented) A method of controlling a remeote transmitter station to
communicate program matcrial to a subscriber station and controlling said subscriber station to

process or output a unit of programming, said mcthod comprising the steps of:

receiving a control signal which operates at the remote transmitter station to control the
communication of a unit of programming and onc or morc first instruct signals and

communicating said control signal to said remote transmitter station;

receiving a code or datum identifying a unit of programming to be transmitted by the
remote transmitter station, said remote transmitter station transferring said unit of programming

to a transmitter;

receiving at said remote transmitter station one or more sccond Instruct signals which
opcrate at the subscriber station to identify and decrypt said unit of programming or said onc or
more first ingtruct signals, said remote transmitter station transferring said onc or more second

instruct signals to said transmitter; and

transmitting from said remotc transmitter station an information transmission comprising
said unit of programming, said onc or moere first instruct signals, and said ene or more sccond
instruct signals, said onc or more first instruet signals being transmitted in accordance with said

control signal.

25, (Previously Presented) The method of claim 23, wherein said programming

further includes enerypted video.

26. (Previously Presented) The methed of ¢laim 23, wherein said subscriber station

storgs information that ¢vidences processing said programming,
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27.  (Previously Presented) The method of claim 23, whercin said programming is
received at said subscriber station in one channel of a multichannel signal and a sccond control
signal portion used to deerypt said programming is included in said multichanncl signal outside

said one channel.

28, (Previously Presented) The method of claim 23, wherein said subscriber station
detects, in a transmission channel including said programming, a second control signal pottion

uscd to decrypt the first control signal portion.

29.  (Previously Presented) The method of claim 23, wherein the subscriber station
detects, in a transmission channel for transmitting the programming, a sccond control signal
pertion uscd to decrypt the first control signal portion, and wherein the second control signal
pertion is encrypted, and wherein the sccond control signal portion is decrypted in order to

cnable decryption of the first control signal portion.

30. (Previously Presented) The method of claim 23, wherein said programming

includes computer data.

31.  (Previously Presented) A method of contrelling at least one of a plurality of

receiver stations, said method comprising the steps of:

reeciving downloadable code which is effective at said at lcast onc of said plurality of
receiver stations to implement a new technique of deerypting and delivering the downloadable

code to at lcast onc transmitter,

receiving at least one control signal which at said at least one of said plurality of receiver

stations direetly operates to execute the downloadable code; and

causing said at least one control signal to be communicated to said at least one transmitter

at & speeific time,

thereby to transmit at least one information transmission, wherein cach information

transmission includes the downloadable code and said at [cast one control signal.
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32. (Previously Presented} The method of claim 31, wherein a digital television
program is displaycd at a rceciver station and said downloadable code and said at lcast onc
control signal program said receiver station to decrypt said digital television program in

accordance with said new technique.

33 (Currently Amended) A method of communicating digital television program

material to one or more receiver stations, said method comprising the steps of:

receiving a digital television program at a transmitter station and delivering said digital

television program to 4 transmitter;

receiving and storing one or more instruct signals at said transmitter station, said onec or
meore instruct signals at said one or more recciver stations operative to implement a new

technique of decrypting;

transferring in accordance with a predetermined schedule said one or more instruct

signals to said transmitter; and

transmitting said digital television program and said onc or more instruct signals from

said transmitter station to said one or more recciver stations.

34, (Previously Presented) A methed of processing signals at a recciver station

comprising the steps of
receiving at least one information transmission;
detecting a plurality of signals in said at lcast onc information transmission;
changing a decryption technique in response to at least a first of said plurality of signals;

decrypting a sccond of said plurality of signals on the basis of said changed decryption
technique, wherein said decrypted second of said plurality of signals is cmbedded with

cxecutable instructions,

passing said decrypted sccond of said plurality of signals to a controllable deviee; and
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controlling said controllable device on the basis of said ecmbedded exccutable instructions

of said passed deerypted sccond of said plurality of signals,

35 (Previously Presented) The method of claim 33, wherein said step of transferring

is performed based on comparison.
36. (Cancelled).

37. (Currently Amended) The method of claim 26 33, wherein said schedule
specifics a transmission time and a transmission channcl, said method further comprising the

steps of recetving and storing said schedule at said transmitter station.

38. (Previously Presented) The method of claim 33, wherein said onc or more instruct
signals opcrate at said onc or more receiver stations basced on an identificr, said method further

comprising the step of transmitting said identificr.

39 (Previously Presented) The method of claim 38, wherein an information
transmission including said digital television program is received at said onc or more receiver
stations, wherein said digital television program is outputted at said one or morc receiver
stations, and wherein said identificr identifies (i} said digital television program and (ii} a
channel including said digital tclevision program,

40, (Prcviously Presented) A method of processing signals at a reeciver station

comprising the steps of?

receiving at least ong encrypted digital information transmission, wherein the at [cast onc
encrypted digital information transmission is unaccompanicd by any non-digital information

transmission;
locating codce;
passing said codc to a processor:

controlling a decryptor that decrypts enerypted digital data to deerypt in & specific

fashion on the basis of said code;
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decrypting a portion of said at [cast onc information transmission in said specific fashion;

and

passing said decrypted portion of said at lcast once encrypted digital information

transmission to one of said processer and an cutput device.

41, (Previously Presented) A methed of contrelling a recciver station to detect digital
data and control a decryptor that decrypts encrypted digital data based on a varying pattern of

timing or location, said mcthod of controlling comprising the steps of:
receiving programming and delivering said programming to & transmitter;

receiving digital data comprising at least an instruct signal and communicating said
digital data to a signal cmbedder, said instruct signal opcrative at said receiver station to control

said decryptor

controlling said signal embedder to embed said digital data in an cnerypted digital

information transmission in & varying pattern of timing or location;
communicating said encrypted digital information transmission to said transmitter;
transmitting said programming; and

transmitting said enerypted digital information transmission including said digital data

separately from said transmitted programming.

42, (Previously Presented) A method of processing signals at a receiver station

comprising the steps of’

receiving at least one encrypted digital information transmission, wherein the at least one
cncrypted digital information transmission is unaccompanicd by any non-digital information

transmission;

detecting a plurality of signals on said at least onc encrypted digital information

transmission;
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decrypting at lcast one of said plurality of signals, said at least onc decrypted signal

cmbedded with at least one instruct signal which is cffective to instruct;
passing the at least one decrypted instruet signal to a controllable device; and

controlling said controllable device on the basis of decrypted information included in said

at least one decrypted instruct signal.

43, (Previously Presented) A method for decryptor activation in a network

comprising:
receiving a transmission comprising cncrypted materials;

decrypting under first processor control a first portion of said encrypted materials in said

transmission;

inputting said first portion of said encrypted materials to a decryptor;

decrypting under sccond processor control a second portion of said enerypted materials

based on said step of decrypting said first portion of said cncrypted materials.

44, (Previously Presented) The method of claim 43 whetein said transmission in said

step of receiving a transmission is a multichannel signal separated in the frequency domain,

45, (Prcviously Presented) The method of claim 44 whergin said transmission is a

cable system broadcast.

46. (Previously Presented) The method of ¢laim 43 wherein said transmission in said

step of receiving a transmission is a multichannel signal separated in the time domain,

47. (Previously Presented) The method of claim 43 whetein said transmission in said

step of recelving a transmission is generated at & local data source.

48. (Previously Presented) The method of claim 47 wherein said local data source

comprises a VCR.
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49, (Previously Presented} The method of claim 47 wherein said local data source

compriscs a laser disk,

30. (Previously Presented) The method of claim 43 whetein said enerypted materials

comprise a pertion of a tclevision program.

51 (Previously Presented) The method of claim 43, wherein said transmission in said
step of recelving a transmission and a signal necessary for decryption are received from different

S0Urces,

52, (Previously Presented) The method of claim 51, further comprising the step of
contacting a remote transmitter station to receive one of said transmission and said signal

necessary for decryption.

53 (Previously Presented) The method of claim 51, whetein a signal necessary for

decryption is commurnicated by telephonc.
54, (Cancelled)

55, (Previously Presented) A methed of processing signals at a receiver station

comprising the steps of:

receiving ong or more encrypted digital information transmissions at said receiver station,
wherein said one or morc encrypted digital information transmissions arc unaccompanicd by any

nen-digital information transmission;

detecting a plurality of signals on said onc or more encrypted digital information

transmissions, at least a first of one of said plurality of signals including a control signal,

controlling a decryptor that decrypts enerypted digital data in responsc to said control

signal;

decrypting or enabling communication of at least a sccond of said plurality of signals on

the basis of said step of controlling said decryptor;
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passing said decrypted or enabled at Icast said second of said plurality of signals to a

controllable device; and

controlling said controllable device by processing instructions embedded in said passed

decrypted or cnabled at least said second of said plurality of signals.
536. (Previously Presented) A methed of processing signals at a receiver station

comprising the steps of:

receiving at least one encrypted digital information transmission, wherein the at [cast one
cncrypted digital information transmission is unaccompanied by any non-digital information

transmission;

identifying a plurality of signals in said at Icast one encrypted digital information

transmission;

sclecting, by processing sclection criteria, a first signal of said plurality of signals

including downloadable code;
passing said downloadable code to a processor;

controlling a decryptor that decrypts enerypted digital data to deerypt in & specific

fashion on the basis of said downloadable code;

decrypting at least onc sccond signal of said plurality of signals in said specific fashion;

and

passing said at lcast onc sccond signal to onc of said processor and an output device.
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REMARKS

L STATUS OF CLAIMS

Claims 22-56 arc pending in this application. Claims 22-32, 34, 40-53, 55, and 56 arc
allowed. Claims 36, 37, and 39 arc allowable over the prior art, but objected to as dependent on
non-allowsable claims. Claims 22, 24, 34, 54, and 55 arc subject to a nonstatutory obviousness-
type double patenting rejection. The remaining claims are rejected under 35 US.C. § 103. By
this Amendment, claims 33 and 37 arc amended. Claims 36 and 54 are cancelled.

An amendment submitted after a final office action in an application must comply with
37 CF.R. § 1.116, which statcs that:

(1Y An amendment may be made canceling claims or complying with any
requirement of form expressly set forth in a previous Office action;

(2) An amendment presenting rejected claims in better form for
consideration on appeal may be admitted; or

(3) An amendment touching the merits of the application or patent
under reexamination may be admitted upon a showing of good and
sufficient reasons why the amendment is necessary and was not
carlicr presented.

37CER 1.116().

Applicants submit that this Amendment And Request For Reconsideration places this

application in condition for allowance by amending claims in manners that are believed to render

all pending claims allowable over the cited art and/or at least place this application in better form
for consideration on appeal under 37 C F.R. § 1.116(2). This Amcndment is also nccessary to at
lcast clarify and/or narrow the issues for consideration by the Board and was not presented

carlicr because Applicants belicved that the prior responsc{s) placed this application in condition

for allowance, for at lcast the rcasons discussed in those responscs. Accordingly, entry of the
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present Amendment, as an carncst attempt to advance prosccution and/or to reduce the number
of issucs, is requested under 37 CFR. § 1.116.

Applicants camestly solicit a favorable reconsideration and prompt allowance of the
claims. Where the Office docs not find that the claims are in condition for allowance, Applicants
respectfully request that the Office withdraw the finality of the office action for the reasons set
forth below.

II. DOUBLE PATENTING REJECTIONS

Claims 22, 34, 54, and 55 are rejected on the ground of nonstatutory obviousness-type
double patenting as allcgedly being unpatentable over claims 1, 22, and 23 of U.S. Patent No.
7,801,304, This is the patent that issued from Applicants’ DECR 81 group “A” application, U.S.
Patent Application Scrial No. 08/449,263. Claim 24 is rejected on the ground of nonstatutory
obviousness-type double patenting as being unpatentable over claim 14 of the DECR 81 group
“A” patent, in view of Yanagimachi ct al. (U.S. Patent No. 3,936,595) (“Yanagimachi”).

Submitted with this Amendment And Request For Reconsideration 1s a terminal
disclaimer disclaiming, in essential terms, the terminal part of the statutory term of the patent
granted on the instant application, extending beyond the carlicst expiration date of the DECR 81
group “A” patent, U.S. Patent No. 7,801,304,

III. PRIOR ART REJECTIONS

The Office Action rejected claims 33, 35, 38, and 54 under 35 U.S.C. 103(s) as allegedly
being unpatentable over the combination of Ostermann ct al, (U.S. Patent No, 4,484,025}
{“Ostermann”) in view of Davidson (Re. 31,735) (“Davidson™).

In response, Applicants have amended claim 33 to incorporate the limitations of now
cancelled claim 36, which the Examiner indicated as allowable but objected to becausc it

depended on rejected basc claim 33. The claim now recites “fransferring in accordance with a

12
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predetermined schedule.” Claim 37 is amended to depend from claim 33, instead of now
cancelled claim 36.

Applicants respectfully submit that amended claim 33 is in allowable form. Accordingly,
claims 353, 37, 38, and 39 arc allowable because they depend from claim 33.

In an cffort to place the instant application in condition for allowance, Applicants have
cancelled rejected claim 54. Therefore, Applicants respectfully submit that all pending claims

ar¢ allowable in their current form,
VL. CONCLUSION

Applicants respectfully submit that all claims arc allowable over the cited art for the
reasons sct forth above, Applicants request reconsideration of this application in view of the
amendment and arguments sct forth above. In the event Applicants have overlooked the need for
an cxtension of time, payment of fee, or additional payment of fee, Applicant hereby petitions

therefore and authorize that any charges be made to Deposit Account No. 50-4494,

TIRW/IR49126.1

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1381



Should the Examiner have any questions regarding any of the above, the Examiner is

respectfully requested to telephone the undersigned at 202-346-4000.

Dated: June 14, 2013

TIRW/IR49126.1

Respectfully submitted,

By: /Thomas J. Scott, Jr./
Thomas J. Scott, Jr.
Registration No.: 27,836
GOODWIN PROCTER LLP
901 New York Avenug, NW
Washington, DC 20001
Attorney for Applicant
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MODIFIED PTQ/SB/25 (07-08)

Approved for use through 07/31/2012. CMB 0651-0031

U.5. Patent and Trademark Office: U.S. DEPARTMENT OF COMIMERCE

Under the Paperwork Reduction Act of 1995, no persons are reguired to respond to a coltection of information unless it displays a vahd OME contiol nurmber.

Docket Number (Oplional}

TERMINAL DISCLAIMER PMCO03-C247

In re Application of: John C. Harvey et al.

Application No.: 08/448,413 {Conf. No. 1756)
Filed: May 24, 1995

For:  SIGNAL PROCESSING APPARATUS AND METHODS

The owner, _PERSCNALIZED MEDIA COMMUNICATIONS, L.L.C. Lol 100
percent interest in the instant application hereby disclaims, except as provided below, the terminal part of the statutory
term of any patent granted on the insiant application which would extend beyond the expiration date of the full
patent granted on pending reference patent No. 7,801,304 issued, on September 21, 2010

as such term is defined in 35 U.S.C. 154 and 173, and as the term of any palent granted on said reference
application may be shortened by any terminal disclaimer filed prior fo the grant of any patent on the pending reference
application. The owner hereby agrees that any patent sc granted on ke instant application shall be enforceable only
for and during such periocd that it and any patent granted on the reference application are coromanly owned. This
agreement runs with any patent granted on the instant application and is binding upon the grantee, its successors or
assigns,

In making the above dischimer, the owner does not disclaim the terminal part of any patent granted on the instant
application that would extend to the expiration dale of the full stalutory term as defined in 35 U.S.C. 154 and 173 of any
patent granted on said reference application, "as the term of any patent granted on said reference application may be
shortened by any termoinal disctaimer filed prior o the grant of any patent on the pending reference application” in the
event that: any such patent: granted on the pending reference application: expires for failure ko pay a maintenance fee, is
feld uneniorceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or lerminally
disclaimed under 37 CFR 1.321, has all claims canceled by a reexamnination certificate, is reissued, or is in any manner
terminated prior to the expiration of its full statutory term as shortened by any terminal disclaimer filed prior ko its grant.

Check either box 1 or 2 below, if appropriate.

1. For submissions on behalf of a business/organization {e.g., corporation, partnership, university, govermnment
agency, etc.), the undersigned is empowered Eo act on behalf of the business/organization.
| hereby declare that all stztements made herein of my own knowledge are true and that all statements made on
tnformation and peliel are believed to be ue, and further that these stalements were made with the knowledge that willful
{alse statements and the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of
the United States Code and that such willful false statements may jeopardize the validity of the application or any patent
lssued thereon.

2. The undersigned is an altorney or agent of recard.
Reg. No. 27,838
/Thomas J. Scott, Jr./ June 14, 2013
Signature Dale

Thomas J. Scott, Jr.
Typed or printed name

(202) 346-4000
Telephone Nurnber

Terroinal disclaimer fes under 37 CFR 1.20(d) is included.

WARNING: Information on this form may become public. Cradit card information should not
be ih¢luded on this form. Provide credit card information and authorization oh PTC-2038.

~Staternent under 37 CFR 3.73(b} is required if terminal disclaimer is signed by the assignee {owner).
Farm PTO/SBIS6 may be used for making this statement. Ses MPEP § 324.
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PTOISB/26 (08-11)

Approved for use through 67/31/2012. OMB 0651-0031

.S _Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Pa_tperwork Reduction Act of 1895, no persons are required fo res_Pcnd fo a collection of information unless it displays a valid OMB contro! number,

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING Docket Number (Optional}
REJECTION OVER A “PRIOR” PATENT PRACEA3-C247

In re Application of: John C. Harvey et al.

Application No.: 084448413

Filed: May 24, 1¢8%

PROCEGSING APPARATUS AND METHODE

For SiGN

The owner”, _Personaized Media Ctimmunt ne, L LG , of 100 percent interest in the instant application hereby disclaims,
except as prowded below, the terminal part of the statuiory term of any patent granted on the instant application which would extend beyond
the expiration date of the full statutory ierm of prior patent No. 7,301,504 as the term of said prior patent is presently shortenad
by any terminal disclaimer. The owner hereby agrees that any patent so granied on the insiant application shall be enforceable only for and
during such period that it and the prior patant are commonly owned. This agreement runs with any patent granted on the instant application
and is binding upon the grantee, ils SUCCESSOFS OF 8SSigns.

In making the above disclaimer, the owner does not disclaim the terminal part of the term of any patent granted on the instant application that
would exiend o the expiration date of the ull staluiory term of the prier patent, "as the term of said prior patent is presently shortened by any
terminal disclaimer," in the event that sad prior patent later:

expires for fallure 1o pay a mainienance fee;

is held unenforceable,

is found invalid by a court of competent jurisdiction;

is statutorily disclaimed in whole of terminally disclaimed under 37 CFR 1.321;

has all claims canceled by a reexamination certificate;

is reissued; or

is In any manner lerminated prior to the expiration of its full staiuiory term as presenily shoriened by any ierminal disclaimer.

Check either box 1 or 2 below, if appropniate.

1. I:l For submissions on behalf of a business/organization {e.g., corporation, partnership, university, govemment agency,
aic.}, the undersigned is empowered to act on behalf of the business/organization,

I hereby declare that all statements made herein of my own knowledge are true and that all statemenis made on information and
belief are believed to be true; and further that these statemenis were made with the knowledge that willful false siatements and the like so
made are punishable by fine or imprisonment, or both, under Section 1001 of Tifle 18 of the United States Code and that such willful false
statements may jecpardize the validity of the application of any paient issued thereon.

2. The undersigned is an atiorney or agent of record.  Reg. No._27.836

MThomas J. Scolt/
Signaiuwre

Thomas J Scodt, Jr
Typed or printed name

{202} 3484000
Telephone Number

Terminal disclaimer fea under 37 CFR 1.20{d) included
WARNING: Information on this form may become public. Credit card information should not

be included on this form. Provide credit card information and authorization on PTQ-2038,

*Statement under 37 CFR 3.73(b} is required if terminal disclaimer is signed by the assignee {owner).
Form PTQ/SB/SE may be used for making this certification. See MPEP § 324,

This collection of information is required by 37 CFR 1.321. The informatlion is required o obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an applicatien. Confidentiality is govemed by 36 U.S.C. 122 and 37 CFR 1,11 and 1.14. This collection is estimated to take 12 minutes to ¢ omplete,
including gatheting, preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form andior suggestions for reducing this burden, should be sent to the Chief Information Chicer, U.S. Patent
and Trademark Office. U.3. Depattiment of Commeice, P.O. Box 1450, Alexandria, VA 22313-1450. OO NOT SEND FEES OR COMPLETED FORMS TC THIS
ADDRESS. SEND TO: Commissicner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

IF you need assistance in completing the fom. call 1-800-PTO-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579} requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the reguirements of the Act, please be advised that: {1) the general authority for the
collecticn of this information is 35 U.S.C. 2(b)}2); {2} furnishing of the infermaticon sclicited is voluntary;
and (3} the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process andfor examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process andfor examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.5.C. 552) ang the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Departiment of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be reguired to comply with the requirements of the Privacy Act of 1874, as
amended, pursuant to 5 U.S.C. 552a{m}.

A record related to an Iniernaticnal Application filed under the Patent Cocperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
Woerld Intellectual Property Organization, pursuant to the Patent Cocperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of Naticnal Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act {42 U.S.C. 218{c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or hisfher designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2806. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce} directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122({b} or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the preceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or lacal law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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UnIten States Patint AN TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Adhbross: COMMIBSIONER FFOR PATENTS
P03 Bax L4340
Al
W Il ot

2Z3IR1450

NOTICE OF ALLOWANCE AND FEE(S) DUE

T 7500 071 13, [ XAMINER |
TOODWIN PROCTER LLP MOORE IR, MICHARL T
901 NEW YORK AVENDE, N.W.
WASHINGTON, DC 20001 | ART UNIT PAPHR N1MBER |

2467

DATE MATLED: 0T/ /2003

APPLICATION N FITING 1AL FIRST XAMEIRNIXVENTOR ATTORNEY 1OCKITT NC. CONFIRMATION NCx

084449413 057201995 FOHN COHARVEY 5034174 1756
TITLE QF INVENTION: SIGNAL PROCESSING APPARATUS ANIY METHODS

APPLN, TYPE ENTITY STATVUS ISSUVE FEE DUE PUBLICATION FEE DVE | PREV, PAIR ISSUE FEE

TOTAL FEESIDUE DATEINTL

nonprovisicnal SMAILL 5820 St S0 SEOL 171172013

THE APPLICATION IDENTIFIED ABOVLE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCLE AS A PATENT,
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITIHIDRAWAL FROM ISSUL AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEKE 37 CIFR 1.313 AND MPEP 1308,

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SIIALL BE REGARDED A5 ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED., SEE 35 US.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUIE FEE IN THIS APPLICATION. 1F AN ISSUE FEE HAS
PREVIGUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY TIIE PREVIQUSLY PAID ISSUE FEE TOWARD TIIE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

L. Review the ENTTLY STATUS shown above. If the ENTITY STATTS is shown as SMALL or MICRC, verify whether entitlement to that
enlity status still applics.

I the ENTITY STATTS is the same as shown above, pay the TOTAL FEES) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FELE(S) TRANSMITTAL, complete section number 3 titled
"Change in Entity Status (from status indicated above)™.

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are /2 the amount of small entity
fees.

1L PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and retorned to the United States Patent and 1rademark Office
(USPTO)Y with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account. section "4b"
of Part B - Fee(s) Transinittal should be completed and an extra copy of the form should be submitted. If an cquivalent of Part B is filed, a
request to reapply a previously paid issue fee mwst be ¢learly made, and delays in processing may occur due 1o the difficully in recognizing
the paper a5 an cquivalent of Part B.

ITL All communications regarding this application must give the application number. Please direet all communications prior Lo ssuance o
Mail Stop ISSULL FEE unless advised 1o the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. Il is patendee’s responsibilily to ensure timely payment ol maintenance fees when due.

Page 1ol 4
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE

Conmntissioner or Patents

P.O. Box 1450

Alexandrix, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for wansmittng the IS8
appropria

mamtcnance fee notifications.

e. All further correspondence including the Patent. advanee orders and aolification of maiatenance fees will e mailed to the current cor
indicated unicss corrected below or divected otherwise in Block 1. by (a) specifying a new corcespondence address: and/or (b) indicating # separa

L1 PLE and PUBLICATION B (8 pequired). Blocks 1 through 5 shovld be completed where

CURRENT CORRISPOXDENCE ADDRESS {Xone: Use Bluck | For any elange of addresst

70813 7590 OUL013
GOODWIN PROCTER LILP
901 NEW YORK AVENUE, N.W.
WASHINGTON, DC 20001

{5} Tranismitlal. This co

E;lp‘. Fach additional pape
ave ils own certificate of m.ulm" OF IWAnSMission.

Certificale of Mailing or Transmission
T he th certify thot this ansnnttal is being de
S ostal Service \lih sul'l nt pastage for first ¢l
.!d:hu\ul to the

i

Note: A certificae of mailing can only e used for domeste mailings of the
I¥ e caanol e used for any other accompanying
such as an assigament o formal drawing. must

ssited with the T mlLd
s mail in an cavelo
FLL address alxwve. or being i.lumulL

1 54 SSUE
transmitted to the U SP[O (%l) 273-2885. on the date indicated below.

Depasitor's manwek

(Sianaturss

[{e:N T
APPLICATION N, [ FITING DDA FIRST NAMED INVIENTOR ATTORNEY 1ICKITT NG CONFIRMATION NG
089113 0542411995 FOIN €. HARVEY 5634174 1756
TITLE OF IXVENTION: SIGNAL PROCUSSING APPARATUS AN MUSHIODS
| APPLNIYPLE LENTIIY STATUS | | PUBLICANTION T DU | PRIEY. PAIR ISSTT TTITALL 1] AT DUL
nonprovisicnal SMAILL 3890 S0 S0 3RO 1071172013
| EXAMINER | ARTVNIT | CLASSUIRLASS |
MOORL IR, MICTIALL T 2467 380-211000

{. Change of correspondence address or indication of “Tee Addeess” (37
CER 1.363).
D Change of corespondence address (or Change of Correspondence
Address Torm PTO/SE/122) attached.

L) "Fee Address” indication {or "Fee Address” Indication form
PTOSBAT Rev 03-02 or more receat) attached. Use of a Costomer
Number is required.

2. Tor printing on the patent front page. Jist

(1) the aames of up e 3 registered patenl atoracys
or agents OR, alternative

(=

singls: firm thaving as a swmbera

{2} the name of
¢ or agent) and the sames of up o

Fli.j! cred attorn
stered patent attorneys or agents. I po pamwe is 3
Imcd Ao name will be printed.

: Unless an assignee 1s wdestificd below. no assigne

Pil

NAME AND RESIDUENCE DATA TO BE PRINTED ON THL PATENT (print or type)
¢ data will appear on the patent. I an assignee is wdentified below, the document has been filed for

recordation as st forth in 37 C1R 3.1, Completion of this Form is T NOT a substitute For {iling on assignment.

£A) NAME QI ASSIGNER

Please check the appropriate assignee category or catcgorics (will not ix

(B RESIDENCE: (CITY and STATE OR COUNTRY)

printed on the patent) ; D Individual D Corporalion or other private 2roup cntily D Government

4, The tollowing tee(s) are submited:
[ hssue Tee
[ pubtication t-ee (™o small entity discount permitled}
[ Advance Order - # of Copics

by, Payment of Feels): (Please tirst reapply any previously paid issue tee shown above)

[ A check is enclosed.
a Payvment by credit card, Form PTO-2038 is allached,
[ The Biector is Rereby authorized w charge the required feeds), any dedicien.

;. or eredit any

ovespayatent, o Deposit Account Number {enclose an extea copy of this form).

PTOI-85 (Rev. G2/1 1)
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5. Change in Entity Statos {from status indicated above)
a Apphicant ceriifying micro entity states. See 37 CIFR 129

Abseat a valid ce iion of Micro Entity States {sve form PTOSBSA and 158 ) issuce
awnl in the micre eatity anwunt will not be accepted at the cisk of application abardonment.
D Applicant asserting small eatity status, See 37 CUR 1,27 the application was previously under micro entity status., cheeking this box will be taken
1o be @ notification of loss of entithment ko Micto CALLY stas.

Checking this box will be taken to be a notification of loss of estitlement to small or micro
cnul) status, as Apphmhlc

a Applicant changing to regulor undiscounted fee status.

The Issue Tee and Publication Lee (if requivedy will not be accepted from anyone other than the applicant: a regisiered attorney or agent: or the assignee o other party in
( as shown by the records of the United States Patent and Trademark Otfice

Authorized Signature Date

Typed o printed mame Registration No.

This colleetion of information i required by 37 CER 1,311, The mformation is reguired o obtain ar
an application. Confidentiality is governed by 35 US.C, 122 and 37 CUR 1,14, This collection is ¢
submitting the compicted application form © the USPTO. Time will vary dcfxndmﬂ upen the ind|
this form and/or suggestions for reducing this burden, should be sent to the Chicl Information G
Box 1450, Alexandriz, Vi Weinia 22313-1450. RO N T SEND 1135 OR COMPLETED TORMS TO T
Alexandria. Vieginia 2231371450,

Under the Paperwork Reduction Act of 1995, ro persons are reguired to respond o a collection of information unless it displays a valid OMB control number.

retain & benefit by the public which is o [ile (and by the USPTO 10 process)
inwted (o take 12 minutes o complete, including gathering. preparing. and
yal case, ARy comments on the ;unuunt of e you reguine (o complete
Patent and Trademark Office. U8, Depariment of Conineree, PO,
5 ARDRESS. SEXD TO: Commissioner l‘on Patents. PO Box 1450,

Page 3 of 4
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UnIten States Patint AN TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Ahbross: €M ONER FFOR PATENTS

131450
I APPLICATION N0, [ FILING DATE FIRST XAMED INVENTOR [ ATTORNEY DOCKET NO. | CONFIRMATION NO. |
ORE49.913 0572411995 FOHXN C. HARVEY 5634174 1756
THRI3 F500 071 133 [ FEXAMINIR |
FOODWIN PROCTER LLP MOGRE IR, MICITAEL T
901 NEW YORK AVENDE, N.W.
WASHINGTON, DC 20001 | ART UNIT PAPHR NIMBER |
2467

DATE MATLED: 0T/ /2003

Determination of Patent Term Extension or Adjustment under 35 11.5.C. 154 (b)
{application filed prier to June 8, 1995)

This patent application was filed prior to June 8, 1993, thus no Patent Term Extension or Adjustment applies.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at {571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-G1C1 or (571)-272-4200.

Page 4 ol 4
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Privacy Act Statement

The Privacy Act of 1974 {P.L. 93-579) requires thal you be given certain information in connection with
your submission of the altached form related 1o a patent application or patent. Accordingly, pursuant 1o
the requirements of the Act, please be advised that: (I} the general authority for the ¢ollection of this
information is 35 1LS.C. 2(b}2): {2) {furnishing of the information solicited is voluntary: and (3} the
principal purpose for which the information is used by the UL.S. Patent and ‘Trademark Office is to process
andfor examine your submission related 1o a patent application or patent. II you do not furnish the
requested information, the U8, Patent and Trademark Office may not be able to process andfor examine
your submission. which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

L.

The information on this form will be treated confidentially to the extent allowed under the Freedonm

of Information Act (5 11.5.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of

records nray be disclosed o the Department of Justice to determine whether disclosure of these
records 1s required by the Freedon: of Information Act.

. Arecord from this system of records may be disclosed, as a routine use, in the course of presenting

evidence to a court. magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of seltlement negotiations.

oA reeord in this system of records may be disclosed. as a reutine use, o a Member of Congress

submilling a request involving an individual. to whom the record pertains. when the individual has
requested assistance from the Member with respect to the subject matter of the record.

. Arecord in this system of records may be disclosed. as a routine use, to a contractor of the Agency

having need for the information in order to perform a contract. Recipients of information shall be
required o comply with the requirements of the Privacy Act of 1974, as amended, pursuant o 5
.50 552a(m).

. A record related to an International Application filed under the Patent Cooperation Treaty in this

system of records may be disclosed, as a routine use, to the International Bureau of the World
Inmellectual Property Organization, pursuant 1o the Pawent Cooperation Treaty.

. A record in this system of records nray be disclosed. as & routine use. w0 anether federal agency lor

purpeses of National Security review {35 U.S.C. 181) and [or review pursuant (o the Alomic Energy
Act (42 U.S.C. 218(¢)).

. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection ¢f records conducted by GSA as part of

that agency’s responsibility o0 recommend improvenents in records management practices and
programs, under authority of 44 11.5.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e.. GSA or Commerce) dircetive. Such disclosure shall not be used to make determinations about
individuals.

. A record [rom this system of records may be disclosed, as a rouline use. to the public aflter either

publication of the application pursuant to 35 U.S.C. 122(h) or Issuance of a patent pursuant te 35
1.5.C. 151, Further, a record may be disclosed. subject te the limitations of 37 CI'R 1.14, as a
routine use, 1o the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is relerenced by either a published
application. an application open Lo public inspection or an issued patent.

. Areeord from this system of records may be disclosed, as a routine use, to a Federal, State, or local

law enforcement agency. if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Application Ne. Applicani(s}
08/449.413 HARVEY ET AL,
- - 5 i AlA (First Inventor to
Notice of Allowability fnll(gﬂg;r J. MOORE, JR 2423[71 ot File) Status
No

-- The MAILING DATE of this communication appears on the cover shee! with the correspondence address--
All claims being allowable, PROSECUTICN ON THE MERITS 1S (OR REMAINS) CLOSED in this application. If not included
herewith {or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT CF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. Bd This communication is responsive to the Affer-Final Amendment filed 6/17/13.
Oa declaration{s)faffidavit(s) under 37 CFR 1.130{b} was/were filed on

2. [ An eleciion was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. [ The allowed claim(s) isfare 22-35.37-53.55 and 56 {renumbered 1-33. respectively). As a result of the allowed claim(s), you may be
eligible o benefit from the Patent Prosecution Highway program at a participating intellectual property office for the corresponding
application. For more information, please see hifp:/fenww usplo covipatenisdnit_eventsiprhindex jsp or send an inguiry to
PPHicedhack@usplio.goy .

4. [J Acknowledgment is made of a claim for foreign priotity under 35 U.8.C. § 119(a}-(d) or (f).
Certified copies:

a)[d Al by[JSome *c)[J None of the:
1. [ Certified copies of the pricrity documents have been received.
2. [ Certified copies of the pricrity documents have been received in Application No. ___
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau {PCT Rule 17.2{aj).
* Certified copies not received: _

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the reguirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.
[ including changes required by the attached Examiner's Amendment / Comment or in the Office action of

Paper No./Mail Date .

Identitying indicia such as the application number {see 37 CFR 1.84(c)} should be writien on the drawings in the front {not the back) of
each sheet. Replacement sheet{s} should be labeled as such in the header according to 37 CFR 1.121{d).

6. [J DEPCSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Altachment(s)

1. [J Notice of References Cited (PT(-882) 5. [] Examiner's Amendment/Comment

2. [ Information Disclosure Statements (PTO/SB/08), 6. [ Examiner's Statement of Reasons for Allowance
Paper No./Mail Date

3. [ Examiner's Comment Regarding Requirement for Deposit 7. ] Cther .

of Biological Material
4. [0 Interview Summary (PTO413),
Paper No./Mail Date .

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467

TS Fatent and Tragemark OIice
PTOL-37 {Rev. 05-13) Notice of Allowability Part of Paper No./Mail Date 20130624
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Application/Control Number: 08/449,413 Page 2
Art Unit: 2467

Terminal Disclaimer
1. The terminal disclaimer filed on 6/18/12 disclaiming the terminal portion of any
patent granted on this application which would extend beyond the expiration date of
U.S. 7,801,304 has been reviewed and is accepled. The terminal disclaimer has been
recorded.
Allowable Subject Matter
2. Claims 22-35, 37-53, 55, and 56 [renumbered 1-33, respeciively] are allowed.
Conclusion

Any inquiry concerning this communication or earlier communications from the
examinegr should be directed to MICHAEL J. MOORE, JR., whose felephone number is
(671)272-3168. The examiner can normally be reached cn Menday-Friday {7:30am -
4:00pm).

If attempts o reach the examiner by telephone are unsuccessful, the examiner's
supervisor, William Korzuch can be reached at (571) 272-7589. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300.
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Application/Control Number: 08/449,413 Page 3
Art Unit: 2467

Infermation regarding the status of an application may be obtained from the
Patent Application Information Relrieval (PAIR) system. Status information for
published applications may be obtained from elther Private PAIR cr Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more infoermation about the PAIR system, see http://pair-direct.usptc.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
LUSPTC Customer Service Representative or access o the automated information
system, call 800-786-2198 (IN USA CR CANADA) or 571-272-1000.

/Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467
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Application/Contrel Ne. Applicant{s)/Patent Under
Reexamination

Index of Claims 08449413 HARVEY ET AL.

VRN

‘I Examiner Art Unit

MICHAEL J MOORE JR 2467

v Rejected - Cancelled N [ Non-Elected A Appeal

= Allowed + | Restricted 1 | Interference 18] Objected

[J Claims tenumbeted in the same order as presented by applicant O cpa K TD. O R1a7

CLAIM DATE

Final Criginal  |06/21/2011 [12/08/2011 |05/21/2012|10/24/2012 | 05/20/2013 | 06/24/2013

wlo|~]o vl

-
'
|
'

8
<,
< |
<
<]
<
[

b4
A,
~|n
“~|u
“~|u
<

]

i)
o
I
n
n
n
I

r
[+
I
1
1]
1]
I
I

I
i}
[
n
n
n
[
[

[\
w
1
1]
1]
I
I

r
(]
]
n
1}
1}
]
]

8
NN RS RN RN RN
RN N Y N ]
ISENESENENEN N
(NENENENENENT

Q| <| ~[=~]|n
|

U 5. Patent and Trademark Ollice Part of Paper No. 20130824

PMC Exhibit 2012
Apple v. PMC
IPR2016-01520
Page 1394



Index of Claims

VRN

Application/Contrel No.

08449413

Applicant{s)/Patent Under
Reexamination

HARVEY ET AL.

Examiner

MICHAEL J MOORE JR

Art Unit

2467
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N | Non-Elected A Appeal
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Restricted

1 | Interference 18] Objected

[J Claims tenumbeted in the same order as presented by applicant
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DATE
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Application/Control No. Applicant({s)/Patent Under Reexamination

Issue Classification | o541 HARVEY ET AL.
H"M II‘IHIW m“ Iml m I‘IIH‘I" H ||‘ o o

MICHAEL J MOORE JR 2467
CPC
Symbol Type Version
CPC Combination Seis
Symbel Type Set Ranking Version
NONE

Total Claims Allowed:
33

{Assistant Examiner) {Date)
MICHAEL J MOCRE JR/
Primary Examiner. Art Unit 2467 05/24/2013 Q.G Print Claim(s} Q.G Print Figure
{Primary Examiner) {Date) 22 1

U.S. Palent and Trademark Cffice

Pari ol Paper No. 20130824
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Issue Classification

Application/Control No.

Applicant({s)/Patent Under Reexamination

IR

08448413 HARVEY ET AL.
Examiner Art Unit
MICHAEL J MOORE JR 2487

US ORIGINAL CLASSIFICATION

INTERNATIONAL CLASSIFICATION

CLASS SUBCLASS CLAIMED NON-CLAIMED
380 211 H N 741612011.01.01) H o 4 N 71642011 01.01}
CROSS REFERENCE(S)

CLASS SUBCLASS (ONE SUBCLASS PER BLOCK)
725 i3e 136 ifs) 104

NONE

Total Claims Allowed:
33

{Assistant Examiner) {Date)

MICHAEL J MOCRE JR/

Primary Examiner. Art Unit 2467 05/24/2013 Q.G Print Claim(s} Q.G Print Figure

{Primary Examiner) {Date) 22 1

U.S. Palent and Trademark Cffice

Pari ol Paper No. 20130824
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Application/Control No. Applicant({s)/Patent Under Reexamination
Issue Classification | o541 HARVEY ET AL.
H"M m” m“ m“ Iml m ”m H"l H ||‘ - e
MICHAEL J MOORE JR 2467
A Claims renhumbeted in the same order as presented by applicant O CPA K TD O R147
Finat Criginal Final Original Finat QOriginal Finat Original Final Original Final Originat Finat Qriginat Final Original
NONE
Total Claims Allowed:
33
{Assistant Examiner) {Date)
MICHAEL J MOCRE JR/
Primary Examiner. Art Unit 2467 05/24/2013 Q.G Print Claim(s} Q.G Print Figure
{Primary Examiner) {Date) 22 1

U.S. Palent and Trademark Cffice

Pari ol Paper No. 20130824
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PART B - FEER TRANSMITTAL
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ar Fax (57132732885

W PUBLICA N 1 g

AIIRESS Xt £

T 3t
GOUIWIN PROCTER TLE
G WYORK AV ]
MNOTON, 10 20001

rcsaed to
transmiitod

WAk

NAME

INVIENTOR Nin

FORNCOHARYEY

U8 PR

COFINVENTION: 5 AND METFIEODS

BRUG 3 S RY HEET20LA

i ART

MOORE IR, MICIIALL Y 2467

s o dpbivation ¢

Gaodwin Procter LLP

F Change ol covsesprgsduene: o
[MBSIR

fow, the docnw

(A NAME OF ASSTGNER

New York, NY

1973 TRe pateat) © ’:! Fadividus g](‘us VRGN OF O

Phea

4 The fa
Ky:

d s
L

vinent of Feefs s { Please first vespply any provieusly paid tsue fee shown above)

s enclosed.

Pape 2 0i 4

(-85 (Rev. 42

PMC Exhibit 2012

Apple v. PMC

IPR2016-01520

Page 1399



n

Chunge in Eatity States {0

d ppiicant o

fve and Pub 1y o gl as

t 1y G T

fznes oy odhior pasiy i

{Thomas J. Scoft, Jrf

ke

i

arnas J. 3eot, Jdr 2Tl
sed it Regtstvatiog No 27,836

a benetie

AHCS 0 o

R EaH iy

REOA wk Off
LA 3

ORA3II0ES. OME 08513013 N

NTGE COMMIIRCE

PMC Exhibit 2012

Apple v. PMC

IPR2016-01520

Page 1400



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

I re Patent Application of:

John C. Harvey er al.

Application No.: 08/44%,413 Confirmation No.: 1756

Filed: May 24, 1995 Arxt Unit: 2467

For. SIGNAL PROCESSING APPARATUS AND Examiner: Moorg Ir., Michacl J.
METHODS

SUBMISSION UNDER 37 C.F.R. § 1.312

MS Issue Fee
Commissiongr for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Dear Madam;
This amendment is submitted to ensure full compliance with 37 CF.R. § 1.78(a)2X)i).

Plcasc amend the above-identificd application as follows.

Amendment to the Specification begins on page 2 of this paper,

Remarks begin on page 3 of this paper.

TIRW/IR49126.1

PMC Exhibit 2012
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AMENDMENT TO THE SPECIFICATION

Plecasc delete the section titled “CROSS-REFERENCE TO RELATED
APPLICATIONS” on page 1 of the specification and replace the deleted section with the

following replacement section:
CROSS-REFERENCE TO RELATED APPLICATIONS

This is a continuation of application-serialne. Ser. No. 08/113,329, filed Aupust 301993

Aug. 30, 1993, now 1.5, Patent No. 7,856,650, herein incorporated by reference in its cntircty,

which is a continuation of applicationserialne- 856:501 Ser. No. 08/056,501, filed May 3, 1993,

now U.S. Patent 5,335,277, which was a continuation of application-seriul-re.- 849226 Scr. No.

07/849,226, filed MarehH81992Mar. 10, 1992, now U.S. Patent No. 5,233,654, which was a

continuation of application-sestalre—588126 Scr. No. 07/588.126, filed Sept—251990 Scp. 25,

1990, now U.S. Patent No. 5,109,414, which was a continuation of application-serislne—096;

956 Scr. No. 07/096,096, filed Sept—H-98F Scp. 11, 1987, now U.S. Patent No. 4,965,825,

which was a continuation—in-part of applicationsestalse-829- 531 Ser. No. 06/829,531, filed

Fcb. 14, 1986, now U.S. Patent No. 4,704,725, which was a continuation of application-serietre-

317540 Ser. No. 06/317,510, filed Nov. 3, 1981, now U.S. Patent No. 4,694,490.

TIRW/IR49126.1
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REMARKS

Applicants have received notices in co-pending applications, that the first paragraph of
the specification is not in compliance with 37 C.F.R. § 1.78(a). Title 37 C.F.R. § 1.78(a}2)1)
scts forth:

[Alny nenprovisional application . . . claiming the benefit of one or
more prior-filed copending nonprovisional applications . . . must
contain or be amended to contain a reference to cach such prior-
filed application, identifying it by application number (consisting
of the serics code and serial number} . . . and indicating the
relationship of the applications.

The current specification docs not identify all prier filed nonprovisional applications by
application number including the scries code. The above amendment to the first sentence of the
application amends the application numbers to include their serics codes. The specification with

this amendment complics with 37 C.F.R. § 1.78{g}2).

[n the event Applicants have overlooked the need for the payment of any fee Applicants
hereby petition therefore and authorize that any charges be made to Deposit Account No. 50-

4494,

Dated: July 17,2013 Respectfully submitted,

By / Thomas J. Scott, Jr./
Thomas J. Scott, Jr.
Registration Ne.: 27,836
GOODWIN PROCTER LLP
901 New York Avenuc, NW
Washington, DC 20001
(202) 346-4000
Attorney for Applicants

TIRW/IR49126.1
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Unrren States PATENT AND TRADEMARK OFEICE

UNITED STATES DEPARTMENT OF COMMERCE
United $tates Patent aml Trademark Office
Address: COMMISSIONTR FOR PATENTS

PO Box 1450

Aluxandia, Yorginia 22331450

W ISP, oy

APPLICATICN NG FILING AT FIRST NAMER INVENTOR. ] ATTORXNEY 13OCKET NG, CONFIRMATKYN N ]
O8/E19. 13 O5/241995 JOUN C.HARVEY 5634174 1750
TR T500 O7/252013 B
gy EXAMIXER
GOODWIN PROCTER 1L | I
901 NEW YORK AVENULE, N.W, MOORIE TR, MICTIAEL 1
WASHINGTON, DC 20001 | v ] —— I
2467
| NOTIFRATION DATE ] DELIVERY MODE I
Q772502003 ELLCTROXNIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

AAlpha-Kpelewama@ poodwinproeter.com

patentde @ goodwinprocter.com

finckeon @ goodwinprocter.com

PTOL-90A (Rev. (4/07)

PMC Exhibit 2012

Apple v. PMC
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Response to Rule 312 Communication

Application No.

Applicant{s}

08/448.413 HARVEY ET AL.
Examiner Art Unit
MICHAEL J. MCORE, JR. 2467

- The MAILING DATE of this communicafion appears on the cover sheet with the correspondence address —

1. B The amendment filed on 17 July 2013 under 37 CFR 1.312 has been considered, and has been:

ay[] entered.

by entered as directed to matters of form not affecting the scope of the invention.

¢) [0 disapproved because the amendment was filed after the payment of the issue fee.

Any amendment filed after the date the issue fee is paid must be accompanied by a petiticn under 37 CFR 1.313(c){1)

and the required fee to withdraw the application from issue.

dy [ disapproved. See explanation below.

e} entered in part. See explanation below.

Michael J. Moore, Jr./
Primary Examiner, Art Unit 2467

U5 Patenl and Trademark Office

PTOL-271 (Rev. 04-01) Reponse to Rule 312 Communication

Part of Paper Mo. 20130722

PMC Exhibit 2012
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Unrren Stares PATENT AND TRADEMARK OFEICE

OF COMMERCE
ent and Tradenmrk Oftfice
ONER FOR PATENTS

ginia 228151450

| APPLICATION XO, ISSTE DATE PATENT XC, ATTORNEY DOCKET NGO, CONFIRMATION NO,
(8440413 1071502003 BSSG63S S634 174 1756
THELS b (LH237240 3

GOODWIN PROCTER LI
901 NEW YORK AVENUL, NJW.
WASHINGTON, DC 20001

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Extension or Adjustment under 35 11.5.C. 154 (b}
(application filed prior to June §, 1995)

This patent application was filed prior to June 8, 1995, thus ne Patent Term Extension or Adjustment applies.

Any questions regarding the Patent Tenm Extension or Adjustment determination should be directed to th

(<]

Office of Patent Legal Administration at (371)-272-7702. Questions relating te issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management

(ODM) at {571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

JOHN CUITARVEY, NEW YORK, NY;
JAMES W CUDDIHY, NEW YORK, NY;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in

the world to develop technology, manufacture products, and grow your business, visit SelectUSA . gov.

IR103 (Rev. 10/09)
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Case 2:15-cv-01366 Document 4 Filed 07/30/15 Pa

AQ 120 (Rev, 08/10)

ge 1 of 1 PagelD #: 464

TO:

Mail Stop 8

Alexandria, VA 22313-1450

Director of the U.S, Patent and Trademark Office
P.C. Box 1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.0. § 290 and/or 13 US.C. ¥ 1116
filed in the U.S. District Court

[ Trademarks or

you are hereby advised that 2 court action has been
Eastern District of Texas, Marshall Division

[ Patents. ( O \he patent action involves 35 1.8.C. §292.)
P

on the following

DOCKET NO. 2:15-cv-1366

DATE FILED 07/30/2015

11.8. DISTRICT COURT
Eastern District o

f Texas, Marshall Division

PLAINTIFF

Perscnalized Media Communications, LLC

DEFENDANT
Apple,

Inc.

PATENT OR

OAVE OF PATENT

HOLDER OF PATENT OR TRADEMARK

TRADEMARK NO. OR TRADEMARK
1 8,191,091 B1 5/29/2012 Personalized Media Communications, LLG
2 8,559,635 Bt 10/15/2013 Personalized Media Communications, LLC
3
4
5

1

n the above—entitled case,

the fohowing patent(s)! trademark(s) have been included:

DATE INCLUDED

INCLUDED BY
0

Amendment

] Answer

[ Cross Bill

[ Other Pleading

PATENT OR

TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLBER OF PATENT OR TRADEMARK

In the above—enti

ted case. the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK

{BY) DEPUTY CLFRK

DATE

Copy 1-—Lpon initiatien of action, mail this copy 1o Director

Copy 2—Upaon filing document adding patent{s), mail this copy to Director

Copy 4—Case file copy

Copy 3—Upon termination of action, mail this copy to Director
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