
 

Filed: November 15, 2016 
 

Filed on behalf of: 
Patent Owner Rembrandt Diagnostics, LP 
By: Joseph F. Jennings (Reg. No. 40,664)  

Jared C. Bunker (Reg. No. 58,474) 
KNOBBE, MARTENS, OLSON & BEAR, LLP 
2040 Main Street, Fourteenth Floor 
Irvine, CA 92614 

 Tel.: (949) 760-0404 
 Fax: (949) 760-9502 
 E-mail:  BoxREMPIL.001LP2@knobbe.com 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 

 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 
ALERE, INC. 

Petitioner, 
 

v. 
 

REMBRANDT DIAGNOSTICS, LP 
Patent Owner. 

         
 

Case IPR2016-01498 
Patent 8,623,291 

        
 

PATENT OWNER’S PRELIMINARY RESPONSE TO PETITION 
FOR INTER PARTES REVIEW

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

mailto:BoxREMPIL.001LP2@knobbe.co
https://www.docketalarm.com/


TABLE OF CONTENTS 

Page No. 

-i- 

I. INTRODUCTION AND SUMMARY OF THE ARGUMENT ............................ 1 

II. ARGUMENT ........................................................................................................ 2 

A. Alere’s Declaration Should Be Given No Evidentiary 
Weight ................................................................................................... 2 

B. Response to Alere’s Proposed Construction of 
“Transparent Window,” “A First Transparent Window,” 
and “A Second Transparent Window” .................................................. 3 

C. Alere’s Petition Fails to Demonstrate a Reasonable 
Likelihood that Any Challenged Claim is Unpatentable ...................... 7 

1. Alere fails to demonstrate in Grounds I–IX a 
reasonable likelihood that the prior art teaches or 
would have suggested the claimed cap ....................................... 8 

2. The Board should also decline institution on 
Grounds I–III under 35 U.S.C. § 325(d) because 
the Office already considered Alere’s prior art and 
arguments during prosecution ................................................... 13 

3. The Board should also decline institution on 
Grounds IV–IX for two additional reasons............................... 18 

i. Alere’s primary references Cipkowski and Sun are 
substantially the same as DE, justifying dismissal 
under 35 U.S.C. § 325(d) ................................................ 18 

ii. Cipkowski and Sun would have discouraged a 
POSITA from modifying a dip holder to include the 
claimed cap ..................................................................... 20 

III. CONCLUSION .................................................................................................. 24 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF AUTHORITIES 

Page No(s). 

-ii- 

Cases 

In re Am. Acad. of Sci. Tech. Ctr., 
367 F.3d 1359 (Fed. Cir. 2004) ............................................................................ 2 

CCS Fitness, Inc. v. Brunswick Corp., 
288 F.3d 1359 (Fed. Cir. 2002) ............................................................................ 4 

InfoBionic, Inc. v. Bramer Mfg., LLC, 
IPR2015-01704, Paper 11 (P.T.A.B. Feb. 16, 2016) ............................................ 2 

Kinetic Techs., Inc. v. Skyworks Solutions, Inc., 
IPR2014-00530, Paper 8 (P.T.A.B. Sept. 29, 2014) ............................................. 2 

In re Morris, 
127 F.3d 1048 (Fed. Cir. 1997) ............................................................................ 3 

Statutes 

35 U.S.C. § 325(d) ......................................................................................... 1, 13, 18 

Other Authorities 

37 C.F.R. § 42.1(b) .................................................................................................. 20 

37 C.F.R. § 42.24(a)(1) .............................................................................................. 3 

37 C.F.R. § 42.100(b) ................................................................................................ 3 

 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2016-01498 
Alere, Inc. v. Rembrandt Diagnostics, LP 
 

Exhibit List, Page 1 

EXHIBIT LIST 

Exhibit No. Description 

2001 Annotated Version of Exhibit 1003, Showing in Highlighting the 
Text that Matches the Text In Alere’s Petition 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2016-01498 
Alere, Inc. v. Rembrandt Diagnostics, LP 
 

-1- 

 

I.  INTRODUCTION AND SUMMARY OF THE ARGUMENT 

The challenged U.S. Patent No. 8,623,291 relates to a multi-strip holder with 

a removable cap (“the ’291 patent”).  Despite asserting multiple prior-art 

combinations, Alere fails to demonstrate a reasonable likelihood of proving any 

challenged claim unpatentable.  None of Alere’s cited prior art teaches a critical 

claim limitation: a cap enclosing the ends of multiple test strips.  

Alere contends that it would have been obvious to a POSITA to modify 

certain prior-art holders to include the claimed cap.  Some of Alere’s cited 

references, however, undercut Alere’s contention that a POSITA would have been 

motivated to do so.  Moreover, Alere’s main prior art and arguments were 

thoroughly considered and rejected by the Office during prosecution, justifying 

rejection under 35 U.S.C. § 325(d).  Indeed, the Office addressed Alere’s primary 

reference DE and Alere’s obviousness argument on appeal to the Board and on 

remand back to the Examiner.  After thoroughly considering the prior art and 

arguments, the Office concluded the ’291 patent claims were patentable.  Alere’s 

remaining prior art and arguments are substantially the same as those already 

presented to the Office, and should also be rejected.        

Rembrandt respectfully submits that the Board should decline institution on 

all of Alere’s Grounds. 
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