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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent of: Ron Goodman et al.

Assignee: Creative Technology Ltd., Singapore.

Utility Appl. No.: 09/755,723

Patent No: 6,928,433 Utility Appl. Filed: Jan. 5, 2001
Issue Date: Aug. 9, 2005

For: AUTOMATIC HIERARCHICAL CATEGORIZATION OF MUSIC BY METADATA

Mail Stop Inter Partes Reexam
Commissioner for Patents

P. O. Box 1450

Alexandria, VA 22313-1450

REQUEST FOR INTER PARTES REEXAMINATION

Pursuant to 35 U.S.C. §§311-318 and 37 C.F.R.§1.913 and §1.915, Archos, S.A.,
respectfully request Inter Partes Reexamination of claims 1-16 of United States Patent
No. 6,928,433 (“the '433 patent”), titled “AUTOMATIC HIERARCHICAL
CATEGORIZATION OF MUSIC BY METADATA,” issued to Ron Goodman et al.
(Appendix A). This Request for Inter Partes Reexamination (“Request”) presents
substantial new questions of patentability based on prior art patents not previously
considered by the Patent and Trademark Office. These prior art references either fully
anticipate or, singly or in combination, render obvious all claims (1-16) of the ‘433
patent. Accordingly, Requesters respectfully request that the Office order an Inter
Partes reexamination of the ‘433 patent under 35 U.S.C. § 313 and further issue a
certificate under 35 U.S.C. § 316 canceling claims 1-16.
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INTRODUCTION

The '433 patent issued on Aug. 9, 2005, from an application filed on January 5,
2001, and is assigned to Creative Technology Ltd., Singapore (hereinafter “Creative”).
The ‘433 patent is directed to a method of selecting tracks for playback, or other

operations, on a portable media player.

I SUBSTANTIAL NEW QUESTIONS OF PATENTABILITY

As discussed in more detail in Section V below, the prior art references identified
herein, all of which were not considered during the original examination of the ‘433
patent, present substantial new questions of patentability of claims 1-16 of the ‘433
patent. More particularly, it is respectfully submitted that reexamination should be

ordered to consider whether:

e Independent claim 1 and dependent claims 2, 4, and 6-16 are anticipated by
U.S. Patent No. 5,739,451 (Appendix B).

¢ Independent claim 1 and dependent claims 2-16 are obvious in view of U.S.
Patent No. 5,739,451,

¢ Independent claim 1 and dependent claims 2-16 are unpatentable under
§103(a) over U.S. Patent No. 5,739,451 in view of U.S. Patent No. 6,976,229
(Appendix C).

¢ Independent claim 1 and dependent claims 2-16 are anticipated by U.S.
Patent No. 6,760,721 (Appendix D).

¢ Independent claim 1 and dependent claims 2-16 are obvious in view of U.S.
Patent No. 6,760,721.

¢ Independent claim 1 and dependent claims 2-16 are anticipated by U.S.
Patent Application Publication No. 2002/0045960 (Appendix E).

¢ Independent claim 1 and dependent claims 2-16 are obvious in view of U.S.
Patent Application Publication No. 2002/0045960.
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¢ Independent claim 1 and dependent claims 2-16 are unpatentable under
§103(a) over U.S. Patent No. 5,739,451 in view of U.S. Patent No. 6,760,721.

¢ Independent claim 1 and dependent claims 2-16 are unpatentable under
§103(a) over U.S. Patent No. 6,760,721 in view of U.S. Patent Application
Publication No. 2002/0045960.

¢ Independent claim 1 and dependent claims 2-16 are unpatentable under
§103(a) over U.S. Patent No. 5,739,451 in view of U.S. Patent Application
Publication No. 2002/0045960.

. THE ‘433 PATENT AND ITS PROSECUTION HISTORY

A. Background of the ‘433 patent

The background section of the ‘433 patent provides an overview from the
prior art of the trend in portable music players to larger storage for tracks and
smaller sized players. It is pointed out that along with the smaller size of the
players, the user interface is also smaller — smaller displays and few
pushbuttons. This limited user interface is perceived by Applicants as inefficient
and frustrating for a user attempting to navigate through the user interface and

select among hundreds of songs.

A need was identified by Applicants for improved techniques for
organizing tracks in wa-ys that are optimized for these portable music players.
Furthermore, a need was identified for a user interface suitable for these small

portable music players.

In essence, the ‘433 patent is concerned with a method of selecting one or more
tracks from many tracks stored in the memory of a portable media player. The portable
media player is described as having sequential first, second and third display screens
on a display of the player, and a track access hierarchy including many categories,
subcategories and items. Figure 4 from the ‘433 patent is reproduced below, showing

an example of the hierarchical category structure.
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Part of Figure 10 is reproduced below to show an example of a display screen, showing
top level categories of a music library.

&
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| & STYLES
& PLAYLIST _

What the Applicants argued as the feature that resulted in allowance of the ‘433
patent was displaying the categories or subcategories in a display screen. For
example, referring to claim 1 of the ‘433 patent, the method of selecting a track
includes:

a) selecting a category in the first display screen of the portable media player;

b) displaying the subcategories belonging to the selected category in a listing
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presented in the second display screen;
c) selecting a subcategory in the second display screen:;

d) displaying the items belonging to the selected subcategory in a listing presented
in the third display screen; and

e) accessing at least one track based on a selection made in one of the display

screens.

B. Prosecution History

The ‘433 patent application was filed on January 5, 2001 and given Application
Serial No. 09/755,723. The ‘433 patent application, as originally filed, contained ten
claims of which claims 1, 5, 6, 9 and 10 were independent claims. However, these
original claims were directed to filing audio tracks stored in a portable digital music
player, and not to a method of selecting one or more tracks from many tracks stored in

the memory of a portable media player, as the allowed claims are directed.

In a first Office Action, mailed January 15, 2003, all of the claims were rejected
as being anticipated by United States patent no. 5,670,730 to Grewe et al. Applicants
responded on May 15, 2003 with an amendment to the claims. A final Office Action was

mailed on July 29, 2003, maintaining the rejection of all claims.

Applicants responded to the final Office Action with a further amendment and a
request for continued examination on February 3, 2004. In this amendment, Applicants
included a new independent claim to a method of displaying media information on a
display screen. The examiner viewed this new independent claim as a separate
invention and issued a restriction requirement. The Applicants responded on April 30,
2004 by selecting the invention of the new independent claim. Furthermore, in their
response Applicants replaced the elected claims with a new set of claims directed to a
method of selecting at least one track from a plurality of tracks stored in a computer
readable medium of a portable media player. Applicants asserted that the new set of
claims corresponds to the elected invention. Furthermore, Applicants asserted that the
new set of claims are “patentable over the art of record for at least the reason that
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Grewe doesn't teach or suggest displaying categories or subcategories in a display
screen.” See Amendment filed on April 30, 2004, page 8.

The Examiner allowed the application on June 9, 2004 without providing any
reason for allowance. Applicants filed an amendment after allowance under Rule 312
on July 27, 2004. The amendment added some dependent claims and made changes
to the existing claims, including changes to the independent claim - in order to clarify the
invention, according to the Applicants. Furthermore, Applicants again asserted that the
claims are “patentable over the art of record for at least the reason that Grewe doesn't
teach or suggest displaying categories or subcategories in a display screen.” See
Amendment filed on July 27, 2004, page 6. The examiner entered the amendment and
allowed the application without further comment; the patent issued on August 9, 2005.

Note that a continuation application, U.S. Application No. 11/033,465, is pending
as of the filing date of this Request for Reexamination. The continuation application
received a final rejection on April 15, 2009 and Applicants filed a Request for Continued
Examination on October 15, 2009. A non-final Office Action was mailed on November
24, 2009 rejecting all pending claims. The file history of the continuation application is
relevant to this Request for Reexamination, since the ‘721 patent is used in a 102(e)
rejection of claims that are similar in important respects to those of the ‘433 patent.

C. Summary of the Claims

The ‘433 patent has 16 claims, of which claim 1 is independent. The Applicants’
argument for patentability was that the art of record during examination failed to “teach
or suggest displaying categories or subcategories in a display screen.” See

Amendment after Notice of Allowance filed on July 27, 2004, page 6.

Independent claim 1 of the ‘433 patent requires (emphasis added on the concept

argued by Applicants to gain allowance of the claim):
1. A method of selecting at least one track from a
plurality of tracks stored in a computer-readable medium of a
portable media player configured to present sequentially a

first, second, and third display screen on the display of the
media player, the plurality of tracks accessed according to a

9
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hierarchy, the hierarchy having a plurality of categories,
subcategories, and items respectively in a first, second, and
third level of the hierarchy, the method comprising:

selecting a category in the first display screen of the
portable media player;

displaying the subcateqgories belonging to the
selected category in a listing presented in the second display
screen;

selecting a subcategory in the second display screen;

displaying the items belonging to the selected
subcategory in a listing presented in the third display screen:
and

accessing at least one track based on a selection
made in one of the display screens.

Claims 2-16 depend from independent claim 1 and are directed to
implementation features. Applicants provided no further arguments for the patentability
of the dependent claims beyond the argument that the art of record during examination
failed to “teach or suggest displaying categories or subcategories in a display screen.”
See Id.

As set forth more fully below, the subject matter of all claims 1-16 was well
known before the filing date of the ‘433 patent.

Hl. LEGAL PRINCIPLES

A. Evidentiary Standard in Reexamination

The standard for establishing unpatentability of a claim in a reexamination is by
the preponderance of the evidence, which is the standard for the normal examination of
patent applications. The higher standard of “clear and convincing evidence” used in
litigation to establish invalidity does not apply in reexaminations before the Patent &
Trademark Office (PTO). Likewise, the statutory presumption of validity under 35
U.S.C. §282 does not apply in reexaminations. See In re Etter, 756 F.2d 852, 225
USPQ 1 (Fed. Cir. 1985); see also MPEP §2258.1.G.

10
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B. Substantial New Question of Patentability

35 U.S.C. §312 requires the PTO to determine whether a “substantial new
question of patentability” is raised by a request for inter partes reexamination. And
§313 requires the PTO to order the inter partes reexamination if it is determined that a

“substantial new question of patentability” is raised by the request.

This criterion for determining whether a “substantial new question of patentability”

is raised by a request is discussed in MPEP §2642:

If the prior art patents and printed publications raise a substantial question
of patentability of at least one claim of the patent, then a substantial new
question of patentability is present, unless the same question of
patentability has already been decided by (A) a final holding of invalidity,
after all appeals, or (B) by the Office in a previous examination or pending
reexamination of the patent. A "previous examination” of the patent is: (A)
the original examination of the application which matured into the patent;
(B) the examination of the patent in a reissue application that has resulted
in a reissue of the patent; or (C) the examination of the patent in an earlier
pending or concluded reexamination.

A prior art patent or printed publication raises a substantial question of
patentability where there is a substantial likelihood that a reasonable examiner wouid
consider the prior art patent or printed publication important in deciding whether or not
the claim is patentable. If the prior art patents and/or publications would be considered
important, then the examiner should find "a substantial new question of patentability”
unless the same question of patentability has already been decided by the Office in a
previous examination. See In re Swanson, 540 F.3d 1368, 1381, 88 U.S.P.Q.2d 1196
(Fed. Cir. 2008) (holding that consideration of a reference for anticipation raised a
substantial new question of patentability even though that reference had been

considered as a secondary reference during the original prosecution).

Accordingly, for "a substantial new question of patentability" to be present, it is

only necessary that:

(A) The prior art patents and/or printed publications raise a substantial question

11
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of patentability regarding at least one claim, i.e., the teaching of the prior art patents and
printed publications is such that a reasonable examiner would consider the teaching to

be important in deciding whether or not the claim is patentable; and

(B) The same question of patentability as to the claim has not been decided by
the Office in a previous examination or pending reexamination of the patent.

It is not necessary that a "prima facie" case of unpatentability exist as to the
claim in order for "a substantial new question of patentability" to be present as to the
claim. Thus, "a substantial new question of patentability" as to a patent claim could be
present even if the examiner would not necessarily reject the claim as either anticipated
by, or obvious in view of, the prior art patents or printed publications. The difference
between "a substantial new question of patentability" and a "prima facie" case of
unpatentability is important. See, generally, In re Etter, 756 F.2d 852, 857 n.5, 225
USPQ 1, 4 n.5 (Fed. Cir. 1985) (emphasis in original).

Thus, in order to raise a “substantial new question of patentability,” it is not
necessary for the requester to establish a complete case of unpatentability for all the
claims. Instead, the request only need meet the much lower threshold of raising a
question that “a reasonable examiner would consider the prior art patent or printed
publication important in deciding whether or not the claim is patentable.” /d. (emphasis

in original).

C. Use of Previously Cited/Considered Art as a Basis for a Substantial New

Question of Patentability

The Federal Circuit has made it clear that even where the Examiner considered
all of the relevant prior art, the claims can still be invalid in light of that art. In re
Swanson, 540 F.3d at 1380-81 (analyzing 2002 amendment to 35 U.S.C. §303).
Substantial new questions of patentability can be based upon art that has been cited
and considered in the patent at issue. As discussed in Swanson, on November 2, 2002,
Public Law 107-273 was enacted. Title 111, Subtitle A, Section 13105, part (a) of the Act
revised the reexamination statute by adding the following new last sentence to 35

12
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U.S.C. 303(a) and 312(a): “The existence of a substantial new question of patentability
is not precluded by the fact that a patent or printed publication was previously cited by
or to the Office or considered by the Office."

Accordingly, as discussed in MPEP §2642:

In a decision to order reexamination made on or after November 2, 2002,
reliance on old art does not necessarily preclude the existence of a
substantial new question of patentability that is based exclusively on that
old art. ... Determinations on whether a substantial new question of
patentability exists in such an instance shall be based upon a fact-specific
inquiry done on a case-by-case basis.

D. Claims Are to be Given Their Broadest Reasonable Interpretation During

Reexamination Proceedings

The PTO is required by statute to conduct reexamination proceedings under the
same substantive standards as for original patent applications, per 35 U.S.C. § 314,
See also In re Am. Academy of Science Tech Ctr., 367 F.3d 1359, 1364 (Fed. Cir.
2004). Thus, in reexamination, the PTO is obligated to use the broadest reasonable
interpretation possible for the patent claims, and any proposed amended claims, during
examination. Importantly, in In re Yamamoto, 740 F.2d 1569, 222 USPQ 934 (Fed. Cir.
1984), the Federal Circuit held that the “broadest reasonable interpretation” standard

governing original examination practice also governs reexamination proceedings.

Thus, the claims of the ‘433 patent subject to this Request must be construed
with the foregoing principles of claim construction properly applied.

By filing this Request, Requestors are attempting to follow the applicable
standards and are not admitting and/or acquiescing as to the correctness of the
interpretation of any claim term. Requestors specifically reserve the right to challenge

any claim construction proffered by Creative in reexamination or litigation.

13
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E. Anticipation

Invalidity based on a lack of novelty (“anticipation”) requires that the same
invention, including each element and limitation of the claims, was disclosed in a prior
art reference, or was known or used by others before it was invented by the patentee, or
was in public use or sale in this country, more than one year before the patent
application’s filing date. See Hoover Group, Inc. v. Custom Metalcraft, Inc., 66 F.3d
299, 302, 36 USPQ2d 1101 (Fed. Cir. 1995). Novelty of a claim is judged by a simple
comparison of the literal language of the claim with a single piece of prior art. See
Lindemann Maschinenfabrik v. Am. Hoist & Derrick Co., 730 F.2d 1452, 1458, 221
USPQ 481 (Fed. Cir. 1984). Anticipation requires just a single, complete disclosure of
the invention in the reference. If one complete example anticipates, the disclosure in
the reference need not draw attention to or agree with the anticipating example. See
Titanium Metals Corp. v. Banner, 778 F.2d 775, 781-782, 227 USPQ2d 773 (Fed. Cir.
1985) (one graph data point out of fifteen from the prior art meets the terms of the

claims at issue, thereby anticipating them).

A reference anticipates a claim if it discloses the claimed invention “such that a
skilled artisan could take its teachings in combination with his own knowledge of the
particular art and be in possession of the invention.” In re Graves, 69 F.3d 1147, 1152,
36 USPQ2d 1697 (Fed. Cir. 1995) (citing In re LeGrice, 301 F.2d 929, 936, 133 USPQ
365, 372 (CCPA 1962)) (emphasis in original). See also In re Donohue, 766 F.2d 531,
533, 226 USPQ 619, 621 (Fed. Cir. 1985).

A claim lacks novelty, and is thus not valid under 35 U.S.C. § 102, if every
feature of that claim is found, either expressly or under principles of inherency, in a
single prior art reference or document. See Elmer v. ICC Fabricating, Inc., 67 F.3d
1571, 1571, 36 USPQ2d 1417 (Fed. Cir. 1995); Tyler Refrigeration v. Kysor Indus.
Corp., 777 F.2d 687, 689, 227 USPQ 845 (Fed. Cir. 1985).

It is well established that the discovery of a new property or use of an old product
does not render the old product patentable. See Continental Can Co. U.S.A. v.
Monsanto Co., 948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Cir. 1991) (“To

14
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serve as an anticipation when the reference is silent about the asserted inherent
characteristic, such gap in the reference may be filled with recourse to extrinsic
evidence.”); In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cir. 1990);
Titanium Metals, 778 F.2d at 780-82. This principle of filling the “gap * by showing
inherent properties of an anticipating reference through extrinsic evidence also does not
offend the requirement that reexamination be based on patents or printed publications.
“Affidavits or declarations or other written evidence which explain the contents or
pertinent dates of prior patents or printed publications in more detail may be considered
in reexamination....” MPEP § 2258, referenced by MPEP § 2658.

F. Obviousness

A claimed invention is unpatentable if the differences between it and the prior art
“are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art.” 35 U.S.C. § 103(a);
Graham v. John Deere Co., 383 U.S. 1, 13-14 (1966). The ultimate determination of
whether an invention is or is not obvious is a legal conclusion based on underlying
factual inquiries including: “(1) the scope and content of the prior art; (2) the level of
ordinary skill in the art; (3) the differences between the claimed invention and the prior
art; and (4) objective evidence of nonobviousness.” Miles Labs., Inc. v. Shandon, Inc.,
997 F.2d 870, 877 (Fed. Cir. 1993). See also Graham, 383 U.S. at 17-18.

The recent U.S. Supreme Court decision in KSR International Co. v. Teleflex
Inc., et al, 127 S.Ct. 1727 at 1739 (2007) (“KSR'’), reaffirmed Graham, but at the same
time held that a claimed invention can be obvious even if there is no teaching,

suggestion, or motivation for combining the prior art to produce that invention.

In short, KSR holds that patents which are based on new combinations of
elements or components already known in a technical field may be found to be obvious.
See, generally, KSR, 127 S.Ct. 1727. Specifically, the Court in KSR has outright
rejected a rigid application of the “teaching, suggestion, or motivation [to combine]” test.
Id., at 1741. “In determining whether the subject matter of a patent claim is obvious,

neither the particular motivation or the avowed purpose of the patentee controls. What
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matters is the objective reach of the claim.” /d., at 1741-1742. “Under the correct

analysis, any need or problem known in the field of endeavor at the time of invention

and addressed by the patent can provide a reason for combining the elements in the

manner claimed.” /d. at 1742 (emphasis added).

In particular, in KSR, the Supreme Court emphasized the principle that “[t]he
combination of familiar elements according to known methods is likely to be obvious
when it does no more than yield predictable results.” /d. at 1739. A key inquiry is
whether the “improvement is more than the predictable use of prior art elements

according to their established functions.” /d. at 1740.

The rationale to combine or modify prior art references is significantly stronger
when the references seek to solve the same problem, come from the same field, and
correspond well. In re Inland Steel Co., 265 F.3d 1354, 1362 (Fed. Cir. 2001). The
Federal Circuit allowed two references to be combined as invalidating art under similar
circumstances, namely “[the prior art] focus[es] on the same problem that the ... patent
addresses: enhancing [the flexibility of stents]. Moreover, both [prior art references]
come from the same field.... Finally, the solutions to the identified problems found in
the two references correspond well.” /d. at 1364 (concerning patents and prior art

relating to improving the magnetic and electrical properties of steel).

In view of the Supreme Court's KSR decision, the PTO issued a set of new
Examination Guidelines in 2007. See Examination Guidelines for Determining
Obviousness Under 35 U.S.C. §103 in view of the Supreme Court Decision in KSR
International Co. v. Teleflex, Inc., 72 Fed. Reg. 57526 (October 10, 2007) (“the October

h
10t Examination Guidelines”). Those Guidelines summarized the KSR decision, and
identified various rationales the Examiner may use to find a claim obvious, including

those based on other precedential decisions as well. Those rationales include:

(A)  Combining prior art elements according to known methods to yield

predictable results;

(B)  Simple substitution of one known element for another to obtain predictable
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results;

(C)  Use of known technique to improve similar devices (methods, or products)

in the same way;

(D)  Applying a known technique to a known device (method, or product) ready

for improvement to yield predictable results;

(E)  “Obvious to try” — choosing from a finite number of identified, predictable

solutions, with a reasonable expectation of success;

(F)  Known work in one field of endeavor may prompt variations of it for use in
either the same field or a different one based on design incentives or other market

forces if the variations would have been predictable to one of ordinary skill in the art;

(G) Some teaching, suggestion, or motivation in the prior art that would have
led one of ordinary skill to modify the prior art reference or to combine prior art

reference teachings to arrive at the claimed invention.
Id. at 57529; see also MPEP §2141 lil.

Thus, the Examiner should consider each of these rationales in considering the

obviousness of the claims of the ‘433 patent.

IV. PERTINENCE OF REFERENCES CITED IN THIS REQUEST

A concise statement explaining the pertinence of each of the references cited in

this Request for Reexamination of the ‘433 patent is provided below.

As noted above in connection with the prosecution history, the Office Actions
never specifically addressed a reference that disclosed displaying categories or
subcategories in a display screen. As will become apparent, the references cited
herein, individually or in combination, do make such disclosures and thus raise a

substantial new question of patentability as to the ‘433 patent claims.
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A. U.S. Patent No. 5,739,451 (“the '451 patent”)

The ‘451 patent, provided at Appendix B, describes a hand held electronic music
reference machine with search and playback functionality. (Abstract.) More
specifically, as shown in Figure 3 (reproduced below) and then further described, a
database of the hand held electronic music reference machine has a memory for storing
textual or alphanumeric information which can be shown on a display. Col. 3, lines 43-
48.
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The ‘451 patent describes a very versatile device, which can access song titles
according to a hierarchy which has many different categories, including: band or artist
names; songwriter names; highest chart positions attained by the various songs; the
years in which the highest chart positions were attained; Hall of Fame listings; and
recording labels. Col. 3, lines 48-53. The ‘451 patent describes its hierarchy as having
a main menu that includes a ‘Title’ selection, a ‘Search’ selection and a ‘Setup’

selection.” Col. 5, lines 42-44. An example of a main menu display screen and the
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beginning of a master list of song titles is shown in Figure 4 (reproduced below).

&'M o N 3
DA, BT ol SO

Subcategories are obtained as described in the ‘451 patent, when ‘Search’ is selected
from the main menu, and the display shows a list of nine search parameters, or filters,
including: song titles; bands; song writer; song position; chart position; year, Hall of
Fame status; record labels; lyrics; and melody line. Any search filter may be selected
by actuating the “Enter” function key upon highlighting the desired search filter. Col. 5,
lines 51-56. Items are selected by actuation of the “Enter” function after highlighting the
desired subcategory. Col. 6, lines 19-21. Furthermore, when a selected item is a track,

it may be selected for playback. Col. 6, lines 21-27.

Both the ‘433 patent and the ‘451 patent disclose an identical hierarchy
comprising categories, subcategories and items for use in selecting tracks stored on a
portable media player. Furthermore, both the ‘433 and the ‘451 patents disclose
displaying said categories, subcategories and items on a display of said portable media
player — compare Figure 4 of the ‘451 patent with Figure 10 of the ‘433 patent.
Therefore, the displaying categories or subcategories in a display screen disclosed in

the ‘433 patent is not novel.

A substantial new question of patentability as to claims 1-16 is raised by the ‘451
patent, which teaches or suggests each limitation of the foregoing claims. The ‘451
patent issued in 1998, and so qualifies as prior art under 35 U.S.C. 102(b). The
teachings of the ‘451 patent were not considered during the prior examination of the
‘433 patent and thus are new. Requesters respectfully submit that a reasonable
examiner would consider these teachings important in determining whether or not the

claims of the ‘433 patent are patentable.
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B. U.S. Patent No. 6,976,229 (“the ’229 patent”)

The ‘229 patent, provided at Appendix C, describes a system for multimedia
digital story creation and playback; exemplary embodiments of said system are hand
held. Col. 6, lines 30-37. The ‘229 patent describes downloading audio clips, including
music albums, audio CDs and songs, which are displayed and can be used to create
playlists. Col. 3, lines 18-41 and col. 12, lines 26-38. Both the ‘451 and ‘229 patents

teach

Both the ‘433 patent and the ‘229 patent describe storing, displaying, choosing
and playing audio clips of songs, and also the creation of playlists, on a hand held

device.

A substantial new question of patentability as to claims 1-16 is raised by the 229
patent in combination with the ‘451 patent, which combinations teach or suggest each
limitation of the foregoing claims. The ‘229 patent was filed on December 16, 1999 and
issued on December 13, 2005, and so qualifies as prior art under 35 U.S.C. 103(a).
The teachings of the ‘229 patent were not considered during the prior examination of
the ‘433 patent and thus are new. Requesters respectfully submit that a reasonable
examiner would consider these teachings important in determining whether or not the

claims of the ‘433 patent are patentable.

C. U.S. Patent No. 6,760,721 (“the ’721 patent”)

The ‘721 patent, provided at Appendix D, describes a system and method of
managing metadata. Systems and methods are described at col. 4, lines 37-51, in

which:

“[M]etadata information may be displayed in the graphical user interface
using organizational techniques. Rather than having to traverse vast
amounts of metadata to find a particular record, the user is instead
presented with an organized view of the metadata. This embodiment
allows the metadata to be presented in a variety of categories using a
variety of subtrees. The user may create custom categories as well as
custom subtrees affording much flexibility and user control. For example,
one user may create groupings for the Genres Rock and Jazz, while
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another user may create groupings for the Artists Styx and Abba. In
addition, one user may group data into categories that are often used such
as Artist/Genre/Album, while another user may create customized
playlists.”

As shown in Figure 1 (reproduced below), audio metadata is organized into
categories, subcategories and items and displayed such that information about a
selected node is provided to the user. The user may use the displayed information to
begin playing an audio file or set of audio files. Col. 3, lines 56-58. The metadata
management system may be integrated into a variety of devices with graphical user
interfaces, including: portable computing devices, portable audio players, portable video
players, handheld computers and the like. Col. 8, lines 49-62; col. 8, lines 14-30.
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Both the ‘433 patent and the ‘721 patent disclose an identical hierarchy
comprising categories, subcategories and items for use in selecting tracks stored on a
portable media player — compare Figure 1 of the ‘721 patent with Figure 4 of the ‘433
patent. Furthermore, both the ‘433 and the ‘721 patents disclose displaying said
categories, subcategories and items on a display of said portable media player.

Therefore, the displaying categories or subcategories in a display screen disclosed in
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the ‘433 patent is not novel.

A substantial new question of patentability as to claims 1-16 is raised by the 721
patent, which teaches or suggests each limitation of the foregoing claims. The ‘721
patent was filed on April 14, 2000 and issued on July 6, 2004, and so qualifies as prior
art under 35 U.S.C. 102(e). The teachings of the ‘721 patent were not considered
during the prior examination of the ‘433 patent and thus are new. Requesters
respectfully submit that a reasonable examiner would consider these teachings
important in determining whether or not the claims of the ‘433 patent are patentable.

D. U.S. Patent Appl. Publ. No. 2002/0045960 (“the Phillips publication”)

The Phillips publication, provided at Appendix E, describes a system and method
for musical playlist selection in a portable audio device. The background section
describes how “[p]ortable audio devices have evolved from large cumbersome analog
tape players to highly miniaturized digital storage devices.” Paragraph 3. Furthermore,
“Iwlith the introduction of large storage capacity MP3 players, the user may record and
store a large number of musical data files. However, track selection and organization of
such data files cannot be readily accomplished with conventional techniques.”
Paragraph 5. The need for a “system and method that will allow easy organization of

data files in a portable digital audio device” is recognized. /d.

The Phillips publication describes the system and method of the invention as
being “directed to techniques that permit the user to implement a form of ‘jukebox’ on a
portable audio device. A jukebox manager allows the user to create, edit, and utilize a
playlist comprising one or more data files. [n a typical implementation, each data file is
a separate musical track. The jukebox manager provides the user with a quick, flexible
tool to organize music into playlists.” Paragraph 10. The musical tracks are stored in
the portable audio device on a storage device, such as a micro-drive, or in memory.
Paragraphs 19-20. A data structure is used to store metatags corresponding to musical
tracks stored in memory. The datastructure may be searched for musical tracks that

match multiple metatags, such as genre, artist, song title, album title, date of recording,
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etc. These categories of metatags may be further divided to form sub-categories — for
example sub-categories of genre are “Rock”, “Blues”, “Rap”, etc. Finally within all of
these categories and sub-categories are items — the musical tracks. Paragraphs 35-39.
The user may select more than one metatag to further refine the selection of musical
tracks. Thus, the method may be a multi-step process in which one or more screen
displays are provided to the user to guide the user through the metatag selection
process. Paragraph 48. An example of a higher level display screen showing metatag
categories is shown in Figure 7, reproduced below. Furthermore, an example of a
display screen showing metatag subcategories is shown in Figure 8, reproduced below;
the subcategories shown are particular genres. The display screen of Figuré 8 is
automatically generated on selection of ‘genre’ in the display screen shown in Figure 7.
Paragraphs 36 & 37.
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Both the ‘433 patent and the Phillips publication disclose a hierarchy comprising
categories, subcategories and items for use in selecting tracks stored on a portable
media player. Furthermore, both the ‘433 patent and the Phillips publication disclose
displaying said categories, subcategories and items on a display of said portable media
player — compare Figure 10 of the ‘433 patent with Figures 7 & 8 of the Phillips
publication. Therefore, the displaying categories or subcategories in a display screen

disclosed in the ‘433 patent is not novel.

A substantial new question of patentability as to claims 1-16 is raised by the
Phillips publication, which teaches or suggests each limitation of the foregoing claims.
The Phillips publication was filed on Oct. 10, 2001, claiming the benefit of U.S.
Provisional Appl. No. 60/240,766 filed on Oct. 13, 2000, and issued on July 6, 2004,
and so qualifies as prior art under 35 U.S.C. 102(e). The teachings of the Phillips
publication were not considered during the prior examination of the ‘433 patent and thus
are new. Requesters respectfully submit that a reasonable examiner would consider
these teachings important in determining whether or not the claims of the ‘433 patent

are patentable.

V. STATEMENT POINTING OUT EACH SUBSTANTIAL NEW QUESTION OF
PATENTABILITY BASED ON PRIOR PATENTS AND PUBLICATIONS

The following statement points out each substantial new question of patentability
based on prior patents and printed publications, along with an identification of every
claim for which reexamination is requested, and a detailed explanation of the pertinency
and manner of applying the cited prior art to every claim for which reexamination is

requested.

A. Claims 1, 2, 4 and 6-16 are unpatentable under 35 U.S.C. §102(b) over the
‘451 patent

The claim chart below details how each and every element recited in claims 1, 2,
4 and 6-16 is anticipated by the ‘451 patent, thereby raising a substantial new question
of patentability.
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Claim 1 of ‘433 Patent

Disclosure of ‘451 Patent

A method of selecting at least one
track from a plurality of tracks
stored in a computer-readable
medium of a portable media
player configured to present
sequentially a first, second, and
third display screen on the display
of the media player, the plurality
of tracks accessed according to a
hierarchy, the hierarchy having a
plurality of categories,
subcategories, and items
respectively in a first, second, and
third level of the hierarchy, the
method comprising:

The ‘451 patent describes a “hand held electronic
music reference machine” (col. 2, line 64-65), that
has the ability to allow a user to obtain information
relative to a variety of songs. As shown in Figure
3 and then further described, a database 20 of the
hand held electronic reference machine “has a first
memory portion 22 storing textual or alphanumeric
information which can be shown on display 16.
Memory portion 22 includes an area 24 storing
song titles and another memory area 26 storing at
least some lyrics for each song whose title exists
in memory area 24.” (col. 3, line 43-48) Each of
these song titles correspond to one of the plurality
of tracks.

The ‘451 patent describes a very versatile device,
which can access song titles according to a
hierarchy identical to the ‘433 patent. The ‘451
patent also allows access to textual information
concerning a song based upon note structure data
(though this aspect is unrelated to the ‘433 patent).

The hierarchy of the ‘451 patent has many
different categories, including, within memory
portion 22, “areas 28, 30, 32, 34, 36 and 38 [see
Figure 3] respectively storing band or artist names,
songwriter names, highest chart positions attained
by the various songs, the years in which the
highest chart positions were attained, Hall of Fame
listings and recording labels.” (col. 3, line 48-53)

The ‘451 patent describes its hierarchy as having
a “main menu [that] includes a ‘Title’ selection, a
‘Search’ selection and a ‘Setup’ selection.’ (col. 5,
line 42-44) Subcategories are obtained as
described in the ‘451 patent: “When ‘Search’ is
selected from the main menu, display 16 shows a
list of nine search parameters or filters including
song titles, bands, song writers, song position,
chart position, year, hall of fame status, record
labels, lyrics, and melody line. Any search filter
may be selected by actuating Enter function key
76 upon highlighting the desired search filter.”
(col. 5, line 51-56) The ‘451 patent further
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describes “[Glenerally, the greater the number of
filters used, the smaller the resulting list of titles.”
(col. 8, line 59-61)

The ‘451 patent describes in the summary of the
invention that “at least a portion of the song” (col.
1, lines 51-54) (emphasis added) be provided as
the audio reproduction. The verbiage “at least a
portion” contemplates more than a portion, i.e. the
entire song be provided. In the detailed
description, the “portion of the song” stored in
memory is referred to as a “stored reproducible
musical segment” (col. 3, lines 62-66). It follows
that storing an entire song in memory, available for
retrieval and playback, is also contemplated.

selecting a category in the first
display screen of the portable
media player;

The main menu shown on the display 16 of the
hand held electronic music reference machine 10
contains three categories: titles, search, and
setup. The claimed method is anticipated by
selection of the search category. (col. 5, line 40-
44)

displaying the subcategories
belonging to the selected
category in a listing presented in
the second display screen;

Upon selection of the search category, “display 16
shows a list of nine search parameters or filters
including song titles, bands, song writers, song
position, chart position, year, hall of fame status,
record labels, lyrics, and melody line.” (col. 5, line
51-54)

selecting a subcategory in the
second display screen;

As taught by the ‘451 patent, “[a]ny search filter
may be selected by actuating Enter function key
76 upon highlighting the desired search filter.”
(col. 5, line 54-56)

In a specific example given within the ‘451 patent,
“[d]uring a search of the band list, highlighting of
the entries may be shifted from artist to artist by
using up and down directional keys 68 and 70.”
(col. 6, line 17-19)

displaying the items belonging to
the selected subcategory in a
listing presented in the third
display screen; and

As further expressly taught by the ‘451 patent with
respect to the specific example, “[ilf selection
monitor 64 detects the actuation of Enter function
key 76, a list of song titles appears for the
highlighted recording artist.” (col. 6, line 19-21)
Thus, the list of song titles corresponds to the
displayed items.
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accessing at least one track The ‘451 patent expressly provides for this

based on a selection made in one | limitation, teaching “As in every case where a list

of the display screens. of song titles is shown on display 16, actuation of
special function key 78, which is detected by
selection monitor 64, causes selector module 80 to
retrieve the stored reproducible musical segment
for a highlighted song from memory portion 44 and
to feed the retrieved segment to synthesis module
46 for playback via speaker 52.” (col. 6, line 21-
27)

Claim 2 of ‘433 Patent Disclosure of ‘451 Patent

The method of selecting a track

as recited in claim 1 wherein the

accessing at least one track

comprises

selecting a subcategory in the As taught by the ‘451 patent, “[a]ny search filter

second display screen and may be selected by actuating Enter function key
76 upon highlighting the desired search filter.”
(col. 5, line 54-56)

playing a plurality of tracks A plurality of tracks can be played from the

associated with the selected selected subcategory by highlighting different

subcategory. songs within the subcategory, and then actuating
the special function key 78, which is detected by
selection monitor 64, to cause selector module 80
to retrieve the stored reproducible musical
segment for a highlighted song from memory
portion 44 and to feed the retrieved segment to
synthesis moduie 46 for playback via speaker 52.”
(col. 8, line 21-27)
This can be repeated for a plurality of different
songs to play a plurality of tracks associated with
the selected category.
NOTE: An appropriate broad construction does
not require that the playing of the plurality of songs
happen automatically and with the touch of a
single button.

Claim 4 of ‘433 Patent Disclosure of ‘451 Patent

The method of selecting a track

as recited in claim 1 wherein the
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accessing at least one track
comprises

selecting an item in the third
display screen and

The ‘451 patent teaches highlighting of a song that
is on the list of the display 16 in order to obtain
further information relating to that song. (col. 6,
line 24)

playing at least one track
associated with the selected
item.

The ‘451 patent expressly provides for this
limitation, teaching “As in every case where a list of
song titles is shown on display 16, actuation of
special function key 78, which is detected by
selection monitor 64, causes selector module 80 to
retrieve the stored reproducible musical segment
for a highlighted song from memory portion 44 and
to feed the retrieved segment to synthesis module
46 for playback via speaker 52.” (col. 6, line 21-
27)

Claim 6 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 wherein the
accessing at least one track
comprises one of playing or
adding to a playlist at least one
track associated with a selected
one of the category, subcategory,
and item.

The ‘451 patent expressly provides for the “playing”
one of the limitations, teaching “[a]s in every case
where a list of song titles is shown on display 16,
actuation of special function key 78, which is
detected by selection monitor 64, causes selector
module 80 to retrieve the stored reproducible
musical segment for a highlighted song from
memory portion 44 and to feed the retrieved
segment to synthesis module 46 for playback via
speaker 52.” (col. 6, line 21-27)

The track that is played is associated with a
category, subcategory, and song.

Claim 7 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 wherein the
accessing at least one track is
made after the presentation of the
third display screen by reverting
back to one of the second and
first display screens, the second
display screen presented
sequentially after the third display
screen.

The ‘451 patent teaches usage of left or right
directional keys 72 and 74 that can be used to
access different submenus, thereby allowing a
user to revert from the third display back to one of
the second and first display screens. (col. 5, line
24-26)
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Claim 8 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 further
comprising

selecting one of the items
displayed in the third display
screen and

The ‘451 patent teaches highlighting of a song that
is on the list of the display 16 in order to obtain
further information relating to that song. (col. 6,
line 24)

presenting a listing of items
associated with the selected item
in a fourth sequentially presented
display screen.

Upon actuation of the “Enter function key 76,
display control 58 accesses memory portion 22 to
obtain identification information and lyrics for the
highlighted song.” (col. 6, line 29-32)

A fourth display screen is presented with some of
this information, as shown in Figure 6 A—with
further information presented in subsequent
display screens shown as Figures 6B-6H.

Claim 9 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 wherein the
category genre is selected in the
first display screen from
available categories that include
at least artist, album, and genre;
and

In an embodiment in which the “first display screen”
is one level below the top level of the hierarchy
(see claim 15), there are nine different categories,
and certain of them correspond to artist, alboum and
genre.

“Bands” search parameter (col. 5, line 53) is
specifically mentioned, which corresponds to artist.

“Song titles” search parameter (col. 5, line 53) is
specifically mentioned, which corresponds to
album, since many albums have only one song
(aka “singles”).

And “recording labels” search parameter (col. 5,
line 54) corresponds to genre since recording
labels conventionally record artists that have a
same style of music. For example, it is well known
that “Windham Hill” is a “New Age” label, whereas
“Blue Note Records” is a “Jazz” label.

the subcategories listed in the
second display screen comprise
a listing of at least one genre

Upon selection of the “recording labels” search, the
various recording label names, which correspond to
different genre types, are listed.
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type and

one of the at least one genre
type is selected.

The user can select a particular recording label
name.

Claim 10 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 9 further
comprising

displaying in the third display
screen at least one album
associated with the selected
genre type and

Upon selection of a particular recording label name
that appears on the second display screen, list of
“Titles” appears on a third display screen. (An
equivalent search is shown in Figs. 7A and 7B,
though for different categories).

selecting one of the at least one
albums displayed in the third
display screen and

One of the “Titles” that appears on the third display
screen can be selected.

presenting a listing of tracks
associated with the selected
album in a fourth sequentially
presented display screen.

As shown in Figures 6A at screen 98, there is a
plurality of tracks that are presented on the fourth
display screen: one track corresponding to the song
titte and another track corresponding to the
recording artist. As described, the information for
the listing of tracks is obtained from separate
memory areas 24 and 28. (col. 6, line 35-37)

Claim 11 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 wherein the
category artist is selected in the
first display screen from

available categories that include
at least artist, album, and genre;

In an embodiment in which the “first display screen”
is one level below the top level of the hierarchy
(See claim 15), there are nine different categories,
and certain of them correspond to artist, album and
genre.

“Bands” search parameter (col. 5, line 53) is
specifically mentioned, which corresponds to artist.

“Song titles” search parameter (col. 5, line 53) is
specifically mentioned, which corresponds to album,
since many albums have only one song (aka
“singles”).

And “recording labels” search parameter (col. 5, line
54) corresponds to genre since recording labels
conventionally record artists that have a same style
of music. For example, it is well known that
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“Windham Hill” is a “New Age” label, whereas “Blue
Note Records” is a “Jazz” label.

the subcategories listed in the
second display screen comprise
a listing of names of artists and

Upon selection of the “Artist” search, the various
Artists are listed, as explicitly shown in Figure 5A
and screen 88.

a first artist name is selected;
and

As described at col. 6, line 19-21, one of the artists
can be selected.

the items displayed in the third
display screen comprises at
least one album associated with
the first artist name.

As described in the same passage referred to
immediately above, “a list of song titles appears for
the highlighted recording artist.” As explained
previously, a “Song title” corresponds to an album,
since many albums have only one song (aka
“singles”).

Claim 12 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 wherein the
track is a music track, accessing
at least one track comprises
accessing a track title in the third
display screen, and the track is
played in response to the
access.

Each “Title” in the ‘451 patent has a “reprdducible
music segment” associated with it. (col. 5, line 32)

Accessing this music track is achieved by
highlighting the Title in the third display screen and
then pressing the specialized function key 78
labeled “NOTE” in Figure 1 causes the music track
to play. (col. 5, line 29-39)

Claim 13 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 wherein
receipt of the selection in the
first display screen results in an
automatic transition of the first
display screen into the second
display screen and

The ‘451 patent teaches “[w]lhen ‘Search’ is
selected from the main menu [i.e. the recited first
display screen], display 16 shows a list of nine
search parameters ... .” (col. 5, line 51-52) Thus,
there is an automatic transition from the first display
screen to the second display screen.

receipt of the selection in the
second display screen results in
an automatic transition of the
second display screen into the
third display screen.

From the second display that shows the list of nine
search parameters, if the search parameter “Artist”
is selected, a list of artists then appears. This is
shown at Figs. 5A with screen 88, and explained at
col. 6, line 1-2. As further explained at col. 6, line
17-19, the list of artist names (the recited “third
display screen”) can be shifted from artist to artist
using up and down directional keys 68 and 70.
Thus, there is an automatic transition from the
second display screen to the third display screen.
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Claim 14 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 wherein the
category selected in the first
display screen is from a top level
of the hierarchy.

The “Main menu” as described above with respect
to claim 1 is a first display screen that appears at
the top level of the hierarchy.

Claim 15 of ‘433 Patent

Disclosure of ‘451 Patent

‘The method of selecting a track
as recited in claim 1 wherein the
category selected in the first
display screen is a category from
a level at least one level below
the top level of the hierarchy.

The “Search menu” as described above with
respect to claims 9 and 11 is a first display screen
that appears at least one level below the top level
of the hierarchy.

Claim 16 of ‘433 Patent

Disclosure of ‘451 Patent

The method of selecting a track
as recited in claim 1 wherein the
plurality of categories comprise

a list of artist names,

In an embodiment in which the “first display screen”
is one level below the top level of the hierarchy (see
claim 15), there are nine different categories, and
certain of them correspond to artist, album and
genre.

Upon selection of the “Bands” search parameter
(col. 5, line 53) a list of artist names appears, and
this list of artists corresponds to the “plurality of
categories.”

the plurality of subcategories
comprise a list of album names
and

As described at col. 6, line 19-21, one of the artists
can be selected, and “a list of song titles appears for
the highlighted recording artist.” As explained
previously, a “Song title” corresponds to an album,
since many albums have only one song (aka
“singles”). This list of songs corresponds to the list
of album names.

the plurality of items comprise a
list of track names.

For each song is a plurality of items, which comprise
a list of track names. As shown in Figures 6A at
screen 98, there is a plurality of tracks that are
presented on the fourth display screen: one track
corresponding to the song title and another track
corresponding to the recording artist. As described,
the information for the listing of tracks is obtained
from separate memory areas 24 and 28. (col. 6, line
35-37).
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As seen from the above charts, each and every limitation of claims 1, 2, 4 and 6-
16 is disclosed by the ‘451 patent, thus rendering the subject matter of those claims
unpatentable under 35 U.S.C. §102(b). Accordingly, a substantial new issue of
patentability as to each of claims 1, 2, 4 and 6-16 is raised by the ‘451 patent, which is
prior art not of record and closer to the patented invention than any of the prior art of

record.

B. Claims 1-16 are unpatentable under 35 U.S.C. §103(a) over the ‘451
patent

To the extent that the ‘451 patent does not anticipate claims 1-16, the Requester
submits that it raises a substantial new question of patentability by rendering those

claims obvious.

Regarding claim 3, it would have been obvious at the time Applicants’ invention
was made to a person having ordinary skill in the art on reading the disclosure of the
‘451 patent that a selected subcategory be added to a playlist.' The relevant disclosure
of the ‘451 patent to claim 3 is shown in the chart below. This chart is dependent on
claim 1, for which a chart based on the ‘451 patent is found in section V. A. above.

Claim 3 of ‘433 Patent Disclosure of ‘451 Patent

The method of selecting a track | See claim chart in Section V. A. above.
as recited in claim 1

wherein the accessing at least | An appropriate broad construction of this claim
one track comprises selecting a | limitation includes the tracks associated with a

subcategory and adding the selected subcategory of tracks being the only tracks
tracks associated with the in the playlist. In which case, the subcategory is
selected subcategory to a being used as a list of tracks from which tracks can
playlist. be chosen for playing — a “playlist.”

' The Board of Patent Appeals and Interferences in Appeal 2009-003214 has recently confirmed that the

‘451 patent supports an obviousness rejection of claims to a method of selecting music for a playlist in
pending U.S. Patent Appl. No. 09/975,748. (This patent application is included as Appendix E, and is
used as a reference in the present Request for Inter Partes Reexamination.) The subject matter of
U.S. Patent Appl. No. 09/975,748 is very close to that of the ‘433 patent, making this decision from the
Board of Patent Appeals and Interferences very relevant to the present Request. See pages 10-11 of
the BPAI Decision of August 28, 2009.
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The claim language is broad enough to read on the
disclosure in the ‘451 patent of the selection of a list
of songs belonging to a subcategory — a particular
recording artist, for example — where one of the
songs is chosen for playback. Such a list may be
characterized as a “playlist” since it is a list of songs
from which a user can select a song for playing.
(col. 6, lines 17-27)

As seen from the above chart, each and every limitation of claim 3 is
unpatentable over the ‘451 patent, thus rendering the subject matter of that claim
unpatentable under 35 U.S.C. § 103(a). Accordingly, a substantial new issue of
patentability as to claim 3 is raised by the ‘451 patent, which is prior art not of record

and closer to the patented invention than any of the prior art of record.

Regarding claim 5, it would have been obvious at the time Applicants’ invention
was made to a person having ordinary skill in the art on reading the disclosure of the
‘451 patent that a selected track be added to a playlist.> The relevant disclosure of the
‘451 patent to claim 5 is shown in the chart below. This chart is dependent on claim 1,
for which a chart based on the ‘451 patent is found in section V. A. above.

Claim 5 of ‘433 Patent Disclosure of ‘451 Patent

The method of selecting a track | See claim chart in Section V. A. above.
as recited in claim 1

wherein the accessing at least | An appropriate broad construction of this claim

one track comprises selecting limitation does not require that a playlist represent
an item in the third display more than one track. The formation of a piaylist,
screen and adding at least one | when adding one or more tracks, as described in this
track associated with the claim limitation, must include the possibility that a
selected item to a playlist. single track is added to a new playlist, which at that

point in time will have only one track — it is a list of
one song selected to be played.

The claim language is broad enough to read on the
disclosure in the ‘451 patent of selection of a single
song for playback — in effect, a list including a single
song has been formed for playback. (col. 6, lines
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[17-27)

As seen from the above chart, each and every limitation of claim 5 is
unpatentable over the ‘451 patent, thus rendering the subject matter of that claim
unpatentable under 35 U.S.C. § 103(a). Accordingly, a substantial new issue of
patentability as to claim 5 is raised by the ‘451 patent, which is prior art not of record

and closer to the patented invention than any of the prior art of record.

Furthermore, the ‘451 patent describes in the summary of the invention that “at
least a portion of the song” (col. 1, lines 51-54) (emphasis added) be provided as the
audio reproduction. To the extent that it is not inherent that the verbiage “at least a
portion” contemplates more than a portion, i.e. the entire sbng be provided, it would
have been obvious at the time Applicants’ invention was made to a person having
ordinary skill in the art on reading the disclosure of the ‘451 patent that an entire song
be provided. In the detailed description, the “portion of the song” stored in memory is
referred to as a “stored reproducible musical segment” (col. 3, lines 62-66). It follows
that it would be obvious that an entire song be stored in memory.

As seen from the charts in section V. A. and that for claims 3 and 5 in the present
section, and in light of the above discussion, each and every limitation of claims 1-16 is
unpatentable over the ‘451 patent, thus rendering the subject matter of those claims
unpatentable under 35 U.S.C. § 103(a). Accordingly, a substantial new issue of
patentability as to each of claims 1-16 is raised by the ‘451 patent, which is prior art not
of record and closer to the patented invention than any of the prior art of record.

C. Claims 1-16 are unpatentabie under §103(a) over the ‘451 patent in view
of the ‘229 patent

The combination under §103(a) of the ‘451 patent and the ‘229 patent is proper,
for at least the following reasons. As described in the Abstract, the ‘451 patent
describes a hand held electronic music reference machine with search and playback

functionality for songs. The 229 patent describes a system for multimedia digital story
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creation and playback; exemplary embodiments of said system are hand held. See col.
6, lines 30-37. The 229 patent describes downloading audio clips, including music
albums, audio CDs and songs, which are displayed and can be used to create playlists.
Col. 3, lines 18-41 and col. 12, lines 26-38. Both the ‘451 and ‘229 patents teach
storing, displaying, choosing and playing audio clips of songs on a hand held device.
Further, both the ‘451 patent and the ‘229 patent are built using the same type of
portable device. Compare col. 2, lines 66-67 of the ‘451 patent with col. 1, lines 33-34,
col. 11, lines 25-26 and col. 13, lines 6-7 of the ‘229 patent. Furthermore, both the ‘451
and ‘229 patents describe essentially similar constructions using generic processors
and memory. Compare col. 8, lines 31-48 in the ‘451 patent with col. 2, line 61 through
col. 3, line 3, and col. 12, lines 39-50 in the ‘229 patent.

Furthermore, the combination is proper for at least the following additional
reasons. The ‘451 patent explicitly contemplates additional programming, stating
“[e]xchanging a card 18 on platform 12 for another card carry different programming
relating, for example, to different songs essentially generates a new machine.” Col. 8,
lines 46-48. (emphasis added) While the specific example in this quote is programming
relating to a different machine, different application programming is also contemplated,
as the ‘451 patent teaches, in the very next paragraph, that “[a]s illustrated in FIG. 2, a
card 18 is provided with printed key representations 124. Representations 124 are
color coded to match respective colored keys on keyboard 14, thereby enabling a
reassignment of function in accordance with a particular card 18.” As such, additional
functionality is also contemplated by the ‘451 patent — such as the playlist functionality
of the ‘229 patent.

Both patents are in the same field of endeavor and one skilled in the art at the
time the invention of the ‘433 patent was made would have been motivated to combine
aspects of the system and method of the ‘229 patent with the system and method of the
‘451 patent. For example, one skilled in the art would have been motivated to combine
with the method of the ‘451 patent at least the provision of storing, displaying, choosing
and playing audio clips, where audio clips include albums, audio CDs and songs, as
described in the 229 patent at col. 3, lines 18-41 and col. 12, lines 26-38. Furthermore,
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one skilled in the art would have been motivated to combine with the method of the ‘451

patent at least the provision of a playlist as described in the ‘229 patent at col. 3, lines

18-41 and col. 12, lines 33-35.

A detailed comparison of the relevant disclosures of the ‘451 and ‘229 patents to

claims 1-6 is shown in the charts below; charts for dependent claims 7-16 are found in

section V. A. above.

Claim 1 of ‘433 Patent

Disclosures of ‘451 and ‘229 Patents

A method of selecting at least one
track from a plurality of tracks
stored in a computer-readable
medium of a portable media
player configured to present
sequentially a first, second, and
third display screen on the display
of the media player, the plurality
of tracks accessed according to a
hierarchy, the hierarchy having a
plurality of categories,
subcategories, and items
respectively in a first, second, and
third level of the hierarchy, the
method comprising:

The ‘451 patent describes a “hand held electronic
music reference machine” (col. 2, line 64-65), that
has the ability to allow a user to obtain information
relative to a variety of songs. As shown in Figure
3 and then further described, a database 20 of the
hand held electronic reference machine “has a first
memory portion 22 storing textual or alphanumeric
information which can be shown on display 16.
Memory portion 22 includes an area 24 storing
song titles and another memory area 26 storing at
least some lyrics for each song whose title exists
in memory area 24.” (col. 3, line 43-48) Each of
these song titles correspond to one of the plurality
of tracks.

The ‘451 patent describes a very versatile device,
which can access song titles according to a
hierarchy identical to the ‘433 patent. The ‘451
patent also allows access to textual information
concerning a song based upon note structure data
(though this aspect is unrelated to the ‘433 patent).

The hierarchy of the ‘451 patent has many
different categories, including, within memory
portion 22, “areas 28, 30, 32, 34, 36 and 38 [see
Figure 3] respectively storing band or artist names,
songwriter names, highest chart positions attained
by the various songs, the years in which the
highest chart positions were attained, Hall of Fame
listings and recording labels.” (col. 3, line 48-53)

The ‘451 patent describes its hierarchy as having
a “main menu [that] includes a ‘Title’ selection, a
‘Search’ selection and a ‘Setup’ selection.’ (col. 5,
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line 42-44) Subcategories are obtained as
described in the ‘451 patent: “When ‘Search’ is
selected from the main menu, display 16 shows a
list of nine search parameters or filters including
song titles, bands, song writers, song position,
chart position, year, hall of fame status, record
labels, lyrics, and melody line. Any search filter
may be selected by actuating Enter function key
76 upon highlighting the desired search filter.”
(cal. 5, line 51-56) The ‘451 patent further
describes “[Glenerally, the greater the number of
filters used, the smaller the resulting list of titles.”
(col. 8, line 59-61)

Furthermore, the ‘229 patent describes storing,
displaying, choosing and playing audio clips,
where audio clips include albums, audio CDs and
songs. (col. 3, lines 18-41 and col. 12, lines 26-
38)

selecting a category in the first
display screen of the portable
media player;

The main menu shown on the display 16 of the
hand held electronic music reference machine 10
contains three categories: titles, search, and
setup. The claimed method is anticipated by
selection of the search category. (col. 5, line 40-
44)

displaying the subcategories
belonging to the selected
category in a listing presented in
the second display screen;

Upon selection of the search category, “display 16
shows a list of nine search parameters or filters
including song titles, bands, song writers, song
position, chart position, year, hall of fame status,
record labels, lyrics, and melody line.” (col. 5, line
51-54)

selecting a subcategory in the
second display screen;

As taught by the ‘451 patent, “[a]ny search filter
may be selected by actuating Enter function key
76 upon highlighting the desired search fiiter.”
(col. 5, line 54-56)

In a specific example given within the ‘451 patent,
“[d]uring a search of the band list, highlighting of
the entries may be shifted from artist to artist by
using up and down directional keys 68 and 70.”
(col. B, line 17-19)

displaying the items belonging to
the selected subcategory in a
listing presented in the third
display screen; and

As further expressly taught by the ‘451 patent with
respect to the specific example, “[ilf selection
monitor 64 detects the actuation of Enter function
key 76, a list of song titles appears for the
highlighted recording artist.” (col. 6, line 19-21)
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Thus, the list of song titles corresponds to the
displayed items.

accessing at least one track The *451 patent expressly provides for this
based on a selection made in one | limitation, teaching “As in every case where a list
of the display screens. of song titles is shown on display 16, actuation of

special function key 78, which is detected by
selection monitor 64, causes selector module 80 to
retrieve the stored reproducible musical segment
for a highlighted song from memory portion 44 and
to feed the retrieved segment to synthesis module
46 for playback via speaker 52.” (col. 6, line 21-
27)

Furthermore, the ‘229 patent describes storing,
displaying, choosing and playing audio clips,
where audio clips include albums, audio CDs and
songs. (col. 3, lines 18-41 and col. 12, lines 26-

38)

Claim 2 of ‘433 Patent Disclosures of ‘451 and ‘229 Patents

The method of selecting a track

as recited in claim 1 wherein the

accessing at least one track

comprises

selecting a subcategory in the As taught by the ‘451 patent, “[a]ny search filter

second display screen and may be selected by actuating Enter function key
76 upon highlighting the desired search filter.”
(col. 5, line 54-56)

playing a plurality of tracks A plurality of tracks can be played from the

associated with the selected selected subcategory by highlighting different

subcategory. songs within the subcategory, and then actuating

the special function key 78, which is detected by
selection monitor 64, to cause selector module 80
to retrieve the stored reproducible musical
segment for a highlighted song from memory
portion 44 and to feed the retrieved segment to
synthesis module 46 for playback via speaker 52.”
(col. 6, line 21-27)

This can be repeated for a plurality of different
songs to play a plurality of tracks associated with
the selected category.
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The 229 patent describes storing, displaying,
choosing and playing audio clips, where audio
clips include albums, audio CDs and songs.
Furthermore, the user may create playlists which
are stored and are available for playback. (col. 3,
lines 18-41 and col. 12, lines 26-38)

Claim 3 of ‘433 Patent Disclosures of ‘451 and ‘229 Patents

The method of selecting a track
as recited in claim 1

wherein the accessing at least The ‘229 patent, which in the embodiment that is
one track comprises selectinga | described with respect to “other media objects” —
subcategory and adding the and specifically audio clips -- describes creating
tracks associated with the “user’s ‘playlists’ (e.g. the user's own sequences of
selected subcategory to a songs to be played).” Col. 12, lines 33-35. As
playlist. such it would have been obvious to add tracks

associated with the selected subcategory to a
playlist, since both the ‘451 and ‘229 patents teach
storing, choosing and playing audio clips — songs --
on a hand held device.

The ‘451 patent describes a hand held electronic
music reference machine with search and playback
functionality. (Abstract) The ‘229 patent describes
a system for multimedia digital story creation and
playback; exemplary embodiments of said system
are hand held. See col. 6, lines 30-37. ltis further
noted that the ‘451 patent describes in the
summary of the invention that “at least a portion of
the song” (col. 1, lines 51-54) (emphasis added) be
provided as the audio reproduction, and the
verbiage “at least a portion” contemplates more
than a portion, i.e. the entire song be stored. The
‘229 patent describes downloading audio clips,
including music albums, audio CDs and songs,
which can then be used to create playlists. See
col. 12, lines 26-38.

Further, both the ‘451 and ‘229 patents describe
machines built using the same type of portable
device. Compare col. 2, lines 66-67 of the ‘451
patent with col. 1, lines 33-34, col. 11, lines 25-26
and col. 13, lines 6-7 of the ‘229 patent regarding
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portability. Furthermore, both the ‘451 and ‘229
patents describe essentially similar constructions
using generic processors and memory. Compare
col. 8, lines 31-48 in the ‘451 patent with col. 2, line
61 through col. 3, line 3, and col. 12, lines 39-50 in
the 229 patent.

Further, the ‘451 patent explicitly contemplates
additional programming, stating “[e]xchanging a
card 18 on platform 12 for another card carrying
different programming relating, for example, to
different songs essentially generates a new
machine.” Col. 8, lines 46-48. (emphasis added)
While the specific example in this quote is
programming relating to a different machine,
different application programming is also
contemplated, as the ‘451 patent teaches, in the
very next paragraph, that “[a]s illustrated in FIG. 2,
a card 18 is provided with printed key
representations 124. Representations 124 are
color coded to match respective colored keys on
keyboard 14, thereby enabling a reassignment of
function in accordance with a particular card 18.”
As such, additional functionality is also
contemplated by the ‘451 patent — such as the
playlist functionality of the ‘229 patent.

Claim 4 of ‘433 Patent Disclosures of ‘451 and ‘229 Patents

The method of selecting a track
as recited in claim 1 wherein the
accessing at least one track

comprises

selecting an item in the third The ‘451 patent teaches highlighting of a song that

display screen and is on the list of the display 16 in order to obtain
further information relating to that song. (col. 6,
line 24)

playing at least one track The ‘451 patent expressly provides for this

associated with the selected limitation, teaching “As in every case where a list of

item. song titles is shown on display 16, actuation of

special function key 78, which is detected by
selection monitor 64, causes selector module 80 to
retrieve the stored reproducible musical segment
for a highlighted song from memory portion 44 and
to feed the retrieved segment to synthesis module
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46 for playback via speaker 52.” (col. 6, line 21-
27)

The 229 patent describes storing, displaying,
choosing and playing audio clips, where audio clips
include albums, audio CDs and songs.
Furthermore, the user may create playlists which
are stored and are available for playback. (col. 3,
lines 18-41 and col. 12, lines 26-38)

Claim 5 of ‘433 Patent Disclosures of ‘451 and ‘229 Patents

The method of selecting a track
as recited in claim 1

wherein the accessing at least The 229 patent, which in the embodiment that is
one track comprises selecting an | described with respect to “other media objects” —
item in the third display screen and specifically audio clips -- describes creating
and adding at least one track “user’s ‘playlists’ (e.g. the user's own sequences of
associated with the selected item | songs to be played).” Col. 12, lines 33-35. As

to a playlist. such it would have been obvious to add track(s)

associated with the selected item to a playlist,
since both the ‘451 and 229 patents teach storing,
choosing and playing audio clips — songs -- on a
hand held device.

The ‘451 patent describes a hand held electronic
music reference machine with search and playback
functionality. (Abstract) The ‘229 patent describes
a system for multimedia digital story creation and
playback; exemplary embodiments of said system
are hand held. See col. 6, lines 30-37. Itis further
noted that the ‘451 patent describes in the
summary of the invention that “at least a portion of
the song” (col. 1, lines 51-54) (emphasis added) be
provided as the audio reproduction, and the
verbiage “at least a portion” contemplates more
than a portion, i.e. the entire song be stored. The
‘229 patent describes downloading audio clips,
including music albums, audio CDs and songs,
which can then be used to create playlists. See
col. 12, lines 26-38.

Further, both the ‘451 and ‘229 patents describe
machines built using the same type of portable
device. Compare col. 2, lines 66-67 of the ‘451

42

SONY Exhibit 1004 - Page 48



patent with col. 1, lines 33-34, col. 11, lines 25-26
and col. 13, lines 6-7 of the ‘229 patent regarding
portability. Furthermore, both the ‘451 and 229
patents describe essentially similar constructions
using generic processors and memory. Compare
col. 8, lines 31-48 in the ‘451 patent with col. 2, line
61 through col. 3, line 3, and col. 12, lines 39-50 in
the 229 patent.

Further, the ‘451 patent explicitly contemplates
additional programming, stating “[e]xchanging a
card 18 on platform 12 for another card carrying
different programming relating, for example, to
different songs essentially generates a new
machine.” Col. 8, lines 46-48. (emphasis added)
While the specific example in this quote is
programming relating to a different machine,
different application programming is also
contemplated, as the ‘451 patent teaches, in the
very next paragraph, that “[a]s illustrated in FIG. 2,
a card 18 is provided with printed key
representations 124. Representations 124 are
color coded to match respective colored keys on
keyboard 14, thereby enabling a reassignment of
function in accordance with a particular card 18.”
As such, additional functionality is also
contemplated by the ‘451 patent — such as the
playlist functionality of the ‘229 patent.

Claim 6 of ‘433 Patent Disclosures of ‘451 and ‘229 Patents

The method of selecting a track | The ‘451 patent expressly provides for the “playing”
as recited in claim 1 wherein the | one of the limitations, teaching “[a]s in every case
accessing at least one track where a list of song titles is shown on display 16,
comprises one of playing or actuation of special function key 78, which is
adding to a playlist at least one detected by selection monitor 64, causes selector
track associated with a selected | module 80 to retrieve the stored reproducible

one of the category, subcategory, | musical segment for a highlighted song from

and item. memory portion 44 and to feed the retrieved
segment to synthesis module 46 for playback via
speaker 52.” (col. 6, line 21-27)

The track that is played is associated with a
category, subcategory, and song.

The 229 patent describes storing, displaying,
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choosing and playing audio clips, where audio clips
include albums, audio CDs and songs.
Furthermore, the user may create playlists which
are stored and are available for playback. (col. 3,
lines 18-41 and col. 12, lines 26-38)

As seen from the above charts, each and every limitation of claims 1-16 is

unpatentable over the ‘451 patent in view of the ‘229 patent, thus rendering the subject

matter of those claims unpatentable under §103(a). Accordingly, a substantial new

issue of patentability as to each of claims 1-16 is raised by the ‘451 patent in

combination with the ‘229 patent, which is prior art not of record and closer to the

patented invention than any of the prior art of record.

D. Claims 1-16 are unpatentable under 35 U.S.C. §102(e) over the ‘721

patent

The claim chart below details how each and every element recited in claims 1-16

is anticipated by the ‘721 patent, thereby raising a substantial new question of

patentability.

Claim 1 of ‘433 Patent

Disclosure of ‘721 Patent

A method of selecting at least one
track from a plurality of tracks
stored in a computer-readable
medium of a portable media
player configured to present
sequentially a first, second, and
third display screen on the display
of the media player, the plurality
of tracks accessed according to a
hierarchy, the hierarchy having a
plurality of categories,
subcategories, and items
respectively in a first, second, and
third level of the hierarchy, the
method comprising:

The ‘721 patent describes a master tree and/or
node hierarchy for organizing, selecting and
accessing audio metadata and audio data within
an audio playing device. The hierarchical
representation of metadata is presented to the
user in a graphical display. (col. 1, lines 39-49;
col. 2, lines 8-14; col. 3, lines 11-22)

The sample display of Figure 1 includes a tree
window showing a master tree. (col. 5, lines 20-
26) “The top node of the master tree represents a
root node. The next level of the master tree
represents root nodes of subtrees such as
groupings trees and the playlist tree. The lowest-
level nodes of the master tree represent audio
metadata of individual audio tracks, while other
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nodes represent groupings (or sub-groupings) of
audio tracks.” (col. 3, lines 59-64) See also
examples of trees in columns 11-14. The sample
display of Figure 1 also includes a table window
which displays information about the node that is
selected in the tree window. (col. 5, lines 44-46)

Referring to Figure 1, whenever a new node in the
metadata tree 122 is selected a new screen is
displayed in table window 130 with information on
the selected node. For example, when selecting
first Master Library, second Genre, and third
Classical, three different screens are automatically
sequentially displayed in the table window 130
corresponding to the three different nodes.
Furthermore, each time a user clicks on a node in
the tree 122 to expand/contract it, the tree window
120 changes to show a screen with the
expanded/contracted tree 122. (col. 8, line 28
through col. 9, line 23)

The metadata management system may be
integrated into a variety of devices with graphical
user interfaces, including: portable computing
devices, portable audio players, portable video
players, handheld computers and the like. A user
may use input devices such as touch screen, pen,
keyboard, etc. and software interfaces with
stylized screen elements such as menus,
windows, and controls (e.g. radio buttons). (col. 6,
lines 49-62; col. 8, lines 14-30)

The 721 patent discloses the use of such systems
and methods for managing metadata for a variety

of media including: video, audio, audio-visual, etc.
(col. 3, lines 22-28)

selecting a category in the first The tree window displays the master tree, and the
display screen of the portable master tree may contain Master Library and
media player; Playlist subtrees, for example. Selecting Master

Library will display its subtrees, including Artist,
Album, Genre, Genre/Artist, and All Tracks. (col.
5, lines 28-35 and 44-46) See also Figure 1.

displaying the subcategories Id.
belonging to the selected
category in a listing presented in
the second display screen;
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selecting a subcategory in the
second display screen;

“If the selected node is Artist under the grouping
Master Library — Artist, the node table may
display the sub-groupings of the Artist node such
as, for example, Debussy, Mozart, and
Rachmaninoff ... .” (col. 9, lines 1-6)

displaying the items belonging to
the selected subcategory in a
listing presented in the third
display screen; and

ld.

accessing at least one track
based on a selection made in one
of the display screens.

“The user may use the master tree and the node
table to begin playing an audio file and/or a set of
audio files.” (col. 3, lines 56-58; col. 5, lines 59-64;
col. 18, lines 27-29)

Claim 2 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
accessing at least one track
comprises

selecting a subcategory in the
second display screen and

The tree window displays the master tree, and the
master tree may contain Master Library and
Playlist subtrees, for example. Selecting Playlist
will display its subtrees — various playlists. (col. 5,
lines 28-46) See also Figure 1.

playing a plurality of tracks
associated with the selected
subcategory.

“The user may use the master tree and the node
table to begin playing an audio file and/or a set of
audio files.” Thereby allowing a user to play a set
of audio files by selecting a particular playlist. (col.
3, lines 56-58; col. 5, lines 28-46; col. 5, lines 59-
64)

Claim 3 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1

wherein the accessing at least
one track comprises selecting a
subcategory and adding the
tracks associated with the
selected subcategory to a
playlist.

The ‘721 patent expressly provides for this
limitation, teaching that “[tlhe user may also create
a new playlist by selecting one or more audio
tracks and copying them into a playlist node. The
user may make the changes using various actions
such as, for example, typing and changing any of
the fields of information, dragging and dropping
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one of the nodes into a different grouping, adding a
new grouping using the menu system, and so
forth.” (col. 15, lines 14-21)

Claim 4 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
accessing at least one track
comprises '

selecting an item in the third
display screen and

“If the selected node is Artist under the grouping
Master Library — Artist, the node table may display
the sub-groupings of the Artist node such as, for
example, Debussy, Mozart, and Rachmaninoff ... .”
(col. 9, lines 1-6)

playing at least one track
associated with the selected
item.

“The user may use the master tree and the node
table to begin playing an audio file and/or a set of
audio files.” (col. 3, lines 56-58; col. 5, lines 59-64)

Claim 5 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1

wherein the accessing at least
one track comprises selecting an
item in the third display screen
and adding at least one track
associated with the selected item
to a playlist.

The ‘721 patent expressly provides for this
limitation, teaching that “[t]he user may also create
a new playlist by selecting one or more audio
tracks and copying them into a playlist node. The
user may make the changes using various actions
such as, for example, typing and changing any of
the fields of information, dragging and dropping
one of the nodes into a different grouping, adding a
new grouping using the menu system, and so
forth.” (col. 15, lines 14-21)

Claim 6 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
accessing at least one track
comprises one of playing or
adding to a playlist at least one
track associated with a selected

The ‘721 patent expressly provides for this
limitation, teaching that “[t]he user may also create
a new playlist by selecting one or more audio
tracks and copying them into a playlist node. The
user may make the changes using various actions
such as, for example, typing and changing any of
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one of the category, subcategory,
and item.

the fields of information, dragging and dropping
one of the nodes into a different grouping, adding a
new grouping using the menu system, and so
forth.” (col. 15, lines 14-21)

Claim 7 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
accessing at least one track is
made after the presentation of the
third display screen by reverting
back to one of the second and
first display screens, the second
display screen presented
sequentially after the third display
screen.

The sample display of Figure 1 includes a tree
window showing a master tree. (col. 5, lines 20-
26) “The top node of the master tree represents a
root node. The next level of the master tree
represents root nodes of subtrees such as
groupings trees and the playlist tree. The lowest-
level nodes of the master tree represent audio
metadata of individual audio tracks, while other
nodes represent groupings (or sub-groupings) of
audio tracks.” (col. 3, lines 59-64) The sample
display of Figure 1 also includes a table window
which displays information about the node that is
selected in the tree window. (col. 5, lines 44-46)
The teaching of the ‘721 patent allows a user to
select nodes in the tree window in an order that
reverts back to a previous node. For example, the
user may navigate through the metadata tree 122
in Figure 1 in forward and/or backward directions.
By clicking on the plus/minus signs the user may
expand/contract categories/subcategories in the
master tree 122. Furthermore, the user may click
on any visible node in the tree to display
information about that node, and the order in which
the user views information about visible nodes is
unrestricted.

Claim 8 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 further
comprising

selecting one of the items
displayed in the third display
screen and

“In FIG. 1, the Master Library — Genre —
Classical grouping was selected, and thus, the
metadata for audio tracks that have the value
"Classical" in the Genre field in the database are
displayed as audio track records in the node table
within the table window. In the exemplary table

48

SONY Exhibit 1004 - Page 54




window, three audio track records are shown:
Concerto by Mozart, Reverie by Debussy, and
Vocalise by Rachmaninoff.” (col. 5, lines 52-58)

presenting a listing of items
associated with the selected item
in a fourth sequentially presented
display screen.

ld.

Claim 9 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
category genre is selected in the
first display screen from
available categories that include
at least artist, album, and genre;
and

The tree window displays the master tree, and the
master tree may contain Master Library and Playlist
subtrees, for example. The Master Library subtree
includes Artist, Album, Genre, Genre/Artist, and All
Tracks. (col. 5, lines 28-35 and 44-46) The
teaching of the ‘721 patent allows a user to select
any node in the tree window, thereby allowing a
user to first select a node at a level below a top
node - for example a user may first select Genre.
See Figure 1, tree 122,

the subcategories listed in the
second display screen comprise
a listing of at least one genre
type and

The genre grouping includes four sub-groupings:
<blank>, Classical, Pop and Rock. (col. 5, lines 34-
35) See Figure 1, tree 122.

one of the at least one genre
type is selected.

“In FIG. 1, the Master Library — Genre — Classical
grouping was selected ... .” (col. 5, lines 52-53)
See Figure 1, tree 122.

Claim 10 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 9 further
comprising

displaying in the third display
screen at least one album
associated with the selected
genre type and

At col. 10, line 58 through col. 13, line 16 building
grouping trees is taught, including categories such
as Genre and Album, and with audio track
recordings at the leaf nodes. Following the
teaching of the ‘721 patent, a user can build a group
tree with a category of Genre, a next level category
of Album name, and a final level category of track
names.

selecting one of the at least one
albums displayed in the third
display screen and

The user may select one Album name in the
grouping tree.
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presenting a listing of tracks
associated with the selected
album in a fourth sequentially
presented display screen.

Selecting the node for the Album name will provide
a listing of tracks associated with said Album in a
table window. See col. 5, lines 44-46 and Figure 1.

Claim 11 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
category artist is selected in the
first display screen from

available categories that include
at least artist, album, and genre;

In the Sample Display of Figure 1, Master Library
has subtrees, including Artist, Alboum, Genre,
Genre/Artist, and All Tracks. (col. 5, lines 28-35
and 44-46) At col. 10, line 58 through col. 13, line
16 building grouping trees is taught, including
categories such as Artist and Album. Following the
teaching of the ‘721 patent, a user can build a group
tree with a category of Artist and a next level
category of Album name. Consequently, a user
may select the category Artist in a first display
screen, yielding a list of Artist names, and select an
Artist name in the second display screen, yielding a
list of Album names associated with said Artist.

the subcategories listed in the
second display screen comprise
a listing of names of artists and

Id.

a first artist name is selected; Id.
and
the items displayed in the third Id.

display screen comprises at
least one album associated with
the first artist name.

Claim 12 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
track is a music track, accessing
at least one track comprises
accessing a track title in the third
display screen, and the track is
played in response to the
access.

“The lowest-level nodes of the master tree
represent audio metadata of individual audio tracks
.....7 (col. 3, lines 59-64) “The user may use the
master tree and the node table to begin playing an
audio file and/or a set of audio files.” (col. 3, lines
56-58; col. 5, lines 59-64)

Claim 13 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track

“The master tree and the node table are
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as recited in claim 1 wherein
receipt of the selection in the
first display screen results in an
automatic transition of the first
display screen into the second
display screen and

dynamically populated and displayed to the user. In
addition, when a user makes any changes to the
master tree and/or the metadata in the node table,
both the master tree and the node table may be
dynamically updated. In one embodiment, the
master tree and the node table are dynamically
updated without having to rebuild the entire master
tree and the entire node table. Instead, the
changes may be propagated throughout the master
tree and node table through the use of a node
location table that tracks the locations of the node
within the mastertree.” (col. 4, lines 9-19)

Referring to Figure 1, whenever a new node in the
metadata tree 122 is selected a new screen is
displayed in table window 130 with information on
the selected node. For example, when selecting
first Master Library, second Genre, and third
Classical, three different screens are automatically
sequentially displayed in the table window 130
corresponding to the three different nodes.
Furthermore, each time a user clicks on a node in
the tree 122 to expand/contract it, the tree window
120 automatically changes to show a screen with
the expanded/contracted tree 122. (col. 8, line 28
through col. 9, line 23)

receipt of the selection in the
second display screen resuits in
an automatic transition of the
second display screen into the
third display screen.

Id.

Claim 14 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
category selected in the first
display screen is from a top level
of the hierarchy.

The tree window displays the master tree, and the
master tree may contain Master Library and Playlist
subtrees, for example. Selecting Master Library will
display its subtrees, including Artist, Album, Genre,
Genre/Artist, and All Tracks. (col. 5, lines 28-35
and 44-46) See also Figure 1.

Claim 15 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track

The sample display of Figure 1 includes a tree
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as recited in claim 1 wherein the
category selected in the first
display screen is a category from
a level at least one level below
the top level of the hierarchy.

window showing a master tree. (col. 5, lines 20-26)
“The top node of the master tree represents a root
node. The next level of the master tree represents
root nodes of subtrees such as groupings trees and
the playlist tree. The lowest-level nodes of the
master tree represent audio metadata of individual
audio tracks, while other nodes represent groupings
(or sub-groupings) of audio tracks.” (col. 3, lines
59-64) The sample display of Figure 1 also
includes a table window which displays information
about the node that is selected in the tree window.
(col. 5, lines 44-46) The teaching of the ‘721 patent
allows a user to select any node in the tree window,
thereby allowing a user to first select a node at a
level below a top node and to have information
about that node displayed in the table window.

Claim 16 of ‘433 Patent

Disclosure of ‘721 Patent

The method of selecting a track
as recited in claim 1 wherein the
plurality of categories comprise

a list of artist names,

At col. 11, line 63 through col. 12, line 26 an
example is given of a tree with a category of Artist, a
next level category of Album name, and a final level
category of track names.

the plurality of subcategories ld.
comprise a list of album names

and

the plurality of items comprise a | /Id.

list of track names.

As seen from the above charts, each and every limitation of claims 1-16 is

disclosed by the ‘721 patent, thus rendering the subject matter of those claims

unpatentable under 35 U.S.C. §102(e). Accordingly, a substantial new issue of

patentability as to each of claims 1-16 is raised by the 721 patent, which is prior art not

of record and closer to the patented invention than any of the prior art of record.

E. Claims 1-16 are unpatentable under 35 U.S.C. §103(a) over the ‘721

patent

To the extent that the ‘721 patent does not anticipate claims 1-16, the Requester
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submits that it raises a substantial new question of patentability by rendering those
claims obvious. The charts in section V. D. also support the argument that each and
every limitation of claims 1-16 is unpatentable over the ‘721 patent, thus rendering the
subject matter of those claims unpatentable under 35 U.S.C. § 103(a). Accordingly, a
substantial new issue of patentability as to each of claims 1-16 is raised by the ‘721

patent, which is prior art not of record and closer to the patented invention than any of

the prior art of record.

F. Claims 1-16 are unpatentable under 35 U.S.C. §102(e) over the Phillips

publication

The claim chart below details how each and every element recited in claims 1-16

is anticipated by the Phillips publication, thereby raising a substantial new question of

patentability.

Claim 1 of ‘433 Patent

Disclosure of Phillips Publication

A method of selecting at least
one track from a plurality of
tracks stored in a computer-
readable medium of a portable
media player configured to
present sequentially a first,
second, and third display
screen on the display of the
media player, the plurality of
tracks accessed according to a
hierarchy, the hierarchy having
a plurality of categories,
subcategories, and items
respectively in a first, second,
and third level of the hierarchy,
the method comprising:

“The present invention is directed to techniques that
permit the user to implement a form of "jukebox” on
a portable audio device. A jukebox manager allows
the user to create, edit, and utilize a playlist
comprising one or more data files. In a typical
implementation, each data file is a separate musical
track. The jukebox manager provides the user with a
quick, flexible tool to organize music into playlists.”
(paragraph 10)

The musical tracks are stored in the portable audio
device on a storage device, such as a micro-drive, or
in memory. (paragraphs 19-20)

A data structure is used to store metatags
corresponding to musical tracks stored in memory.
The datastructure may be searched for musical
tracks that match multiple metatags, such as genre,
artist, song title, album title, date of recording, etc.
These categories of metatags may be further divided
to form sub-categories — for example sub-categories
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of genre are “Rock”, “Blues”, “Rap”, etc. Finally
within all of these categories and sub-categories are
items — the musical tracks. (paragraphs 35-39)

“FIG. 11 illustrates the operation of the system 100
to generate a playlist using metatags. In step 380,
the user selects a desired metatag from the list
shown, by way of example, in the screen display
250, illustrated in FIG. 7. The user may select a
metatag, such as genre, which causes the system
100 to display the display screen 252 listing the
various genre metatags corresponding to the various
musical tracks stored in the memory 104 (or in the
storage device 126). In addition, as noted above, the
user may select more than one metatag to further
refine the selection of musical tracks. Thus, step 380
may represent multi-step processes in which one or
more screen displays are provided to the user to
guide the user through the metatag selection
process.” (paragraph 48)

selecting a category in the first | “FIG. 11 illustrates the operation of the system 100
display screen of the portable to generate a playlist using metatags. In step 380,
media player; the user selects a desired metatag from the list
shown, by way of example, in the screen display
250, illustrated in FIG. 7. The user may select a
metatag, such as genre, which causes the system
100 to display the display screen 252 listing the
various genre metatags corresponding to the various
musical tracks stored in the memory 104 (or in the
storage device 126). In addition, as noted above, the
user may select more than one metatag to further
refine the selection of musical tracks. Thus, step 380
may represent multi-step processes in which one or
more screen displays are provided to the user to
guide the user through the metatag selection
process.” (paragraph 48)

For example, the user may select the metatag
“genre” in a display screen showing the categories of
metatags, for searching the database of musical
tracks. See Figure 7. The display then shows a
screen listing the various “genre”, such as “Rock”,
“Blues”, “Rap”, etc. See Figure 8. If the user then
selects the genre “Blues”, a listing of musical tracks
with metatags matching the selected search criteria
is generated. The listing is shown in a display
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screen to allow the user to select a particular musical
track or tracks. Alternatively, when a particular
genre is selected — e.g. “Blues” — the system may
automatically generate a playlist of musical tracks
that satisfy the search criteria. (paragraphs 36-37)

displaying the subcategories
belonging to the selected
category in a listing presented
in the second display screen;

Id.

selecting a subcategory in the
second display screen;

Id.

displaying the items belonging
to the selected subcategory in a
listing presented in the third
display screen; and

Id.

accessing at least one track
based on a selection made in
one of the display screens.

Id.

A selected playlist or individual musical track may be
played. (paragraph 31)

Claim 2 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1 wherein
the accessing at least one track
comprises

selecting a subcategory in the
second display screen and

For example, the user may select the metatag
“genre” in a display screen showing the categories of
metatags, for searching the database of musical
tracks. See Figure 7. The display then shows a
screen listing the various “genre”, such as “Rock”,
“Blues”, “Rap”, etc. See Figure 8. If the user then
selects the genre “Blues”, a listing of musical tracks
with metatags matching the selected search criteria
is generated. The listing is shown in a display
screen to allow the user to select a particular musical
track or tracks. Alternatively, when a particular
genre is selected — e.g. “Blues” — the system may
automatically generate a playlist of musical tracks
that satisfy the search criteria. (paragraphs 36-37)

playing a plurality of tracks
associated with the selected

Id.
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subcategory.

A selected playlist or individual musical track may be
played. (paragraph 31)

Claim 3 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1

wherein the accessing at least
one track comprises selecting a
subcategory and adding the
tracks associated with the
selected subcategory to a
playlist.

“The present invention is directed to techniques that
permit the user to implement a form of "jukebox" on
a portable audio device. A jukebox manager allows
the user to create, edit, and utilize a playlist
comprising one or more data files. In a typical
implementation, each data file is a separate musical
track. The jukebox manager provides the user with a
quick, flexible tool to organize music into playlists.”
(paragraph 10)

For example, the user may select the metatag
“genre” in a display screen showing the categories of
metatags, for searching the database of musical
tracks. See Figure 7. The display then shows a
screen listing the various “genre”, such as “Rock”,
“Blues”, “Rap”, etc. See Figure 8. If the user then
selects the genre “Blues”, a listing of musical tracks
with metatags matching the selected search criteria
is generated. The listing is shown in a display
screen to allow the user to select a particular musical
track or tracks. Alternatively, when a particular
genre is selected — e.q. “Blues” — the system may
automatically generate a playlist of musical tracks
that satisfy the search criteria. (paragraphs 36-37)

Claim 4 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1 wherein
the accessing at least one track
comprises

selecting an item in the third
display screen and

For example, the user may select the metatag
“genre” in a display screen showing the categories of
metatags, for searching the database of musical
tracks. See Figure 7. The display then shows a
screen listing the various “genre”, such as “Rock”,

56

SONY Exhibit 1004 - Page 62




“Blues”, “Rap”, etc. See Figure 8. If the user then
selects the genre “Blues”, a listing of musical tracks
with metatags matching the selected search criteria
is generated. The listing is shown in a display
screen to allow the user to select a particular musical
track or tracks. Alternatively, when a particular
genre is selected — e.g. “Blues” — the system may
automatically generate a playlist of musical tracks
that satisfy the search criteria. (paragraphs 36-37)

playing at least one track
associated with the selected
item.

Id.

A selected playlist or individual musical track may be
played. (paragraph 31)

Claim 5 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1

wherein the accessing at least
one track comprises selecting
an item in the third display
screen and adding at least one
track associated with the
selected item to a playlist.

“The present invention is directed to techniques that
permit the user to implement a form of "jukebox" on
a portable audio device. A jukebox manager allows
the user to create, edit, and utilize a playlist
comprising one or more data files. In a typical
implementation, each data file is a separate musical
track. The jukebox manager provides the user with a
quick, flexible tool to organize music into playlists.”
(paragraph 10)

For example, the user may select the metatag
“genre” in a display screen showing the categories of
metatags, for searching the database of musical
tracks. See Figure 7. The display then shows a
screen listing the various “genre”, such as “Rock”,
“Blues”, “Rap”, etc. See Figure 8. If the user then
selects the genre “Blues”, a listing of musical tracks
with metatags matching the selected search criteria
is generated. The listing is shown in a display
screen to allow the user to select a particular musical
track or tracks. Alternatively, when a particular
genre is selected — e.g. “Blues” — the system may
automatically generate a playlist of musical tracks
that satisfy the search criteria. (paragraphs 36-37)

“Alternatively, the system 100 may simply display the
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resultant matches and permit the user to manually
select which musical tracks will be added to the
newly created playlist.” (paragraph 50)

Claim 6 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1 wherein
the accessing at least one track
comprises one of playing or
adding to a playlist at least one
track associated with a selected
one of the category,
subcategory, and item.

For example, the user may select the metatag
“genre” in a display screen showing the categories of
metatags, for searching the database of musical
tracks. See Figure 7. The display then shows a
screen listing the various “genre”, such as “Rock”,
“Blues”, “Rap”, etc. See Figure 8. If the user then
selects the genre “Blues”, a listing of musical tracks
with metatags matching the selected search criteria
is generated. The listing is shown in a display
screen to allow the user to select a particular musical
track or tracks. Alternatively, when a particular
genre is selected — e.q. “Blues” — the system may
automatically generate a playlist of musical tracks
that satisfy the search criteria. (paragraphs 36-37)

“Alternatively, the system 100 may simply display the
resultant matches and permit the user to manually
select which musical tracks will be added to the
newly created playlist.” (paragraph 50)

A selected playlist or individual musical track may be
played. (paragraph 31)

Claim 7 of ‘433 Patent

Disciosure of Philiips Publication

The method of selecting a track
as recited in claim 1 wherein
the accessing at least one track
is made after the presentation
of the third display screen by
reverting back to one of the
second and first display
screens, the second display
screen presented sequentially
after the third display screen.

“FIG. 11 illustrates the operation of the system 100
to generate a playlist using metatags. In step 380,
the user selects a desired metatag from the list
shown, by way of example, in the screen display
250, illustrated in FIG. 7. The user may select a
metatag, such as genre, which causes the system
100 to display the display screen 252 listing the
various genre metatags corresponding to the various
musical tracks stored in the memory 104 (or in the
storage device 126). In addition, as noted above, the
user may select more than one metatag to further
refine the selection of musical tracks. Thus, step 380
may represent multi-step processes in which one or

58

SONY Exhibit 1004 - Page 64




more screen displays are provided to the user to
guide the user through the metatag selection
process.” (paragraph 48)

The process described in paragraph 48 is a general
process of using display screens to guide the user
through a selection process. This process does not
require a particular order of movement through
categories, sub-categories and items, consequently
the user is not restricted from reverting back to an
already visited display screen.

Claim 8 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1 further
comprising

selecting one of the items
displayed in the third display
screen and

“FIG. 11 illustrates the operation of the system 100
to generate a playlist using metatags. In step 380,
the user selects a desired metatag from the list
shown, by way of example, in the screen display
250, illustrated in FIG. 7. The user may select a
metatag, such as genre, which causes the system
100 to display the display screen 252 listing the
various genre metatags corresponding to the various
musical tracks stored in the memory 104 (or in the
storage device 126). In addition, as noted above, the
user may select more than one metatag to further
refine the selection of musical tracks. Thus, step 380
may represent multi-step processes in which one or
more screen displays are provided to the user to
guide the user through the metatag selection
process.” (paragraph 48)

The process described in paragraph 48 may involve
providing to the user “one or more screen displays.”
“One or more screen displays” includes four screen
displays.

presenting a listing of items
associated with the selected
item in a fourth sequentially
presented display screen.

Id.
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Claim 9 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1 wherein
the category genre is selected
in the first display screen from
available categories that
include at least artist, album,
and genre; and

A data structure is used to store metatags
corresponding to musical tracks stored in memory.
The datastructure may be searched for musical
tracks that match multiple metatags, such as genre,
artist, song title, album title, date of recording, etc.
(paragraphs 35-39)

the subcategories listed in the
second display screen
comprise a listing of at least
one genre type and

The various “genre”, may include: “Rock”, “Blues”,
“Rap’, etc. See Figure 8.

one of the at least one genre
type is selected.

For example, the user may select the metatag
“genre” in a display screen showing the categories of
metatags, for searching the database of musical
tracks. See Figure 7. The display then shows a
screen listing the various “genre”, such as “Rock”,
“Blues”, “Rap”, etc. See Figure 8. If the user then
selects the genre “Blues”, a listing of musical tracks
with metatags matching the selected search criteria
is generated. The listing is shown in a display
screen to allow the user to select a particular musical
track or tracks. Alternatively, when a particular
genre is selected — e.g. “Blues” — the system may
automatically generate a playlist of musical tracks
that satisfy the search criteria. (paragraphs 36-37)

Claim 10 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 9 further
comprising

displaying in the third display
screen at least one album
associated with the selected
genre type and

“FIG. 11 illustrates the operation of the system 100
to generate a playlist using metatags. In step 380,
the user selects a desired metatag from the list
shown, by way of example, in the screen display
250, illustrated in FIG. 7. The user may select a
metatag, such as genre, which causes the system
100 to display the display screen 252 listing the
various genre metatags corresponding to the various
musical tracks stored in the memory 104 (or in the
storage device 126). In addition, as noted above, the
user may select more than one metatag to further
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refine the selection of musical tracks. Thus, step 380
may represent multi-step processes in which one or
more screen displays are provided to the user to
guide the user through the metatag selection
process.” (paragraph 48)

The process described in paragraph 48 may involve
providing to the user “one or more screen displays.”
“One or more screen displays” includes four screen
displays.

The datastructure may be searched for musical
tracks that match multiple metatags, such as genre,
artist, song title, album title, date of recording, etc.
(paragraphs 35-39)

selecting one of the at least one | /d.
albums displayed in the third

display screen and

presenting a listing of tracks Id.

associated with the selected
album in a fourth sequentially
presented display screen.

A listing of musical tracks matching the search
criteria may be displayed in a screen. (paragraph
37)

“[Tlhe system 100 may simply display the resultant
matches and permit the user to manually select
which musical tracks will be added to the newly
created playlist.” (paragraph 50)

Claim 11 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1 wherein
the category artist is selected in
the first display screen from
available categories that
include at least artist, album,
and genre;

“FIG. 11 illustrates the operation of the system 100
to generate a playlist using metatags. In step 380,
the user selects a desired metatag from the list
shown, by way of example, in the screen display
250, illustrated in FIG. 7. The user may select a
metatag, such as genre, which causes the system
100 to display the display screen 252 listing the
various genre metatags corresponding to the various
musical tracks stored in the memory 104 (or in the
storage device 126). In addition, as noted above, the
user may select more than one metatag to further
refine the selection of musical tracks. Thus, step 380
may represent multi-step processes in which one or
more screen displays are provided to the user to
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guide the user through the metatag selection
process.” (paragraph 48)

The datastructure may be searched for musical
tracks that match multiple metatags, such as genre,
artist, song title, album title, date of recording, etc.
(paragraphs 35-39)

the subcategories listed in the
second display screen
comprise a listing of names of
artists and

Id.

a first artist name is selected;
and

ld.

the items displayed in the third
display screen comprises at
least one album associated with
the first artist name.

Id.

Claim 12 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1 wherein
the track is a music track,
accessing at least one track
comprises accessing a track
title in the third display screen,
and the track is played in
response to the access.

“FIG. 11 illustrates the operation of the system 100
to generate a playlist using metatags. In step 380,
the user selects a desired metatag from the list
shown, by way of example, in the screen display
250, illustrated in FIG. 7. The user may select a
metatag, such as genre, which causes the system
100 to display the display screen 252 listing the
various genre metatags corresponding to the various
musical tracks stored in the memory 104 (or in the
storage device 126). In addition, as noted above, the
user may select more than one metatag to further
refine the selection of musical tracks. Thus, step 380
may represent multi-step processes in which one or
more screen displays are provided to the user to
guide the user through the metatag selection
process.” (paragraph 48)

The datastructure may be searched for musical
tracks that match multiple metatags, such as genre,
artist, song title, album title, date of recording, etc.
(paragraphs 35-39)

A selected playlist or individual musical track may be
played. (paragraph 31)

62

SONY Exhibit 1004 - Page 68




Claim 13 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a track
as recited in claim 1 wherein
receipt of the selection in the
first display screen results in an
automatic transition of the first
display screen into the second
display screen and

For example, the user may select the metatag
“genre” in a display screen showing the categories of
metatags, for searching the database of musical
tracks. See Figure 7. The display then shows a
screen listing the various “genre”, such as “Rock”,
“Blues”, “Rap”, etc. See Figure 8. If the user then
selects the genre “Blues”, a listing of musical tracks
with metatags matching the selected search criteria
is generated. The listing is shown in a display screen
to allow the user to select a particular musical track
or tracks. Alternatively, when a particular genre is
selected — e.g. “Blues” — the system may
automatically generate a playlist of musical tracks
that satisfy the search criteria. (paragraphs 36-37)

receipt of the selection in the
second display screen results
in an automatic transition of the
second display screen into the
third display screen.

ld.

Claim 14 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a
track as recited in claim 1
wherein the category selected
in the first display screen is
from a top level of the
hierarchy.

A first display screen viewed by the user during the
process of selecting tracks for a playlist may show the
categories of metatags used for searching the
database of musical tracks, including genre, artist,
song title, album title, date of recording, etc.. See
Figure 7. (paragraphs 35-39)

Claim 15 of ‘433 Patent

Disclosure of Phillips Publication

The method of selecting a
track as recited in claim 1
wherein the category selected
in the first display screen is a
category from a level at least
one level below the top level of
the hierarchy.

Metatags such as “Rock”, “Blues”, “Rap”, etc.
(particular types of genre) may be used as search
criteria. See Figure 8.

In paragraph 48, with reference to Figure 11, it is
stated that “the user selects a desired metatag from
the list shown.” An “example” is given by reference to
Figure 7. However, should Figure 8 be used as the
first screen, then the user would be choosing a
particular type of “genre” in the first display screen.
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Claim 16 of ‘433 Patent Disclosure of Phillips Publication

The method of selecting a “FIG. 11 illustrates the operation of the system 100 to
track as recited in claim 1 generate a playlist using metatags. In step 380, the
wherein the plurality of user selects a desired metatag from the list shown, by
categories comprise a list of way of example, in the screen display 250, illustrated
artist names, in FIG. 7. The user may select a metatag, such as

genre, which causes the system 100 to display the
display screen 252 listing the various genre metatags
corresponding to the various musical tracks stored in
the memory 104 (or in the storage device 126). In
addition, as noted above, the user may select more
than one metatag to further refine the selection of
musical tracks. Thus, step 380 may represent multi-
step processes in which one or more screen displays
are provided to the user to guide the user through the
metatag selection process.” (paragraph 48)

The datastructure may be searched for musical tracks
that match multiple metatags, such as genre, artist,
song title, album title, date of recording, etc.
(paragraphs 35-39)

The datastructure may be searched for musical tracks
that match multiple metatags, such as genre, artist,
song title, album title, date of recording, etc.
(paragraphs 35-39)

the plurality of subcategories Id.
comprise a list of album names
and

the plurality of items comprise | /d.
a list of track names.

As seen from the above charts, each and every limitation of claims 1-16 is
disclosed by the Phillips publication, thus rendering the subject matter of those claims
unpatentable under 35 U.S.C. §102(e). Accordingly, a substantial new issue of
patentability as to each of claims 1-16 is raised by the Phillips publication, which is prior
art not of record and closer to the patented invention than any of the prior art of record.
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G. Claims 1-16 are unpatentable under 35 U.S.C. §103(a) over the Phillips

publication

To the extent that the Phillips publication does not anticipate claims 1-16, the
Requester submits that it raises a substantial new question of patentability by rendering
those claims obvious. The charts in section V. F. also support the argument that each
and every limitation of claims 1-16 is unpatentable over the Phillips publication, thus
rendering the subject matter of those claims unpatentable under 35 U.S.C. § 103(a).
Accordingly, a substantial new issue of patentability as to each of claims 1-16 is raised
by the Phillips publication, which is prior art not of record and closer to the patented

invention than any of the prior art of record.

H. Claims 1-16 are unpatentable under §103(a) over the ‘451 patent in view
of the ‘721 patent

The combination under §103(a) of the ‘451 patent and the ‘721 patent is proper,
for at least the following reasons. As described in the Abstract, the ‘451 patent
describes a hand held electronic music reference machine with search and playback
functionality for songs. The ‘721 patent describes a hierarchy comprising categories,
subcategories and items for use in selecting tracks stored on a portable media player.
See 721 patent, Figure 1, col. 5, line 20 through col. 6, line 4, and col. 6, lines 54-62.
Both the ‘451 and 721 patents teach storing, displaying, choosing and playing audio
files on a hand held device.

Both patents are in the same field of endeavor and one skilled in the art at the
time the invention of the ‘433 patent was made would have been motivated to combine
aspects of the system and method of the ‘721 patent with the system and method of the
‘451 patent. For example, one skilled in the art would have been motivated to combine
with the method of the ‘451 patent at least the provision of storing, displaying, choosing
and playing audio files, where audio files include musical tracks, as described in the
721 patent at col. 5, line 20 through col. 6, line 4 and shown in Figure 1. Furthermore,

one skilled in the art would have been motivated to combine with the method of the ‘451
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patent at least the provision of a playlist as described in the ‘721 patent at col. 5, lines

35-42.

A detailed comparison of the relevant disclosures of the ‘451 and ‘721 patents to

claims 1-16 is shown in the charts below.

Claim 1 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

A method of selecting
at least one track from
a plurality of tracks
stored in a computer-
readable medium of a
portable media player
configured to present
sequentially a first,
second, and third
display screen on the
display of the media
player, the plurality of
tracks accessed
according to a
hierarchy, the
hierarchy having a
plurality of categories,
subcategories, and
items respectively in a
first, second, and third
level of the hierarchy,
the method
comprising:

The ‘451 patent describes a
“hand heid electronic music
reference machine” (col. 2,
line 64-65), that has the ability
to allow a user to obtain
information relative to a variety
of songs. As shown in Figure
3 and then further described, a
database 20 of the hand held
electronic reference machine
“has a first memory portion 22
storing textual or alphanumeric
information which can be
shown on display 16. Memory
portion 22 includes an area 24
storing song titles and another
memory area 26 storing at
least some lyrics for each
song whose title exists in
memory area 24.” (col. 3, line
43-48) Each of these song
titles correspond to one of the
plurality of tracks.

The ‘451 patent describes a
very versatile device, which
can access song titles
according to a hierarchy
identical to the ‘433 patent.
The ‘451 patent also allows
access to textual information
concerning a song based upon
note structure data (though
this aspect is unrelated to the
‘433 patent).

The ‘721 patent describes a
master tree and/or node
hierarchy for organizing,
selecting and accessing
audio metadata and audio
data within an audio playing
device. The hierarchical
representation of metadata is
presented to the user in a
graphical display. (col. 1,
lines 39-49; col. 2, lines 8-
14; col. 3, lines 11-22)

The sample display of Figure
1 includes a tree window
showing a master tree. (col.
5, lines 20-26) “The top
node of the master tree
represents a root node. The
next level of the master tree
represents root nodes of
subtrees such as groupings
trees and the playlist tree.
The lowest-level nodes of
the master tree represent
audio metadata of individual
audio tracks, while other
nodes represent groupings
(or sub-groupings) of audio
tracks.” (col. 3, lines 59-64)
See also examples of trees
in columns 11-14, The
sample display of Figure 1
also includes a table window
which displays information
about the node that is
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The hierarchy of the ‘451
patent has many different
categories, including, within
memory portion 22, “areas 28,
30, 32, 34, 36 and 38 [see
Figure 3] respectively storing
band or artist names,
songwriter names, highest
chart positions attained by the
various songs, the years in
which the highest chart
positions were attained, Hall of
Fame listings and recording
labels.” (col. 3, line 48-53)

The ‘451 patent describes its
hierarchy as having a “main
menu [that] includes a ‘Title’
selection, a ‘Search’ selection
and a ‘Setup’ selection.’ (col.
5, line 42-44) Subcategories
are obtained as described in
the ‘451 patent: “When
‘Search’ is selected from the
main menu, display 16 shows
a list of nine search
parameters or filters including
song titles, bands, song
writers, song position, chart
position, year, hall of fame
status, record labels, lyrics,
and melody line. Any search
filter may be selected by
actuating Enter function key
76 upon highlighting the
desired search filter.” (col. 5,
line 51-56) The ‘451 patent
further describes “[Glenerally,
the greater the number of
filters used, the smaller the
resulting list of titles.” (col. 8,
line 59-61)

The ‘451 patent describes in
the summary of the invention
that “at least a portion of the

selected in the tree window.
(col. 5, lines 44-46)

Referring to Figure 1,
whenever a new node in the
metadata tree 122 is
selected a new screen is
displayed in table window
130 with information on the
selected node. For example,
when selecting first Master
Library, second Genre, and
third Classical, three different
screens are automatically
sequentially displayed in the
table window 130
corresponding to the three
different nodes.
Furthermore, each time a
user clicks on a node in the
tree 122 to expand/contract
it, the tree window 120
changes to show a screen
with the
expanded/contracted tree
122. (col. 8, line 28 through
col. 9, line 23)

The metadata management
system may be integrated
into a variety of devices with
graphical user interfaces,
including: portable
computing devices, portable
audio players, portable video
players, handheld computers
and the like. A user may use
input devices such as touch
screen, pen, keyboard, etc.
and software interfaces with
stylized screen elements
such as menus, windows,
and controls (e.g. radio
buttons). (col. 6, lines 49-62;
col. 8, lines 14-30)

The ‘721 patent discloses
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song” (col. 1, lines 51-54)
(emphasis added) be provided
as the audio reproduction.
The verbiage “at least a
portion” contemplates more
than a portion, i.e. the entire
song be provided. In the
detailed description, the
“portion of the song” stored in
memory is referred to as a
“stored reproducible musical
segment” (col. 3, lines 62-66).
It follows that storing an entire
song in memory, available for
retrieval and playback, is also
contemplated. Furthermore,
the ‘721 patent discloses
storing, displaying, choosing
and playing audio files, where
audio files include musical
tracks, as described in the
‘721 patent at col. 5, line 20
through col. 6, line 4 and
shown in Figure 1.

the use of such systems and
methods for managing
metadata for a variety of
media including: video,
audio, audio-visual, etc. (col.
3, lines 22-28)

selecting a category in
the first display screen
of the portable media
player;

The main menu shown on the
display 16 of the hand held
electronic music reference
machine 10 contains three
categories: titles, search, and
setup. The claimed method is
anticipated by selection of the
search category. (col. 5, line
40-44)

The tree window displays the
master tree, and the master
tree may contain Master
Library and Playlist subtrees,
for example. Selecting
Master Library will display its
subtrees, including Artist,
Album, Genre, Genre/Artist,
and All Tracks. (col. 5, lines
28-35 and 44-46) See also
Figure 1.

displaying the
subcategories
belonging to the
selected category in a
listing presented in the
second display
screen;

Upon selection of the search
category, “display 16 shows a
list of nine search parameters
or filters including song titles,
bands, song writers, song
position, chart position, year,
hall of fame status, record
labels, lyrics, and melody line.”
(col. 5, line 51-54)

Id.
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selecting a
subcategory in the
second display
screen;

As taught by the ‘451 patent,
“[a]ny search filter may be
selected by actuating Enter
function key 76 upon
highlighting the desired search
filter.” (col. 5, line 54-56)

In a specific example given
within the ‘451 patent, “[d]uring
a search of the band list,
highlighting of the entries may
be shifted from artist to artist
by using up and down
directional keys 68 and 70.”
(col. B, line 17-19)

“If the selected node is Artist
under the grouping Master
Library — Artist, the node
table may display the sub-
groupings of the Artist node
such as, for example,
Debussy, Mozart, and
Rachmaninoff ... .” (col. 9,
lines 1-6)

displaying the items
belonging to the
selected subcategory
in a listing presented
in the third display
screen; and

As further expressly taught by
the ‘451 patent with respect to
the specific example, “[ilf
selection monitor 64 detects
the actuation of Enter function
key 76, a list of song titles
appears for the highlighted
recording artist.” (col. 6, line
19-21) Thus, the list of song
titles corresponds to the
displayed items.

accessing at least one
track based on a

selection made in one
of the display screens.

The ‘451 patent expressly
provides for this limitation,
teaching “As in every case
where a list of song titles is
shown on display 16, actuation
of special function key 78,
which is detected by selection
monitor 64, causes selector
module 80 to retrieve the
stored reproducible musical
segment for a highlighted song
from memory portion 44 and to
feed the retrieved segment to
synthesis module 46 for
playback via speaker 52.”

(col. 6, line 21-27)

“The user may use the
master tree and the node
table to begin playing an
audio file and/or a set of
audio files.” (col. 3, lines 56-
58; col. 5, lines 59-64; col.
18, lines 27-29)

Claim 2 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent
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The method of
selecting a track as
recited in claim 1
wherein the accessing
at least one track
comprises

selecting a
subcategory in the
second display screen
and

As taught by the ‘451 patent,
“[a]ny search filter may be
selected by actuating Enter
function key 76 upon
highlighting the desired search
filter.” (col. 5, line 54-56)

The tree window displays the
master tree, and the master
tree may contain Master
Library and Playlist subtrees,
for example. Selecting
Playlist will display its
subtrees — various playlists.
(col. 5, lines 28-46) See also
Figure 1.

playing a plurality of
tracks associated with
the selected
subcategory.

A plurality of tracks can be
played from the selected
subcategory by highlighting
different songs within the
subcategory, and then
actuating the special function
key 78, which is detected by
selection monitor 64, to cause
selector module 80 to retrieve
the stored reproducible
musical segment for a
highlighted song from memory
portion 44 and to feed the
retrieved segment to synthesis
module 46 for playback via
speaker 52.” (col. 6, line 21-
27)

This can be repeated for a
plurality of different songs to
play a plurality of tracks
associated with the selected
category.

“The user may use the
master tree and the node
table to begin playing an
audio file and/or a set of
audio files.” Thereby
allowing a user to play a set
of audio files by selecting a
particular playlist. (col. 3,
lines 56-58; col. 5, lines 28-
46; col. 5, lines 59-64)

Claim 3 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

The method of
selecting a track as
recited in claim 1
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wherein the accessing
at least one track
comprises selecting a
subcategory and
adding the tracks
associated with the
selected subcategory
to a playlist.

An appropriate broad
construction of this claim
limitation includes the tracks
associated with a selected
subcategory of tracks being
the only tracks in the playlist.
In which case, the
subcategory is being used as
a list of tracks from which
tracks can be chosen for
playing — a “playlist.” The
claim language is broad
enough to read on the
disclosure in the ‘451 patent of
the selection of a list of songs
belonging to a subcategory — a
particular recording artist, for
example — where one of the
songs is chosen for playback.
Such a list may be
characterized as a “playlist”
since it is a list of songs from
which a user can select a song
for playing. (col. 6, lines 17-
27)

Furthermore, as discussed at
the beginning of this section, it
would have been obvious to
combine the teachings of the
‘451 and ‘721 patents — the
‘721 patent expressly
discloses creating playlists.

The 721 patent expressly
provides for this limitation,
teaching that “[t]he user may
also create a new playlist by
selecting one or mare audio
tracks and copying them into
a playlist node. The user
may make the changes
using various actions such
as, for example, typing and
changing any of the fields of
information, dragging and
dropping one of the nodes
into a different grouping,
adding a new grouping using
the menu system, and so
forth.” (col. 15, lines 14-21)

Claim 4 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

The method of
selecting a track as
recited in claim 1
wherein the accessing
at least one track
comprises

selecting an item in
the third display
screen and

The ‘451 patent teaches
highlighting of a song that is
on the list of the display 16 in

“If the selected node is Artist
under the grouping Master
Library — Artist, the node
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order to obtain further
information relating to that
song. (col. 6, line 24)

table may display the sub-
groupings of the Artist node
such as, for example,
Debussy, Mozart, and
Rachmaninoff ... .” (col. 9,
lines 1-6)

playing at least one
track associated with
the selected item.

The ‘451 patent expressly
provides for this limitation,
teaching “As in every case
where a list of song titles is
shown on display 16, actuation
of special function key 78,
which is detected by selection
monitor 64, causes selector
module 80 to retrieve the
stored reproducible musical
segment for a highlighted song
from memory portion 44 and to
feed the retrieved segment to
synthesis module 46 for
playback via speaker 52.”

(col. B, line 21-27)

“The user may use the
master tree and the node
table to begin playing an
audio file and/or a set of
audio files.” (col. 3, lines 56-
58; col. 5, lines 59-64)

Claim 5 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

The method of
selecting a track as
recited in claim 1

wherein the accessing
at least one track
comprises selecting
an item in the third
display screen and
adding at least one
track associated with
the selected item to a
playlist.

An appropriate broad
construction of this claim
limitation does not require that
a playlist represent more than
one track. The formation of a
playlist, when adding one or
more tracks, as described in
this claim limitation, must
include the possibility that a
single track is added to a new
playlist, which at that point in
time will have only one track —
it is a list of one song selected
to be played. The claim
language is broad enough to
read on the disclosure in the

The 721 patent expressly
provides for this limitation,
teaching that “[t]he user may
also create a new playlist by
selecting one or more audio
tracks and copying them into
a playlist node. The user
may make the changes
using various actions such
as, for example, typing and
changing any of the fields of
information, dragging and
dropping one of the nodes
into a different grouping,
adding a new grouping using
the menu system, and so
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‘451 patent of selection of a
single song for playback — in
effect, a list including a single
song has been formed for
playback. (col. 6, lines 17-27)

Furthermore, as discussed at
the beginning of this section, it
would have been obvious to
combine the teachings of the
‘451 and 721 patents - the
721 patent expressly
discloses creating playlists.

forth.” (col. 15, lines 14-21)

Claim 6 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

The method of
selecting a track as
recited in claim 1
wherein the accessing
at least one track
comprises one of
playing or adding to a
playlist at least one
track associated with
a selected one of the
category,
subcategory, and
item.

The ‘451 patent expressly
provides for the “playing” one
of the limitations, teaching
“[als in every case where a list
of song titles is shown on
display 16, actuation of special
function key 78, which is
detected by selection monitor
64, causes selector module 80
to retrieve the stored
reproducible musical segment
for a highlighted song from
memory portion 44 and to feed
the retrieved segment to
synthesis module 46 for
playback via speaker 52.”

(col. 6, line 21-27)

The track that is played is
associated with a category,
subcategory, and song.

The 721 patent expressly
provides for this limitation,
teaching that “[t]he user may
also create a new playlist by
selecting one or more audio
tracks and copying them into
a playlist node. The user
may make the changes
using various actions such
as, for example, typing and
changing any of the fields of
information, dragging and
dropping one of the nodes
into a different grouping,
adding a new grouping using
the menu system, and so
forth.” (col. 15, lines 14-21)

Claim 7 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

The method of
selecting a track as
recited in claim 1

The ‘451 patent teaches
usage of left or right directional
keys 72 and 74 that can be

The sample display of Figure
1 includes a tree window
showing a master tree. (col.
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wherein the accessing
at least one track is
made after the
presentation of the
third display screen by
reverting back to one
of the second and first
display screens, the
second display screen
presented sequentially
after the third display
screen.

used to access different
submenus, thereby allowing a
user to revert from the third
display back to one of the
second and first display
screens. (col. 5, line 24-26)

5, lines 20-26) “The top
node of the master tree
represents a root node. The
next level of the master tree
represents root nodes of
subtrees such as groupings
trees and the playlist tree.
The lowest-level nodes of
the master tree represent
audio metadata of individual
audio tracks, while other
nodes represent groupings
(or sub-groupings) of audio
tracks.” (col. 3, lines 59-64)
The sampie display of Figure
1 also includes a table
window which displays
information about the node
that is selected in the tree
window. (col. 5, lines 44-46)
The teaching of the ‘721
patent allows a user to select
nodes in the tree window in
an order that reverts back to
a previous node. For
example, the user may
navigate through the
metadata tree 122 in Figure
1 in forward and/or backward
directions. By clicking on the
plus/minus signs the user
may expand/contract
categories/subcategories in
the master tree 122.
Furthermore, the user may
click on any visible node in
the tree to display
information about that node,
and the order in which the
user views information about
visible nodes is unrestricted.

Claim 8 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent
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The method of
selecting a track as
recited in claim 1
further comprising

selecting one of the
items displayed in the
third display screen
and

The ‘451 patent teaches
highlighting of a song that is
on the list of the display 16 in
order to obtain further
information relating to that
song. (col. 6, line 24)

“In FIG. 1, the Master Library
— Genre — Classical
grouping was selected, and
thus, the metadata for audio
tracks that have the value
"Classical" in the Genre field
in the database are
displayed as audio track
records in the node table
within the table window. In
the exemplary table window,
three audio track records are
shown: Concerto by Mozart,
Reverie by Debussy, and
Vocalise by Rachmaninoff.”
(col. 5, lines 52-58)

presenting a listing of
items associated with
the selected item in a
fourth sequentially
presented display
screen.

Upon actuation of the “Enter
function key 76, display control
58 accesses memory portion
22 to obtain identification
information and lyrics for the
highlighted song.” (col. 6, line
29-32)

A fourth display screen is
presented with some of this
information, as shown in
Figure 6A—with further
information presented in
subsequent display screens
shown as Figures 6B-6H.

Id.

Claim 9 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

The method of
selecting a track as
recited in claim 1
wherein the category
genre is selected in
the first display screen

In an embodiment in which the
“first display screen” is one
level below the top level of the
hierarchy (see claim 15), there
are nine different categories,
and certain of them

The tree window displays the
master tree, and the master
tree may contain Master
Library and Playlist subtrees,
for example. The Master
Library subtree includes
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from available
categories that include
at least artist, album,
and genre; and

correspond to artist, album
and genre.

“Bands” search parameter
(col. 5, line 53) is specifically
mentioned, which corresponds
to artist.

“Song titles” search parameter
(col. 5, line 53) is specifically
mentioned, which corresponds
to album, since many albums
have only one song (aka
“singles”).

And “recording labels” search
parameter (col. 5, line 54)
corresponds to genre since
recording labels conventionally
record artists that have a
same style of music. For
example, it is well known that
“Windham Hill” is a “New Age”
label, whereas “Blue Note
Records” is a “Jazz” label.

Artist, Album, Genre,
Genre/Artist, and All Tracks.
(col. 5, lines 28-35 and 44-
46) The teaching of the ‘721
patent allows a user to select
any node in the tree window,
thereby allowing a user to
first select a node at a level
below a top node - for
example a user may first
select Genre. See Figure 1,
tree 122.

the subcategories
listed in the second
display screen
comprise a listing of at
least one genre type
and

Upon selection of the
‘recording labels” search, the
various recording label names,
which correspond to different
genre types, are listed.

The genre grouping includes
four sub-groupings: <blank>,
Classical, Pop and Rock.
(col. 5, lines 34-35) See
Figure 1, tree 122.

one of the at least one
genre type is selected.

The user can select a
particular recording label
name.

“In FIG. 1, the Master Library
— Genre — Classical
grouping was selected ... .”
(col. 5, lines 52-53) See
Figure 1, tree 122.

Claim 10 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

The method of
selecting a track as
recited in claim 9
further comprising

displaying in the third

Upon selection of a particular

At col. 10, line 58 through
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display screen at least
one album associated
with the selected
genre type and

recording label name that
appears on the second display
screen, list of “Titles” appears
on a third display screen. (An
equivalent search is shown in
Figs. 7A and 7B, though for
different categories).

col. 13, line 16 building
grouping trees is taught,
including categories such as
Genre and Album, and with
audio track recordings at the
leaf nodes. Following the
teaching of the ‘721 patent, a
user can build a group tree
with a category of Genre, a
next level category of Album
name, and a final level
category of track names.

selecting one of the at
least one albums
displayed in the third
display screen and

One of the “Titles” that
appears on the third display
screen can be selected.

The user may select one
Album name in the grouping

presenting a listing of
tracks associated with
the selected album in
a fourth sequentially
presented display
screen.

As shown in Figures 6A at
screen 98, there is a plurality
of tracks that are presented on
the fourth display screen: one
track corresponding to the
song title and another track
corresponding to the recording
artist. As described, the
information for the listing of
tracks is obtained from
separate memory areas 24
and 28. (col. 6, line 35-37)

Selecting the node for the
Album name will provide a
listing of tracks associated
with said Album in a table
window. See col. 5, lines 44-
46 and Figure 1.

Claim 11 of ‘433
Patent

Disclosure of ‘451 Patent

Disclosure of ‘721 Patent

The method of
selecting a track as
recited in claim 1
wherein the category
artist is selected in the
first display screen
from available
categories that include
at least artist, album,
and genre;

In an embodiment in which the
“first display screen” is one
level below the top level of the
hierarchy (See claim 15), there
are nine different categories,
and certain of them
correspond to artist, album
and genre.

“Bands” search parameter
